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Otp Dearsporn Distrinutinc Company v. SEAGRAM-DISTILLERS 
Corporation; Cart W. McNett, doing business as McNeEIv’s 


Ligvor Store v. JosepH TrRINER CoRPORATION 
United States Supreme Court 
October Term, 1936 


Strate Sratrures—Iiurnors—Farm ‘'Trave Act, 1935—ConstITUTIONALITY. 

Sections 1 and 2 of the Fair Trade Act of Illinois (Smith-Hurd 
Rev. Stat., 1935 ¢ 1214, Sec. t 188 et seq.) relating to the maintenance 
of resale prices fixed by the producer on trade-marked goods held 
constitutional and valid. 

Same—FourTEENTH AMENDMENT—APPLICATION. 

The fact that the Act in question is applicable only to trade-marked 
goods, but excludes non-branded products, held not to violate the 
“equal protection” clause of the Fourteenth Amendment, inasmuch as 
the latter does not preclude the States from resorting to classification 
for purposes of legislation. 

Same—Restriction oN Sate or Goops—Lawrut DELEGATION oF Powers. 

In the case at issue, where appellants acquired the trade-marked 
goods with knowledge of the price restrictions held there was no unlaw- 
ful delegation of power to deprive private persons of power to control 
the disposition of the property of others, since the sales restriction was 
imposed before purchase, with appellant’s knowledge, ran with the 
acquisition and conditoned it. 

Same—SeEcTION 2 or Act—INTERPRETATION. 

Section 2 of the Act does not prevent a purchaser of the commodity 
bearing the mark from selling the commodity alone at any price he 
pleases, nor is there any thing in the Act to preclude the purchaser 
from removing the mark and then selling the commodity at his own 


price, provided he can do so without utilizing the producers good-will 
as an aid to that end. 





On certiorari from the Illinois Supreme Court in a case involv- 


ing the validity of Sections 1 and 2 of the Fair Trade Act of Illinois. 
Affirmed. 


Note.—In view of the growing importance of the subject our sub- 
scribers will welcome the publication in this issue of the principal decisions, 
thus far rendered, relating to the so-called Fair Trade Acts.—Ep. 
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Mr. Justice SUTHERLAND delivered the opinion of the court. 


These appeals bring here for decision the question of the con- 
stitutional validity of Sections 1 and 2 of the Fair Trade Act of 
Illinois (Smith-Hurd Rev. Stat., 1935, c. 1211/4, Section 188 et seq.; 
Illinois State Bar Stat., 1935, c. 140, Section 8 et seq.), providing 
as follows: 


Section 1. No contract relating to the sale or resale of a commodity 
which bears, or the label or content of which bears, the trade-mark, brand 
or name of the producer or owner of such commodity, and which is in 
fair and open competition with commodities of the same general class pro- 
duced by others, shall be deemed in violation of any law of the State of 
Illinois by reason of any of the following provisions which may be con- 
tained in such contract: 

(1) That the buyer will not resell such commodity except at the price 
stipulated by the vendor. 

(2) That the producer or vendee of a commodity require upon the sale 
of such commodity to another, that such purchaser agree that he will not, 
in turn, resell except at the price stipulated by such producer or vendee. 

Such provisions in any contract shall be deemed to contain or imply 
conditions that such commodity may be resold without reference to such 
agreement in the following cases: 

(1) In closing out the owner’s stock for the purpose of discontinuing 
delivery of any such commodity: provided, however, that such stock is 
first offered to the manufacturer of such stock at the original invoice price, 
at least ten (10) days before such stock shall be offered for sale to the 
public. 

(2) When the goods are damaged or deteriorated in quality, and 
notice is given to the public thereof. 

(3) By any officer acting under the orders of any court. 

Section 2. Willfully and knowingly advertising, offering for sale or 
selling any commodity at less than the price stipulated in any contract 
entered into pursuant to the provisions of Section 1 of this act, whether the 
person so advertising, offering for sale or selling is or is not a party to 
such contract, is unfair competition and is actionable at the suit of any 
person damaged thereby. 

Section 3 of the act provides that it shall not apply to contracts or 
agreements between producers or between wholesalers or between retailers 
as to sale or resale price. 


No. 226 is a suit brought by appellee against appellant to en- 
join the latter from willfully and knowingly advertising, offering 
for sale or selling, certain brands of whisky at less than prices 
stipulated by appellee in accordance with contracts, made in pur- 
suance of the Fair Trade Act, between appellee and distributors 
or retailers of such whisky. The facts set forth by the court below 
follow. 
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Appellee is a dealer in alcoholic beverages at wholesale. It buys 
the products here in question from the producers. The whiskies 
bear labels and trade-marks, and are in fair and open competition 
with commodities of the same general class produced by others. 

Appellant is a corporation operating from retail liquor stores in 
Chicago, and selling at both wholesale and retail. Appellee’s 
sales in Chicago are made to wholesale distributors. It has not 
sold any of the whiskies in controversy to appellant, but has sold 
other liquors. Contracts in pursuance of the Fair Trade Act have 
been executed between appellee and certain distributors, and numer- 
ous Illinois retailers. 


Appellee does not sell directly to any retailer. Appellant sold 
the products in question at cut prices—that is to say, at prices 
below those stipulated—and continued to do so after appellee’s 
demand that it cease such practice. The result of such price-cut- 
ting was a diminution of sales during the price-cutting period 
suffered by appellee and retailers other than appellant. 

Some dealers ceased to display the products, and notified ap- 


pellee that they could not compete with appellant and would 
discontinue handling the products unless the price-cutting was 
stopped. Appellant was also a party to breaches of other fair- 
trade contracts between appellees and certain distributors, and con- 
tinued the price-cutting throughout the trial of the case in the 
Illinois State court of first instance. 

The record shows that one of the retailer’s contracts drawn in 
pursuance of the act was signed by appellant’s secretary and treas- 
urer prior to the commission of the acts complained of. This con- 
tract, among other things, provided that the product in question 
should not be sold, advertised or offered for sale in Illinois below 
the prices to be stipulated by appellee. The contract was assailed 
by appellant below as ineffective, and for present purposes we 
accept that view. It is plain enough, however, that appellant had 
knowledge of the original contractual restrictions and that they 
constituted conditions upon which sales thereafter were to be made. 

No. 372 is a suit of the same character as No. 226, seeking the 
same relief by injunction. The facts set forth in the complaint 
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were admitted by a motion to dismiss. These facts, fully stated 
in the opinion of the court below, infra, we find it unnecessary to 
repeat. It is enough to say that while they differ in detail from 
those appearing in No. 226, they are sufficiently the same in sub- 
stance as to be controlled by the same principles of law. 

Both appellants attack the validity of the act upon the grounds 
that it denies due process of law and the equal protection of the 
laws in violation of the Fourteenth Amendment in the particulars 
which hereafter appear. The State courts of first instance in 
which the suits were brought sustained the validity of the act and 
entered decrees as prayed for in the bills of complaint. These 
decrees were affirmed upon appeal by the court below. 363 III. 
559, 611. 

The Illinois statute constitutes a legislative recognition of a rule 
which had been accepted by many of the State courts as valid at 
common law. This rule was based upon the distinction found to 
exist between articles of trade put out by the manufacturer or 
producer under and identified by patent, copyright, trade-mark, 
brand, or similar device and articles of like character put out 
by others and not so identified. The same rule was followed for a 
time by some of the lower Federal courts; but their decisions were 
upset by this court in a series of cases, of which Dr. Miles Medical 
Company v. Park & Sons Company, 220 U. S. 373, is an example. 

In that case this court held that a system of contracts between 
manufacturers and wholesale and retail merchants which sought 
to control the prices for sales by all such dealers by fixing the 
amount which the consumer should pay, amounted to an unlawful 
restraint of trade invalid at common law and, so far as interstate 
commerce was affected, invalid under the Sherman Anti-trust Act 
of July 2, 1890; and it was held that the rule applied to such agree- 
ments notwithstanding the fact that they related to proprietary 
medicines made under a secret process and identified by distinctive 
packages, labels and trade-marks. The argument that since the 
manufacturer might make and sell or not as he chose, he could 
lawfully condition the price at which subsequent sales could be 
made by the purchaser, was rejected. 





tees. 
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This court said at pages 407-409: 


If there be an advantage to a manufacturer in the maintenance of fixed 
retail prices, the question remains whether it is one which he is entitled 
to secure by agreement restricting the freedom of trade on the part of 
dealers who own what they sell. 

As to this, the complainant can fare no better with its plan of identical 
contracts than could the dealers themselves if they formed a combination 
and endeavored to establish the same restrictions, and thus to achieve 
the same result by agreement with each other. If the immediate advan- 
tage they would thus obtain would not be sufficient to sustain such a direct 
agreement, the asserted ulterior benefit to the complainant cannot be re- 
garded as sufficient to support its system. . . . The complainant’s plan falls 
within the principle which condemns contracts of this class. It, in effect, 
creates a combination for the prohibited purposes. No distinction can 
properly be made by reason of the particular character of the commodity 
in question. It is not entitled to special privilege or immunity. It is an 
article of commerce and the rules concerning the freedom of trade must 
be held to apply to it... . The complainant having sold its product at 
prices satisfactory to itself, the public is entitled to whatever advantage 
may be derived from competition in the subsequent traffic. 

It is unnecessary to review the contrary State decisions. It is 
enough, for present purposes, to say that, generally speaking, they 
sustained contracts standardizing the price at which “identified” 
commodities subsequently might be sold, where the price standard- 
ization is primarily effected to protect the good-will created or 
enlarged by the identifying mark or brand. Where a manufacturer 
puts out an article of general production identified by a special 
trade-mark or brand, the result of an agreement fixing the subse- 
quent sales price affects competition between the identified articles 
alone, leaving competition between articles so identified by a given 
manufacturer and all other articles of like kind to have full play. 

In other words, such restraint upon competition as there may be 
is strictly limited to that portion of the entire product put out and 
plainly identified by a particular manufacturer or producer. 

The ground upon which the opposing view of the court pro- 
ceeds is that such an agreement, nevertheless, constitutes an un- 
lawful restraint of trade at common law and, in respect of inter- 
state commerce, a violation of the Sherman Anti-Trust Act. A 
careful reading of the decisions discloses no other ground. 

Following these decisions, bills were introduced in Congress 


from time to time authorizing standardization-of-price agreements 
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in respect of identified goods, upon which extensive hearings were 
held by the appropriate Congressional committees. 

These bills are in all essential respects like the Illinois Act. 
The hearings disclose exhaustive legal briefs, and testimony and 
arguments for and against the economic value of the proposed 
laws. See for example, hearings before the committee on inter- 
state and foreign commerce of the House of Representatives, on 
H. R. 18305 (68d Cong. 2d and 3d Sess.), H. R. 13568 (64th 
Cong. Ist and 2d Sess.); compare report of the Federal Trade 
Commission on resale price maintenance, 70th Cong. 2d Sess. 
H. Doc. No. 546. 

It is not without significance that while the proposed legisla- 
tion was vigorously assailed in other respects, we do not find that 
any constitutional objection was urged. And the decisions of this 
court, far from suggesting any constitutional infirmity in such pro- 
posed legislation, contain implications to the contrary. 

In the Dr. Miles Medical Company case (p. 405) the court 
said: 

Nor can the manufacturer by rule and notice, in the absence of contract 
or statutory right, even though the restriction be known to purchasers, fix 
prices for future sales. (Italics supplied.) 

In Boston Store v. American Graphophone Company, 246 U. S. 
8 [9 T.-M. Rep. 281], where this court struck down a stipulation 
that patented articles should not be resold at prices other than 
those fixed presently and from time to time by the patent owner, 
it was suggested (p. 26) that if this view resulted in damage to 
the holders of patent rights or the law afforded insufficient protec- 
tion to the inventor, the remedy jay within the scope of legislative 
(that is to say, Congressional) action. And in a concurring 
opinion (p. 28) it was said: 

If the rule so declared is believed to be harmful in its operation, the 
remedy may be found, as it has been sought, through application to the 
Congress. ... 

The words “as it has been sought’ quite evidently referred 
to the bills of which we have just spoken, since they had here- 
tofore been introduced and made the subject of hearings. See, 
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also, Bauer v. O’Donnell, 229 U. S. 1, 12. While these observa- 
tions of ths court cannot, of course, be regarded as decisive of the 
question, they plainly imply that the court at the time foresaw no 
valid constitutional objection to such legislation, for it cannot be 
supposed that the court would suggest a legislative remedy the 
validity of which might seem open to doubt. 

In the light of the foregoing brief résumé of the question with 
respect to the standardization of selling prices of identified goods 
in the absence of statutory authority, we proceed to a consideration 
of the specific objections to the constitutionality of the act here 
under review. 

First. In respect of the due process of law clause, it is con- 
tended that the statute is a price-fixing law, which has the effect 
of denying to the owner of property the right to determine for 
himself the price at which he will sell. Appellants invoke the 
well-settled general principle that the right of the owner of prop- 
erty to fix the price at which he will sell it is an inherent attribute 
of the property itself, and as such is within the protection of the 
Fifth and Fourteenth Amendments. T'yson § Brother v. Banton, 
273 U. S. 418, 429; Wolff Company v. Industrial Court, 262 U. S. 
522, 587; Ribnik v. McBride, 277 U. S. 350; Williams v. Standard 
Oil Company, 278 U. S. 2385; New State Ice Company v. Liebmann, 
285 U. S. 262. These cases hold, that with certain exceptions, 
which need not now be set forth, this right of the owner cannot be 
denied by legislative enactment fixing prices and compelling such 
owner to adhere to them. But the decisions referred to deal only 
with legislative price-fixing. ‘They constitute no authority for 
holding that prices in respect of “identified” goods may not be 
fixed under legislative leave by contract between the parties. The 
Illinois Fair Trade Act does not infringe the doctrine of these 
cases. 

Section 1 affirms the validity of contracts of sale or resale of 
commodities identified by the trade-mark, brand or name of the 
producer or owner, which are in fair and open competition with 
commodities of the same general class produced by others, not- 
withstanding that such contracts stipulate (1) that the buyer will 
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not resell except at the price stipulated by the vendor; and (2) 
that the producer or vendee of such a commodity shall require, 
upon the sale to another, that he agree in turn not to resell except 
at the price stipulated by such producer or vendee. It is clear 
that this section does not attempt to fix prices, nor does it delegate 
such power to private persons. It permits the designated private 
persons to contract with respect thereto. It contains no element 
of compulsion but simply legalizes their acts, leaving them free 
to enter into the authorized contract or not as they may see fit. 
Thus far, the act plainly is not open to objection; and none seems 
to be made. 

The challenge is directed against Section 2, which provides that 
willfully and knowingly advertising, offering for sale or selling 
any commodity at less than the price stipulated in any contract 
made under Section 1, whether the person doing so is or is not 
a party to the contract, shall constitute unfair competition, giving 
rise to a right of action in favor of any one damaged thereby. 

It is first to be observed that Section 2 reaches not the mere 
advertising, offering for sale or selling at less than the stipulated 
price, but the doing of any of these things willfully and know- 
ingly. We are not called upon to determine the case of one who 
has made his purchase in ignorance of the contractual restriction 
upon the selling price, but of a purchaser who has had definite in- 
formation respecting such contractual restriction and who, with 
such knowledge, nevertheless proceeds willfully to resell in dis- 
regard of it. 

In the second place, Section 2 does not deal with the restric- 
tion upon the sale of the commodity qua commodity, but with 
that restriction because the commodity is identified by the trade- 
mark, brand or name of the producer or owner. The essence of 
the statutory violation then consists not in the bare disposition 
of the commodity, but in a forbidden use of the trade-mark, brand 
or name in accomplishing such disposition. The primary aim of 
the law is to protect the property 





namely, the good-will—of 
the producer, which he still owns. The price restriction is adopted 
as an appropriate means to that perfectly legitimate end, and not 
as an end in itself. 
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Appellants here acquired the commodity in question with full 
knowledge of the then-existing restriction in respect of price which 
the producer and wholesale dealer had imposed, and, of course, 
with presumptive if not actual knowledge of the law which author- 
ized the restriction. Appellants were not obliged to buy; and 
their voluntary acquisition of the property with such knowledge 
carried with it, upon every principle of fair dealing, assent to the 
protective restriction, with consequent liability under Section 2 
of the law by which such acquisition was conditioned. cf. Provi- 
dent Institution v. Jersey City, 1138 U. S. 506, 514-515; Vreeland 
v. O'Neil, 36 N. J. Eq. 399, 402; same case on appeal, 37 N. J. Eq. 
574, 577. 

We find nothing in this situation to justify the contention that 
there is an unlawful delegation of power to private persons to con- 
trol the disposition of the property of others, such as was con- 
demned in Eubank v. Richmond, 226 U. S. 137, 143; Seattle Trust 
Company v. Roberge, 278 U. S. 116, 121-122; and Carter v. Carter 
Coal Company, 298 U. S. 238, 311. In those cases the property 
affected had been acquired without any preexisting restriction in 
respect of its use or disposition. The imposition of the restriction 
in invitum was authorized after complete and unrestricted owner- 
ship had vested in the persons affected. Here, the restriction, al- 
ready imposed with the knowledge of appellants, ran with the 
acquisition and conditioned it. 

Nor is Section 2 so arbitrary, unfair or wanting in reason as to 
result in a denial of due process. We are here dealing not with a 


commodity alone but with a commodity plus the brand or trade- 


mark which it bears as evidence of its origin and of the quality of 
the commodity for which the brand or trade-mark stands. Appel- 
lants own the commodity; they do not own the mark or the good- 


will that the mark symbolizes. Any good-will is property in a very 


real sense, injury to which, like injury to any other species of 
property, is a proper subject for legislation. Good-will is a valu- 
able contributing aid to business—sometimes the most valuable 
contributing asset of the producer or distributor of commodities. 
And distinctive trade-marks, labels and brands are legitimate aids 
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to the creation or enlargement of such good-will. It is well settled 
that the proprietor of the good-will “is entitled to protection as 
against one who attempts to deprive him of the benefits resulting 
from the same, by using his labels and trade-mark without his 
consent and authority.” 

McLean v. Fleming, 96 U. S., 245, 252. “Courts afford redress 
or relief upon the ground that a party has a valuable interest in 
the good-will of his trade or business, and in the trade-marks 
adopted to maintain and extend it.’ Hanover Milling Company v. 
Metcalf, 240 U. S. 408, 412 [6 T.-M. Rep. 149]. 

The ownership of the good-will, we repeat, remains unchanged, 
notwithstanding the commodity has been parted with. 


Section 2 of the act does not prevent a purchaser of the commodity 
bearing the mark from selling the commodity alone at any price he pleases. 
It interferes only when he sells with the aid of the good-will of the vendor; 
and it interferes then only to protect that good-will against injury. It 
proceeds upon the theory that the sale of identified goods at less than the 
price fixed by the owner of the mark or brand is an assault upon the 
good-will, and constitutes what the statute denominates “unfair competi- 
tion.” See Liberty Warehouse Company v. Burley Tobacco Growers’ Asso- 
ciation, 276 U. S. 71, 91-92, 96-97. 

There is nothing in the act to preclude the purchaser from re- 
moving the mark or brand from the commodity—thus separating 
the physical property, which he owns, from the good-will, which 
is the property of another—and then selling the commodity at his 
own price, provided he can do so without utilizing the good-will of 
the latter as an aid to that end. 

There is a great body of fact and opinion tending to show that 
price-cutting by retail dealers is not only injurious to the good- 
will and business of the producer and distributor of identified 
goods, but injurious to the general public as well. The evidence 
to that effect is voluminous; but it would serve no useful purpose 
to review the evidence or to enlarge further upon the subject. 


True, there is evidence, opinion and argument to the contrary; 
but it does not concern us to determine where the weight lies. We 
need say no more than that the question may be regarded as 
fairly open to differences of opinion. The legislation here in ques- 
tion proceeds upon the former and not the latter view; and the 
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legislative determination in that respect, in the circumstances here 


disclosed, is conclusive so far as this court is concerned. 

Where the question of what the facts establish is a fairly debat- 
able one, we accept and carry into effect the opinion of the Legis- 
lature. Radice v. New York, 264 U. S. 292, 294; Zahn v. Board 
of Public Works, 274 U. S. 3825, 328, and cases cited. 

Certain terms contained in the act are said to be fatally vague 
and indefinite, and therefore to deny due process of law under 
our decisions in Connally v. General Const. Company, 269 U. S. 
385,490 et seq., and other cases. The contention is directed in the 
main against the phrase in Section 1 of the Act, “fair and open 
competition,’ and “any commodity” and “any contract entered 
into pursuant to the provisions of Section 1” contained in Section 2. 

The point is shown to be lacking in substance by the reasoning 
in the Connally case at pages 391-392 and the cases there cited. 
See particularly Hygrade Provision Company v. Sherman, 266 
U. S. 497, 501, 503; United States v. Cohen Grocery Company, 
255 U. S. 81, 92, where it is said: 
that, for reasons found to result either from the text of the statutes in- 
volved or the subjects with which they dealt, a standard of some sort was 
afforded. 

Certainly, the phrase “fair and open competition’ is as definite 
as the phrase contained in Section 5 of the Federal Trade Com- 
mission Act, “unfair methods of competition,’ which this court 
has never regarded as being fatally uncertain. Federal Trade 
Commission v. Gratz, 253 U. S. 421, 427 [10 T.-M. Rep. 295]; 
Federal Trade Commission v. Beech-Nut Company, 257 U. S. 
141, 4538 [10 T.-M. Rep. 317]; Federal Trade Commission v. 
Baladam Company, 263 U. S. 643, 648 [21 T.-M. Rep. 575]. We 
think the phrases complained of are sufficiently definite, consid- 
ering the whole statute, and that no one need be misled as to their 
meaning or need suffer by reason of any supposed uncertainty. 
Cf. Miller v. Schoene, 276 U. S. 272, 281; Standard Oil Company 
v. United States, 221 U. S. 1, 69. 

Second. The contention that Section 2 of the act denies the 
equal protection of the laws in violation of the Fourteenth Amend- 
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ment proceeds upon the view that it confers a privilege upon the 
producers and owners of goods identified by trade-mark, brand 
or name, which it denies in the case of unidentified goods. 

As this court many times has said, the equal-protection clause 
does not preclude the States from resorting to classification for the 
purposes of legislation. It only requires that the classification 
“must be reasonable, not arbitrary and must rest upon some ground 
of difference having a fair and substantial relation to the object 
of the legislation, so that all persons similarly circumstanced 
shall be treated alike.” Colgate v. Harvey, 296 U. S. 404, 422, 
423, and cases cited. 

Clearly, the challenged section of the Illinois act satisfies this 
test. Enough appears already in this opinion to show the essential 
difference between trade-marked goods and others not so identified. 

The entire struggle to bring about legislation such as the Illinois 
act embodies has been based upon the essential difference. In 
Radice v. New York, 264 U. S. 292, 296-297, we sustained a statute 
prohibiting night employment of women in restaurants in large 
cities, against the claim that it denied equal protection of the 
laws in that it did not apply to small cities, or to women em- 
ployed as singers and performers, or to attendants in ladies’ 


cloak rooms and parlors, or employes in hotel dining rooms and 


kitchens or in lunch rooms and restaurants conducted by employers 


for the benefit of their employes. 

Former decisions of the court were cited sustaining classifica- 
tions based upon differences between fire insurance and other 
kinds of insurance; between railroads and other corporations; 
between barber-shop employment and other kinds of labor; be- 
tween “immigrant agents” engaged in hiring laborers to be em- 
ployed beyond the limits of a State and persons engaged in the 
business of hiring for labor within the State; between sugar re- 
finers who produce the sugar and those who purchase it. Other 
illustrations of a similar character might be cited. 

But it is unnecessary to pursue the subject further; for, since 
the sole purpose of the present law is to afford a legitimate remedy 
for an injury to the good-will which results from the use of 





JOSEPH TRINER CORP. V. CARL W. MCNEIL 15 


trade-marks, brands or names, it is obvious that its provisions 


would be wholly inapplicable to goods which are unmarked. 
Decree affirmed. 


Tue JosePpH TrRINER CorporaTIon v. Cart W. McNEIL 
Illinois Supreme Court 
June 10, 1936 


Unrarr Competirion—Srate Acrs—Farr Trane Act or ILitinois—Constt- 
TUTION ALITY. 

In considering whether the fair trade act of Illinois (Ill. State Bar 
Stat. 135 P. 3091) is a violation of the 14th amendment, held, that said 
amendment does not purport to prevent the state from adjusting its 
legislation to differences in situation and to that end to make a justi- 
fiable classification of persons affected thereby. It merely requires 
that the classification shall be based on a real and substantial difference 
having a rational relation to the subject of the particular legislation. 

Unrarr Competition—“O_p QuaKER” oN Liquor—Price-CuTrine or TRADE- 
MARKED Goons. 

Defendant, a retailer of whiskey and other liquors, knowing that 
plaintiff sold to its wholesalers and retailers under contracts guarantee- 
ing fixed resale prices, and in defiance of plaintiff's request for a 
similar contract between them, sold plaintiff's “Old Quaker” whiskey 
at a price one-third less than the contract price. Held, that said sale 
was in violation of the Illinois Fair Trade Act. 


In equity. On appeal from a decision of the Illinois Superior 


Court. Affirmed. 
Mr. Justice Wixson delivered the opinion of the court: 


This a proceeding instituted by the plaintiff seeking relief 
under the provisions of the Fair Trade Act, approved July 8, 1935. 
(Ill. State Bar Stat. 1935, p. 3091; Smith’s Stat. 1935, p. 2893.) 
The title of the statute expresses its purpose as “An act to protect 
trade-mark owners, distributors and the public against injurious 


and uneconomic practices in the distribution of articles of standard 


quality under a trade-mark, brand or name.” Section 1 provides: 


Sec. 1. No contract relating to the sale or resale of a commodity 
which bears, or the label or container of which bears, the trade-mark, brand 
or name of the producer or owner of such commodity and which is in 
fair and open competition with commodities of the same general class pro- 
duced by others shall be deemed in violation of any law of the State of 
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Illinois by reason of any of the following provisions which may be con- 
tained in such contract: 


(1) That the buyer will not resell such commodity except at the price 
stipulated by the vendor. 

(2) That the producer or vendee of a commodity require upon the 
sale of such commodity to another, that such purchaser agree that he will 


not, in turn, resell except at the price stipulated by such producer or 
vendee. , 


Such provisions in any contract shall be deemed to contain or imply 
conditions that such commodity may be resold without reference to such 
agreement in the following cases: 

(1) In closing out the owner’s stock for the purpose of discontinuing 
delivery of any such commodity: provided, however, that such stock is 
first offered to the manufacturer of such stock at the original invoice 
price, at least ten (10) days before such stock shall be offered for sale 
to the public. 


(2) When the goods are damaged or ‘deteriorated in quality, and 
notice is given to the public thereof. 

(3) By any officer acting under the orders of any court. 

There appears to be no serious contention that the act, up to 
this point, is invalid and unenforcible. We are particularly con- 
cerned with section 2, which declares that: 

Willfully and knowingly advertising, offering for sale or selling any 
commodity at less than the price stipulated in any contract entered into 
pursuant to the provisions of section 1 of this act, whether the person so 
advertising, offering for sale or selling is or is not a party to such con- 
tract, is unfair competition and is actionable at the suit of any person 
damaged thereby. 

The third section provides that the act shall not apply to any 
contract or agreement between producers or between wholesalers 
or between retailers as to sale or resale prices. The Fair Trade 
Act thus permits vertical resale price maintenance, but condemns, 
as do the Federal and State Anti-Trust laws, horizontal arrange- 
ments for fixing prices. The act prescribes no criminal penalties. 

The facts upon which this action is predicated are not in dis- 
pute. Schenley Distributors, Inc., licensed to transact business in 
Illinois, is the sole sales agent and representative in this State 


for certain liquors and alcoholic beverages manufactured by several 
affliated distilleries known as the Schenley distilleries. “Old 
Quaker’ is the brand name of one of the Schenley products, and 
the name has been duly registered as a trade-mark with the United 
States patent office. Affixed to each bottle of “Old Quaker’ is a 
distinctive label, upon which appear the figure of a Quaker stand- 
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ing before a sheaf of grain, a sack of malt, and three barrels 
marked “Old Quaker Whisky.’’ Above the picture is the legend, 
“Bottled at the Distillery. Old Quaker, Reg. U. S. Pat. Off. 
Brand.” The name “Old Quaker” appears in bold lettering. Be- 
low the picture there is this statement: “One pint. Straight 
bourbon whisky. Distilled and bottled by the Old Quaker Com- 
pany. Distillers. Lawrenceburg, Indiana. Division of Schenley 
Products Company.” The whisky has been sold and retailed under 


the trade-mark which definitely designates the brand and has be- 


come well known to the trade. This brand is retailed at $1.89 per 


quart, 98 cents per pint and 50 cents per one-half pint. These 
prices, under existing conditions, appear to be fair prices when con- 
sidered with like commodities. 

The method of merchandising “Old Quaker,” as set forth in the 
complaint, is as follows: Schenley Distributors, Inc., the sales 
agent, sells to ten wholesale distributors in Chicago, one of whom 
is the plaintiff, suggesting to these local distributors a minimum 
retail price which it fixes as the uniform retail price for “Old 
Quaker” and each of the other brands of Schenley products to be 
sold in Chicago. This price is the uniform and standard Schenley 
retail price. If a distributor sells to a retailer who is known to 
sell below the Schenley list price, Schenley Distributors, Inc., re- 
fuses further to sell Schenley products to such distributors. The 
distributors, in turn, refuse to sell “Old Quaker,’ or any other 
Schenley product, to any retailer in Chicago except on the condition 
that such retailer will not sell below the uniform Schenley retail 
price. To that end the plaintiff and the other local distributors 
make all sales of “Old Quaker” or other Schenley products under 
agreements of sale denominated ‘Fair Trade Agreements,’ which 
expressly provide that the retailer will not resell in the city except 
at the uniform and standard Schenley retail price. From the 
allegations of the complaint it further appears that, as a direct re- 
sult of the trade policy and practice described, approximately 
eighty-five percent of the retailers of Schenley products in Chicago 
consistently maintain the Schenley retail price list for “Old 
Quaker” and other Schenley brands. 
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The Joseph Triner Corporation, the plaintiff, is a domestic cor- 
poration engaged in business in Chicago as a wholesale distributor, 
selling to retailers for resale in that city various brands of liquor 
and alcoholic beverages of standard quality. The plaintiff had a 
contract with the Schenley Distributors, Inc., to sell at the prices 
previously specified and the latter agreed to protect the plaintiff 
in this regard. By virtue of this contract the Joseph Triner Cor- 
poration brought an action in the circuit court of Cook County to 
restrain Carl W. McNeil, the defendant, a liquor retail dealer, 
from selling “Old Quaker” whisky in the Chicago district at prices 
less than those provided in the contract between itself and Schenley 
Distributors, Inc. 

The complaint charges that a few vendors of liquor at retail in 
Chicago pursue a practice of “cutting” the prevailing retail price 
of brands of liquor which have acquired widespread attention and 
public favor. These retailers, it is charged, sell the popular brands 
at prices conspicuously lower than the prevailing price and at a 
loss or scant return to themselves, for the purpose of attracting the 
public to their stores and selling other brands of liquor or general 
merchandise at prices sufficiently high to meet the loss and assure 
a general profit. The use of “leaders” in this familiar form of 
price-cutting is asserted to cause irreparable loss, not only to the 
producer of brands sold at the cut-price and to the distributors of 
such brands but also to the ultimate consumers or general public. 

The plaintiff, at the time of filing its complaint, had established 
a substantial and profitable business in selling at wholesale “Old 
Quaker” and other Schenley products in Chicago. A valuable 
asset of its business is the good-will of the retailers who purchase 
from it for resale in the city the various brands of Schenley prod- 
ucts, including “Old Quaker.” Similarly, the good-will of the 
public and consumers who purchase such products is deemed an 
important asset. According to the complaint a uniform price as- 
sures the retailers comparative immunity from injurious price-cut- 
ting by other retailers and a reasonable profit upon their retail 
sales. 
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In October, 1935, the defendant, with full knowledge of the fair 
trade agreements entered into by the plaintiff and the other local 
Schenley distributors with substantially all the retailers of liquor 
in Chicago, threatened to sell, offer for sale and advertise for sale 
at retail a quantity of “Old Quaker’” at a price appreciably below 
the uniform Schenley retail price for the brand stipulated in the 
contracts. On October 16 the plaintiff informed the defendant 
of its trade policy in maintaining a uniform price for “Old Quaker” 
and other Schenley brands throughout the city. In particular, 
the defendant was advised of the provisions of the fair trade 
agreements executed conformably to the Fair Trade Act. He was 
also informed of the irreparable injury which would result to the 
plaintiff if he presisted in executing his threat to “cut” the price 
of “Old Quaker.” The plaintiff specifically requested the defend- 
ant to refrain from his contemplated course and indicated its will- 
ingness to sell to him any Schenley products he might wish, pro- 
vided he would agree not to sell them at retail below the standard 
list price. Subsequently, on several occasions the defendant offered 
for sale, and sold, large quantities of “Old Quaker” at seventy- 
seven cents per pint, or more than 20 percent below the Schenley 
uniform retail price. The defendant was again urged to desist but 
refused. On November 8, 1935, he advertised “Old Quaker” for 
sale at seventy-seven cents per pint. None of the quantity adver- 
tised or sold by the defendant at the cut-price was offered for sale, 
or sold, in the course of closing out any of such quantity for the 
purpose of discontinuing deliveries, nor because any of the liquor 
was damaged or deteriorated, nor owing to a court order. In short, 
the defendant does not come within the exceptions enumerated in 
section 1 of the Fair Trade act. During this time “Old Quaker’ 
was in fair and open competition with about ten other brands of 
the same general class of commodity produced by persons other 
than the manufacturers of Schenley products. 

The plaintiff charged that as a consequence of the defendant’s 
conduct a great number of retailers in the area where the defend- 


ant’s store was located threatened to violate their contracts with it 
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and the other local Schenley distributors by meeting the competi- 
tive price fixed by the defendant, and that several of the retailers 
did, in fact, breach their agreements. The result of meeting the 
cut-price established by the defendant was that the sales at the 
reduced prices did not yield the retailers a fair and reasonable 
profit, and that when the public requested “Old Quaker” some of 
the merchants offered their customers substitute brands. 

The concluding allegations of the complaint are, that if the 
defendant continues his practice the plaintiff will suffer irreparable 
injury to its business in the following respects: (1) Retailers who 
have signed fair trade agreements will be compelled to violate 
their agreements and sell below the Schenley standard price; (2) 
the cut-price will cause the public and consumers to believe that 
“Old Quaker” is not worth the uniform retail price, and, in conse- 
quence, the retailers will be unable to sell at the standard price; 
(3) great loss to the good-will established by the local distributors 
will ensue and the value of the trade-marks and trade-names of the 
Schenley products destroyed; (4) the public will become confused 
as to the various brands of such products; and (5) the market for 
them in Chicago will become demoralized and produce a general un- 
economic lowering of prices. 

The acts of the defendant previously set forth constituted, ac- 
cording to the plaintiff, an imminent threat to the destruction of its 
business. Money damages, it was claimed, would not compensate 
the plaintiff, and restraint of the defendant was alleged to be 
necessary to prevent multiplicity of legal proceedings. 

The defendant, by a motion to dismiss the complaint, challenged 
the constitutionality of the Fair Trade Act. The court held the 
statute valid and overruled the motion to dismiss. The defendant 
elected to abide by his pleading, and a decree was entered perma- 
nently enjoining him from vending at retail “Old Quaker” whisky 
at a price below $1.98 per quart, 98 cents per pint, and 50 cents 
per one-half pint, until the standard and uniform Schenley retail 
price for the brand named should be changed in Chicago. To 
obtain a reversal of that decree the defendant prosecutes this 
appeal. 
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The defendant contends that the decree is erroneous’ for the 
reason that the Fair Trade Act violates the Federal and State 
constitutions in the particulars set forth in his motion to dismiss 
the plaintiff’s complaint. The propriety of the remedy employed is 
not assailed. The single question thus presented for decision is 
whether the statute squares with the Federal and State constitutions 
or offends them in the respects assigned and argued by the de- 
fendant. 

The contention is made that the Fair Trade Act violates the 
equal protection of the laws provision of the fourteenth amend- 
ment to the Federal constitution, the due process clauses of the 
Federal and State constitutions, and also section 22 of article 4 of 
the State constitution. To sustain the decree, the plaintiff main- 
tains that the Fair Trade Act constitutes a valid exercise of the 
police power, and that the statute is not open to the constitutional 
objections interposed. 

The police power may be exercised not only in the interest of 
the public health, morals, comfort and safety but also for in pro- 
motion of the general welfare. (Fenske Bros. v. Upholsterers 
Union, 358 Ill. 289; City of Aurora v. Burns, 319 id. 84.) The 
case last cited contains a notable exposition of the doctrine that the 


police power of the State is not a static or dormant concept, but is 


sufficiently dynamic to meet the varying needs of modern society. 


This court, in sustaining the validity of a zoning ordinance, ob- 
served: “With the growth and development of the State the 
police power necessarily develops, within reasonable bounds, to 
meet the changing conditions. (Public Utilities Com. v. City of 
Quincy, 290 Ill. 360.) The power is not circumscribed by pre- 
cedents arising out of past conditions, but is elastic and capable of 
expansion in order to keep pace with human progress. Mr. 
Justice Holmes well defined the nature and extent of the power in 
Noble State Bank v. Haskell, 219 U. S. 104: ‘It may be said in 
a general way that the police power extends to all the great public 
needs. (Canfield v. United States, 167 U. S. 518.) It may be 
put forth in aid of what is sanctioned by usage or held by the pre- 
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vailing morality or strong and preponderant opinions to be greatly 
and immediately necessary to the public welfare.’ ” 
Legislatures have long endeavored to promote free competition 
by laws aimed at trusts and monopolies such as the Anti-Trust 
Act of this State, enacted in 1891. (Ill. State Bar Stat. 1935, 
p. 1285; Smith’s Stat. 1935, p. 1201.) It is manifest that when 
the General Assembly enacted the Fair Trade Act in 1935 it was 
attempting to modify its former policy and to adopt an economic 
concept which has received widespread popular approval in recent 
years. The gist of the theory is that the manufacturer of a trade- 
mark article sold in competition with articles of similar nature, 
who has designated a fair price at which he, as well as his dis- 
tributor and retailer, can make a fair profit, has a property right 
in the good-will towards his product which he has created, and that 
it is sound public policy to protect that property right against 
destruction by others who have no interest in its except to employ 
it in a misleading manner for the purpose of deceiving the public. 
“The basic theory on which this concept rests,” observed the Cali- 
fornia Supreme Court in Maz Factor & Co. v. Kunsman, 55 Pac. 
(2d) 177 (see p. 33, post), “is that, from a social standpoint, 
price-cutting, in the long run, adversely affects the public interest, 
and that the public will be adequately protected against excessive 
prices by the ordinary play of fair and honest competition between 
manufacturers of similar products.” Section 2 of the California 
Fair Trade Act, as does section 3 of our law, prohibits manufac- 
turers from contracting between themselves to fix resale prices. 
To the extent that the Fair Trade Act effects a change in the 
economic public policy of this State we have no power to interfere. 
It is wholly immaterial whether the individual members of this 
court agree with the economic and social philosophy upon which the 
Fair Trade Act is established and no duty rests upon us to pass 
upon the wisdom of the economic public policy which it declares. 
That function is wholly legislative. It is not a judicial function to 
lecture either the public or business. Neither is it within the 
province of a court to philosophize concerning economic conditions. 


In passing, however, we cannot help but note that many of the 
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present legislative enactment such as the Fair Trade Acts of 
New York, California and Illinois, are resultants brought about 
because of the failure of the public, and particularly the business 
public, to observe those ethical principles which lie at the very 
foundation of fair dealing and business honesty. The shady efforts 
made by some to obtain an unfair advantage over others are not 
compatible with good citizenship nor in keeping with the best 
traditions of the law merchant as known at the common law. If 
public opinion cannot check these practices, then business can ex- 
pect legislatures to attempt to remedy them. 

The Fair Trade Act is intended to curb one of these practices 
by protecting the manufacturer who has built up a brand or article 
based on quality and excellence and preventing its use as a “loss 
leader” by those who would sell it for the purpose only of in- 
veigling the public into patronizing their places of business, in the 
hope of obtaining a profit on other goods of inferior quality. In 
other words, the reputation of the one is used for the personal ad- 
vantage of the other. The legislative determination of whether 
this statute is a proper exercise of the police power, however, is 
not necessarily conclusive. Whether the means employed have any 
real, substantial relation to the public health, comfort, safety or 
welfare, or are essentially arbitrary and unreasonable, is a question 
which is subject to review by the courts. People v. Belcastro, 356 
Ill. 144; People v. Rosehill Cemetery Co., 3384 id. 555; Condon v. 
Village of Forest Park, 278 id. 218; People v. Steele, 231 id. 340. 

The defendant maintains that section 2 of the Fair Trade Act 
arbitrarily deprives him of his right to determine the price at 
which he will sell his commodities, and, in consequence, violates 
the due process clauses of the Federal and State constitutions. 
The right asserted is not unfettered, and is, of course, subject to 
the legitimate exercise of the police power. Although we find 
that only two courts of last resort have passed upon the validity of 


Fair Trade acts such as the one in controversy, an analogous 


statute was held constitutional nearly twenty years ago—Ingersoll 
& Bro. v. Hahne & Co., 88 N. J. Eq. 222, 101 Atl. 1030 [8 T.-M. 
Rep. 352]. A statute of the State of New Jersey enacted in 1916 
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declared it unlawful for any merchant, firm or corporation to appro- 
priate for his or their own use a name, brand, trade-mark, repu- 
tation or good-will of any maker in whose product they dealt, or to 
discriminate against it by depreciating the value of the product in 
the public mind by misrepresention as to value or quality or by 
price inducement, except where the goods did not carry a notice 
prohibiting such practice. The factual situation disclosed that the 
complainant, a manufacturer of watches, sold under the Ingersoll 
name, among others, a watch known as the “Yankee Watch.” 
This product was advertised throughout the United States to be 
sold to the consumer at $1.35. The complainant charged that the 
only method by which the watches could be sold for this low price 
was to manufacture them in immense quantities, and that the only 
way to obtain customers upon a large scale was by extensive ad- 
vertising; that the name “Ingersoll” and the reputation of the 
firm for fair dealing and reliable products was nation-wide; that it 
was absolutely necessary, as a part of the advertising and building 
up of the business, that a definite fixed price should form a part 
of the advertising for each of the products, and that all the “Inger- 
soll’ watches were sold subject to a notice forbidding the retailer 
to dispose of them for less than a price fixed by the manufacturer. 
A jobber in New York disposed of the watches to a New Jersey 
retailer who sold them for less than the standard price. Upon 
the facts presented the statute was held valid. The vice-chancellor 
in his opinion said: “Complainant has no monopoly. Its goods 
are not manufactured under patents. It is constantly in competi- 
tion with manufacturers of cheap watches. Not only is it morally 
bound as a result of its advertising to guarantee its product, but it, 
in fact, guarantees it in writing. The defendant makes use of the 
name, reputation, and guaranty of complainant for its own ulterior 
purpose and appropriates to itself the effect of the extensive ad- 
vertising, upon which the complainant depends, for defendant’s 
own profit, in violation of the contract expressed in the notice, and 
with no desire to benefit the public. A retailer does not sell a 
standard article at a loss for eleemosynary purposes.” The in- 
junction granted the complainant was subsequently made perma- 
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nent in Ingersoll §& Bro. v. Hahne §& Co., 89 N. J. Eq. 332, 108 
Atl. 128. The same jurist in this later case pointed out that, even 
in the absence of statute, contracts relating to trade and containing 
restraints are valid if such restraints are reasonable. In particu- 


lar, the court said: 


It is also well recognized that a person has a property interest in his 
trade-name and good-will, and will, even in the absence of statute, be 
protected against injury to that trade-name and good-will. This right 
has in this State been as above indicated recognized by statute... . In 
those cases in which the right to fix a resale price has been under con- 
sideration, the prohibition against the resale has been against the resale of 
the article itself. The name or trade-mark or what not has been so much 
an integral part of the article as that a resale of the article without 
reference to the trade-mark or trade-name would be practically impossible. 
In the case at bar the prohibition is not against a resale of the article, 
nor is it impracticable to resell the article without reference to the trade- 
name. .. . Complainant does not seek to retain any right in the article 
itself, it merely seeks to restrain the use of its trade-name and good-will, 
except under conditions fixed by it. It may permit the purchaser of the 
article to use its trade-mark and good-will under such conditions as it 
sees fit... . It seems to me that there is a clear distinction between those 
cases in which the nature of the restraint is such as necessarily to affect 
the resale of the article itself and the case at bar where the nature of the 
restraint is not such. 


The contention was made in the celebrated case of Nebbia v. 
New York, 291 U. S. 502, that because the Milk-control Law of 
New York essayed to control prices it denied due process. The 
Supreme Court of the United States, in answering this contention, 
said: 

_ The due process clause makes no mention of sales or of prices any 
more than it speaks of business or contracts or buildings or other inci- 
dents of property. The thought seems, nevertheless, to have persisted that 
there is something peculiarly sacrosanct about the price one may charge 
for what he makes or sells, and that, however able to regulate other ele- 
ments of manufacture or trade, with incidental effect upon price, the 
State is incapable of directly controlling the price itself. This view was 
negatived many years ago. Munn vy. Illinois, 94 U. S. 113. 

The court reviewed numerous decisions (German Alliance Ins. 
Co. v. Lewis, 233 U. S. 389, Griffith v. Connecticut, 218 id. 568, 
O’Gorman & Young v. Hartford Fire Ins. Co., 282 id. 251, Frisbie 
v. United States, 157 id. 160, Yeiser v. Dysart, 267 id. 540, Cotting 
v. Kansas City Stockyards Co., 183 id. 79, and Stephenson v. Bin- 
ford, 287 id. 251), showing that the private character of a business 
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does not necessarily remove it from the realm of regulation of 
charges or prices. The court then observed: 


It is clear that there is no closed class or category of businesses affected 
with a public interest, and the function of courts in the application of the 
fifth and fourteenth amendments is to determine in each case whether 
circumstances vindicate the challenged regulation as a reasonable exertion 
of governmental authority or condemn it as arbitrary or discriminatory. 
(Wolff Packing Co. vy. Industrial Court, 262 U. S. 522, 535.) The phrase 
“affected with a public interest” can, in the nature of things, mean no 
more than that an industry, for adequate reason, is subject to control for 
the public good. In several of the decisions of this court wherein the 
expressions “affected with a public interest,’ and “clothed with a public 
use,” have been brought forward as the criteria of the validity of price 
control, it has been admitted that they are not susceptible of definition 
and form an unsatisfactory test of the constitutionality of legislation 
directed at business practices or prices. These decisions must rest, finally, 
upon the basis that the requirements of due process were not met because 
the laws were found arbitrary in their operation and effect. But there 
can be no doubt that upon proper occasion and by appropriate measures 
the State may regulate a business in any of its aspects, including the 
prices to be charged for the products or commodities it sells. 


The defendant, however, invokes Doubleday, Doran & Co. v. 
Macy & Co., 269 N. Y. 272, 199 N. E. 409 (see p. 78, post), in 
which section 2 of the New York Trade Act, identical with 
the same section of our statute assailed in the present case, was 
held unconstitutional as applied to the facts set forth in the com- 
plaint. The articles in question were books. The Doubleday 
books are not “commodities” within the accepted meaning of the 
term. Each book rests upon its own merit, and outside of the 
binding and paper content it bears no similarity to the intent of the 
term used in the act, namely, commodities. A general statute such 
as the Fair Trade Act may, of course, be invalid when applied to 
one set of facts and clearly valid when applied to other fact situa- 
tions. (Dahnke-Walker Milling Co. v. Bondurant, 257 U.S. 282.) 
The court in Max Factor & Co. v. Kunsman, supra, distinguished 
the Doubleday, Doran & Co., decision and held it inapplicable to 
the facts presented in the California case. The court said: 

The plaintiffs in the New York case were Doubleday, Doran & Co., Inc., 
publishers, and Doubleday, Doran Book Shops, Inc., retailers. The con- 
tract mentioned in the decision is one between the publishing corporation 


and the retailing corporation. Aside from any inference to be drawn from 
the similarity of names, the opinion states that the two plaintiffs, in 
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reality, were one and the same, for it refers to “the price which they (the 
plaintiffs) stipulated as a retail price in a contract between themselves.” 
Other language indicates the book shop corporation is merely a subsidiary 
and agent of the publishing company. Again, the plaintiff publishers 
sold the books in question to the defendant without exacting or, in so far 
as appears, attempting to exact, from the buyer any restriction on the 
price for resale. In other words, the producer of goods placed a retail 
price upon its product by its own independent action, and voluntarily sold 
the goods to a retailer (Macy & Co.) for resale without seeking, or at least 
obtaining, any agreement by the retailer to observe any retail price. In 
the action, it seeks to prevent the retailer, to whom it has sold the goods 
without restrictions, from selling the goods at prices less than those which 
the producer saw fit to fix, in a contract between it and a subsidiary. 
The New York court accepts, for the purpose of the decision, the inter- 
pretation of the act as covering such situation, and, upon that assumption, 
and apparently that assumption alone, holds section 2 of the act to be un- 
constitutional. The plaintiffs in the New York case allege only a single 
contract purporting to fix the resale prices, and that in a pretended con- 
tract made with itself, far different from the factual set-up in the Mar 
Factor & Co. case. Here there has been adopted a system of making 
written contracts, generally between producers and retail distributors, 
under which the products may and will be sold only to retailers who will 
resell at specified prices and have entered into contracts with the dis- 
tributor to so sell such products. Practically all of the wholesale and 
retail druggists in California have executed such contracts, and are observ- 
ing them, and the plaintiffs’ distributors have refused, and will refuse, 
to sell such products to wholesalers or retailers who do not enter into such 
contracts. A contract has been tendered to defendant for execution, but 
defendant will not enter into the agreement. The plaintiffs therefore de- 
cline to sell the commodities to defendant unless the defendant enters 
into the contract. The defendant, with full knowledge of the system of 
contracts, and the extent of the execution and compliance with their 
terms by the trade, has obtained Factor products “unbeknown” to plain- 
tiffs, and is selling them at prices less than the prices fixed by the contracts 
so extensively entered into by others. These facts serve to vitally differ- 
entiate the situation in New York from that here. 


The defendant argues, however, that the Fair Trade Act creates 
an arbitrary classification of persons and grants to such persons 
special privileges and immunities, in contravention of the constitu- 
tional guaranties invoked. He asserts that the vendors and vendees 
of commodities bearing the trade-mark, brand or name of the pro- 
ducer or owner may, under certain circumstances, fix the resale 
price thereof immune from the criminal penalties prescribed by the 
Anti-Trust act. The argument rests upon the assumption that 
there is no rational basis for denying to the vendors and vendees 


of commodities not bearing such trade-mark symbols the right to 
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fix the resale price without incurring the penalties of the Anti- 
Trust act. 

The first section of the fourteenth amendment to the Federal 
constitution declares that “no State shall make or enforce any law 
which shall abridge the privileges or immunities of citizens of the 
United States, nor shall any State deprive any person of life, 
liberty or property, without due process of law, nor deny to any 
person within its jurisdiction the equal protection of the laws.” 
The fourteenth amendment does not purport to prevent a State, 
however, from adjusting its legislation to differences in situa- 
tion, and to that end to make a justifiable classification. It merely 
requires that the classification shall be based on a real and sub- 
stantial difference having a rational relation to the subject of the 
particular legislation. Nebbia v. New York, supra; Power Manu- 
facturing Co. v. Saunders, 274 U. S. 490; Lindsley v. Natural 
Carbonic Gas Co., 220 id. 61; Magoun v. Illinois Trust and Sav- 
ings Bank, 170 id. 283; Michigan Millers Ins. Co. v. McDonough, 
358 Ill. 575; Stewart v. Brady, 300 id. 425. 

Supplementing the equal protection provision of the fourteenth 
amendment, section 22 of article 4 of the constitution of this State 


prohibits the passage of a special law granting to any corporation, 


association or individual any special or exclusive privilege, im- 
munity or franchise whatever. The purpose of this provision is to 
prevent the enlargement of the rights of one or more persons and 
the impairment of or discrimination against the rights of others. 
To avoid falling within the constitutional inhibition of special legis- 
lation, the classification of subjects or objects must be based upon 
some reasonable and substantial difference in kind, situation or 
circumstance bearing a proper relation to the purposes to be at- 
tained by the statute. Michigan Millers Ins. Co. v. McDonough, 
supra; Jones v. Chicago, Rock Island and Pacific Railway Co., 
231 Ill. 302. 

The California Supreme Court, in passing upon the validity of 
the Fair Trade Act of California, section 1144 of which corresponds 
to the Fair Trade Act of our State (Maz Factor & Co. v. Kunsman, 
supra), said: 
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Respondent also urges that the statute denied equal protection of the 
laws in that it applies only to articles sold under a trade-mark or trade 
or brand-name, and does not apply to non-trade-marked commodities, and, 
among trade-marked articles, applies only to those in free and open com- 
petition with others of a similar nature. As already pointed out, it is 
only in reference to those commodities included within the statute that 
the manufacturer or producer has a property right in the nature of good- 
will, which, in the public interest, should be protected. Such a classifi- 
cation is reasonable. The exclusion of trade-marked articles not in free 
and open competition with others of a similar nature is likewise reasonable. 
By that provision the public is protected from artifically high prices im- 
posed by one with an exclusive market. 

The Anti-Trust Act expresses the public policy of the State 
against trusts and combinations organized for the purpose of sup- 
pressing competition and creating monopoly. (Harding v. Ameri- 
can Glucose Co., 182 Ill. 551.) The Fair Trade Act does not as- 
sume to permit restrictions on the price at which trade-marked com- 
modities may be resold, irrespective of whether resold under the 
trade-mark. It permits restrictions to be placed on the use of 
trade-marks, names and brands—not restrictions on the price of 
commodities generally, except, as the plaintiff contends, to the 
extent that new commodities may become involved in an attempt to 
damage the good-will built around a trade-mark, name or brand. 
The manifest legislative intent is the protection of the property 
interest in a mark, name or brand by preventing the use of the 
symbol by price-cutting retailers in ways likely to depreciate the 
property interest. Such competitors could also destroy a com- 
modity built on merit by underselling, and thus destroying the 
purpose of the label intended to signify quality. As applied to 
the present case, by using the trade-name of a well-known liquor 
the defendant, in effect, attracts the public to his store, and there- 
by induces the visitors to become the purchasers of other goods 
offered for sale. The defendant thus benefits at the expense of the 
trade-name “Old Quaker” by using the plaintiff's products as a 
means to draw trade. Price-cutting primarily injures the owner 
of a good-will which has become identified with a trade-mark, 
brand or name, on a commodity competing in the market with other 
goods of the same general class. On the other hand, the manu- 


facturers and distributors of commodities which bear no trade 
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symbol obviously cannot have a good-will which requires the pro- 
tection afforded by the Fair Trade Act. 

The only resale price maintenance, if any, permitted by the 
Fair Trade Act is vertical. Vertical price maintenance merely 
enables a producer, or his distributor, to set a price at which the 
trade-marked commodity shall be sold to the consumer. Section 1 
specifically provides that a commodity, in order to be subject to 
the contracts permitted under the Fair Trade Act, must be “in fair 
and open competition with commodities of the same general class 
produced by others.” Section 3 declares that the act shall not 
apply to any contract or agreement between producers, or between 
wholesalers, or between retailers, as to sale or resale prices. In 
short, it does not apply to horizonal price maintenance. The 
statute clearly does not even tend to legalize trusts or monopolies. 
It does tend to prohibit trusts and monopolies. (Ingersoll & Bro. 
v. Hahne & Co., supra; Fisher Flouring Mills Co. v. Swanson, 76 
Wash. 649, 137 Pac. 144.) Application of section 2 of the statute 
to the facts discloses that “Old Quaker” whisky is in competition 
with other whiskies of like grade being sold in the Chicago market. 
No restraint rests upon the defendant inhibiting him from dealing 
in the competing goods of other products of the same general class 
sold by the plaintiff. He can freely sell whisky at a lower price 
than the standard price for “Old Quaker.” The statute merely 
prevents him from filching the good-will associated with the mark 
and name “Old Quaker’ for his own ulterior purposes. 

Horwich v. Walker-Gordon Laboratory Co., 205 Ill. 497, is 
cited, however, to support the defendant’s position that the Fair 
Trade Act violates the constitutional limitations against arbitrary 
classification. This court, in the case relied upon, held that the 
Trade-Mark Act of 1901, violated section 22 of article 4 of our 
constitution. Section 2 of the statute declared it illegal for any 
person, without the written consent of the owner, to sell certain 
receptacles bearing the trade-mark, brand or name of the owner. 
Section 8 made the possession by any junk dealer of receptacles 


bearing registered trade-marks, prima facie evidence that such 
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possession was unlawful. The fourth section prescribed criminal 
penalties for the violation of the provisions of the act. An action 
was brought under section 6, which provided that any person 
might be enjoined from violating the second section. The court 
pointed out that the purpose of the statute was to facilitate the re- 
covery of the receptacles described in the first section which had 
passed from the possession of their owners to others and which the 
owners desired to recover summarily. On the other hand, the 
Fair Trade Act of 1935 has for its major objective the preservation 
and protection of the property interest of the producer and his dis- 
tributors in the good-will represented by brands, trade-marks 
and trade-names. The law is also designed to protect the con- 
sumer’s interests. The Legislature by this act has attempted to 
benefit alike the producer, the distributor and the public. It is 
apparent that the objective of the Fair Trade Act is not some 
purely personal goal, such as the summary recovery of certain 
types of personal property. The Horwich case, it is true, dealt 
with trade-marks, but solely in their character as indicia of owner- 
ship. In the present case the statute attacked deals not only with 
trade-marks in that respect, but also with the good-will built up by 
a producer or distributor around a trade-mark, trade-name or brand, 
and provides that certain conduct with respect to the use of such 
trade-marks, names or brands constitutes unfair competition. 
Connolly v. Union Sewer Pipe Co., 184 U. S. 540, is also in- 
voked to sustain the defendant’s position. The Illinois Trust Act 
of June 20, 1898, prohibited trusts or combinations in restraint of 
trade or competition. Section 9 excepted from the provisions of 
the act agricultural products or livestock while in the hands of the 
producer or raiser. Section 10 provided that the purchaser of any 
article or commodity from such a trust or combination should not 
be liable for the price and might plead the act as a defense to any 
action therefor. Suit was brought to recover for the sale of sewer 
pipe and the statute was pleaded as a defense. The United States 
Supreme Court held that the discrimination created by the ninth 
section rendered the act repugnant to the provisions of the four- 
teenth amendment, respecting the equal protection of the laws. 
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The defendant argues that no distinction can be drawn between 
the classification condemned in the Connolly case, supra, and that 
provided by the Fair Trade Act. The argument rests upon the 
premise that the Fair Trade Act, in like manner as the Trust Act 
of 1893, creates an unfair and arbitrary classification, in flagrant 
violation of the constitutional guaranty of equal protection of the 
laws. It is urged that the new law attempts to legalize business 
practices which have long been deemed illegal under the Anti-Trust 
Act. The arguments are based upon erroneous premises and there- 
fore must fall. The Anti-Trust Act was never intended to inter- 
fere with the protection given to the good-will established around 
the use of a trade-mark, brand or name. Obviously, it does not 
even purport to render illegal the conduct sanctioned by the Fair 
Trade Act. Moreover, a retailer such as the defendant is not ex- 
pressly prohibited from removing the trade symbol and selling the 
whisky which he owns, at whatever price he pleases. Manifestly, 
there can be no interference with the enforcement of the Anti- 
Trust law under such circumstances. 

An insuperable objection to the validity of the Fair Trade Act, 
the defendant insists, is that the provisions of the statute are so in- 
complete, vague, indefinite and uncertain that men of ordinary in- 
telligence must necessarily guess at their meaning and differ as to 
their application. Statutes vulnerable to the objection stated have 
been declared unconstitutional as denying due process. (Cham- 
plin Refining Co. v. Commission, 286 U. S. 210; Parks v. Libby- 
Owens-Ford Glass Co., 360 Ill. 180.) On the other hand, where 
the words assailed, taken in connection with the context, are com- 
monly understood, their use does not render a statute invalid. 
(People v. Huls, 355 Ill. 412.) Furthermore, the Legislature is 
not required to define words in common and daily use. (People v. 
Lloyd, 304 Ill. 23.) A statute is sufficiently certain if the words 
and phrases employed have a technical or other special meaning 
well enough known to enable those within their reach to correctly 
apply them. (Hygrade Provision Co. v. Sherman, 266 U. S. 497; 
Omaechevarria v. Idaho, 246 id. 343; People v. Mueller, 352 Ill. 
124; Amberson v. Amberson, 349 id. 249; Kowalczyk v. Swift & 
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Co., 329 id. 308.) In the light of these authorities the following 
words and expressions segregated and scrutinized by the defendant 
are not so ambiguous as to render the Fair Trade Act void for 
uncertainty: “Articles of standard quality,’ employed only in the 
title; the phrase “in fair and open competition.” in section 1; the 
words “any commodity,” and the expression “any contract entered 
into pursuant to the provisions of section 1,” in section 2. 

The remaining contention which requires consideration is that 
section 2 of the Fair Trade Act contravenes section 1 of article 4 
of the constitution of this State, which provides that the legislative 
power shall be vested in the General Assembly. It is argued that 
section 2 delegates to such individuals as choose to avail themselves 
of the benefits of the statute the power to regulate the prices of 
commodities sold by others. The contention, and the argument 


supporting it, rest upon the unwarranted assumption that the Fair 


Trade Act is primarily, and not incidentally, a price-fixing statute. 
In referring to the purpose of the California Fair Trade Act the 
Supreme Court of that State said that the act did not merely pro- 


hibit price-cutting for the purpose of regulating prices, but also 


prohibited the practice in a legitimate legislative attempt to afford 
protection to the validly-acquired rights of others. Maz Factor 
§ Co. Kunsman, supra.) The Fair Trade Act of this State 
does not even attempt to fix or delegate to others the right to fix 
the price at which any commodity may be sold in the market. It 
is true, however, that resale price maintenance laws, such as the 
Fair Trade Act of California, New York and Illinois, constitute 
permissive or conditional legislation. Specifically, our statute 
does not contain any mandatory requirements, nor does it fix the 
prices which are to be imposed. No question of governmental 
price-fixing is in consequence, involved. In other words, the law 
would remain wholly inefficacious unless the conditions which it 
prescribes are met. The plaintiff, for example, is not commanded 
to operate under it. Only in the event that manufacturers or dis- 
tributors elect to avail themselves of its provisions does the statute 
come into actual operation. This does not mean that the act took 
effect upon the approval of any authority other than the legislative 
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branch of our State government. (Commonwealth v. Goldburg, 
167 Ky. 96, 180 S. W. 68.) When the Fair Trade Act was passed 
by the General Assembly it was a complete statute, in no manner 





dependent for approval or disapproval by any person or group of 
persons. The defendant’s contention that the statute unlawfully 
delegates legislative power is without merit. 

Two objections interposed in the trial court, namely, that the 
Fair Trade Act violates the constitutional provisions against legis- 
lation impairing the obligation of contracts, and that it constitutes 
an invalid attempt to regulate the sale of commodities in interstate 
commerce, have not been argued. on this appeal. They do not, 
therefore, require consideration. 


The decree of the trial court is right, and it will be affirmed. 


THE SeAGRAM-DisTILLERS Corporation v. THe Otp Drarsporn 
DistTrRiBUTING COMPANY 


Illinois Supreme Court 
June 17, 1935 


Unrarr Competition—Srate Sratrures—Iuiinois Fair Trane Act— 
V aLIDITY. 

The Fair Trade Act (Ill. State Stat. 1935, chap. 140, pars. 8-11) 
legalizing resale price agreements between producers of trade-marked 
goods and wholesalers and others held valid. 

Unrar Competirion—Iuinors Farr Trape Actr—VIoLatTion. 

Defendant corporation, operating retail liquor stores in Chicago, 
through its secretary signed one of plaintiff's resale price-fixing con- 
tracts, but continued to sell plaintiff's products at cut prices, though 
at a profit to itself, thereby inducing other dealers in said products to 
cease stocking same and causing breaches of contract between plaintiff 
and certain distributors. Defendant held to have been rightly enjoined. 


In equity. Action for alleged unfair competition in the resale 
of trade-marked products under the state Fair Trade Act. From 
an injunctional decree of the circuit court of Cook County, defend- 
ant appeals. Affirmed. 


Mr. Justice Jones delivered the opinion of the court: 


At the suit of the Seagram-Distillers Corporation the circuit 
court of Cook County permanently enjoined the Old Dearborn Dis- 
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tributing Company from willfully and knowingly advertising, offer- 
ing for sale or selling ““Seagram’s” or “Kessler’s’’ products in this 
State at less than the prices stipulated by plaintiff from time to 
time, under the Fair Trade Act, in accordance with the terms of 
contracts made pursuant to that act between plaintiff and dis- 
tributors or retailers. 

There is no material dispute as to the facts. Plaintiff, a Dela- 
ware corporation licensed to do business in Illinois, deals in alco- 
holic beverages solely at wholesale. It does not manufacture, but 
buys, ‘““Seagram’s” whiskies, and gins and “Kessler’s ” blended 
whiskys from the producers, Joseph E. Seagram & Sons, Ltd., 
Joseph E. Seagram & Sons, Inc., and affiliated corporations. Its 
place of business in this State is in the city of Chicago. It has 
been so engaged in business since July, 1934. The commodities 
it sells bear labels and trade-marks, and they are in fair and open 
competition with commodities of the same general class produced by 
others. Defendant is a corporation operating four retail liquor 
stores in the city of Chicago. Its charter powers include sales 
at both wholesale and retail. Plaintiff’s sales in Chicago have been 
confined to wholesale distributors. It has never sold any of the 
products in controversy to defendant but has sold other liquors to 
it. Contracts in conformity with the terms of the Fair Trade Act 
have been executed between plaintiff and certain distributors and 
between plaintiff and certain numerous Illinois retailers, although 
plaintiff does not sell beverages direct to any retailer. One of such 
contracts was executed by plaintiff and signed by defendant’s secre- 
tary and treasurer. The contracts provide that the “Seagram” 
products shall not be sold, advertised or offered for sale in Illinois 
below the prices stipulated by plaintiff. Defendant sold such 
merchandise at cut prices but at a profit to itself. It continued to 
do so after plaintiff's demand that it cease such practice. On ac- 
count of such price-cutting, plaintiff and other retailers dealing in 
“Seagram” products suffered a diminution of sales during the price- 
cutting period. Some dealers took the products from display, and 
some of them notified plaintiff they could not compete with de- 
fendant and would discontinue handling “Seagram’”’ products un- 
















36 TWENTY-SEVEN TRADE-MARK REPORTER 





less the price-cutting was stopped. Defendant was a party to 
breaches of other fair trade contracts between plaintiff and certain 
distributors, and continued the price-cutting throughout the trial of 
the instant case. 

Defendant contends that the Fair Trade Act (Ill. State Bar 
Stat., 1935, chap. 140, pars. 8-11), violates several specified pro- 
visions of the State and Federal constitutions, the Sherman Anti- 
Trust Act, the Anti-Trust Act of this State, and the Federal Trade 
Commission Act; that resale price-maintenance contracts are invalid 
under such constitutional and statutory provisions and are void at 
common law as unfair competition. These contentions are answered 
adversely to defendant’s claim in Triner Corp. v. McNeil (No. 
23475) (see p. 15, ante), decided at the present term of this court. 
That opinion sets out the pertinent provisions of the act, and they 
need not be repeated here. 

The claim that the transactions between plaintiff and defendant 
are interstate transactions must likewise be denied. Plaintiff 
maintains a warehouse in Chicago and all of its purchases are de- 
livered there from the producers. The products are not shipped to 
plaintiff's customers from outside the State but are delivered from 
its Chicago warehouse. They are in no sense interstate transac- 
tions. Rudin v. King-Richardson Co., 311, Ill. 513; Schechter 
Poultry Corp. v. United States, 295 U. S. 495. 

Neither does the act violate section 13 of article 4 of the con- 
stitution of this State by amending the Illinois Anti-Trust Act 
without including that subject in the title. The Fair Trade Act is 
complete within itself and does not purport, either in its title or in 
the body thereof, to amend or revive any other act. Even though 
it may by implication modify or repeal prior existing statutes, that 
fact does not constitute a violation of the constitutional provisions. 
The constitution does not require that all legal effects of an act, 
such as a repeal by implication of a former act, shall be stated in 
the title. Where the subject of the act itself is embraced in the 
title all legal consequences necessarily flowing from it will, for the 


purpose of constitutional requirement, be regarded as embraced 
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in the title. Village of Averyville v. City of Peoria, 335 Ill. 106; 
People v. Borgeson, id. 136. 

It is argued that the facts show a conspiracy to stifle competi- 
tion and fix prices in restraint of trade, and that therefore plaintiff 
comes to court with unclean hands and cannot maintain its action. 
There is no showing, nor even an attempt to show, that plaintiff 
has entered into an agreement or understanding with any other 
person or corporation in a like situation to maintain or control the 
sale price or resale price of any commodity handled by it. Nor 
does the fact that defendant is a wholesaler take the transactions 
without the terms of the statute. It does not deal directly with 
plaintiff. If it desired to purchase at wholesale from plaintiff it 
would be in the same class as other distributors to whom plaintiff 
sells. The relation between plaintiff and the wholesalers to whom 
it sells is different from the relation among such purchasing whole- 
salers. It is the same relation that the wholesaler bears to the 
retailers to whom he sells. Contracts between plaintiff and whole- 
sale distributors, or between distributors and retailers, are denomi- 
nated vertical price-fixing contracts. Such contracts are permitted 
by the statute. Contracts between producers or between whole- 
salers or between retailers as to sale or resale prices are denomi- 
nated horizontal price-fixing contracts and are not within the 
terms of the statute because of their character as combinations in 


restraint of trade. Such contracts are uniformly held invalid. 


The admitted facts show that the transactions in controversy be- 


long in the class of vertical price-fixing contracts, which are not 
subject to the contention urged. 

We are not concerned with the claim that the contract between 
plaintiff and defendant was not executed by the defendant’s proper 
officers or that it is invalid for lack of mutuality. Section 2 of the 
Fair Trade Act applies to willfully and knowingly advertising, 
offering for sale or selling any commodity at less than the prices 
stipulated in any contract entered into pursuant to the provisions 


of section 1 of the act, whether the person so doing is or is not a 
party to such contract. 
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We are of the opinion that the Fair Trade Act is valid and that 
under the facts in this record plaintiff was entitled to equitable re- 
lief by injunction. 

The decree of the circuit court was correct and is accordingly 
affirmed. 


Max Factor & Co., aNp Sates Buiipers, INc. v. CLARENCE 
C. KuNsMAan 


California Supreme Court 


Unrairn Competirion—Srate Stratutres—Farr Trape Act or CaLirornia— 
VALIDITY. 

The so-called Fair Trade Act adopted by the California Legislature 
(Stats. 1931, p. 583), as amended (Stats. 1933, p. 793), held constitu- 
tional and valid. 

Unram Competition—Trape-Mark Goon-Wi1tt—Prorection. 

The good-will built up by producers in articles sold under trade- 
marks or brands and hence coming under the provisions of the Act in 
question, held a species of property entitled to protection. 

Unrair Compretition—Fain Trape Actr—Sextitinc Trape-MarKep Propvucrs 
aT Less Tuan Prices Fixep THEREIN. 

Respondent, who knowingly resold appellant’s products at prices 
less than those fixed by the latter in contracts entered into with the 
majority of wholesalers in the state of California and who refused 
to enter into such an agreement with appellant, held to have violated 
the state Fair Trade Act. The decision below was, accordingly, re- 
versed. 


In equity. Action for alleged violation of the California Fair 
Trade Act in the resale of trade-marked products at less than the 
contract price prescribed by the Act. From a decision of the 
Superior Court of California, rendered October 18, 1933, dismissing 
the bill, plaintiff appeals. Reversed. 


Henry Haves, of Los Angeles, Calif., for plaintiff. 


Wiruiam H. Waste, C. J.: This cause presents an attack upon 
the provisions of the “Fair Trade Act’’ adopted by the Legislature 
in 1931 Stats. 1931, p. 583; Deering’s Gen. Laws, Act 8782), 
as amended in 1933 (Stats. 1933, p. 793; Deering’s Gen. Laws, Act 
8782). 
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Prior to the adoption of these provisions, the Legislature adopted 
an act commonly known as the “Cartwright Act,” in order to pro- 
mote free competition in commerce, which, among other things, 
declares it to be unlawful for two or more persons to enter into 
any combination or contract by which they agree to establish the 
price of any commodity to the public or consumer, and declares 
any such combination or contract to be against public policy, and 
void. (Stats. 1907, p. 984, as amended by Stats. 1909, p. 593; 
Deering’s Gen. Laws, Act 8702.) 

The Fair Trade Act departs widely from the restrictive pro- 
visions of the Cartwright Act, in that it provides (in section 1) that 
“no contract relating to the sale or resale of a commodity which bears, or 
the label or content of which bears, the trade-mark, brand, or name 
of the producer or owner of such commodity and which is in fair and 
open competition with commodities of the same general class produced by 
others shall be deemed in violation of any law of the State of California” 
by reason of any provision which may be contained in such contract, 
among others, (1) “that the buyer will not resell such commodity except at 
the price stipulated by the vendor;” and (2) “that the vendee or producer 
require in delivery to whom he may resell such commodity to agree that 
he will not, in turn, resell except at the price stipulated by such vendor 
or by such vendee.” 

This statue, as originally passed, limits its application to per- 
sons who voluntarily enter into such contracts with respect to such 
resale prices, thus apparently seeking to except such contracts, 
from the application of accepted principles respecting combina- 
tions and monopolies restraining trade through price-fixing agree- 
ments. The amendment to the Fair Trade Act added in 1933, 
designated as section 11%, presents the crucial point of this case. 
It reads as follows: 


Willfully and knowingly advertising, offering for sale or selling any 
commodity at less than the price stipulated in any contract entered into 
pursuant to the provisions of section 1 of this act, whether the person so 
advertising, offering for sale or selling is or is not a party to such con- 
tract, is unfair competition and is actionable at the suit of any person 
damaged thereby. 


These facts appear from the allegations of the complainant: 
The plaintiff, Max Factor & Co., a Delaware corporation, engaged 


in the manufacture of cosmetics and toilet articles manufactured 
by it under certain adopted and registered trade-marks. 
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These trade-marks have long been used in connection with the 
manufacture, sale and distribution of the cosmetics and toilet articles 
manufactured and sold by the corporation; that the corporation 
is the sole owner of the business and good-will in the state of Cali- 
fornia and all the states in the United States connected with the 
distribution and sale of the articles associated with such trade- 
marks; that prior to the commencement of this action, Max Factor 
& Co. transferred and sold to the plaintiff Sales Builders, Inc., the 
exclusive right and privilege of distributing and selling in the 
states of the United States, including the state of California, the 
cosmetics and toilet articles then and thereafter manufactured by 
Max Factor & Co., and the good-will pertaining thereto, with the 
right to use the trade-marks, and the sole right to sell and distribute 
the cosmetics and toilet articles in all these states. 

Plaintiff Sales Builders, Inc., has ever since been, and is, the 
sole owner of the exclusive right to sell and distribute in all of the 
states, including California, all of the cosmetics and toilet articles 
manufactured by the plaintiff Max Factor & Co., and associated 
with the use of the trade-marks adopted by Max Factor & Co. 

The defendant is, and at the times mentioned has been, the 
owner, proprietor and operator of a retail drug store situated in 
the city of Beverly Hills in this state, and was, and now is, engaged 
in selling at retail to consumers of cosmetics, toilet articles and 
other merchandise. 

For many years there has developed in the drug trade in Cali- 
fornia the practice of cutting prices, both wholesale and retail, of 
well-advertised commodities well known to the public, and sold and 
identified under distinctive trade-marks, brands and names. 

Such products have been, and are, offered by retail dealers at 
prices conspicuously lower than the marked or established prices 
of said commodities as so-called “‘leaders,’ for the purpose of 
creating the impression that other goods of which the prices are 
not so well known are sold at corresponding reductions, and that all 
articles dealt in by the particular dealer are sold by him at less 
than they could be obtained elsewhere. The stores in which these 
practices are prevalent have become known as “cut-rate drug 


stores.” 
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The complaint here sets out at some length matter relative to 
the fact that the practice of cutting known and established prices 
has engendered a condition by which other dealers were forced to 
meet the cut prices advertised by their competitors, one cut pro- 
ducing another in retaliation, so that ultimately, in a particular 
community, well-known articles identified by trade-marks, brands, 
and names with an established price are offered at prices cut to a 
point which yields no profit, and in many cases represents a loss. 
Other alleged evils of the practice are set forth at length. It is 
also alleged that to remedy this evil the Legislature of California 
has enacted the Fair Trade Act (supra), the constitutionality of 
which act is here sought to be established. 

In order to protect itself against the alleged injuries and un- 
economic practices described in the complaint, plaintiff Sales 
Builders, Inc., adopted a system of doing business, as set out in 
the complaint, under which contracts are entered into between the 
plaintiff and its wholesale jobbing distributors, and between plain- 
tiff and retail druggists and other persons, firms, or corporations 
selling the Factor products in the state of California, by the terms 
of which contracts the distributors are obligated to sell these 
products only to retailers who will resell the same at specified 
prices, and who, in turn, have entered into a written contract with 
the plaintiff Sales Builders, Inc., to sell the Factor products at the 
specified prices. 

The prices fixed and established by plaintiff Sales Builders, 
Inc., in said contracts, it is alleged, are fair and reasonable, and 
no higher than is required to yield to distributors at wholesale and 
retail a reasonable compensation for their services. 

It is also alleged that, as known to defendant, practically all 
of the wholesale druggists in the state of California have executed 
these wholesale distributors’ contracts, and practically all of the 
retail druggists in the state of California, including the prominent 
department stores dealing in cosmetics and toilet articles, have 
executed the retail distributors’ contracts, and are observing and 
conforming with the terms of the contracts. Price-cutting on 
products of plaintiff Max Factor & Co. has ceased, and plaintiff 
Sales Builders, Inc., is enjoying, under the terms of the California 
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Fair Trade Act, a reasonable profit from the sale of its goods, and 
immunity from destructive and uneconomic price-cutting. The dis- 
tribution of its goods has been unobstructed, and its business has 
been greatly benefited. 

However, the defendant, a retail distributor of plaintiff's goods, 
is engaged in selling such goods at prices conspicuously lower than 
other retail dealers in the state of California, in many instances at 
less than the cost of the commodities to the defendant, with the 
result that other dealers are forced to meet defendant’s price com- 
petition by offering plaintiff’s goods for sale at prices competitive 
with those quoted by defendant. 

Sales Builders, Inc., upon inauguration of its system of con- 
tracts heretofore referred to, tendered to defendant a contract and 
an opportunity to deal in plaintiffs’ goods on the same terms offered 
to every other retail dealer in the commodity in the state of Cali- 
fornia. The defendant refused and declined to execute the con- 
tract or to conform to the system of distribution employed by Sales 
Builders, Inc., or to observe the sales price fixed in the contract. 

The plaintiff Sales Builders, Inc., declined, and has continued 
to decline, to sell its commodities to the defendant unless and until 
the defendant enters into the tendered contract with plaintiffs. 
Defendant has proceeded, and is proceeding, to carry out the 
alleged unlawful and wrongful scheme, and, it is alleged, in so 
doing has been, and is acting maliciously and without legal justi- 
fication therefor. 

In pursuance and as part of the wrongful and unlawful plan 
and scheme, defendant, unbeknown to plaintiffs, has procured, and 
continues to procure, commodities manufactured by Max Factor & 
Co., bearing the trade-marks, brands and names of Max Factor & 
Co., and has sold, and is now selling, the commodities at prices 
less than the retail sales prices which are being sustained by sub- 
stantially all of the retail dealers in cosmetics and toilet articles in 
the state of California. Defendant has been, and now is, engaged 
in informing retail dealers under contract with plaintiff Sales 
Builders, Inc., as well as the public generally, of defendant’s in- 
tention to sell plaintiffs’ goods at cut-rate prices, which act and the 
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others in the complaint complained of are unduly influencing retail 
and wholesale distributors of Max Factor & Co.’s products; and 
the wholesale and retail distributors have complained that they 
will be compelled to cancel the contracts with plaintiff Sales 
Builders, Inc., and to sell the Max Factor & Co. products not in 
conformity with the terms of the contracts entered into by them, 
but at prices which will meet those announced by the defendant, 
and at which prices the defendant sells at retail the Max Factor 
& Co. products. The result of such cancellation, it is claimed, will 
be the destruction of the business of plaintiffs and the good-will 
pertaining thereto. 

It is further alleged that the defendant threatens to, and will, 
unless restrained by judgment of court, continue to sell and dis- 
pose of the products of the plaintiff Max Factor & Co. at retail 
prices less than the retail sales prices regulated by plaintiffs, the 
continuance of which acts will produce great and irreparable injury 
to plaintiffs in that it will be extremely difficult, if not impossible, 
to ascertain the amount of damage that will afford plaintiffs ade- 
quate relief for the loss of sales and the destruction of business of 
plaintiffs, and the good-will pertaining thereto. For these reasons, 
plaintiffs seek equitable relief by way of injunction against the 
wrongs complained of. 

To the complaint containing the foregoing allegations, defend- 
ant interposed a general demurrer, which the trial court sustained 
without leave to amend. Judgment was thereupon entered for the 
defendant, and the plaintiffs have appealed, presenting the single 
question: “Is section 1144, added to the Fair Trade Act of the 
state of California in 1933 (Stats. 1933, p. 793, supra), constitu- 
tional ?”’ 

The title of the Fair Trade Act as passed in 1981 indicates its 
purpose. It is as follows: “An act to protect trade-mark owners, 
distributors and the public against injurious and uneconomic prac- 
tices in the distribution of articles of standard quality under a dis- 
tinguished trade-mark, brand or name.” (Stats. 1981, p. 5838.) 
In its entirety, the act aims at preventing price-cutting of articles 
sold under a trade or brand name, or under a trade-mark. 
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As amended in 1933 (Stats. 1933, p. 793), section 144 provides, 
in order to accomplish the above purpose, that all retailers, whether 
the goods were originally sold to them under a contract fixing the 
resale price or not, who have knowledge of such contracts of resale, 
must sell at not less than the fixed price. It is respondent’s main 
contention that such a statute violates the due process and equal 
protection clauses of the federal and state constitutions, in that it 
denies to him the liberty and freedom of contract. 

We think there are certain fundamental concepts which are 
decisive of the present case: 

In the first place, this court has neither the power nor the 
duty to determine the wisdom of any economic policy; that function 
rests solely with the Legislature. We recognize that economic and 
judicial thought is, and for many years has been, divided on the 
economic question as to the benefits to the consuming public of free 
and open competition, and its necessary corollary, price-cutting. 
The Sherman and Clayton Anti-Trust Acts passed by Congress, 
and the Cartwright Act passed by our State Legislature, and many 
other similar statutes, are indications that the particular Legisla- 
tures involved, at the time such statutes were passed, were of the 
view that from a social standpoint, free and open competition was 
desirable. The basis of this view is that, in the long run, it is 
against public interest to allow the manufacturer, producer, or dis- 
tributor to fix the resale price of an article. 

In recent years, there has developed, in opposition to the above 
views, the concept that a manufacturer of a trade-marked article 
that is sold in competition with articles of a similar nature and 
who has fixed a fair price at which he, as well as his distributor 
and retailer, can make a fair profit, has a property right in the 
good-will toward his product which he has created, and that it is 
sound public policy to protect that property right against destruc- 
tion by others who have no interest in it except to use it in a mis- 
leading way to deceive the public. 

The basic theory on which this concept rests is that, from a 
social standpoint, price-cutting, in the long run, adversely affects 
the public interest, and that the public will be adequately protected 
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against excessive prices by the ordinary play of fair and honest 
competition between manufacturers of similar products. This 
latter protection is found in section 2 of the present act, which 
prohibits manufacturers contracting between themselves to fix the 
resale price. 

As already indicated, the State Legislature, by the adoption of 
the Cartwright Act, supra, adopted in 1907, partially, at least, 
recognized the first economic policy above discussed. By the en- 
actment of the Fair Trade Act in 1931, as amended in 19338, the 
State Legislature, for reasons known to it and which we must pre- 
sume were sufficient, has seen fit to attempt to change its former 
policy, and to adopt the second economic concept above discussed. 

Insofar as the statute involves a mere change in the economic 
policy of the state, this court has no power or right to interfere. 
The members of the court may or may not agree with the economic 
philosophy of the Fair Trade Act, but it is no part of the duty of 
this court to determine whether the policy embodied in the statute 
is wise or unwise. It is primarily a legislative and not a judicial 
function to determine economic policy. The power of the court 
is limited to determining whether the subject of the legislation is 
within the state’s power, and if so to determine whether the means 
adopted to accomplish the result are reasonably designed for that 
purpose, and have a real and substantial relation to the objects 
sought to be attained. 

These principles have frequently been stated by the United 
States Supreme Court. In the recent case of Nebbia v. New York, 
291 U. S. 502, at page 537, 54 Sup. Ct. Rep. 505, Mr. Justice 
Roberts, speaking for the majority of the court, said: 


So far as the requirement of due process is concerned, and in the absence 
of other constitutional restriction, a state is free to adopt whatever eco- 
nomic policy may reasonably be deemed to promote public welfare, and 
to enforce that policy by legislation adapted to its purpose. The courts 
are without authority either to declare such policy, or, when it is declared 
by the Legislature, to override it. 

If the laws passed are seen to have a reasonable relation to a proper 
legislative purpose, and are neither arbitrary nor discriminatory, the re- 
quirements of due process are satisfied, and judicial determination to 
that effect renders a court functus officio. “Whether the free operation of 
the normal laws of competition is a wise and wholesome rule for trade 
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and commerce is an economic question which this court need not consider 
or determine.” Northern Securities Co. v. United States, 193 U. S. 197, 
337-8. 

And it is equally clear that if the legislative policy be to curb un- 
restrained and harmful competition by measures which are not arbitrary 
or discriminatory it does not lie with the courts to determine that the 
rule is unwise. With the wisdom of the policy adopted, with the ade- 
quacy or practicability of the law enacted to forward it, the courts are both 
incompetent and unauthorized to deal. 

The course of decision in this court exhibits a firm adherence to these 
principles. Times without number we have said that the Legislature is 
primarily the judge of the necessity of such an enactment, that every 
possible presumption is in favor of its validity, and that though the court 
may hold views inconsistent with the wisdom of the law, it may not be 
annulled unless palpably in excess of legislative power. 

The law-making bodies have in the past endeavored to promote free 
competition by laws aimed at trusts and monopolies. The consequent 
interference with private property and freedom of contract has not availed 
with the courts to set these enactments aside as denying due process. 

Where the public interest was deemed to require the fixing of minimum 
prices, that expedient has been sustained. If the law-making body within 
its sphere of government concludes that the conditions or practices in an 
industry make unrestricted competition an inadequate safeguard of the 
consumer’s interests, produce waste harmful to the public, threaten ulti- 
mately to cut off the supply of a commodity needed by the public, or 
portend the destruction of the industry itself, appropriate statutes passed 
in an honest effort to correct the threatened consequences may not be set 
aside because the regulation adopted fixes prices reasonably deemed by the 
Legislature to be fair to those engaged in the industry and to the con- 
suming public. And this is especially so where, as here, the economic 
maladjustment is one of price, which threatens harm to the producer at 
one end of the series and the consumer at the other. 

The Constitution does not secure to anyone liberty to conduct his busi- 
ness in such fashion as to inflict injury upon the public at large, or upon 
any substantial group of the people. Price control, like any other form 
of regulation, is unconstitutional only if arbitrary, discriminatory or 
demonstrably irrelevant to the policy the Legislature is free to adopt, and 
hence an unnecessary and unwarranted interference with individual liberty. 


In Central Lumber Co. v. South Dakota, 226 U. S. 157, 160, 33 
Sup. St. Rep. 66, Mr. Justice Holmes stated: 


If the Legislature shares the now prevailing belief as to what is public 
policy and finds that a particular instrument of trade war is being used 
against that policy in certain cases, it may direct its law against what it 
deems the evil as it actually exists without covering the whole field of 
possible abuses, and it may do so none the less that the forbidden act 
does not differ in kind from those that are allowed. 


As was said in Re Lasswell, 1 Cal. App. (2nd) 188, 188, 36 
Pac. (2nd) 678: 
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It is a salutary doctrine that statutes should be sustained by the courts 
wherever and whenever this is reasonably possible. It is the purpose, 
right and duty of the legislative branch of the government to enact such 
legislation as it deems desirable and its limitations are natural law and 
the written Constitution; the courts have no voice in the policy nor in the 
wisdom of legislative action; they construe the language of the statute 
and determine its constitutional status. 


In the second place, it must be kept in mind that the present 
statute is one passed in the exercise of the state’s police power, 
and so differs fundamentally from statutes passed by the federal 
government. ‘The latter is, of course, limited by the powers enu- 
merated in the Constitution, while the states are not subject to 
such limitation. 

When the statute is viewed from the standpoint of police power, 
it is at once apparent that it is not a complete answer to the ques- 
tion of constitutionality to merely point out that the statute restricts 
a retailer from selling property of a certain class owned by him at 
prices fixed by himself, and so, of course, restricts his freedom of 
contract. 

There is no constitutional right to own property, as such, free 
from regulation. That a state statute deprives a person of a right 
which he formerly possessed, whether it be a right to go where he 
pleases, conduct himself as he pleases, or buy what he pleases, or 
sell what he pleases at prices fixed by himself, does not per se 
brand the statute as unconstitutional. 

The process of civilization has consisted largely of the gradual 
regulation of the individual in his liberty of action and ownership 
of property for the public good. As society has become more com- 
plex, the necessity for such regulation has become more acute. 
Neither the state nor the federal constitution guarantees any person 
absolute liberty of action. The liberty guaranteed by our law is a 
liberty subject to regulation in the public good and equal liberty 
rather than an absolute liberty. 

In Jacobson v. Massachusetts, 197 U. S. 11, 26, 25 Sup. Ct. 
Rep. 358, this principle is expressed as follows: 

But the liberty secured by the Constitution of the United States to 


every person within its jurisdiction does not import an absolute right in 
each person to be, at all times and in all circumstances, wholly freed from 
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restraint. There are manifold restraints to which every person is neces- 
sarily subject for the common good. On any other basis organized society 
could not exist with safety to its members. 

Society based on the rule that each one is a law unto himself would 
soon be confronted with disorder and anarchy. Real liberty for all could 
not exist under the operation of a principle which recognizes the right of 
each individual person to use his own, whether in respect of his person 
or his property, regardless of the injury that may be done to others. 


In holding a state statute constitutional which provided that all 
employees should be paid in cash and paid semi-monthly, and 
that such regulation should apply even to existing contracts, the 
United States Supreme Court, in Erie R. R. Co. v. Williams, 233 
U. S. 685, 699, 34 Sup. Ct. Rep. 761, stated: 


The legislation having been passed in the exercise of the reserved 
power of the state, is it valid, notwithstanding it prohibits both the plain- 
tiff and its employers from contracting against its provisions? Plaintiff 
asserts the negative and attempts to sustain the assertion by a very com- 
prehensive argument in which a number of decisions of this court and of 
other courts are cited and reviewed. They illustrate by various instances 
the fundamental and indisputable principle that personal liberty includes 
the power to make contracts. 

But liberty of making contracts is subject to conditions in the interest 
of the public welfare, and which shall prevail—principle or condition— 
cannot be defined by any precise and universal formula. Each instance 
of asserted conflict must be determined by itself, and it has been said 
many times that each act of legislation has the support of the presumption 
that it is an exercise in the interest of the public. The burden is on him 
who attacks the legislation, and it is not sustained by declaring a liberty 
of contract. It can only be sustained by demonstrating that it conflicts with 
some constitutional restraint or that the public welfare is not subserved 
by the legislation. 

The Legislature is, in the first instance, the judge of what is necessary 
for the public welfare, and a judicial review of its judgment is limited. 
The earnest conflict of serious opinion does not suffice to bring it within 
the range of judicial cognizance. 


Under its police power, the state, in a proper case, has the 
power, acting in the interests of the general welfare, to regulate 
property and contract rights, and this includes, of course, the 
power to regulate the right of free bargaining. The fact that a 


state can lawfully pass a statute requiring free and open competi- 
tion, such as the Cartwright Act, supra, which regulates the rights 
of a manufacturer or producer, and limits his freedom of contract, 
indicates this power exists. 
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The fact that a statute limits the rights of the owner of prop- 
erty, lowers its value, or limits its use, or limits the right of free bar- 
gaining in other ways, does not, of itself, determine the validity of 
the enactment. There are inumerable illustrations of statutes, 
passed under the police power, which interfere with the right of 
free bargaining which have been upheld on the theory the regu- 
lation is in the public interest. There are limits to this power, of 
course, but within those limits the Legislature is supreme. These 
limits cannot be fixed by precedent. As the state progresses, the 
police power, within reason, develops to meet the changing condi- 
tions. (Miller v. Board of Public Works, 195 Cal. 477, 484, 234 
Pac. 881; People ex rel. v. Associated Oil Co., 211 Cal. 98, 100, 294 
Pac. 717.) 

Many illustrations of the power of the state to regulate, in the 
public interest, the right of free bargaining could be given. The 
United States Supreme Court has held that a legislature may: 


(1) Fix the charges the owners of grain elevators and warehouses 
may make (Munn vy. Illinois, 94 U. S. 113; Budd v. New York, 143 U. S. 
517, 12 Sup. Ct. Rep. 468) ; 

(2) Fix the charges of insurance companies (German Alliance Ins. 
Co. v. Lewis, 233 U. S. 389, 34 Sup. Ct. Rep. 612) ; 

(3) Fix the time within which the services of employees must be paid 
for and provide for semi-monthly payments of wages, and prohibit con- 
tracts varying the times of payment (Erie R. R. Co. v. Williams, 233 U. S. 
685, 34 Sup. Ct. Rep. 761) ; 

(4) Fix the fees chargeable by attorneys appearing for employees be- 
fore Workmen’s Compensation Commissioners (Yeiser v. Dysar, 267 U. S. 
540, 45 Sup. Ct. Rep. 399) ; 

(5) Fix the rate of pay for overtime work (Bunting v. Oregon, 243 
U. S. 426, 37 Sup. Ct. Rep. 435) ; 

(6) Establish maximum hours of labor for men in certain industries 
(Holden v. Hardy, 169 U. S. 366, 18 Sup. Ct. Rep. 383) ; 

(7) Establish maximum hours of labor for women (Muller v. Oregon, 
206 U. S. 412, 28 Sup. Ct. Rep. 324; Miller v. Wilson, 236 U. S. 373, 35 Sup. 
Ct. Rep. 342); 

(8) Prohibit the payment of wages in advance (Patterson v. Bark 
Eudora, 190 U. S. 169, 23 Sup. Ct. Rep. 821) ; 

(9) Require loaves of bread of only a certain size be sold (Schmidinger 
v. Chicago, 226 U. S. 578, 33 Sup. Ct. Rep. 182); 

(10) Establish maximum rentals (Block v. Hirsh, 256 U. S. 135, 41 
Sup. Ct. Rep. 458; Marcus Brown Holding Co. v. Feldman, 256 U. S. 170, 
41 Sup. Ct. Rep. 463) ; 

(11) Fix the maximum rate of interest chargeable on loans (Griffith v. 
Connecticut, 218 U. S. 363, 31 Sup. Ct. Rep. 132) ; 
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(12) Regulate the net weight of retail packages (Armour & Co. v. 
North Dakota, 240 U. S. 510, 36 Sup. Ct. Rep. 440) ; 

(13) Declare sales of commodities on margin or for future delivery 
void (Booth y. Illinois, 184 U. S. 425, 22 Sup. Ct. Rep. 425) ; 

(14) Forbid unfair competition by charging of lower prices in one 
locality than those exacted in another (Central Lumber Co. v. South 
Dakota, 226 U. S. 157, 33 Sup. Ct. Rep. 66); 

(15) Fix the retail price of milk (Nebbia v. New York, 291 U. S. 502, 
54 Sup. Ct. Rep. 505). 

In each of the above cases the police power of the state was 
held broad enough to warrant an interference with free bargaining. 
As was said by Chief Justice Hughes in Miller v. Wilson, supra, at 
page 380: 


As the liberty of contract guaranteed by the Constitution is freedom 
from arbitrary restraint—not immunity from reasonable regulation to 
safeguard the public interest—the question is whether the restrictions 
of the statute have reasonable relation to a proper purpose. 

The police power is no longer limited to measures designed to 
protect life, safety, health, and morals of the citizens, but extends 
to measures designed to promote the public convenience and the 
general prosperity (People ex rel. v. Associated Oil Co., supra; 
Chicago B. § O. Ry. v. Illinois, 200 U. S. 561, 26 Sup. Ct. Rep. 
341), and includes economic measures regulating competition. 
(Northern Securities Co. v. United States, 198 U. S. 197, 24 Sup. 
Ct. Rep. 486; Nebbia v. New York, supra.) 

The above cases conclusively establish that there is no absolute 
right of free bargaining guaranteed by the constitution. Since, 
under the proper circumstances, the right of free bargaining can 
be, and in the past has been, regulated, it necessarily follows that, 
in a proper case, this power to regulate free bargaining includes 
the power to regulate the price. Every one of the cases above 
cited, and many more that could be cited illustrate the breadth of 
the power invested in the State Legislature to affect the terms of a 
business bargain between individuals, and in every case the regu- 
lation affected the price. 

As was said in the Nebbia case, supra (p. 582): 


The due process clause makes no mention of sales or of prices any more 
than it speaks of business or contracts or buildings or other incidents of 
property. The thought seems nevertheless to have persisted that there 
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is something peculiarly sacrosanct about the price one may charge for 
what he makes or sells, and that, however able to regulate other elements 
of manufacture or trade, with incidental effect upon price, the state is 
incapable of directly controlling the price itself. This view was negatived 
many years ago. Munn v. Illinois, 94 U. S. 113. 


Respondent seriously urges that the Legislature can only regu- 
late prices as to those articles ‘affected with a public interest.” 
There are several answers to this contention. As already pointed 
out, this statute does not aim primarily at regulating prices, but at 
protecting the property and contract rights of the manufacturer, 
producer, distributor and retailer. Moreover, the statute does not 
attempt to regulate the place of any one article. It may be that 
when the Legislature attempts to regulate the price of a particular 
commodity, in order to justify classifying that article differently 
from other commodities, its purchase and sale must affect the public 
interest. 

But here the legislation affects an entire class of articles, 
which class, as will later appear, is reasonably the subject of 
classification. 

Another complete answer to this contention is that, if the pur- 
chase and sale of any one article or entire class of articles is subject 
to regulation under the police power, for reasons already stated, 
then its purchase and sale does affect the public interest. This 
was the exact holding in the Nebbia case, supra, where, at pages 
533 and 536, it is stated: 

Property does become clothed with a public interest when used in a 
manner to make it of public consequence, and affect the community at 
large. Thus understood, “affected with a public interest” is the equivalent 
of “subject to the exercise of the police power;” and it is plain that nothing 
more was intended by the expression... . 

The phrase “affected with a public interest” can, in the nature of things, 
mean no more than that an industry, for adequate reason, is subject to 
control for the public good. In several of the decisions of this court 
wherein the expressions “affected with a public interest,” and “clothed with 
a public use,” have been brought forward as the criteria of the validity 
of price control, it has been admitted that they are not susceptible of 
definition and form an unsatisfactory test of the constitutionality of 
legislation directed at business practices or prices. 

These decisions must rest, finally, upon the basis that the requirements 
of due process were not met because the laws were found arbitrary in 


their operation and effect. But there can be no doubt that upon a proper 
occasion and by appropriate measures the state may regulate a business in 
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any of its aspects, including the prices to be charged for the products or 
commodities it sells. 

The next major factor that must be emphasized is that the 
statute here involved is not solely a price-fixing or regulating 
statute. It is true that the statute permits the producer to fix by 
contracts with his distributor, and the latter by contracts with re- 
tailers, the minimum resale price of the product, and that by sec- 
tion 11% of the act the minimum price so fixed is made binding on 
all retailers who have knowledge of the contracts, and in this sense 
it is a price regulating statute. 

However, to regulate prices as such was not the main purpose 
of the statute. The statute only applies to certain articles sold 
under the trade-name or brand or trade-mark of the producer. As 
to such articles, the producer or manufacturer, through advertising 
or other means, has built up a good-will in connection with the 
articles, which good-will is a species of property entitled to pro- 
tection. 

When the retailer sells such an article to a customer, the article 
is not sold solely on the reputation of the retailer, but partially, at 
least, on the reputation built up by the owner of the trade-mark, 
brand or trade-name. 

Moreover, section 1144 comes into operation only when the 
manufacturer or producer has entered into contracts fixing the 
resale price. The statute, as its title indicates, by preventing 
price-cutting, is aimed at protecting these valuable property and 
contract rights of the manufacturer or producer—rights just as 
valuable and just as much entitled to protection as the right of the 
retailer, who is attempting, by exercising his claimed right of free- 
dom of action, to injure the property and contract rights of the 
manufacturer or producer. 

The statute, in other words, does not merely prohibit price- 
cutting in order to regulate prices, but prohibts price-cutting in 
an attempt to protect the validly acquired rights of others. The 
common law, without statutory authorization, long recognized that 
unjustitiable interference with contract rights of others constituted 
a tort (Lumley v. Gye, 2 El. & Bl. 216). The statute here in- 
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volved, in a large measure, merely extends that common law doc- 
trine to the transactions enumerated in the statute. 

Another important factor that must be kept in mind is that, 
in so far as the Fair Trade Act permits the producer to fix 
the resale price of his product by contract, the act merely embodies 
a rule of law well settled in this state. In Grogan v. Chaffee, 156 
Cal. 611, 105 Pac. 745, and in D. Ghirardelli Co. v. Hunsicker, 
164 Cal. 355, 128 Pac. 1041, it was held that, as far as articles in 
intrastate commerce are concerned, without statutory authorization 
the manufacturer, by contract with a retailer, may fix the resale 
price. The Fair Trade Act as passed in 1931 merely codifies the 
rule of those cases, which was partially changed by the Cartwright 
Act, supra. 

When the above concepts are applied to section 114 of the Fair 
Trade Act, we have no hesitancy in holding that the section is con- 
stitutional. The object sought to be attained is clearly within the 
sphere of state regulation, and the means provided in the statute 
have a reasonable relation to this object. In our opinion the 
statute is neither arbitrary nor discriminatory. 

California apparently is the first state to have passed a statute 
containing the provisions found in section 114 of the Fair Trade 
Act. New Jersey, in 1916, however, passed a statute that per- 
mitted the manufacturer to fix the resale price of a trade-marked 
article, or article sold under a trade or brand name, by attaching a 
notice fixing the resale price to the container in which the article 
was sold. The resale price so fixed was made binding on all re- 
tailers. In Ingersoll & Bro. v. Hahns & Co., 88 N. J. Eq. 222, 101 
Atl. 1030, 89 N. J. Eq. 332, 108 Atl. 128, the New Jersey court, 
in two opinions, held the statute constitutional on substantially the 
same reasoning set forth in this opinion. 

Since the oral argument and submission of the cause, respondent 
has cited a decision of the New York Court of Appeals, in which 
that court held the New York Fair Trade Act unconstitutional. 
(Doubleday, Doran §& Co., Inc. v. R. W. Macy & Co., Inc., de- 
cided January 7, 1986, N. Y., 199 N. E. 409.) 
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Because the New York act was copied almost verbatim from 
the California statute, respondent cites the opinion of the New 
York court as “strongly persuasive.’ We are not prepared to 
share counsel's optimistic view of the weight to be given the de- 
cision. 

While, on first impression, it seems entitled to the importance 
attached to it by respondent, we are of the view that, upon careful 
analysis, it loses its persuasive force. A brief discussion of the 
decision will, we believe, be helpful in throwing in relief some of 
the highlights of the situation now before this court. 

For several reasons, the decision of the New York court im- 
presses us as not being in point in the discussion here. It is ex- 
pressly limited to a declaration that section 2 of the New York 
act (identical with section 1144 of the California act) is unconsti- 
tutional ‘“‘as applied to the facts set forth,” which are different 
from those of the case now before this court. The plaintiffs in 
the New York case were Doubleday, Doran & Company, Inc., 
publishers, and Doubleday, Doran Book Shops, Inc., retailers. 

The contract mentioned in the decision is one between the 
publishing corporation and the retailing corporation. Aside from 
any inference to be drawn from the similarity of names, the opinion 
states that the two plaintiffs, in reality, were one and the same, for 
it refers to “the price which they (the plaintiffs) stipulated as a 
retail price in a contract between themselves.” Other language 
indicates the book shop corporation is merely a subsidiary and 
agent of the publishing company. 

Again, the plaintiff publishers sold the books in question to the 
defendant without exacting or, in so far as appears, attempting to 
exact, from the buyer any restriction on the price for resale. In 
other words, the producer of goods placed a retail price upon its 
product by its own independent action, and voluntarily sold the 
goods to a retailer (Macy & Co.) for resale without seeking, or at 
least obtaining, any agreement by the retailer to observe any re- 
tail price. 


In the action, it seeks to prevent the retailer, to whom it has 
sold the goods without restrictions, from selling the goods at prices 
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less than those which the producer saw fit to fix, in a contract 
between it and a subsidiary. 

The New York court accepts for the purpose of the decision, 
the interpretation of the act as covering such situation and, upon 
that assumption, and apparently that assumption alone, holds sec- 
tion 2 of the act to be unconstitutional. 

The plaintiffs in the New York case allege only a single con- 
tract purporting to fix the resale prices, and that in a pretended 
contract made with itself, far different from the factual setup in 
the Max Factor & Co. case. Here there has been adopted a system 
of making written contracts, generally between producers and re- 
tail distributors, under which the products may and will be sold 
only to retailers who will resell at specified prices and have entered 
into contracts with the distributor to so sell such products. 

Practically all of the wholesale and retail druggists in Cali- 
fornia have executed such contracts, and are observing them, and 
the plaintiffs’ distributors have refused, and will refuse, to sell such 
products to wholesalers or retailers who do not enter into such 
contracts. 

A contract has been tendered to defendant for execution, but 
defendant will not enter into the agreement. The plaintiffs there- 
fore decline to sell the commodities to defendant unless the de- 
fendant enters into the contract. The defendant, with full knowl- 
edge of the system of contracts, and the extent of the execution 
and compliance with their terms by the trade, has obtained Factor 
products “unbeknown” to plaintiffs, and is selling them at prices 
less than the prices fixed by the contracts so extensively entered 
into by others. 

These facts serve to vitally differentiate the situation in New 
York from that here. In place of a single pretended contract 
made by the producer with itself, we have here a uniform system of 
contracts applied generally to wholesale and retail distributors in 
the state. In place of a voluntary sale without restriction by the 
producer to a retailer, there is here a consistent refusal by the pro- 
ducer or owner, to sell to the defendant or to any other buyer who 
will not agree to maintain resale prices. A retailer who has been 
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given an opportunity to enter into the contract has refused to do 
so, and, having obtained goods, not from the producer or owner, 
but indirectly and without the consent or knowledge of the pro- 
ducer, is engaged in cutting prices of the products. 

The New York decision does not discuss the fundamental basis 
and purpose of the legislation represented in the California Fair 
Trade Act, and does not disclose the ground upon which the section 
of the New York Act, as interpreted for the purpose of the decision, 
is unconstitutional. We cannot find, in this casual treatment of a 
constitutional question, sufficient justification for regarding the de- 
cision as applicable to the facts here. 

Respondent also urges that the statute denies equal protection 
of the laws in that it applies only to articles sold under a trade- 
mark or trade or brand name, and does not apply to non-trade- 
marked commodities, and, among trade-marked articles, applies 
only to those in free and open competition with others of a similar 
nature. 

As already pointed out, it is only in reference to those com- 
modities included within the statute that the manufacturer or 
producer has a property right in the nature of good-will, which, in 
the public interest, should be protected. Such a classification is 
reasonable. The exclusion of trade-marked articles not in free and 
open competition with others of a similar nature is likewise rea- 
sonable. By that provision the public is protected from artificially 
high prices imposed by one with an exclusive market. (See Bor- 
den’s Farm Products Co. v. Ten Eyck, Commissioner, decided by 
the United States Supreme Court February 10, 1936.) 

The contention made by the respondent that the Fair Trade Act 
attempts to regulate interstate commerce, and so is unconstitutional, 
is without merit. The allegations of the complaint clearly establish 
that as to the transaction now before the court it is one arising and 
involving goods wholly located within this state. Although the 
terms of the statute are broad and could conceivably be interpreted 


to include interstate transactions, we must necessarily construe the 
act as applying only to transactions within the state, that being 
the sole territorial extent of the Legislature’s powers. (California 
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Adjustment Co. v. Atcheson, Topeka § Santa Fe Ry. Co., 179 Cal. 
140, 175 Pac. 682; American Banana Co. v. United Fruit Co., 213 
U. S. 347, 29 Sup. Ct. Rep. 511.) 

Respondent presents several hypothetical situations under which 
enforcement of the act would be inequitable or difficult, or, per- 
haps, even unconstitutional. It is elementary, of course, that a 
statute may be invalid as applied to one set of facts, yet valid as 
applied to another. (Dahnke-Walker Milling Co. v. Bondurant, 
257 U.S. 282, 42 Sup. Ct. Rep. 106.) 

The situations conjured up by respondent are not here involved, 
and respondent is limited in his attack to the application of the 
statute of the factual situation, now before the court. Moreover, 
the principal remedy granted by the statute is injunctive relief. 
The equity court has broad and flexible discretionary powers, and 
can, and undoubtedly would, deny injunctive relief where such re- 
lief would be inequitable. 

It is beyond denial that, under our form of government, the 
use of property and the making of contracts are normally matters 
of private concern. Here, no question of impairment of existing 
contracts is involved. No criminal proceedings have arisen under 
the circumstances of the case. The plaintiffs are seeking, in a 
civil action, to restrain conduct on the part of the defendant which 
the legislature, in determining a question of economic policy, has 
declared to be “unfair competition, and actionable at the suit of 
any person damaged thereby.” 

We are of the view that its action, measured by the yardstick of 
the cases cited, and other authorities of similar import, must be 
held to be free from constitutional objections, and, not being shown 
to be unreasonable or arbitrary, it must be sustained as a proper 
legislative declaration of the policy of the state on the practice of 
price-cutting. The demurrer of defendant to the complaint should 
have been overruled. 

For the foregoing reasons, the judgment entered on the order 
sustaining the demurrer without leave to amend is reversed. 


THOMPSON and SHENK, J. J., dissent. 
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Coty, Inc., of New York v. Hearn DeEparTMENT Srores, INc. 
(284 N. Y. S. 909) 


New York Supreme Court, Special Term, New York County 
November 25, 1935 


Trape-Marks AND Trape-Names—Unrarr Competition—Fair Trape Act— 
ConsTITUTION ALITY. 

Whether a statute dealing with price-fixing removes it from rule of 
constitutionality under the “due process” clause depends on whether it 
is a reasonable exercise of governmental authority or is arbitrary or 
discriminatory. 

Trapve-Marxs anp TrapeE-NamEes—Unrair CompPetirion—Errect oF TRADE- 
Mark. 

The presence of a trade-mark on cosmetics held not in itself to en- 
title manufacturer to regulate resale prices. 

Trape-Marks anp Trape-Names—Uwnrair ComPetirion—State STatures. 

The Fair Trade Act giving producer or any other injured person 
right of action against person knowingly advertising or selling any 
commodity at less than price stipulated in any resale price-fixing con- 
tract held not intended to apply only to thing which was subject of 
prior price-fixing contract. 

Action by Coty, Inc., of New York against the Hearn Depart- 
ment Stores, Inc. Motion by plaintiff for an injunction pendente 
lite. Motion by defendant for judgment on the pleadings. 


Motion for injunction denied, and complaint dismissed. 


Olvany, Eisner & Donnelly, of New York City, for Coty, Inc. 
Jay Leo Rothschild, of New York City, for Hearn. 


Rosenman, J.: The plaintiff moves for an injunction pendente 
lite. The defendant moves for judgment on the pleadings. Both 
motions raise the question of the constitutionality of a portion of 
section 2 of chapter 976 of the Laws of 1935, commonly known as 
the “Fair Trade Act.” The statute is set forth at length as 
follows :* 

The action is for an injunction. The defendant resists the tem- 
porary injunction, and seeks by its motion to dismiss the complaint 
for insufficiency, on the ground that the statute which forms the 
basis of the complaint is unconstitutional and void. The other 
grounds urged by the defendant in opposition to temporary injunc- 


1 For text of the act, see pp. 15-16, ante. 
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tive relief need not be considered in view of the conclusions here 
reached. 

No attack is made upon section 1 of the statute but solely upon 
section 2, as it is applicable to the defendant. 

The complaint alleges that the plaintiff is the owner of a busi- 
ness and good-will in this state, associated with the sale of certain 
perfumes, toilet preparations, and cosmetics, all of which bear the 
trade-mark, brand, or label “‘Coty’’; that the plaintiff's products 
are in fair and open competition with commodities of the same 
general class produced by others; that the plaintiff has established 
its good-will by the expenditure of large sums of money on adver- 
tising and sales promotion; that, pursuant to chapter 976 of the 
Laws of 1935, above set forth, the plaintiff has entered into stand- 
ard contracts with more than 3,000 retailers in this state by which 
the said retailers agreed that they would not resell the plaintiff's 
products in this state except at the prices stipulated in such agree- 
ments. The plaintiff further alleges that the defendant, operating 
a department store, has refused to enter into a similar contract, al- 
though an opportunity was offered to it to do so; that the defendant 
knows of the existence of the contracts between the plaintiff and 
these other retailers, and was, in fact, specifically notified by the 
plaintiff of the plaintiff’s price lists and subsequent changes therein. 
The complaint further alleges that the defendant, with such knowl- 
edge, has advertised for sale, and has sold, the plaintiff’s branded 
products at prices below those fixed in the contracts between the 
plaintiff and its contracting retailers, and continues to do so in spite 
of the plaintiff’s demand that it desist. Facts are set forth show- 
ing that the exceptions in the statute specified in subdivision 2 of 
section 1 are not applicable. The complaint alleges the conduct of 
the defendant is in clear violation of section 2 of the statute; that 
as a result thereof many of the retailers with whom the plaintiff 
has contracted are threatening to break their contracts; and that 
the plaintiff's business and good-will will be irreparably damaged. 
The relief sought is to enjoin the defendant from continuing such 
advertising and sales of the plaintiff’s products at prices below the 
contracts entered into between the plaintiff and other retailers. 
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In view of the fact that the defendant has not made any agree- 
ment with the plaintiff, the validity of section 1 of the statute, 
legalizing resale price maintenance agreements, is not called into 
question. The constitutional question presented is whether section 
2 of the statute is valid in compelling the defendant, who did not 
enter into such a resale price maintenance agreement, to maintain 
the prices fixed in the agreements entered into by the plaintiff and 
other retailers, strangers to it. Since there is no allegation to the 
contrary, it must be assumed that the actual commodities being 
sold by the defendant were never themselves the subject of a price 
maintenance agreement, i.e., that they do not constitute the very 
goods which were previously sold under a fair trade contract. 

Section 5 of the act makes it possible to determine the constitu- 
tionality of section 2, in so far as it applies to this defendant, with- 
out affecting the validity of the balance of the statute. Section 2 is 
here claimed to be unconstitutional only in so far as it affects per- 
sons who are not parties to such contracts. 

Although there is no legislative finding in the statute, and al- 
though it does not appear that the Legislature made any official in- 
vestigation into any of the conditions which are claimed to have 
given rise to the legislation, the court, from the various books, arti- 
cles, and other literature connected with the subject, may reason- 
ably infer that the purpose of the legislation was to prevent certain 
evils which the Legislature deemed to exist in a system of free and 
unrestricted competition in branded merchandise. The statute was 
apparently leveled against the practice of price-cutting, particularly 
in extensively advertised branded articles, with consequent economic 
loss to the manufacturer, to competing retail merchants who do not 
engage in such practice, and, allegedly, to the consuming public at 
large. This practice includes the use of so-called “loss leaders,” 
which, in general terms, may be defined as articles, usually trade- 
marked and well advertised, which a retailer sells at a loss in order 
to induce prospective purchasers to come to his premises to buy; 
the loss being voluntarily sustained in the expectation that the pros- 
pective purchaser may be induced to buy other products for sale at 
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sufficiently high prices to compensate the retailer for the loss sus- 
tained on the “‘loss leader.”’ 

The statute attempted, seemingly, to accomplish two major re- 
sults: Firstly, it definitely legalized any agreement for the sale of 
1 commodity between a producer and a retailer, forbidding the re- 
; tailer to sell the commodity at a price other than the one stipulated 
by the producer. Secondly, in order to compel compliance with 
such fixed resale price upon those who refused to sign such agree- 


ments, the statute sought to prevent any one, whether a party to 


a ad 


such a contract or not, to sell the commodity at less than the price 
stipulated in any contract entered into pursuant to the first pro- 
vision of the act. It is the second effort which is here claimed to be 
futile on constitutional grounds. 

While a substantial amount of modern economic literature con- 


demns the practice of general price-cutting and the continuance of 
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“loss leader” policies as leading to widespread damage to the pro- 


ducers, retailers and, ultimately, to the general public, this view is 
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by no means unopposed. ‘There is substantially equal authority of 
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learned opinion to the effect that the evils of resale price maintenance 
far outweigh its advantages, and that the result of it is great loss to 





the community at large, and particularly to consumers, who, of 
course, initially, are compelled to pay a much higher price than a 
free system of competition would impose upon them. 
4 It is no function of the court to choose between these eco- 
nomic views. The Legislature of this state has adopted the 
former. ‘The wisdom of its choice is no concern of the judiciary. 
The fact that the court disagrees with the economic soundness of 
the legislation would be no ground for declaring it invalid. Con- 
versely, the fact that the court agrees with the economic conclusion 
reached by the Legislature would provide no reason for sustaining 
it if it is contrary to the fundamental law of the land as found in 
the State or Federal Constitution. Nebbia v. New York, 291 U.S. 
502, 54S. Ct. 505, 78 L. ed. 940, 89 A. L. R. 1469. 

The defendant contends that section 2, as applicable to it, is un- 
constitutional as depriving it of its property and its freedom of con- 
tract without due process of law, in violation of article 1, section 6, 
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of the Constitution of the State of New York, and Fourteenth 
Amendment of the Federal Constitution. 

Its contention is that other parties, i.e., the producer and other 
retailers, have between them fixed prices for various commodities, 
that it has refused to become a party to such agreements, but that 
the statute compels it to accept the price schedule which these 
strangers to it have adopted. It must be conceded at the outset that, 
irrespective of the ultimate aim of the statue, its immediate effect 
is to fix prices upon all retailers, not by agreement, but by operation 
of law. 

It is no longer reasonably contended by any one that any citizen 
has an absolute right to exercise a free and untrammeled dominion 
over his property or business without the power of the state to 
regulate its use or conduct to some extent. The constitutional 
provisions here urged have been the subject of judicial construc- 
tion for the major part of a century. It is impossible to find 
in any judicial decision an all-embracing rule or guide as to the 
exact point to which one may go in the use of his property or the 
conduct of his business without being burdened by state regulation. 

The courts have not attempted to prejudge situations which 
might give rise to certain types of legislation. The constitutional 
barriers protecting private property and private business have been 
the object of repeated attacks by state and federal legislative 
bodies. Some assaults have resulted in the opening of breaches in 
the barriers by the courts. Others have been repulsed. Each at- 
tempted invasion has been adjudged on its own facts. If found 
unjustified, the due process clause has served as a shield; where 
justification has been established, protection has been found lacking. 

The conflict is ever present. Normally the use of property and 
the execution of contracts are of private concern. In general it 
may be stated that both are free from governmental interference. 
But government, in self-protection, may regulate private rights to 
prevent harm to itself and its citizens. As was said in Nebbia v. 


New York, supra, after stating this general principle: 


These correlative rights, that of the citizen to exercise exclusive do- 
minion over property and freely to contract about his affairs, and that of 
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the state to regulate the use of property and the conduct of business, are 
always in collision. No exercise of the private right can be imagined 
which will not in some respect, however slight, affect the public; no exer- 
cise of the leglislative prerogative to regulate the conduct of the citizen 
which will not to some extent abridge his liberty or affect his property. 

The question to be determined in this case, as in other cases 
where state regulation is challenged under these constitutional pro- 
visions, is whether the circumstances “vindicate [it] as a reason- 
able exertion of governmental authority or condemn it as arbitrary 
or discriminatory.” The fact that the regulation in question is 
concerned with price-fixing does not remove it from the general 
rule. Nebbia v. New York, supra. 

The question of price-fixing has, on many occasions, been pre- 
sented to the Supreme Court of the United States. In the various 
cases presented for decision different conclusions were reached. 
Different facts existed in the various cases presented. No general 
principle can be enunciated as to the constitutionality of price-fixing 
statutes. 

It can be stated, however, that there is no case of controlling 
authority upholding the right of any state to fix prices of general 
commodities at times which are not declared to be emergencies. 

As was said in the unanimous opinion in Chas. Wolff Packing 
Co. v. Court of Industrial Relations of State of Kansas, 262 U. S. 
522, 587, 48 S. Ct. 680, 633, 67 L. ed. 1103, 27 A. L. R. 1280: 


It has never been supposed, since the adoption of the Constitution, 
that the business of the butcher, or the baker, the tailor, the wood chopper, 
the mining operator or the miner was clothed with such a public interest 
that the price of his product or his wages could be fixed by State regu- 
lation. . . . Nowadays one does not devote one’s property or business to 
the public use or clothe it with a public interest merely because one makes 
commodities for, and sells to, the public in the common callings of which 
those above mentioned are instances (quoted in Ribnik v. McBride, 277 
U. S. 350, 356, 48 S. Ct. 545, 546, 72 L. ed. 913, 56 A. L. R. 1327). 


If it is possible to classify the kinds of cases in which price- 
fixing statutes have been upheld, they may be divided into three 
classes: First, those where the commodities were ‘affected with a 
public interest” or “devoted to a public use,” i.e., so intimately 
bound up with the public interest or public welfare that the industry 


itself and the prices charged therein are subject to control for the 
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public good; second, instances where the state has determined that 
the public health, morals, safety, or welfare (generally included 
within the objects of its “police power’) depend upon the mainte- 
nance of fixed prices; third, instances where prices of commodities 
other than those included in the first two are fixed by reason of a 
compelling emergency which justifies such interference by the state. 

Within the first class are included such cases as Munn v. Illinois, 
94 U. S. 118, 24 L. ed. 77 (rates for storage in grain elevators) ; 
German Alliance Insurance Co. v. Lewis, Superintendent of Insur- 
ance of State of Kansas, 233 U.S. 389, 34 S. Ct. 612, 58 L. ed. 
1011, L. R. A. 1915C, 1189 (insurance business). Within the 
second and third classifications are included cases such as People ex 
rel. Durham Realty Corporation v. La Fetra, 280 N. Y. 429, 130 
N. E. 601, 16 A. L. R. 152; Marcus Brown Holding Co. v. Feld- 
man, 256 U.S. 170, 41 S. Ct. 465, 65 L. ed. 877 (fixing standards 
for reasonable rents of real property) ; Nebbia v. New York, supra 
(fixing the price of milk). 

It must be pointed out that in all these and similar cases the 
prices were fixed by the state itself or by some governmental agency 
exercising the legislative power of the state. The statute here 
under consideration, in so far as it compels a non-contracting re- 
tailer to sell at fixed price schedules, imposes upon him prices fixed, 
not by a state body, but by private individuals. This phase of the 
case is discussed later in this opinion. 

Although no authority can be found where either the New 
York or federal courts have upheld the constitutionality of a statute 
regulating the price of ordinary commodities generally sold by 
ordinary businesses, there are a multitude of cases in our own courts 
and in the federal courts invalidating state statutes purporting to 
regulate the prices of such commodities. Tyson § Bro. United 
Theatre Ticket Offices v. Banton, 273 U. S. 418, 47 S. Ct. 426, 71 
L. ed. 718, 58 A. L. R. 1236 (price of theatre tickets); Ribnik v. 
McBride, 277 U. S. 350, 48 S. Ct. 545, 72 L. ed. 918, 56 A. L. R. 
1327 (fees of employment agencies); Chas. Wolff Packing Co. v. 
Court of Industrial Relations of State of Kansas, 262 U. S. 522, 
43 S. Ct. 630, 67 L. ed. 1108, 27 A. L. R. 1280 (wages) ; Fairmont 
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Creamery Co. v. State of Minnesota, 274 U. S. 1, 47 S. Ct. 506, 
71 L. ed. 898, 52 A. L. R. 168 (price of cream) ; Williams v. Stand- 
ard Oil Co. of Louisiana, 278 U. S. 235, 49 S. Ct. 115, 73 L. ed. 
287, 60 A. L. R. 596 (price of gasoline); People v. Gillson, 109 
N. Y. 389, 17 N. E. 343, 4 Am. St. Rep. 465 (price of food). See, 
also, New State Ice Co. v. Liebmann, 285 U. S. 262, 52 S. Ct. 371, 
76 L. ed. 747 (statute requiring licenses of ice dealers). 


In all of these cases the necessity of protecting the public wel- 
fare was urged in support of the constitutionality of the legis- 
lation. With practical uniformity the contention has been rejected 
where the statutes had the effect of fixing the selling price of ordi- 
nary commodities and services, at least where no emergency existed 
determinining the effective duration of the statute. 

As stated in Tyson §& Bro. United Theatre Ticket Offices v. 
Banton, supra (declaring invalid a statute fixing prices of theatre 
tickets), after reviewing the authorities: 

Each of the decisions of this court upholding governmental price regu- 
lation, aside from cases involving legislation to tide over temporary emer- 
gencies, has turned upon the existence of conditions, peculiar to the 
business under consideration, which bore such a substantial and definite 
relation to the public interest as to justify an indulgence of the legal 
fiction of a grant by the owner to the public of an interest in the use. 

The statute in question is not confined to any emergency period. 
It is not made dependent upon any emergency. It is not in terms 
applicable to some temporary menace which has arisen to threaten 
the welfare of the state, but is apparently written into the law of 
the state for all time. 

The statute is completely unrestricted in scope. It applies to 
every known commodity so long as it bears the name or trade-mark 
of the producer. The restriction that the commodity must be “‘in 
fair and open competition with commodities of the same general 
class produced by others, is so broad that it is difficult to conceive 
of any commodity which falls without that class. There is no at- 
tempt to distinguish between commodities which have some relation 
to the public welfare and commodities about which it is clear that 
the public can have no real interest. Certainly the commodities in- 
volved in this litigation, namely, cosmetics, perfumes, face powders, 
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etc., cannot be claimed to be tied up with the general public welfare 
in the remotest degree. Nor can it be claimed that the state’s wel- 
fare can in any way depend upon such industry, or many other 
industries which come within the clear intendment of this statute. 

Even if the statute were enacted for a valid and constitutional 
purpose, as applied to this defendant, it cannot be upheld if, in 
its operation, it is arbitrary or discriminatory or if the means 
adopted to accomplish the purpose are not appropriate and relevant 
to that end. This principle was recognized in Nebbia v. New 
York, supra: 

If the laws passed are seen to have a reasonable relation to a proper 
legislative purpose and are neither arbitrary nor discriminatory the re- 
quirements of due process are satisfied. . . . Price control, like any other 
form of regulation, is unconstitutional only if arbitrary, discriminatory, or 
demonstrably irrelevant to the policy the Legislature is free to adopt. 

Further statement of this same principle may be found in 
numerous other cases in the United States Supreme Court. Nectow 
v. City of Cambridge, 277 U. S. 183, 48 S. Ct. 447, 72 L. ed. 842; 
Adams v. Tanner, 244 U. S. 590, 37 S. Ct. 662, 61 L. ed. 1336, 
L. R. A. 1917 F, 1168, Ann. Cas. 1917D, 973; Jay Burns Baking 
Co. v. Bryan, 264 U. S. 504, 44 S. Ct. 412, 68 L. ed. 813, 32 
A. L. R. 661; Weaver v. Palmer Bros. Co., 270 U.S. 402, 46 S. Ct. 
320, 70 L. ed. 654. 

An analysis of this statute discloses several startling features 
so arbitrary and discriminatory in effect that the statute cannot be 
sustained under this principle, in so far as it applies to retailers 
who have not signed price maintenance agreements. 

First. Neo official state body is set up to fix prices. It is left to 
private individuals, producers, to determine, firstly, whether prices 
should be fixed, and, secondly, at what level. No outsider, who 
may be ultimately bound by the determination, is permitted an op- 
portunity to be heard on either question. The retailer, who is go- 
ing to be restricted in the conduct of his own business by the conclu- 
sion reached, is not allowed to present his views, as to the reason- 


ableness of the price, or, indeed, as to the necessity for fixing any 
price. The consumer, who must bear the burden of the increased 
price, has no opportunity to be heard before the prices are fixed. 
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No machinery is provided for judicial or administrative review of 
any of the acts of producers and retailers in fixing prices. 

Second. Before prices are fixed for any commodity, there is no 
finding by any legislative or administrative body that price fixing 
is necessary. That question is left to individual whim of each 
producer. 

Third. There is no standard set up for the contract to be 
entered into between producer and retailer, by virtue of which 
contract the conduct of all retailers is to be governed. The con- 
tract may be oral or in writing. There is no requirement that the 
contracts be uniform. There is no requirement that the prices be 
uniform among retailers. Various special privileges may be given 
in connection with the contracts to some retailers, and not to others. 
As an example of what is possible, it might be pointed out that, in 
the affidavits submitted in conjunction with this application for a 
temporary injunction, the defendant contends that the plaintiff 
grants special privileges in the form of demonstrators, cooperative 
advertising, exchange privileges, to some retailers, and not to 
others. It is obvious that, if these privileges are denied to some 
retailers, such retailers, in effect, are compelled to pay a larger 
price than the retailers to whom these privileges are granted, even 
though the actual price of the commodity be the same. 

Fourth. There is no standard set up which is adjustable to 
particular conditions in given localities. So far as the statute is 
concerned, if the operator of a large department store in New York 
City knows of a contract made by the plaintiff with a small 
merchant in a rural commodity in the far western part of the state, 
the New York department store merchant must comply with the 
price fixed by the producer in its contract with the rural merchant. 

Fifth. No standard is set up to guide non-contracting retailers 
as to which contract they are to be bound by. So far as the statute 
prescribes, the producer may have many different forms of con- 
tract. He may make changes in these contracts. In fact, the con- 
tract annexed to the complaint herein permits the producer “from 
time to time in its sole discretion to revise such minimum resale 


prices and provides that such revised resale prices shall become 
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effective at such time as specified by Coty, which shall be at least 
three days after Coty shall have mailed a notice of such revision to 


” 


the retailer.” The burden is placed upon each non-contracting re- 
tailer to select which of the various forms of contract he is to fol- 
low. Is he to be guided by the most favorable form offered to any 
retailer or by the least favorable form offered to any retailer? The 
statute merely says: ‘Any contract.’’ And there is no assurance 
that, if he selects one, the producer may not complain that he 
should have selected another. Non-contracting retailers must, at 
their peril, follow all price changes, although there is no require- 
ment that notice thereof be given to them. 

Sixth. There is no standard set up as to the method of fixing 
prices. Once a producer determines in his own discretion, un- 
trammeled by any official finding of necessity or by any public 
convenience to be served, that prices should be fixed, the amount 
of the price is in the uncontrolled will of the producer. He may 
be guided by mistake, ignorance, or malice. The price fixed by 
him may be wholly unreasonable and unfair. It may provide an 
exorbitant profit to himself and a small profit to the retailer. It 
may be so unreasonable that few, if any, retailers would be willing 
to abide by it. Yet, according to the statute, if he succeeds in 
making a contract with one retailer, all other retailers in the state 
are bound thereto. 

Seventh. The statute sets up no reasonable standard between 
practices which are honest and fair and those which are dishonest 
and unfair. There is no statement of any statutory policy mak- 
ing such distinction; nor is the statute directed exclusively toward 
unfair or predatory conduct. Even though a retailer charge a fair 
price for his commodity involving a fair profit to himself, he may 
still be enjoined or mulcted in damages merely because the price 
he charges is not as exorbitant as the producer desires it to be. 

Eighth. The statute furnishes no standard for its enforcement. 
No state officer or agency is created for the purpose of enforcing 
it. No governmental body has the responsibility of compelling com- 


pliance. Indeed, there is no legislative determination as to when 
and where enforcement shall be attempted at all. The matter is 
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left to the producer. It is difficult to see how any one else would 





come within the class set up in section 2 of the statute—“‘any per- 
son damaged thereby.” It lies within his discretion to enforce, or 
not to enforce, his agreements against any retailer, contracting or 
non-contracting. He may decide to compel obedience by one re- 
tailer and shut his eyes to violations by competitors of such retailer. 
It is obvious that there is thus deposited in the hands of a pro- 
ducer the power to drive one retailer from business in his commodi- 
ties and leave unmolested another retailer who violates the same 
fixed prices. Non-compliance with the statute is not made a crime; 
the state can in no way become a party to the enforcement process. 
It is left wholly to the whims and caprice of each producer. And, 
even if the statute gives the power to other parties who may be 
“damaged thereby,” the same arbitrary and discriminatory exercise 
of it is made possible. 

Nor can it be said within the principle of Nebbia v. New York, 
supra, above quoted, that the provisions of the statute are wholly 
relevant to the policy of it and to the abuses which it was designed 
to abolish. If the statute was aimed at “loss leaders,” its terms do 
not so indicate. It does not prevent merely the selling at a loss. 
A retailer may, indeed, be selling at a fair profit and yet violate the 
statute if he sells it for one cent below the price fixed by the 
producer. 

If the purpose of the statute was to prevent “predatory price- 
cutting,’ and if we assume that that phrase means price-cutting with 
an intent to injure competitors, the statute is not restricted by its 
terms or by fair interpretation to the eradication of that evil. The 
law applies to all retailers, irrespective of their motive or intent in 
selling their own property at lower prices. Without regard to the 
effect upon competitors, the retailer by this statute is compelled to 
charge his customers a higher price than might afford him a reason- 
able profit, even though his class of customers might not be willing 
to pay such price. 

The importance of the motive in price-cutting and price discrimi- 
nation is illustrated by the two cases of Fairmont Creamery Co. v. 
State of Minnesota, 274 U. S. 1, 47 S. Ct. 506, 71 L. ed. 893, 52 
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A. L. R. 163, and Central Lumber Co. v. State of South Dakota, 
226 U. S. 157, 33 St. Ct. 66, 57 L. ed. 164. In the latter case the 
Supreme Court of the United States declared constitutional a South 
Dakota statute which prohibited price discrimination “for the pur- 
pose of destroying the competition, of any regular, established 
dealer in such commodity, or to prevent the competition of any per- 
son who, in good faith intends and attempts to become such dealer.” 
Laws S. D. 1907, c. 181, § 1. In the former case, however, the 
Supreme Court of the United States declared unconstitutional a 
Minnesota statute (Gen. St. Minn. 1923, § 3907) which prohibited 
price discriminations without regard to the motives behind them. 

The absence of fair standards in this statute and the controlling 
effect of the whim of a producer over the business of others render 
the statute unconstitutional as arbitrary, discriminatory, and un- 
reasonable. 


The law here involved also contravenes art. 3, sec. 1, of the 
Constitution of the State of New York, in that it delegates legis- 
lative power to others. 

This question was the occasion of recent decision by our Court 
of Appeals in Darweger v. Staats, 267 N. Y. 290, 304, 196 N. E. 
61,65. There the Legislature passed what was known as the State 
National Recovery Act (Laws N. Y. 1933, Ex. Sess., c. 781). The 
statute, enacted as an emergency measure, provided that, upon the 
filing in the office of the Secretary of State of New York a copy of 
any code approved by the President, such code should become 
effective for intrastate transactions in New York. As a result of 
the statute, a code authority within New York attempted to fix 
prices of coal in accordance with authority given in the code filed 
in Washington. 


The court concluded that by this statute “the Legislature of the 
State of New York has turned over to the National Administrator 
the question of determining whether there shall be price-fixing in 
New York State of coal and what it shall be.’ The court on this 
ground declared the statute unconstitutional, stating that the Legis- 
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lature cannot leave to a national administrator the declaration of 
the necessity for fixing prices in our state... . 
* * * 

The Fair Trade Act is a broader delegation of power than was 
declared unconstitutional in Darweger v. Staats, supra. The dele- 
gation here is to private individuals, indeed, rather than to govern- 
mental authorities. The delegation has been without any stand- 
ards or restrictions. As was stated by the court, “The Legislature 
has left too many things to be determined by other bodies to make 
this law constitutional.” 

The plaintiff relies chiefly upon the Nebbia Case, supra. It is 
true that there is language in the Nebbia Case which, ripped from 
the context of the opinion and divorced from the facts involved, 
might give some substance to the plaintiff's contention. The facts 
in that case, however, bear no resemblance to the present one. 


* * * 


It is true that in the Nebbia Case the Supreme Court of the 
United States did not require in terms that the commodity be 
“affected with a public interest.” That ancient expression was 
defined anew in the opinion of the court (291 U. S. 502, page 536, 
54S. Ct. 505, 516, 78 L. ed. 940, 89 A. L. R. 1469) as a phrase 
which “can, in the nature of things, mean no more than that an 
industry, for adequate reason, is subject to control for the public 
good.” There is implicit in any definition of the phrase, however, 
the requirement that there be such relationship between the busi- 
ness and the public welfare that governmental interference with the 
private property and rights involved will be justified in spite of 
the due process clauses. 

It cannot be contended that the Nebbia Case is authority for the 
proposition that the prices of ordinary commodities may, without 
more ado, be fixed by the Legislature, much less by private indi- 
viduals. Our Court of Appeals pointed out in Darweger v. Staats, 
supra, that the Nebbia Case was not such authority, even if an 
emergency were declared to exist, and even if the price-fixing power 


were limited to the period of the emergency. The court stated: 
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The briefs place much emphasis upon Nebbia v. New York, People v. 
Nebbia, 262 N. Y. 259, and claim that this is an authority to sustain legis- 
lation fixing the price of any commodity—shoes, clothes, coal, hardware or 
anything else that may strike the Legislature’s fancy, provided an emer- 
gency be declared. The fixing of the price of milk in the Nebbia Case 
was a mere incident to other regulations which tried to meet an abuse 
growing up to the detriment of the farmer and his stock. This control 
of the output protected the very vitals of the industry, and it would not 
have been a far step to have held, as perhaps it was intimated, that the 
milk industry was one touched with a public interest, such as water, 
electricity, grain and the like. To say that the Nebbia Case is an authority 
for the Legislature to fix the prices of all commodities is not justified by 
the decision. What the legislative power may be in a given case regarding 
any industry we do not undertake to say. Sufficient unto the day is the 
power thereof. 

Although somewhat different phraseology was used by the courts 
in sustaining legislation fixing the price of milk, still “it would not 
have been a far step to have held, as perhaps it was intimated, that 
the milk industry was one touched with a public interest, such as 
water, electricity, grain and the like.” Darweger v. Staats, supra. 

* * * 


The presence of a trade-mark on plaintiff's products does not 
of itself confer upon it the right to regulate resale prices. Dr. 
Miles Medical Co. v. John D. Park & Sons Co., 220 U. S. 3738, 31 
S. Ct. 376, 55 L. ed. 502; Boston Store of Chicago v. American 
Graphophone Co., 246 U. S. 8, 388 S. Ct. 257, 62 L. ed. 551, Ann. 
Cas. 1918C, 447 [9 T.-M. Rep. 281]; Federal Trade Commission 
v. Beech-Nut Packing Co., 257 U. S. 441, 42 S. Ct. 150, 66 L. ed. 
307, 19 A. L. R. 882 [12 T.-M. Rep. 39]. 

It is true that every presumption of constitutionality must be 
indulged in. The presumption here is overcome so conclusively, 
however, that even a court of first instance should not hesitate to 
declare section 2 of the statute invalid, at least in so far as it ap- 
plies to persons not parties to resale price agreements. 

Whether it would be valid in connection with sales of the very 
goods which at some time previous had been the subject of a fair 
trade contract need not be here considered in the absence of allega- 
tion that such goods are involved. 


The contention of the defendant that section 2 of the statute 


must be construed as applicable only to the very res which was 
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the subject of a prior price maintenance agreement cannot be sus- 
tained. Its language is of the broadest scope, and applies to all 
persons and all commodities. The purpose of the statute is to cover 
all trade-marked commodities of standard quality and to permit 
the producer to regulate the price of all sales. The title of the act 
(Laws 1935, c. 976) reads: ““An Act to protect trade-mark owners, 
distributors and the public against injurious and uneconomic prac- 
tices in the distribution of articles of standard quality under a dis- 
tinguished trade-mark brand or name.” No legislative intention 
is apparent to restrict the application of the law as urged by the de- 
fendant. 

Paragraph (b) of subdivision 1 of section 1 seeks in part to ac- 
complish what the defendant argues is the purpose of section 2. 
Though confusedly expressed, that paragraph would seem to be- 
speak the legislative intention that agreements be legalized which 
carry the price fixation beyond the first transaction and which con- 
tractually compel the first vendee to require similar contractual 
obligations from the second and subsequent vendees. Section 2, 
however, goes considerably further in applying the obligation to all 
vendors, not contracturally, but by operation of law. 

Motion for injunction pendente lite, is denied, and complaint 
dismissed. Orders signed. 


Dovusiepay, Doran & Co., INc., ET aL. v. R. H. Macy & Co., Inc. 
(199 N. E. 409) 


New York Court of Appeals 
January 7, 1936 


Trape-Marks AND Trape-Names—Uwnrairn Competition—F air Trape Act. 
A statute making sale of commodity at less than price stipulated in 
contract actionable as unfair competition held unconstitutional as ap- 
plied to merchant’s sale of books at price less than that fixed by con- 
tract between publisher and distributor, where contract whereby 
merchant purchased books from publisher contained no price restriction 
as to resale. 
Trave-Marks anp Trape-Names—Unrair CoMPeETITION. 
The State cannot fix selling price of any and all commodities, and 
business of selling books is not within class which must submit to rate- 
fixing as “affected with a public interest.” 
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Appeal from Special Term. Action by Doubleday, Doran & 
Co., Inc., and another against R. H. Macy & Co., Inc. From a 
judgment in favor of defendant, entered November 19, 1935, upon 
an order of a Special Term of the Supreme Court held in and for 
the County of Westchester, granting a motion by defendant for 
judgment on the pleadings and directing a dismissal of the com- 
plaint, which alleged, in substance, that the acts of defendant in 
advertising, offering for sale, and selling certain books at less than 
the price stipulated in a contract made between the plaintiffs, pursu- 
ant to sec. 1, chap. 976 of the Laws of 1935, constituted unfair 
competition within the meaning of sec. 2 of such statute and de- 
manding that defendant be restrained from selling such books at 
less than the prices fixed by such contract, plaintiffs appeal. The 
answer, as a separate defense, alleged that sec. 2 of the statute “‘is 
unconstitutional and void.” Affirmed. 


Morris L. Ernst, Ambrose Doskow and Alexander Lindey, all of 
New York City, for appellants. 

Hugh S. Williamson and George W. Morgan, Jr., both of New 
York City, for National Straight Whiskey Distributing Co., 
amicus curie. 

Roy M. Sterne, of New York City, for New York State Pharma- 
ceutical Ass’n, and others amici curiae. 

Charles Goldman and Harold Dublirer, both of New York City, 
for Cooper & Cooper, amicus curie. 

Crichton Clarke, of New York City, for American Booksellers’ 
Ass'n, amicus curiae. 

Leon Lauterstein, Melbourne Bergerman, and Emanuel Dannett, 
all of New York City, for respondent. 

John C. Watson, of Albany, N. Y., for John G. Myers Co., 
amicus curie. 

Jay Leo Rothschild, of New York City, for Hearn Department 
Stores, amicus curie. 


Crane, C. J.: An appeal taken directly to this court from a 
dismissal of the complaint by the Special Term of the Supreme 
Court, held in Westchester County, brings up for determination 
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solely the constitutionality of chapter 976 of the laws of 1935. 
The Special Term held it to be unconstitutional. 

The action is brought to restrain R. H. Macy & Co., Inc., from 
offering for sale three books at a less price than that fixed by the 
publisher. The complaint alleges that Doubleday, Doran & Co., 
Inc., is a publisher and manufacturer of books, and that Double- 
day, Doran Book Shops, Inc., is a seller and distributor of books 
at retail. All books sold by Doubleday, Doran & Co., Inc., to 
Doubleday, Doran Book Shops, Inc., are sold under contracts be- 
tween the parties with certain provisions that the buyer will not 
resell such books except at the prices stipulated by the vendor. 
lhe prices thus stipulated were for the books called “Some Day,” 
$2 at retail; for ‘“Vogue’s Book of Etiquette,’ $3; and for “The 
Garden Notebook,’ $1.50. The complaint then sets forth that 
Rk. H. Macy & Co., Inc., has purchased these books and is adver- 
tising them for sale at the respective prices of $1.76, $2.64, and 
1.31 per volume. Macy & Co. purchased the books for resale 
under no contract limiting the price, and none is alleged. The 
plaintiffs do not claim that Macy is bound by any agreement, but 
that it is foreed by the provisions of chapter 976 of the Laws of 
1935 to conform to the price which they stipulated as the retail 
price in a contract between themselves, that is, a contract of sale 
between Doubleday, Doran & Co., Inc., and Doubleday, Doran 
Book Shops, Inc. Although the publisher sold the books to Macy 
without any restrictions as to price, it now says the law prevents 
Macy from disposing of them at a lower figure than that fixed by 
the publisher with another. What is this law which has thus under- 
taken to supplant contracts? We give it in full.’ 

Section 2 is that part of the law which is questioned in this 
case. The interpretation given below to this section and by all 
the parties apparently is that it attempts to accomplish just what 
the plaintiffs claim for it, as stated in the complaint and as given 
above. But for this we would have grave doubts whether the Legis- 
lature ever intended to fix the price of books after they had been 


1 See pp. 15-16, ante. 





76 TWENTY-SEVEN TRADE-MARK REPORTER 


purchased in the open market under no agreement as to resale price. 
Thus it is possible to read section 2 as referring to the contract 
made under section 1, or as binding on those books like an equitable 
servitude which had been parted with under a contract as to resale 
price. However, for the purpose of this appeal, we confine our- 
selves to the constitutionality of the statute as construed by the 
parties and the court below and treat this section 2 as allowing 
book price fixing in the absence of contract made by the purchaser 
or his agents. 

We agree with the Special Term that, if this be its meaning, 
the law is unconstitutional. That the states cannot fix the selling 
price of any and all commodities has been settled. Williams v. 
Standard Oil Co., 278 U. S. 235, 49 S. Ct. 115, 73 L. ed. 287, 60 
A. L. R. 596; Tyson § Bro. v. Banton, 273 U. S. 418, 47 S. Ct. 
426, 71 L. ed. 718, 58 A. L. R. 1236; Wolff Packing Co. v. Court 
of Industrial Relations, 262 U. S. 522, 48 S. Ct. 630, 67 L. ed. 
1108, 27 A. L. R. 1280; Straus v. Victor Talking Machine Co., 243 
U. S. 490, 37 S. Ct. 412, 61 L. ed. 866, L. R. A. 1917E, 1196, Ann 
Cas. 1918A, 955. Books, at least these books, are not “affected 
with a public interest’’ any more than theatre tickets; no emergency 
has yet arisen in literary publications, and the business is not such 
as comes within the class which must submit to rate fixing. Cir- 
cumstances which cannot be foreseen from one generation to an- 
other may arise which will require certain articles to submit to 
regulatory prices in order that the public may get them at all or get 
them in a pure and beneficial state. We cannot always express 
legislative power in exact formulas nor decide a case before it hap- 
pens. Experience is the mother of teachers. Under the Nebbia 
Case for instance (Nebbia v. New York, 291 U. S. 502, 54 S. Ct. 
505, 78 L. ed. 940, 89 A. L. R. 1469), no one would doubt now 
that New York State would have the power to get milk to the 
public somehow if any combination of forces threatened to shut 
off all supply or to deteriorate that which was supplied. The price 
might be an element to be considered with other things in such a 
case. So we thought in People v. Nebbia, 262 N. Y. 259, 186 N. E. 
694. But to fix arbitrarily the price of books by legislation and 
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not by agreement comes within the condemnation of the decisions 


which have heretofore dealt with like legislation. What the Legis- 
lature cannot do directly it cannot do indirectly, nor does it cease 
to be a price fixed by the Legislature because that body has clothed 
the publisher with the power or authority to establish it. For a 
publisher to agree with its subsidiary or agent to the price of a 
book which shall thereafter bind all other parties who purchase 
like books from the publisher is in reality a method whereby the 
| egislature fixes the price; it is a species of delegated authority. 

The plaintiff, Doubleday, Doran & Co., Inc., the publisher, 
was not obliged to sell Macy & Co. It could do so or not as it 
pleased and it could refuse to sell because Macy was cutting the 
price. United States v. Colgate & Co., 250 U. S. 300, 39 S. Ct. 
165, 68 L. ed. 992, 7 A. L. R. 443. Even this right, however, may 
have its limitations. Federal Trade Comm. v. Beech-Nut Packing 
Co., 257 U. S. 441, 42 S. Ct. 150, 66 L. ed. 807, 19 A. L. R. 882 
(12 T.-M. Rep. 39]. The publisher made no such refusal; it sold 
Macy. Likewise the publisher could have bound Macy by contract 
not to sell below a fixed price even though the restriction might 
not extend further to one who subsequently purchased without re- 
strictive stipulation. Dr. Miles Medical Co. v. John D. Park & 
Sons Co., 220 U. S. 878, 81 S. Ct. 376, 55 L. ed. 502; Boston 
Store of Chicago v. American Graphophone Co., 246 U. S. 8, 38 
S. Ct. 257, 62 L. ed. 551, Ann. Cas. 1918C, 447 [9 T.-M. Rep. 
81]; Bobbs-Merrill Co. v. Straus, 210 U. S. 889, 28 S. Ct. 722, 
2 L. ed. 1086; Park & Sons Co. v. National Wholesale Druggists’ 
Ass’n, 175 N. Y. 1, 67 N. E. 186, 62 L. R. A. 682, 96 Am. St. 
Rep. 578. Macy bought from the publisher or some one these 
books without any agreement as to their resale price. 


») 
2 


The license or agency agreements have no application to the 
facts here before us. United States v. General Electric Co., 272 
U. S. 476, 47 S. Ct. 192, 71 L. ed. 362. 

The judgment below, declaring section 2 of chapter 976 of the 
Laws of 1935 unconstitutional as applied to the facts set forth 
in the complaint, and dismissing the complaint, should be affirmed, 
with costs. 
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LeumMaNn, O’Brien, Husss, Croucu, LouGuHran, and Fincu, 
JJ., concur. 
Judgment afhrmed. 


SKELLY O1n Company v. THE PowEerRINE CoMPANY 


United States Court of Customs and Patent Appeals 





Opposition No. 12,905 


December 21, 1936 






Trape-Marks—SIMiLariry—TeEst. 
In determining the similarity of trade-marks and the likelihood of 
confusion, dissection of the mark is improper, as they must be viewed 
in their entirety. 
Trape-Marks—Opposition—Sratus oF ReEGIsTeRED Mark. 

In an opposition proceeding the tribunals must regard a registered 
trade-mark as valid and, if applicant’s mark is so similar to the regis- 
tered mark as to be likely to lead to confusion, the fact that the regis- 
tered mark or a portion thereof may be descriptive is no ground for 
disregarding the similarity. 

Trape-M arkKs—OpposiTioN—REGISTRATION OF SIMILAR Worps. 

An applicant does not strengthen his case by arguing for the right 
to register by pointing out that a portion of the word is publici juris 
and that others have been permitted to register similar words. 

Trape-Marks—ConFiictiInc Marks—“PowerMax” AND “POWERINE” ON 
GASOLINE. 
Held that the word “Powermax” was confusingly similar to the word 
“Powerine,” both used as trade-marks for gasoline. 


On appeal from a decision of the Commissioner of Patents main- 
taining a trade-mark opposition. Affirmed. For the Commissioner’s 
decision see 25 T.-M. Rep. 621. 





James Atkins, of Washington, D. C., for appellant. 
Harry F. Riley, of Washington, D. C., for appellee. 


Buianp, J.: The appellant, hereinafter referred to its applicant, 
filed its application with the United States Patent Office, for the 
registration of its trade-mark “Powermax” for gasoline. The ap- 
pellee, hereinafter referred to as opposer, opposed the registration 
on the ground of its prior use and ownership of the trade-mark 
“Powerine”’ on identical goods. 
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SKELLY OIL CO. V. POWERINE CO. 

The Examiner of Interferences dissected the marks, pointed 
out that the first two syllables of each of the marks was the term 
“power” and the last syllables were “ine” and “max,” respectively ; 
that the differences in the marks and not the resemblances formed 
the basis for distinguishing between the two marks; and that the 
word “power” had a descriptive significance. 

The Commissioner of Patents reversed the decision of the 
Examiner of Interferences, holding that in determining the ques- 
tion of likelihood of confusion the marks as a whole had to be con- 
sidered and that when considered, in view of the fact that the pre- 
dominating part of both marks was identical, and that the marks 
were words of equal syllables, and “in sound, appearance, and 
significance are similar,’ confusion would be likely to result. The 
Commissioner emphasized the fact that gasoline is merchandise in 
the purchase of which there is frequently little care exercised. 

As between the parties hereto, the prior use and ownership of 
the mark “Powerine” by the opposer is conceded. The use of the 
mark ‘‘Powerine” by opposer and its predecessor began in 1912 
while applicant’s first use of its mark was in 1933. 

The applicant has appealed here and points out that under the 
stipulated facts the terms “Powerite,’ “Powerlene,’ ‘‘Powero,” 
‘“Powerflash,” “Powerfuel,” and ‘“Powerized” were in use and regis- 
tered in the Patent Office as trade-marks for gasoline at the time it 
adopted its mark. Applicant argues that in view of the fact that 
the term ‘Power’ was a descriptive term which anyone had the 
right to use and which was extensively used, the public would dis- 
tinguish the marks of the parties hereto solely from the suffixes “ine”’ 
and “‘max.’’ It argues that this and other courts have held that it 
is proper to disassociate the descriptive part of a trade-mark from 
the remainder of the same and to ignore the former in determining 
whether or not there is likelihood of confusion. 

We think the Commissioner arrived at the correct conclusion 
and are of the opinion that the decision of this case is controlled 
by four well-settled principles which we enumerate as follows: 

First, in determining the similarity of trade-marks and the 
likelihood of confusion resulting from the concurrent use thereof, 
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dissection of the marks is improper. The marks must be viewed 
in their entirety. The Celotex Co. v. Arthur Edward Millington, 
ig C. C. P. A. (Patents) 1484, 49 F. (2d) 1053 [21 T.-M. Rep. 
402]; Apea Electrical Mfg. Co. v. Landers, Frary, and Clark, 17 
C. C. P. A. (Patents) 1184, 41 F. (2d) 99 [20 T.-M. Rep. 321]; 
Pepsodent Co. v. Comfort Mfg. Co., 28 C. C. P. A. (Patents) 
1224, 88 F. (2d) 906 [26 T.-M. Rep. 481]. 

Second. In a proceeding of this character, the Patent Office 
and this court must regard a registered trade-mark as valid, and if 
the mark of the applicant is so similar to the registered mark as 
to be likely to lead to confusion, the fact that the registered mark 
or a portion of it may be descriptive in character affords no justi- 
fication for disregarding the similarity in passing upon the right 
to register. California Canneries Co. v. Lush’us Products Co., 18 
C. C. P. A. (Patents) 1480, 49 F. (2d) 1044 [21 T.-M. Rep. 520]; 
Richard Hellman, Inc. v. Oakford § Fahnestock, 19 C. C. P. A. 
(Patents) 816, 54 F. (2d) 423 [22 T.-M. Rep. 18]; Walgreen Co. 
v. Godefroy Mfg. Co., 19 C. C. P. A. (Patents) 1150, 58 F. (2d) 
457 [22 T.-M. Rep. 271]; Helzberg v. Katz & Ogush, Inc., 22 
C. C. P. A. (Patents) 768, 73 F. (2d) 626 [25 T.-M. Rep. 31]. 

Third. An applicant does not strengthen his own case in 
arguing for the right to register by pointing out that a portion 
of the word is publici juris, and that others have been permitted 
to register similar words. National Biscuit Co. v. Sheridan, 18 
C. C. P. A. (Patents) 720, 44 F. (2d) 987 [21 T.-M. Rep. 27]; 
Sharp § Dohme v. Parke, Davis § Co., 17 C. C. P. A. (Patents) 
842, 37 F. (2d) 960 [20 T.-M. Rep. 79]; Leschen & Sons Rope 
Co. v. American Steel & Wire Co., 19 C. C. P. A. (Patents) 851, 
55 F. (2d) 455 [22 T.-M. Rep. 50]. 

Fourth. Doubts should be resolved against the newcomer. 
Sutter Packing Co. v. Piggly Wiggly Corp., 20 C. C. P. A. 
(Patents) 1069, 64 F. (2d) 1006 [23 T.-M. Rep. 249]. 

Applicant relies upon the case of S. R. Feil Company v. John 
E. Robbins Company, 220 Fed. 650 [5 T.-M. Rep. 163], involving 
“Sal-Vet” and “SalTone.”” This was an infringement suit and has 
no bearing upon the question of the meaning to be given the regis- 
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tration statute. We have frequently held that the “dominant pur- 
pose of that part of the section here involved is the prevention of 
confusion and deception.” B. F. Goodrich Co. v. Clive E. Hock- 
meyer et al., 17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99; Cali- 
fornia Packing Corp v. Tillman and Bendel, Inc., 17 C. C. P. A. 
(Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 230]. Regardless 
of any consideration of descriptiveness of the registered mark, we 
are sure that Congress never intended for a mark to be registered 
and thus give prima facie assurance of its validity, if it was so 
similar to the mark of another, used upon goods of the same de- 
scriptive properties, as to confuse and mislead the public as to the 
origin of the goods. In equity, the parties ofttimes get themselves 
into such a position that there is no way to prevent resulting con- 
fusion from the concurrent use of similar marks. Applicant’s con- 
tention amounts to arguing that since the registrations in the Patent 
Office show that there is already confusion, it should be permitted 
to further confuse the public. 

Applicant also cites several decisions of the Court of Appeals 
of the District of Columbia which it maintains support its position 
that the suffixes of the marks alone must be considered in determin- 
ing similarity, and among such cases is that of Franklin Knitting 
Mills, Inc. v. Kassman & Kassner, Inc., 56 App. D. C. 848, 13 F. 
(2d) 319 [16 T.-M. Rep. 343], involving the marks “Fashion 
Park” and “Fashionknit.” In that case it was held that the word 
“Fashion” was not subject to appropriation, but it was held in 
substance that the marks as a whole were not in conflict. One 
mark contained two words, while the other contained only one word. 

Applicant relies for supporting authority, as did the Examiner 
of Interferences, upon this court’s decision in Duro Pump & Mfg. 
Co. v. Thomas Maddock’s Sons Co., 17 C. C. P. A. (Patents) 785, 
36 F. (2d) 1005 [20 T.-M. Rep. 54], which involved the trade- 
marks “Duro” and Durock,”’ and it was there held that there was 
no likelihood of confusion resulting from the similarity of the 
marks when used upon lavatories and plumbing fixtures on the one 
hand and upon pneumatic water systems, electric motors, etc., on 
the other. We there said: 
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. However, taking into consideration the differences in the marks 
and the dissimilarity of the goods on which the respective marks are 
used, we are of opinion that the use of the mark “Durock” will not be 
likely to cause confusion or mistake in the mind of the public. . 


The situation which confronts us in the case at bar is different. 

Applicant further relies upon the decision of this court in 
Rosenberg Bros. & Co. v. Wetherby-Kayser Shoe Co., 17 C. C. 
P. A. (Patents) 794, 37 F. (2d) 4387 [20 T.-M. Rep. 51], which 
involved the trade-marks “Fashion Lane” and “Fashion Park.”’ We 
there held that the marks were not confusingly similar and it was 
pointed out that the principal point of similarity was the descrip- 
tive word “Fashion.” 

Subsequent to our decision in the Rosenberg Bros. § Co. case, 
supra, we held, in Fashion Park, Inc. v. The Fair, 18 C. C. P. A. 
(Patents) 1399, 49 F. (2d) 830 [21 T.-M. Rep. 305], that the 
marks “Fashion Row” and “Fashion Park’ were confusingly simi- 
lar and there discussed the Rosenberg Bros. § Co. case, supra, and 
stated: 

While the court held in that case that the marks “Fashion Park” and 
“Fashion Lane” were not so similar as to cause confusion, when applied 
to the goods upon which the respective marks were used, it is clear that 


had said marks been used upon identical goods, as in the case at bar, a 
different question would nave been presented. 


We are of the opinion that when the marks at bar are viewed as 
a whole there is much similarity between them, and that if used con- 
currently upon goods of the same descriptive properties, and es- 
pecially gasoline, confusion as to the origin of the merchandise 
would be likely to result. 

In Derby Oil Co. v. White Star Refining Co., 20 C. C. P. A. 
(Patents) 816, 62 F. (2d) 984 [23 T.-M. Rep. 97], we pointed 
out that gasoline was almost exclusively sold at service and filling 


stations and that modern traffic moves rapidly and that a customer 
desiring to purchase gasoline is attracted to symbols and signs on 
service stations and pumps. Gasoline is purchased by casual pur- 
chasers who usually must or do act quickly. There is in the record 
a picture of a gasoline pump showing the word ‘“‘Powerine”’ thereon, 


the “ine” being turned away from the eyes of the observer in such 
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a way that it is difficult to quickly determine whether the word is 
‘’Powerine” or “Powermax.” 

A vast field of words, phrases and symbols is open to one who 
wishes to select a trade-mark to distinguish his product from that 
of another. Unquestionably in our ever-increasing complex busi- 
ness life, the trend of modern judicial decisions in trade-mark mat- 
ters is to show little patience with the newcomer who in adopting 
a mark gets into the border line zone between an open field and 
one legally appropriated to another. As between a newcomer and 
one who by honest dealing has won favor with the public, doubts 
are always resolved against the former. 


The decision of the Commissioner of Patents is affirmed. 





IN THE MATTER OF THE APPLICATION OF CANADA Dry GINGER ALE, 


INCORPORATED 
United States Court of Customs and Patent Appeals 
Serial No. 334,522 
December 21, 1936 


‘Trape-Marks—ReEGistraT1ION—Marp or CaANnapa—GEOGRAPHICAL. 

A trade-mark consisting of a map of Canada lined in colors used 

on soft drinks held geographical and hence unregistrable. 
Trape-Marks—PicturE anp Worp Mark—INTERCHANGEABILITY OF MEAN- 
ING. 

The use of a word as a trade-mark has the same effect as the use of 
a picture, if the word meaning is the same as the meaning of the 
picture. Conversely, the picture has the same effect of a word if the 
picture means the same as the word. 

Trape-Marxs—Invatip Marxs—Recistrasiniry Unper Act or FeEsruary 
20, 1905. 

It is well settled that a mark which is not a valid trade-mark in 

common law is not registrable under the Act of February 20, 1905. 
‘TrapE-Marxs—Co.tor—REcIsTRraBILIrTy. 

Notwithstanding that applicant’s mark, consisting of a map of 
Canada, is shown in different colors, the color does not change the 
design. Furthermore, it is established that a mark is not registrable if 
color alone is its distinguishing characteristic. 


On appeal from a decision of the Commissioner of Patents re- 
fusing to register a trade-mark. Affirmed. For the Commissioner’s 
decision, see 25 T.-M. Rep. 577. 
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Edward §. Rogers, of Chicago, Ill., and Thomas L. Mead, Jr., 
of Washington, D. C., for appellant. 

R. F. Whitehead, and Howard §. Miller, both of Washington, 
D. C., for the Patent Office. 


Lenroot, J.: Appellant filed in the United States Patent 
Office an application for the registration, under the Trade-Mark 
Act of February 20, 1905, of a map of Canada lined in colors, 
used by it as a trade-mark for maltless beverages sold as soft 
drinks. The application alleges that the mark has been continu- 
ously used and applied to said goods in the business of appellant 
and its predecessors since 1907. Five specimens were filed show- 
ing the mark as actually used by appellant upon the goods; these 
specimens, however, show the words “Canada Dry” printed across 
the face of the map, together with certain other words not here 
important. 

The registration was refused by the Examiner of Trade-Marks 
upon the ground that appellant, in 1924, registered the mark here 
involved under the act of March 19, 1920, and is therefore estopped 
from claiming registration of the same mark under the act of 
February 20, 1905. So far as appears from the record, the regis- 
tration under the act of 1920 has never been cancelled. Upon 
appeal, the Commissioner of Patents affirmed the decision of the 
Examiner of Trade-Marks; however, he made no express finding 
upon the question of estoppel, but held that the mark was not a 
valid trade-mark at common law, and that such mark was intended 
to fall within the statutory prohibition of section 5 of the 1905 act. 
From such decision appellant took the appeal before us. 

While appellant asserts that the mark here involved is a valid 
common law trade-mark, we are clear that upon its face it is not 
such. To the eye of the observer it conveys the same idea that the 
word “Canada,” without the map, would convey, and either the 
map of Canada or the word “Canada,” applied to goods, would 
be understood by purchasers as indicating that the goods were 


produced in Canada. In the case of Canal Company v. Clark, 
80 U.S. 311, the court said: 
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And it is obvious that the same reasons which forbid the exclusive 
appropriation of generic names or of those merely descriptive of the 
irticle manufactured and which can be employed with truth by other 
manufacturers, apply with equal force to the appropriation of geo- 
graphical names, designating districts of country. Their nature is such 
that they cannot point to the origin (personal origin) or ownership of 
the articles of trade to which they may be applied. They point only 
at the place of production, not to the producer, and could they be appro- 
priated exclusively, the appropriation would result in mischievous monopo- 
lies. Could such phrases, as “Pennsylvania wheat,’ “Kentucky hemp,” 
“Virginia tobacco,” or “Sea Island cotton,” be protected as trade-marks; 
could any one prevent all others from using them, or from selling articles 
produced in the districts they describe under those appellations, it would 
greatly embarrass trade, and secure exclusive rights to individuals in that 
which is the common right of many... 


While in the case last cited a geographical word, viz., “Lacka- 
wanna,’ was involved, it is well established that the use of a 
word has the same effect as the use of a picture if the word mean- 
ing is the same as the meaning of the picture. Heilbronn Co. v. 
Hammermill Paper Co., 18 C. C. P. A. (Patents) 1307, 48 F. (2d) 
963 [21 T.-M. Rep. 180]. It necessarily follows that the converse 
must be true—that the use of a picture has the same effect as the 
use of a word if the picture means the same as the word. 

The provisions of the Trade-Mark Act of February 20, 1905, 
here pertinent are as follows: 

Sec. 5. That no mark by which the goods of the owner of the mark 
may be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark unless 


such mark— 
* + * 


. . . Provided, That no mark which consists merely in the name of an 
individual, firm, corporation, or association not written, printed, impressed 
or woven in some particular or distinctive manner, or in association with a 
portrait of the individual, or merely in words or devices which are de- 
scriptive of the goods with which they are used, or of the character or 
quality of such goods, or merely a geographical name or term, shall be 
registered under the terms of this Act..... 


The law is well settled that a mark which is not a valid trade- 
mark at common law is not registrable under the act of February 20, 
1905. In re General Petroleum Corporation of California, 18 C. C. 
P. A. (Patents) 1444, 49 F. (2d) 966 [21 T.-M. Rep. 881], and 
cases therein cited. 
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From the foregoing we are clear that the mark here involved is 
not registrable under the first part of section 5 of the Act of 
February 20, 1905, and is in fact expressly prohibited under the 
above quoted proviso of section 5 unless it should be held that, 
if a mark otherwise not registrable has acquired by long exclusive 
use a secondary meaning, it becomes by virtue thereof a valid trade- 
mark. 

Upon this point appellant relies upon our decisions in the cases 
of In re Plymouth Motor Corporation, 18 C. C. P. A. (Patents) 
838, 46 F. (2d) 211 [21 T.-M. Rep. 151], and Jn re California 
Perfume Co., Inc., 19 C. C. P. A. (Patents) 1028, 56 F. (2d) 885 
{22 T.-M. Rep. 171], while the Commissioner of Patents and 
the Solicitor for the Patent Office rely upon our later decision 
in the case of Barber-Coleman Co. v. Overhead Door Corporation, 
20 C. C. P. A. (Patents) 1118, 65 F. (2d) 147 [23 T.-M. Rep. 
251). 

In the case last cited we relied very largely upon the case 
of Elgin National Watch Co. v. Illinois Watch Case Co., 179 U.S. 
665 ( a case not cited in the decision in In re Plymouth Motor 
Corporation, supra), and, in our discussion of the registrability 
of a descriptive term having a secondary meaning, commented upon 
said Elgin case as follows: 

The decision of the Supreme Court of the United States in the case 
of Elgin National Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 
is unusually pertinent to the facts at bar and the contentions of appellee. 
The court there held that words which were merely descriptive of the place 
where the articles were manufactured could not be monopolized as a 
trade-mark and that the word “Elgin” was such a term, and that if it 
had acquired a secondary meaning in connection with its use, protection 
from imposition and fraud would be afforded by the courts, but that, not- 
withstanding this fact, its descriptive or geographic character rendered 
it unregistrable as a trade-mark. Applying the Elgin case to the con- 
tentions of appellee, if its word has acquired a secondary meaning, the 
remedy for unfair competition or perfidious dealing by those who seek to 


profit on appellee’s good-wll] may be afforded in jurisdictions other than 
this; but since the mark is descriptive of the goods, it should not have 


been registered. .. . 

We also cited and quoted from the decision of the case of 
Hercules Powder Co. v. Newton, 266 Fed. 169 [10 T.-M. Rep. 
198], as follows: 
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_.. It is also reasonably inferable from this record that plaintiff feels 
unjustly treated by refusal to register a word which it has exclusively and 
successively used as a trade-mark for more than ten years, but not for 
that decade which alone secures protection under the ten-year clause 
of the present statute. We appreciate the hardship and are quite aware 
of the international trade-mark difficulties which beset the path of the 
American trader in foreign parts who has not secured registration in his 
own country. But the remedy is with the Congress, and neither the 
Commissioner of Patents nor any court can change the accepted law on 
which the trade-mark act of 1905 was built. 


It is not possible under the present act for a citizen to choose as his 
trade-mark something invalid by general law, use it without opposition 
long enough to make a showing of trade repute and commercial success, 
derive from that success “secondary meaning” for his mark, and then 
ipply for registration. There is much to be said in favor of a registration 
law which would give legal and governmental sanction to any mark which 
it could be shown the public had accepted. Such a system would enable 
this plaintiff to prevail but Congress must first create it. 

While the case last cited was also cited in the Plymouth case, 
supra, it was not cited to the point of secondary meaning of a de- 
scriptive term. 

Inasmuch as the Supreme Court of the United States has 
directly held that a geographical term which was decriptive of the 
place where the articles were manufactured was not registrable, 
even though it had acquired a secondary meaning, we must follow 
ur decision in the Overhead Door case, supra, which is in harmony 
with the views of the Supreme Court and insofar as the opinion in 
the case of In re Plymouth Motor Corporation, supra, expresses a 
contrary view, it must be considered as overruled. 

But one other point remains to be considered. Appellant con- 
tends that its map of Canada is colored in a distinctive design 
in an arbitrary color scheme, and that it is therefore registrable 
even though, without such colors, it would not be registrable. 

[n response to this contention we would observe that appellant’s 
mark is still merely a map of Canada, with various portions of 
the map colored in different colors. The color does not in any 
wise change the design, which is a map of Canada. 

[t is established that a mark is not registrable if color alone 
is its distinguishing characteristic. Leschen § Sons Rope Co. v. 
The American Steel & Wire Co., 19 C. C. P. A. (Patents) 851, 
55 F. (2d) 455 [22 T.-M. Rep. 50], and cases therein cited. 
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Like the Commissioner, we find it unnecessary to consider the 
ground upon which the Examiner of Trade-Marks rejected appel- 
lant’s application, viz., estoppel growing out of the registration 
of the mark here involved under the act of March 19, 1920. 

We are clear that appellant’s mark of a map of Canada is not 
registrable as a trade-mark, and the decision of the Commissioner 
of Patents is affirmed. 


HatFIELbD, J., concurs in the conclusion. 
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Tue Burcer Brewinc Company v. Matoney-Davipson CoMpPpANY 
and Tue Buckeye Brewinc Company 


United States Circuit Court of Appeals, Sixth Circuit 
December 15, 1986 


‘Trape-Marks—OwNersHIP—Prioriry or Use—Wuen INAPPLICABLE. 

The general rule that priority of appropriation determines owner- 
ship of a trade-mark is not applicable where the mark in question, 
through long general use, has lost all elements of distinctiveness. 

Trape-Mark “Buckeye” on Beer—Pusuict Juris. 

The word “Buckeye” held publici juris through general use as a 
trade-mark for numerous classes of goods. 

Unram CompetTiTion—“Buckeye” ror Beer—Use or Same Mark on ReE- 
LATED Goons. 

The adoption and use by appellees of the name “Buckeye” as a 
trade-mark for beer after it had been long in use by appellant on malt 
syrup, held not unfair competition inasmuch as the name is publici juris 
and no bad faith or wrongful intent on part of appellees was shown. 

Unrark Competition—Beer anp Marr Syrup—Goops or Dirrerent De- 
SCRIPTIVE PROPERTIES. 

No such similarity between beer and malt syrup held to exist as 

would reasonably be calculated to mislead the public. 


In equity. Appeal from the United States District Court, 
Western District of Kentucky, in an action for alleged trade-mark 


infringement. Affirmed. 


Murray & Zugelter, of Cincinnati, Ohio, and Crawford, Middle- 
ton, Milner & Seelbach, of Louisville, Ky., for appellant. 
Owen & Owen, of Toledo, Ohio, and Benedict Elder, of Louis- 


ville, Ky., for appellees. 


Forp, D. J.: Since 1918 appellant an Ohio corporation with 
its principal place of business at Cincinnati, has been engaged in 
selling hops, dry extract of barley malt and malt syrup in the city 
of Louisville, Ky., and adjoining territory as well as in other prin- 
cipal cities and important trade centers throughout the United States 
under the trade-mark “Buckeye.” In 1921, it secured registration 
in the United States Patent Office of the word “Buckeye” as its 
trade-mark for hops and also for “dry pulverant extract of barley- 
malt used in making bread, biscuits, muffins, candy and cake, and in 
making the potable drink known as malted milk, in Class 46, Foods 
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and ingredients of foods.” Appellant has never engaged in making 
or marketing beer although it is alleged that it “is preparing to 
market beer on which it expects to use the trade-mark ‘Buckeye.’ ” 

From the year 1885 until the advent of National Prohibition, 
the appellee, The Buckeye Brewing Company, an Ohio corpora- 
tion located at Toledo, Ohio, manufactured and sold “Buckeye” 
beer. During the Prohibition period, it sold near beer under the 
same trade-name or brand and when the sale of beer again became 
legal it resumed and has since continued the manufacture and 
sale of its “Buckeye” brand of beer. The field of appellee’s busi- 
ness operations in the sale of its beer was confined to the States of 
Ohio, Michigan and Indiana, until the spring of 1988, when it ex- 
tended its business to parts of Kentucky adjacent to, and including 
the city of Louisville, where the appellee, Maloney-Davidson Com- 
pany, was its agent and distributor when this action was instituted. 

By reason of long prior use of the word “Buckeye”’ as its trade- 
mark for malt syrup in the Louisville territory, the appellant claims 
that the subsequent use of the same trade-mark by the appellees 
on beer, alleged to be an analogous commodity and of the same de- 
scriptive class as malt syrup, constitutes infringement of its trade- 
mark and that the manner in which the appellees have employed 
the word “Buckeye” in connection with the sale of their beer in the 
Louisville territory constitutes unfair competition. It filed this 
action seeking an injunction restricting the appellees from further 
use of the trade-mark in connection with the sale of beer and for 
an accounting of profits and damages. 

From a decree of the District Court denying appellant the relief 
prayed for, and dismissing the bill for want of equity, this appeal 
is prosecuted. 

By an amendment to the bill, the appellant set out an assign- 
ment to it by The Hudepohl Brewing Company purporting to trans- 
fer the trade-mark “Buckeye” for beer, unaccompanied with trans- 
fer of any of the business in connection with which the trade-mark 
was said to have been used. Evidently recognizing that such as- 


signment is ineffective to convey trade-mark rights, appellant now 
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claims any reliance thereon.’ Further reference to that trans- 
tion is unnecessary. 

Between the vears 1881 and 1932, the word “Buckeye” was 
egistered in the United States Patent Office more than one hundred 
mes for use as a trade-mark by many different persons in different 
ctions of the country for various kinds of foods, medicines, bever- 
ves and a great variety of other commodities entering into the field 
f ordinary commerce. Many of the registrations antedate appel- 
int’s adoption of the word and many others are subsequent thereto. 
[n its amended bill the appellant states that The Hudepohl Brew- 
ng Company and its predecessors used the trade-mark “Buckeye” 
for beer and other beverages “‘for forty-five (45) years or more 
ast past, within a radius of about one hundred (100) miles around 
Cincinnati, Ohio, .. . which . . . extended . . . into those parts of 
the states of Kentucky and Indiana contiguous to the southwestern 
part of Ohio.” 

In the case of Hanover v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 
149], the Court said: 

if the symbol or device is already in general use, employed in such a 
manner that its adoption as an index of source or origin would only pro- 
duce confusion and mislead the public, it is not susceptible of adoption as a 
trade-mark. Such a case was Columbia Mill Co. v. Alcorn, 150 U. S. 460, 
164, affirming 40 Fed. Rep. 676, where it appeared that before complainant’s 
adoption of the disputed word as a brand for its flour the same word was 


used for the like purpose by numerous mills in different parts of the 
country. 


While it is the general rule that, “as between conflicting claim- 
ants to the right to use the same mark, priority of appropriation de- 
termines the question” (United Drug Co. v. Rectanus Co., 248 
U.S. 90, 100 [9 T.-M. Rep. 1]), this rule has no application where 
the trade-mark in question is one which, through long general use, 
has lost all elements of originality and distinctiveness. Such a 
symbol or device is available for use as a trade-mark by all who, 
fairly and in good faith, choose to make use of it. 


' Plaintiff does not rely upon any rights obtained by virtue of the as- 
signment of The Hudepohl Brewing Company’s rights in the trade-mark 
“Buckeye” for beer to the plaintiff The Burger Company. (Appellant’s 
brief, page 24.) 
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It is clear that the appellant has no right to the exclusive use 
of the trade-mark here involved and, in the absence of bad faith. 
unfair competition or perfidious dealing, is entitled to no protection 
as against its subsequent use by the appellees. To entitle appel- 
lant to the equitable relief herein sought, “‘such circumstances must 
be made out, as will show wrongful intent in fact, or justify that 
inference from the inevitable consequences of the act complained 
of.” Elgin National Watch Co. v. Illinois Watch Co., 179 U. S. 
665, 674. “The appellee having the right to use the words... . it 
cannot now be held guilty of unfair competition because it has 
done so.’ Carthage Tobacco Works v. Barlow-Moore Tobacco 
Co., 5 F. (2d) 469, 471 (C. C. A. 6) [15 T.-M. Rep. 481]. 

No such similarity is shown to exist in the appearance or gen- 


eral characteristics of beer and malt syrup as that the use of the 


same trade-mark on them in the same territory would be reasonably 
calculated to mislead the public as to their identity. Their com- 


mercial uses are not the same, and no such intimate connection or 
association is shown to exist between them, in the trade, as would 
be reasonably calculated to cause casual purchasers to conclude 
that they have a common origin. Pabst Brewing Co. v. Decatur 
Brewing Co., 284 F. 110 (C. C. A. 7) [13 T.-M. Rep. 1]; Pease, 
et al. v. Scott County Milling Co., 5 F. (2d) 524 [15 T.-M. Rep. 
152], and France Milling Co. v. Washburn-Crosby Co., 7 F. (2d) 
304 (C. C. A. 2) [15 T.-M. Rep. 185]. 

The evidence is insufficient to show that the introduction of 
appellees’ beer into the Louisville field, under the trade-mark 
“Buckeye,” was for the fraudulent purpose of profiting by appel- 
lant’s reputation or to palm off appellees’ goods upon the public as 
the product of appellant. Entry into Kentucky territory was 
merely the result of the normal growth and development of appel- 
lees’ business, and, in so doing, it does not appear that appellees 
harbored any design inimical to the interests of appellant. 

Considered in the light of all attendant circumstances, among 
which is the significant fact that for many years the same parties 
have simultaneously used the same mark for their respective prod- 
ucts in Ohio, Indiana and Michigan without appearance of con- 
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fusion or conflict, neither the acts complained of nor their in- 
evitable consequences are sufficient to show wrongful intent in fact 
on the part of the appellees, or to justify an inference of such 
intent. 

We concur in the conclusion of the District Court that the 
appellant failed to make out a case of trade-mark infringement or 
unfair competition. 

In order to minimize the chance of confusion in the future, the 
District Court required that on appellee’s beer labels and adver- 
tising matter circulated and used in the future (except on electric 


| 
. 


signs used at place of sale), it shall be plainly shown that the beer 
is manufactured by The Buckeye Brewing Company, of Toledo, 
Ohio. 

Having sustained no appreciable injury as the result of wrong- 





ful or improper use of the trade-mark by appellees in the past and 
being thus adequately protected against danger of such injury in 
the future, the appellant is entitled to nothing more. 

Decree affirmed. 





ALapDIN Mre. Company v. Mantrite Lamp ComMpaNy oF AMERICA 
(86 F. [2d] 141) 


Uuited States Circuit Court of Appeals, Seventh Circuit 
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October 13, 1936 
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Trape-Marks AND TrapE-NAMEs AND UNnFair CompetiTioN—EvIDENCE. 
On reference for accounting of profits and damages resulting from 
infringement of trade-mark and unfair trade methods, appellee held 
entitled to introduce evidence tending to establish laches, estoppel, or 
any other defense which would bar or mitigate the amount of damages 
recoverable. 









In equity. Appeal from the United States District Court, 
Northern District of Illinois, Eastern Division. Bill in equity, 


wherein defendant filed a counterclaim. From an adverse decree, 








plaintiff appeals. Reversed, with directions. For decision on the 
issue see 26 T.-M. Rep. 598. 
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Maurice S. Cayne, of Chicago, Ill., for appellant. 
George I. Haight and W. H. F. Millar, both of Chicago, IIl., 


for appellee. 


Before Evans and Sparks, Circuit Judges, and Linptey, Dis- 
trict Judge. 


Per CurtamM. Appellant seeks reversal of the decree whic! 
was entered in the above cause following the filing of the mandate 
of this court in the District Court. 

It is by appellant argued that the decree should be limited to an 
injunction against future infringement of appellee’s trade-mark 
and the further practice of unfair trade methods. It denies that 
an accounting of appellant’s profits, or damages which the appellee 
may have suffered, should be included in the decree. 

An examination of the mandate and the opinion of this court 
shows that we unfortunately omitted any and all reference to dam- 
ages. However, directions were given to enter a decree in accord 
ance with the views expressed in the opinion and we agree with 
the District Judge that such views necessitated the inclusion of an 
accounting of profits and damages. 


Appellant now argues that the record affirmatively shows laches 


on appellee’s part sufficient to bar its right to recover damages or 


profits. It was our belief, and we should have expressed our 
selves more specifically and directly, that the reference for th 
accounting should cover not only the issues of damages and profits 
but also include any evidence which would justify the allowance oi 


exemplary as well as compensatory damages. It should also per 


mit appellant to introduce evidence which tends to establish laches, 


estoppel, or any other defense which would bar, or mitigate the 
amount of, damages which appellee might otherwise recover. 
While the decree which was entered by the District Court is 
capable of such construction, we think, for the sake of clarity and 
because of the failure of our previous opinion to direct an account 
ing, that the decree should be reversed, and it is reversed, with the 
direction that on the accounting appellee should be permitted t 


introduce any and all evidence bearing upon the amount of its re 
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covery either as profit or damage, compensatory or exemplary, 
and that appellant should be permitted to offer any evidence which 


would tend to defeat or restrict the amount otherwise recoverable. 


Each side shall pay the costs by it incurred on this appeal. 


CHAMPION SPARK PLuG Company v. EMENER 
(16 F. S. 816) 


United States District Court, Eastern District of Michigan 


July 17, 1936 


Unrair ComPetirion—DEFINITION. 

Even where a defendant does not actually intend to deceive anyone, 

his acts may constitute unfair competition within meaning of the law. 
Unram Competition “CHampPion” oF SparK Piucs—Use or Mark ON 
Reparr Parts. 

The sale by defendant to dealers of used “Champion” spark plugs 
reconditioned and offered at a lower price than new “Champion” plugs, 
and under conditions likely to cause the impression among purchasers 
that the said plugs were new, held unfair competition. 

Unrair Competirion—Svuitrs—LiaBinity. 

In the case at issue defendant cannot escape liability for the result- 
ing deception and injury on the plea that he did not himself deceive 
inyone, or authorize his dealer-customers to do so. 

Unrarr Competirion—Svuits—Form or DEcREE. 

The defendant should be required to give effective notice to the 
public that his used and reconditioned plugs are not new “Champion” 
plugs. The mere stamping of the word “Used” on the side of the plug, 
as is now done, is not sufficient notice, nor is the mere printing of a 
notice on the boxes, wrappers, or individual containers, for the reason 
that often these do not come to the attention of the purchaser. 

Unrarr Competirion—Svuits—AccouNTING aNnpD Costs. 

In view of defendant’s apparent good faith and not unreasonable 
belief that he was doing all he could to avoid deception of the public 
and because of plaintiff’s inability to establish sufficient definite and 
substantial injury from defendant’s acts, no accounting was ordered, 
each party to pay own disbursements. 


In equity. Suit for alleged patent and trade-mark infringe- 


ment and unfair competition. 
W. EK. Talcott, of Detroit, Mich., and Owen & Owen, of Toledo, 


O. (Wilber Owen, of Toledo, O., of counsel), for plaintiff. 
S. Brooks Barron, of Detroit, Mich., for defendant. 
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Report confirmed, and decree entered in accordance with opinion. 
The report of Special Master Sayres follows: 


This is a suit brought by the Champion Spark Plug Company, 
a Delaware corporation, against Jack Emener, doing business as 
the Detroit Spark Plug Exchange, a resident of Detroit, Mich., to 
restrain the defendant from continuing to carry on his business of 
purchasing, reconditioning, and reselling to the public used spark 
plugs manufactured by the plaintiff and known as “Champion Spark 
Plugs,” on the grounds that by such business the defendant (1) in- 
fringes certain patents of the plaintiff, covering the manufacture 
and sale of spark plugs, (2) infringes the plaintiff's trade-mark, 
“Champion,” as used in connection with such spark plugs, and (3) 
is guilty of unfair competition with the plaintiff. The jurisdiction 
of this court is properly based upon the requisite diversity of citi- 
zenship accompanied by the statutory amount of the matter in 
controversy. Pursuant to an order of reference of the cause to me 
as special master, proofs were taken before me in open court and 
exhaustive briefs and oral arguments were submitted, to all of 
which I have devoted most careful consideration, in an earnest en- 
deavor to reach correct conclusions thereon. As a result, I hereby 


report to the court my findings and conclusions as follows: 


Findings of Fact 


The plaintiff has at great cost established and built up an ex- 
tensive and profitable business in the manufacture and sale of 
spark plugs, and in connection therewith it has earned and enjoys 
a wide and valuable reputation and good-will among the automobile 
trade and general public, so that the name “Champion,” as applied 
to spark plugs, has come to mean, in the minds of the public, plain 
tiff’s plugs, possessing a high degree of merit and excellence. The 
plaintiff owns patents covering its spark plugs, the exclusive right 
to use the name “Champion,” both as a trade-mark and as a trade 
name, and good-will connected with such name and business, all of 
which are of great value. The said trade-mark is conspicuously 


stamped upon each spark plug manufactured and sold by the plain- 
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tiff, and has been and is extensively advertised throughout the 
United States, including the state of Michigan. 

Plaintiff has for many years past employed two methods of 
advertising its spark plugs and promoting replacement sales thereof 
to the public. First, it has supplied its “Champion” spark plugs to 
manufacturers of automobiles, trucks, tractors, and other automo- 
tive-driven apparatus for use as original factory equipment in their 
respective products. These are supplied at low prices, plaintiff 
making most of its profits from replacement sales. Nearly 150,- 
000,000 “Champion” spark plugs have been thus furnished by 
plaintiff for use as factory equipment. Second, plaintiff adver- 
tises its “Champion” spark plugs to the public through national and 
trade publications, newspapers, circulars, billboard advertising and 
other media, and has expended upward of $10,000,000 in this way. 

Automobile manufacturers endeavor to exercise great care in 
selecting spark plugs for use as factory equipment. The selection 
is usually made after severe tests in their engineering and research 
departments, and they prefer to purchase the plug which the tests 
show to be best suited to their motor. Slight changes in the di- 
mensions in the firing end of the plug, such as shortening by 4. of 
an inch the projection of the center electrode beyond the insulator, 
sometimes means the difference between an accepted and a rejected 
plug for factory equipment. There is keen competition for this 
equipment business among spark plug manufacturers. Experi- 
ence has shown that car owners, in replacing a discarded plug, 
usually purchase the same make of plug if the plugs furnished 
them by the factory as original equipment have given satisfactory 
service. Most car manufacturers recommend in their instruction 
books that owners of their cars purchase for replacements the plug 
used by the manufacturer for factory equipment on such cars. 
Plaintiff in its advertisements calls attention to the importance of 
selecting the correct plugs for replacements. 

In order to meet the requirements of different motors, plaintiff 
makes its plugs in a large number of types, many of them differ- 
ing only slightly from each other. During the past five years 


plaintiff has made its “Champion” plugs in approximately 100 
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different types and its cores in approximately seventy different 
types. It appears that plaintiff is constantly endeavoring to re 
duce this number by making each type of “Champion” plug usable 
in a large number of different cars. These plugs and cores differ 
from each other mainly in the dimensions in the firing end of the 
plug. The important factors are: The distance from the shoulder 
to the lower end of the insulator, the shape of the lower end of the 
insulator, the location of the lower end of the insulator with refer 
ence to the end of the metal shell, the extent to which the center 
electrode projects beyond the end of the insulator, and the extent 
to which the center electrode projects beyond the shell. These 
differences are illustrated in Exhibit M-11, which shows sectional 
views of the firing ends of a number of “Champion” plugs. 

Plaintiff from year to year has improved its plugs in the quality 
of the insulator and in other respects, including changes in the di- 
mensions in the firing end of the plug. These changes in the No. 2 
and No. 4 “Champion” plugs are illustrated in Exhibit M-10. 
Notwithstanding these changes, however, it has been plaintiff's 
practice to carry the same type numbers on its numerous plugs, 
with the result that plaintiff's “Champion” plug of a given type 
number as made and sold today (No. 2, for example), is not the 
same plug as the No. 2 “Champion” made and sold by plaintiff a 
few years ago. A “Champion” plug of a given type number made 
and sold by plaintiff four or five years ago is generally unsuitable 
for giving satisfactory service in the latest model of the automobile 
for which plaintiff recommends its present plug of that type num- 
ber. These changes as a rule do not change the external appear- 
ance of the plugs, and none but an expert would be able to distin- 
guish between “Champion” plugs of a given type number made 
several years apart. 


Plaintiff’s plugs embody center and side electrodes made from 
a special alloy covered by plaintiff's Rohde Patent No. 1,529,277, 
a spark gap between the two electrodes made under, and embodying 
the features of plaintiff's Dewar Patent No. 1,840,437, and insula- 
tors embodying the invention of Rohde Patent No. 1,852,265. 


Plaintiff's insulators are manufactured in its own plant, which de- 
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votes practically its entire energies to the manufacture and im- 
provement of spark plug insulators. It has during the past twenty 
years expended in this connection more than $1,600,000 in experi- 
mental and laboratory work. 

Although the plaintiff's spark plugs can be, and usually are, 
used for substantially more than 10,000 miles each, the utility and 
efficiency of such spark plugs are at their maximum during the first 
10,000 miles of their use, and it is desirable, from the standpoint of 
service and economy, that motorists should replace such spark plugs 
with new ones after that amount of use. This, of course, also en- 
ables the plaintiff to sell more spark plugs than if such plugs were 
less frequently replaced. Plaintiff, therefore, has widely adver- 
tised to the motoring public the wisdom of limiting the use of each 
of these spark plugs to 10,000 miles, with the result that many, 
although by no means all, motorists do follow that course and dis- 
card and replace such spark plugs accordingly. 

Usage of plaintiff's plugs often result eventually in the destruc- 
tion of the Dewar gap, due to erosion of the electrodes by the jump- 
ing of the spark from one electrode to the other across the gap, 
causes the remaining portion of the center electrode which projects 
beyond the insulator to break down and lose its homogeneity, and 
commonly results in the development of gas leakage at the shoulder 
between the insulator and metal shell and around the center elec- 
trode where it passes through the insulator. 

It is a common and growing practice of automobile owners to 
purchase new spark plugs from garages, service stations, filling sta- 
tions, and other similar places where the plugs are installed free 
of charge by the seller. In such a case often either the car owner 
drives his car to such a garage or station and has new plugs in- 
stalled while he waits, or else leaves his car there for checking 
over and the installation of new plugs when needed, in which case 
he seldom sees or examines the new plugs before they are installed 
in the car. A substantial number of the plugs purchased by car 
owners are purchased and installed in that manner. Usually where 


plugs are thus purchased and installed the removed plugs are 


abandoned by the owner and left in the posssession of the party 
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who removes them, without any allowance being made for them 
on the price of the newly installed plugs. 

Often the spark plugs so discarded have not completely lost 
their efficiency, but are capable, at least after being cleaned or re- 
paired or both, of further use for several thousand additional 
miles of travel. These discarded spark plugs, therefore, are pur- 
chased by the defendant (as well as by others engaged in the same 
business) from garages, service stations and other places where 
they have accumulated, at a few cents each, and are then, by the 
defendant, cleaned, repaired if necessary and possible, polished, 
stamped with the word “Used,” and resold to dealers, garage men, 
and others, in cardboard cartons on the outside of which are printed 
the words, “This spark plug has been used and reconditioned by 
Detroit Spark Plug Exchange.’”’ The word “Used” is stamped by 
defendant in white on the surface of the hex portion of the plug 
and may be easily removed. Defendant does not make any repre 
sentation to the effect that the spark plug so sold by it are new or 
are other than used, reconditioned spark plugs. Dealers, however, 
purchasing such spark plugs from the defendant have, in certain 
instances, resold them as new “Champion” plugs, and when such 
plugs are installed by such a dealer in the automobile of the person 
to whom they are so sold without being examined by him the latter 
is deceived accordingly. It does not, however, appear that the de- 
fendant has ever authorized or approved such deception. On a 
number of occasions when new “Champion” spark plugs were called 
for reconditioned “Champion” spark plugs, including those recon- 
ditioned by defendant, have been so sold by such dealers on repre- 
sentations that they were new plugs. On other occasions they 
have been sold without any statement as to whether they were or 
were not used or reconditioned plugs. In some instances the pur- 
chaser has been informed that they were reconditioned plugs. 

Defendant does not purchase, clean, or repair these abandoned 
“Champion” plugs if more than 35 percent of the projecting por- 
tion of the center electrode has been eaten away by erosion, but 


may if such erosion is not in excess of that, unless the plug is unfit 


for reconditioning. In his reconditioning operations defendant 
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sometimes files away the eroded portion of the center electrode and 
rebends the side electrode so as to form a new spark gap, but makes 
no attempt to restore the Dewar gap; he does not remedy or over- 
come gas leakage; either at the cap or the shoulder; and he directs 
a sand blast into the firing chamber of the plug for the purpose of 
removing accumulations of grease and carbon, the effect of which 
sand blasting is to remove the glaze from the insulator at the firing 
end, and, sometimes, to damage or destroy the semipetticoat end 
of the insulator, which is a functional feature of many “Champion” 
plugs. When these reconditioning operations are completed, de- 
fendant sorts the plugs by placing those bearing the same type 
number together, packs each reconditioned plug in a carton bearing 
the printed matter already quoted, marks thereon the type number 
which plaintiff placed on the plug when it was manufactured, 
packs ten cartons of the same type number in a box on which the 


type number is marked, and sells them to garages, service stations, 
and dealers, as reconditioned “Champion” plugs of the designated 


type number. When there are several different models of the same 
“Champion” type number, defendant sorts them according to ap- 
pearance, but marks and sells them all by the same type number, 
so that a customer who purchases half a dozen boxes of a given 
type number may receive several different models made at different 
times. 

The price at which these spark plugs are sold by the defendant 
to dealers, garages, and service stations is less than one-half the 
price charged by the plaintiff for new spark plugs, and it is a fair 
inference that such sales by the defendant (and by others engaged 
in the same business) reduce the number of new spark plugs sold 
by the plaintiff, with resultant loss to it, although to what extent 
it is impossible to determine with reasonable certainty. 

It appeared in evidence that representatives of plaintiff pur- 
chased eighty reconditioned “Champion” plugs direct from de- 
fendant and about an equal number from garages and dealers, the 
latter including some plugs reconditioned by defendant and some 
by others. The eighty reconditioned “Champion” plugs purchased 
direct from defendant were subjected to plaintiff’s regular leak- 
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age tests, and none of them passed such tests. Forty of these 
plugs so purchased direct from defendant were tested in a motor 
and each set of eight plugs developed bad preignition in from one 
to three minutes, whereas sets of new “Champion” plugs of the 
same type number subjected to the same test for five minutes 
showed no preignition, nor did they show preignition under more 
severe conditions of operation for another five minutes. One or 
two, and in some instances, all of the dimensions in the firing end 
of these plugs had been altered by defendant’s reconditioning 
operations. Of five boxes (50 plugs) sold by defendant in 1933 
as “Champion” No. 4 plugs none contained the dimensions in the 
firing end which it had when originally made and sold by plaintiff. 
Twenty-one of these fifty plugs contained cores which were discon- 
tinued by plaintiff in 1924; twenty-three contained cores which were 
discontinued by plaintiff in 1929, and only six contained the cores 
which plaintiff has used in its No. 4 plugs since July 15, 1929. 
These different cores are not interchangeable. In addition to the 
changes in the design of these cores since 1924, plaintiff has during 
that period repeatedly improved the quality of the insulating ma- 
terial from which its cores are made. 

The standard dimensions in the firing end of the “Champion” 
No. 4 plug as manufactured and sold by plaintiff since August 15, 
1929, have been %4 inch from the tip of the core to the end of 
the center wire, 264 inch from the tip of the core to the end of the 
shell, and the center wire projects 44 inch outside the shell. In 
fifty plugs purchased direct from defendant in 1933 as “Champion” 
No. 4 plugs reconditioned by defendant, the distance from the tip 
of the core to the end of the center wire varied between %4 inch 
and 14,4 inch; the distance from the tip of the core to the end of 
the shell varied between *;4 inch and !°%4 inch, and the location 
of the end of the center wire and therefore of the spark varied 
from 7(%4 inch inside the shell to %4 inch outside the shell. (Ex- 
hibit M-17.) Plaintiff considers these dimensions to be of great 
importance in its various plugs, all of its plugs being manufac- 


tured to a combination of blueprints and shop specifications. Three 
] 
| 


blueprints of each type “Champion” plug are provided for plain- 
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tiff’s mechanics (Exhibits M-13A to M-18C), and the shop specifi- 
‘ations permit tolerances of only plus or minus five thousandths of 
in inch and on some dimensions no tolerance whatever is allowed. 
The aforementioned variations in the dimensions in the fifty plugs 
are greater than those existing between different types of plaintiff's 
new “Champion” plugs. For example, as appears from Exhibit 


M-11, the only difference between new “Champion” C-4 and 


“Champion” C-4-X plugs is that in the C-4 plug the core projects 


‘9 inch beyond the shell as against %» inch in the C-4-X. From 
the same exhibit it appears that the only differences between new 
“Champion” No. 3 and No. 4 plugs are that the distance from the 
shoulder to the tip of the core is 14, inch longer, the distance from 
the tip of the core to the end of the center wire is 445 inch longer, 
and the distance from the tip of the core to the end of the shell is 
‘49 inch more in the No. 3 than in the No. 4. 

The changes made by plaintiff in its plugs during the past ten 
vears have not changed the general appearance of the plugs, and 
the average user cannot tell by examining one of plaintiff's plugs 
whether it was made in 1933 or ten years earlier, nor is it possible 
for the average purchaser of spark plugs to distinguish, without 
an explanation, between plaintiff's new “Champion” plugs and de- 
fendant’s reconditioned ‘‘Champion” plugs. There are certain 
telltale marks in the firing end of these plugs which enable an ex- 
pert to distinguish a reconditioned plug from a new one, but these 
are unknown to, and unobserved by, the average purchaser of spark 
plugs. 


2 


I am satisfied by the evidence, and I find, that the defendant 
does not recondition, nor attempt to recondition, any spark plug 
whose utility has already been totally, or substantially totally, de- 
stroyed, or which he considers unfit for reconditioning, and that he 
does not make any addition to the spark plugs in question, but 
merely cleans and reconditions without reconstructing, such spark 
plugs. I am also convinced by the record, and I find, that many 
of the used spark plugs so reconditioned and sold by the defendant 


e, after such reconditioning, capable of rendering considerable 
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further service as spark plugs, although not to the same degree or 
extent as new spark plugs. 

Although it does not appear that the defendant deceives, or in- 
tends to deceive or injure, any one, it is plain from the record, 
and I find, that not only the actual result, but also the natural 
and ordinary result, of his acts and practices here involved is to 
permit and assist his customers to deceive the public, to the injury 
of the plaintiff, by selling spark plugs, originally made by the plain- 
tiff but partly worn out by use and reconditioned by the defendant, 
under representations or circumstances reasonably calculated to 
lead the average purchaser to believe that such plugs are new 
“Champion” plugs, and, in some instances by express misrepre- 
sentations to that effect. 


Conclusions of Law* 
Unfair Competition 


The facts and circumstances already mentioned necessarily 
make it both easy and natural that spark plugs manufactured by 
the plaintiff, but partially worn out by use and reconditioned by the 
defendant as aforesaid, should be sold by unscrupulous customers 
of the defendant in such a manner as to deceive, sometimes ex- 
pressly and sometimes by implication, purchasers desiring new 
“Champion” plugs into the belief that such reconditioned plugs are 
new ones, and it is not surprising that this is the result of the 
practices of the defendant here complained of. It is, of course, 
elementary and fundamental that a person is legally chargeable 
with having intended to cause whatever is the natural and ordinary 
result of acts knowingly committed by him. So, it is a rule, too 
well settled to require the citation of authority, that even where, as 
here, a defendant does not actually intend to deceive any one, his 
acts may constitute unfair competition within the meaning of the 
law, if that is the ordinary and probable result of such acts; and 
as the sale, by customers of defendant, to the public, of recondi- 


*Note.—That portion of the opinion relating to patent infringement is 
here omitted.—Eb. 
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tioned plugs when “Champion” plugs are called for is a fraud 
on the public and unfair competition with plaintiff, the result of 
which is to deprive it of the sale of new “Champion” plugs and to 
injure its reputation and good-will, and as the defendant sells these 
plugs to his customers for resale to the public, and thereby furnishes 
to them the means of, and temptation for, their deceiving the public 
and thereby injuring the plaintiff as already shown, he cannot 
escape responsibility for the resulting deception and injury on the 
plea that he did not himself deceive anyone nor instruct or author- 
ize his customers to do so. Federal Trade Commission v. Winsted 
Hosiery Co., 258 U. S. 483, 42 S. Ct. 384, 66 L. ed. 729 [11 T.-M. 
Rep. 277]; William R. Warner & Co. v. Eli Lilly & Co., 265 U.S. 
526, 44 S. Ct. 615, 68 L. ed. 1161 [14 T.-M. Rep. 247]; Coca-Cola 
Co. v. Gay-Ola Co. (C. C. A. 6), 200 F. 720 [4 T.-M. Rep. 297]; 
Samson Cordage Works v. Puritan Cordage Mills (C. C. A.) 211 
F, 603, L. R. A. 1915F, 1107 [4 T.-M. Rep. 225]; O. & W. Thum 
Co. v. Dickinson (C. C. A.) 245 F. 609 [8 T.-M. Rep. 11]; Helmet 


Co. v. Wm. Wrigley, Jr., Co. (C. C. A. 6), 245 F. 824 [8 T.-M. Rep. 
1]; Auto-Acetylene Light Co. v. Prest-O-Lite (C. C. A.), 264 F. 
810 [10 T.-M. Rep. 320]; Rymer v. Anchor Stove § Range Co. 
(C. C. A.), 70 F. (2d) 386 [24 T.-M. Rep. 269]. In Warner & 
Co. v. Eli Lilly § Co., supra, the Supreme Court said: 


That no deception was practiced on the retail dealers, and that they 
knew exactly what they were getting, is of no consequence. The wrong 
was in designedly enabling the dealers to palm off the preparation as that 
of the respondent. The plaintiff is in my opinion entitled to relief in this 
connection, as hereinafter indicated. 


Trade-mark Infringement 


The question now to be considered is whether defendant’s use, 
as already indicated, of the word “Champion” and the word and 
letter “Champion X” constitutes an infringement of plaintiff's 
registered trade-marks “Champion” and “Champion X.” 

In Merriam Co. v. Saalfield (C. C. A.), 198 F. 369 [7 T.-M. 
Rep. 110], at page 372, Judge Denison said that “the entire sub- 
stantive law of trade-marks (excepting statutory provisions and 


construction) is a branch of the broader law of unfair competition.” 
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It cannot be doubted that the retention of plaintiff's trade-marks 
on its plugs after they have been reconditioned by the defendant 
plays an important part in the unfair practices complained of. It is 
the first thing which a purchaser is likely to notice if he examines 
one of these plugs. Seeing it displayed, as it is, more prominentiy 
than any other words on the plug he is likely to overlook any such 
other words and, not being informed to the contrary, to believe 
that it is a new “Champion” plug of comparatively recent manu- 
facture, backed by plaintiff's guaranty and reputation, rather than 
the partly worn and reconditioned plug that it really is, a plug 
originally made by plaintiff but no longer having the potential life, 
efficiency, or value of a new plug. 

Where one makes use of the trade-mark of another to sell one’s 
own goods, the burden is on him to justify such use. Jacobs v. 
Beecham, 221 U. S. 268, 31 S. Ct. 555, 55 L. ed. 729 [1 T.-M. 
Rep. 55]. The plug here involved has undergone such changes, 
since its manufacture and sale by the plaintiff, that it no longer can 
be said truly to represent the quality usually associated with, and 
belonging to, plaintiff’s product when first made and sold by plain- 
tiff, the product by which it made its reputation with the public. 
The plaintiff, therefore, is entitled to prevent its resale to the public 
under his trade-mark. General Electric Co. v. Re-New Lamp Co. 
(C. C.), 121 F. 164; Id. (C. C.), 128 F. 154; Coca-Cola Co. v. 
Bennett (C. C. A.), 288 F. 513 [7 T.-M. Rep. 159]; Ingersoll v. 
Doyle (D. C.), 247 F. 620 [8 T.-M. Rep. 183]; Auto Acetylene 
Light Co. v. Prest-O-Lite Co., supra; Bourjois § Co. v. Katzel, 
260 U. S. 689, 43 S. Ct. 244, 67 L. ed. 464, 26 A. L. R. 567 [13 
T.-M. Rep. 69]; Prestonettes, Inc. v. Coty, 264 U. S. 359, 368, 
14S. Ct. 350, 68 L. ed. 731 [18 T.-M. Rep. 135]. 

In General Electric Co. v. Re-New Lamp Co. and Ingersoll v. 
Doyle, supra, the defendants were required to remove or obliterate 
from the gocds trade-marks which had been affixed thereto by plain- 
tiffs who had manufactured such goods. In the case last mentioned 


the defendants purchased new “Ingersoll” watches and made some 


slight change or modification therein before placing them on the 
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market for sale to the public. The court said (247 F. 620, at page 
621): 


I consider it clear that no attempt to justify the defendants’ doings 
above referred to could succeed. In effect, they are sales of watches 
under representations that the watches sold are made and guaranteed by 
the plaintiffs. But such representations are untrue. An “Ingersoll” watch 
of either grade referred to, or of any grade, after the defendants’ addi- 
tions thereto or alterations therein have been made, is no longer what its 
makers offer to the public as a guaranteed “Ingersoll” watch. 


The defendants were enjoined “from selling or offering for sale 
or delivering to others for sale any watch as an ‘Ingersoll’ watch, 
which, though originating in the complainants’ factory, has been 
altered or added to so that it no longer is in its entirety the product 
of” the complainant. 

In Coca-Cola Co. v. Bennett, supra, defendant was enjoined 
from bottling and selling as “Coca-Cola” a beverage made from 
genuine “Coca-Cola” syrup, the court saying: 

Counsel for the defendants argue that, as it appears that defendants 
use the bottling syrup of the appellant and mix the same with carbonated 
water in the same way that appellant authorizes other persons and cor- 
porations to do, they have the right to manufacture and sell under the 
appellant’s trade-mark. But suppose that other persons and corporations 
without number should be of the same opinion; it would result that appel- 
lant would have no control over the integrity of its trade-mark, which is 
its guaranty that the beverage is as represented, and its business might be 
ruined. It is true the defendants might sell the bottling syrup which they 
buy under the appellant’s trade-mark; but, since they change the syrup 
into a beverage without the permission and authority of appellant, they 
have no right to sell the same under appellant’s trade-mark. The argu- 


ment advanced is also faulty, as it would permit persons other than the 
owner of the trade-mark to control its use. 


In Auto Acetylene Light Co. v. Prest-O-Lite Co., supra, de- 
fendant was selling its own acetylene gas in plaintiff's tanks. The 
Circuit Court of Appeals for the Sixth Circuit affirmed a decree 
for plaintiff enjoining the defendants from refilling plaintiff's tanks 
without replating or enameling the outer surface thereof, ‘“‘so that 
the name of the Prest-O-Lite Company and the words “Prest-O- 
Lite” and all complainant’s labels shall be obliterated to the com- 


plete extent that either plating or enameling can be made to so 


obliterate, and such obliteration by plating or enameling shall not 


be dispensed with, no matter how such name and trademark or 
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labels appear, whether plated, etched, or otherwise, and in addition 
thereto plating or stamping on the outer surface of the tank in 
legible and permanent form a notice that such tank has been re- 
filled or recharged by defendants or their agents.” 

In Prestonettes, Inc. v. Coty, supra, the court prescribed the 
limit to which a defendant may properly go in making use of plain- 
tiff’s trade-mark in connection with the resale by such defendant 
of goods originally made and sold by plaintiff under said trade- 
mark, and intimated that it might go further in a suit for unfair 
competition. Plaintiff was a French concern which owned regis- 
tered trade-marks “Coty” and “L’Origan” for toilet powders and 
perfumes. Defendant purchased plaintiff's genuine powder, sub- 
jected it to pressure, and added a binder to give it coherence, and 
it purchased plaintiff's genuine perfume in bottles and sold it in 
smaller bottles. It was not contended that defendant adulterated 
or otherwise deteriorated these products. The court approved a 
decree entered by the District Court which enjoined defendant 
from using the words “Coty” or “L’Origan,” except that it was 
permitted to use those words on labels affixed to defendant’s con- 
tainers and stating ‘“Prestonettes, Inc., not connected with Coty, 
states that the contents are Coty’s (giving the name of the article) 
independently rebottled in New York,” or repacked in New York, 
every word of the statement “to be in letters of the same size, 
color, type and general distinctiveness.” In this connection Mr. 
Justice Holmes said: 


If the name “Coty” were allowed to be printed in different letters from 
the rest of the inscription dictated by the District Court a casual pur- 
chaser might look no further and might be deceived. 


He said further: 


This is not a suit for unfair competition. It stands upon the plaintiff's 
rights as owner of a trade-mark registered under the Act of Congress. 
The question therefore is not how far the court would go in aid of a plain- 
tiff who showed ground for suspecting the defendant of making a dishonest 
use of his opportunities. 


The principle underlying those cases, and applicable here, is 
that the owner of a trade-mark is entitled to prevent its use, even 


on an article originally manufactured and sold by himself, in con- 
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nection with the resale, by another person, of such article after it 
has lost its original character and excellence which such trade- 
mark indicates and represents to the public. Applying this prin- 
cipal to the present case, as the plugs of the plaintiff, when resold 
by the defendant, often have been so affected, by their use or recon- 
ditioning or both, that their efficiency and usefulness and value have 
been substantially impaired and they therefore are products of the 
plaintiff which, in a very real sense, have been altered and have be- 
come plugs inferior to the plugs known and purchased by the public 
under the trade-mark, “Champion,” their sale under that trade- 


mark constitutes an infringement thereof which plaintiff is entitled 
to have restrained. 


Relief to be Granted 


Having reached the conclusion that defendant has infringed 
plaintiff's trade-marks and committed acts of unfair competition 
against the plaintiff, it remains to consider the character and scope 
of the relief to which plaintiff is entitled. Defendant should be en- 
joined from continuing its said infringement and unfair competition. 
The exact form of the injunction presents some difficulty. It 
should not prevent defendant from cleaning and reconditioning 
“Champion” plugs for his own use or for the owners of such plugs, 
but defendant should not be permitted to perform such service for 
others with the purpose and intent of placing such plugs in the 
channels of trade to be sold to the public as “Champion” spark 
plugs, unless the conditions prescribed herein in connection with 
the sale of defendant’s own reconditioned “Champion” plugs have 
been fully complied with. On the other hand, plaintiff is entitled 
to effective relief against unfair competition and infringement of 
its trade-mark. The Supreme Court in Warner § Co. v. Eli Lilly 
§ Co., supra, which was an unfair competition case said: 

But respondent being entitled to relief, is entitled to effective relief; 
and any doubt in respect of the extent thereof must be resolved in its 
favor as the innocent producer. 

The defendant should be required to give effective notice to the 
public that his used and reconditioned plugs are not new “Cham- 
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pion” plugs. The mere stamping of the word “Used” on the side 
of the plug, as is now done, is not sufficient notice, nor is the mere 
printing of a notice on the boxes, wrappers, or individual containers, 
for the reason that often these do not come to the attention of the 
purchasers. Any notice easily detachable or removable which the 
defendant might attach to the plugs would not be adequate, as a 
dealer who would sell a used plug for a new one would probably not 
hesitate to remove such a notice. The Supreme Court has said 
that the notice must be of such character “as will unmistakably 
inform the public” of the facts. Singer Mfg. Co. v. June Mfg. Co., 
163 U. S. 169, 200, 16 S. Ct. 1002, 1014, 41 L. ed. 118. The rule 
has been variously expressed by the courts, as indicated by Judge 
Knappen in Knabe Bros. Co. v. American Piano Co. (C. C. A. 6), 
229 F. 23, 31 [6 T.-M. Rep. 298], who there said: 

The rule, as variously stated, is that defendant must accompany the use 
of its name “with the explanation” (Merriam Co. v. Saalfield, 117 C. C. A. 
245, 198 F. [369] at page 375); it must “unmistakably inform” the public 
that the article [is] of its production (Singer Mfg. Co. v. June Mfg. Co., 163 
U. S. [169] at page 200, 16 S. Ct. 1002, 41 L. ed. 118); it must so dis- 
tinguish that “no one with the exercise of ordinary care can mistake” 
(Saxlehner v. Eisner, 179 U. S. [19] at page 41, 21 S. Ct. 7, 45 L. ed. 60) ; 
it must give “the antidote with the bane” (Herring-Hall-Marvin Safe Co. 
v. Hall’s Safe Co., 208 U. S. [554] at page 559, 28 S. Ct. 350, 52 L. ed. 
616); it must be “clearly made to appear” that the goods were defendant’s, 
and not those of plaintiff or its predecessors (Davids vy. Davids, 233 U. S. 
[461] at page 471, 34 S. Ct. 648, 58 L. ed. 1046); the name cannot be used 
“without also giving information to the public” that it is not the business 
formerly carried on by Wm. Knabe & Co. (Hall’s Safe Co. v. Herring- 
Hall-Marvin Safe Co., 76 C. C. A. 495, 146 F. at pages 37, 44, 14 L. R. A. 
(N. S.) 1182); in other words, the means adopted must be adequate to 
fully prevent confusion. 


In Coca-Cola Co. v. Gay-Ola Co., supra, the court held that de- 
fendant should be enjoined from using a particular color for its 
syrup unless by other means it could safeguard against fraud in 
the sale of its products. 

A spark plug does not readily lend itself to any form of printed 
notice that clearly would be effective to distinguish defendants re- 
conditioned “Champlain” plugs from plaintiff's new “Champion” 


Jlugs. Painting the metal parts of defendant’s plugs red or some 
plus g g 


other distinctive color would tend to lessen the confusion between 
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them and plaintiff's new plugs. <A similar requirement was im- 
posed upon defendant by Judge Learned Hand in Champion Spark 
Plug Co. v. A. R. Mosler & Co. (D. C.), 283 F. 112, 117 [6 T.-M. 
tep. 406]. The appearance of the plugs might be changed further 
by milling or grinding off the knurled portion of the base and the 
ribs on the porcelain which the evidence shows could be done at 
slight expense and without affecting the functioning of the plugs, 
but this should not be required unless the changes hereinafter 
specified prove to be ineffective to prevent the sale to the public of 
defendant’s reconditioned “Champion” plugs as and for new 
“Champion” plugs. 

Specifically, the decree should provide for an injunction against 
defendant, enjoining him, his agents, attorneys, salesmen, work- 
men, employees, servants, privies, and confederates from selling or 
offering for sale or delivering to others for sale any spark plug, 
spark plug core or spark plug porcelain of plaintiff’s original manu- 
facture, which has been used and thereafter, for purposes of resale 
to the public, has been reconditioned or treated in any manner by 
defendant or others to give it the appearance of newness, unless 
and until (a) all trade-marks, trade-names, style marks, size marks, 
and/or brand marks have been completely removed therefrom, as 
by sandblasting or as by the use of acid or otherwise; (b) the metal 
shell and bushing nut have been completely covered by red paint or 
lacquer, such as “Duco” or “Dulux” or otherwise; and (c) the 
word “Used” has been indented in one face of the hex portion of 
the metal shell of said plug, in a size, and to a depth sufficient to en- 
able such indentation to retain enough white paint to distinctly dis- 
play each letter of said word in white when the surplus white paint 
has been wiped from said surface, and the letters of the word 
“Used” have been filled with a heavy white paint, so as to leave 
each letter of the word “Used” fully and distinctly visible in white 


on the red background previously placed thereon, as above required. 


The letters of the word “Used” should all be capital letters of a 


size not smaller than twelve-point type, i.e., six lines to an inch 


when set without spaces between the lines. 
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The proofs clearly show that each of the aforementioned re- 
quirements can be complied with by defendant without damaging 
or affecting the functioning of sparks plugs of plaintiff's manufac- 
ture as the same have been manufactured and sold up to the present 
time; that with but small expense for equipment defendant should 
be able, by hand operations, to comply with all of such require- 
ments at a total cost for labor and materials of approximately 
one-half cent (44) per plug, and that a substantial part of such 
cost would be offset by the present cost of applying black lacquer 
to the metal parts of the shell and bushing, which forms a part of 
defendant’s regular reconditioning operations. 

Should plaintiff change the method of applying its trade-marks, 
so that the same are no longer readily removable by sand-blasting 
or by acid or otherwise, defendant should be permitted to apply to 
the court for a modification of the provisions of clause (a) above, 
so as to enable him to permanently and completely obliterate plain- 
tiff's marks from the plugs by covering them with a heavy lacquer 
such as “Duco” or “Dulux” or othewise. 


Accounting 


In view of the defendant’s apparent good faith and not unrea- 
sonable belief that he was doing all that could be expected of him 
in the way of avoiding deception of the public, and it appearing 
uncertain as to whether the plaintiff could establish sufficiently 
definite and substantial injury from the past acts of the defendant 
to justify the expense of an accounting, I am not satisfied that 
plaintiff has sustained the burden of showing that it is entitled to 
such an accounting. Baker v. Baker (C. C. A. 2), 115 F. 297; 
G. & C. Merriam Co. v. Ogilvie (C. C. A. 1), 170 F. 167; Moline 
Pressed Steel Co. v. Dayton Toy & Specialty Co., 30 F. (2d) 16 
(C. C. A. 6); W. G. Reardon Laboratories, Inc. v. B. & B. Ex- 
terminators, Inc., 71 F. (2d) 515 (C. C. A. 4) [28 T.-M. Rep. 
375]. 

Costs 


In the language of Judge Learned Hand in Champion Spark 
Plug Co. v. A. R. Mosler & Co. (D. C.), 233 F. 112, 117 [6 T.-M. 
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Rep. 406], which, in my opinion, is equally applicable here, “I see 
no occasion for costs and each party will bear its own disburse- 
ment. The case appears to me one of honest trade differences.” 


W. E. Talcott, of Detroit, Mich., and Owen & Owen, of Toledo, 
Ohio (Wilber Owen, of Toledo, Ohio, of counsel), for plain- 
tiff. 

S. Brooks Barron, of Detroit, Mich., for defendant. 


Mornet, D. J.: This matter is before the court on exceptions 
filed by the parties, respectively, to the report of the special master, 
in which report said master presents full and complete findings of 
fact and conclusions of law, and ample briefs were filed by counsel 
herein. 

Plaintiff seeks injunction herein restraining defendant from in- 
fringing certain patents of plaintiff, covering the manufacture and 
sale of spark plugs; infringing the plaintiff's trade-mark, “Cham- 
pion,” identifying such spark plugs, as well as restraining unfair 
competition with said plaintiff. 

Upon the first contention, the master found non infringement. 

Upon the second contention, the master found that the defendant 
was guilty of unfair competition, and determined that plaintiff is 
entitled to relief as indicated in said report. 

Upon the last contention, the master found that the defendant 
was guilty of infringement of trade-mark, and recommended relief 
as indicated in said report. 

Upon the question of accounting, the master determined that 
from all of the facts presented it was uncertain as to whether the 
plaintiff could definitely and sufficiently establish definite and sub- 
stantial injury from the acts of the defendant to justify the expense 


of an accounting and that the master was not satisfied that plaintiff 


had sustained the burden of showing its right to such accounting, 


no accounting was allowed. 

After careful study of the facts presented herein, as well as the 
authorities set forth by the master, and after a careful considera- 
tion of the full and complete briefs filed by counsel herein, the 


court is firmly of the opinion that the master arrived at the correct 
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conclusions upon such facts, and therefore, it is hereby ordered 
that such exceptions filed herein, respectively, are overruled, and 
the findings and conclusions of the master are hereby confirmed, 
and the report of such master is hereby adopted by the Court. 

The question of costs remains. The plaintiff sought a speedy 
hearing, and at its request, the matter was referred to the master 
so that the questions involved could be expeditiously presented and 
determined; the master cites authority indicating that no costs 
should be allowed and that each party would bear their own costs. 
The court, after considering all of the facts herein, and the situa- 
tion of the parties hereto, is of the opinion that no costs shall 
be allowed, and that each party is left to pay their own disburse- 
ments. 

As to the item of $250, costs for services of the master, the 
court determines from all of the facts and circumstances involved 
herein, and the situation of the parties hereto, that the plaintiff 
shall pay this sum. 

Accordingly a decree may be settled herein, providing the relief 
indicated, and granting permanent injunction as indicated in the 
report of the special master. 

Findings of fact and conclusions of law, under equity rule, may 
be prepared and presented to the court. 


Russeks Firry Avenue, Inc. v. Marityn, Jr., Dress Company 
New York Supreme Court, Special Term, Part III 
October 31, 1936 


Unrair CompetitioN—DEFINITION. 

It has come to be recognized that, unless the borrower’s use of a 
name is so foreign to the owners as to insure against any identification 
of the two, it is unlawful. 

Unrarr Competition—“Marttyn’—Use or Trape-Mark IN CorpPorRATE 
NamME—INJUNCTION. 

Plaintiff had since the year 1924, used continuously in its business 
the name “Marilyn” as a trade-mark on ladies’ wearing apparel, having 
expended to date over $500,000 in advertising said products. Plaintiff 
subsequently opened departments in its store known as “Marylin” De- 
partments” and in 1930 organized a subsidiary corporation called 


de 





RUSSEKS FIFTH AVE., INC. V. MARILYN, JR., DRESS CO. 115 


“Marylin Modes Inc.” for the manufacture and sale of “Marylin” goods. 
The subsequent adoption and use by defendant of the word “Marilyn” 
in its corporate name and business of selling ladies’ apparel, therefore, 
held unfair competition and was enjoined. 
Unrarr Competition—Svuitrs—LacueEs. 
The lapse of eighteen months between the time of complaint to de- 
fendant by plaintiff does not constitute laches. 


In equity. Action for unfair competition. Injunction granted. 


Plaintiff seeks a permanent injunction restraining defendants 
from using the name “Marilyn, Jr.” or “Marilyn” or any other 
name similar to plaintiff's trade-mark “Marylin” as parts of de- 
fendant’s corporate title or in connection with the sale of defend- 
ant’s merchandise. 

[It appears that plaintiff is the owner of the trade-mark 
“Marylin” which it has used continuously since 1924, in identify- 
ing particular merchandise sponsored by the plaintiff. 

The plaintiff and its predecessors have been in the business of 
selling ladies’ apparel for upwards of fifty years and during this 
period the plaintiff has become recognized as a leading style house 
with a nation-wide reputation for distinctive ladies’ apparel. It 
occupies a nine-story building and does an annual business of over 
$5,000,000. 

Between the years 1924 and 1930, plaintiff expended over half 
a million dollars in advertising its “Marylin” merchandise, which 
was identified by silk woven labels bearing this name sewn on the 
garment. The name “Marylin” was registered as a print in 1925 
at the request of the plaintiff. At first, only higher-priced mer- 
chandise of plaintiff was trade-marked “Marylin.” Later, cheaper 
and more popular-priced articles of plaintiff were so labeled. 

With the advent of using the symbol with garments lower in 
price, the plaintiff opened departments in its premises known as 
“Marylin Departments” wherein only merchandise labeled “Mary- 
lin’ was sold. Three floors in the building occupied by plaintiff 
are devoted exclusively to “Marylin Departments.” 


It further appears that since 1930 to date plaintiff has spent 


half a million dollars annually for the sole advertisement of “Mary- 
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lin” and “Marylin Departments.” During the course of twelve 
years it has spent more than $1,000,000 in advertising the name 
“Marylin.” About one-half of plaintiff's business, or over $2,- 
500,000, per annum, is done in “Marylin” merchandise. 

In 1930 plaintiff organized a subsidiary corporation called 
Marylin Modes, Inc., which sold a style service and “Marylin” mer- 
chandise to retail establishments throughout the country. All 
this was done under the direct supervision of the plaintiff and 
pursuant to instructions and styles created by it. Marylin Modes, 
Inc., built up a list of subscribers and customers of upwards of 
200, who bought the labeled “Marylin” merchandise and advertised 
“Marylin” merchandise in their local newspapers throughout the 
country which was their right pursuant to arrangements made with 
Marylin Modes, Inc. 

In 1935, with the increase of business, plaintiff caused the name 
Marylin Modes, Inc., to be changed to Fashion Firsts, Inc. With 
the expansion of its wholesale business plaintiff has found it neces- 
sary to manufacture “Marylin” merchandise on its own premises, 
and has constructed a showroom for the purpose of displaying such 
merchandise to buyers of retail establishments. 

One of the “Marylin” departments created by plaintiff is the 
Marylin Jr. department, which caters to junior dresses and made 
for small women. 

The foregoing is a fair representation of the plaintiff’s position 
with reference to the relief it seeks. 

Let us now address ourselves to the status of the defendants 
The defendant L. Silverman Frocks, Inc., was incorporated in 


December, 1934. Its officers decided upon two departments, one 


for the manufacture of misses’ dresses and one for the manufacture 
of junior dresses. The name of L. Silverman Frocks, Inc., was 
given to the misses’ department. The name Marilyn Jr. was taken 
for the junior department. A certificate of doing business as 
Marilyn Jr. was filed by Lewis Silverman, president of L. Silverman 
Frocks, Inc. The place of business of defendants is No. 1375 
Broadway. 


ewe 
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Signs were posted on the doors leading to the loft premises of 
said defendant which contain language “Marilyn Junior, Creator 
for Smart Debs.” 

The testimony of Louis Mussman for the defendants is that the 
name “Marilyn” was taken because it is his daughter’s name; that 
his two business associates with him in the defendants’ business 
had no objection to this name, since another business had as its 
name a combination of their children’s names. 

In October, 1935, Marilyn Jr. Dress Co., Inc., was incorporated 
by defendants. Mr. Silverman stated that this was done on advice 
of counsel to protect their right in the name “Marilyn.” The de- 
fendants state that no business has ever been done under the in- 


corporated name; and it was done for the sole purpose of securing 


to the defendants the exclusive right to the use of the name 
“Marilyn Jr.” 

Plaintiff caused its attorneys to write to defendant L. Silver- 
man Frocks, Inc.. in December, 1934, requesting it to cease using 
the name “Marilyn Jr.” It further appears that the business of 
the defendants is limited to the wholesale field. 

In seeking the legal principles applicable to the instant facts, 
we must recognize the growing tendency in the law to avoid unfair 
competition. Ethical standards in business have gone forward with 
good conscience and judicial sensibilities, rather than to strict legal 
principles, derived from a critical analysis of the real tort involved 
(Schechter, “The Rational Basis of Trademark Protection,” 40 
Harvard Law Review, 818; Maison Prunier v. Prunier’s Restaurant 
§ Cafe, Inc., 159 Mise. 551). 

From the method of business of plaintiff, the court finds that the 
defendants are in competition with the plaintiff, because the plain- 
tiff has extended the use of its mark “Marylin” outside of its retail 
trade in manufacturing and distributing to retail stores throughout 
the country. However, the plaintiff may succeed without proving 
direct competition with defendants. The contention of the defend- 
ants that plaintiff is engaged in the retail business and the defend- 
ants are engaged exclusively in manufacturing business of dresses 
sold to outlet stores and not to retail trades and hence there is no 
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competition is not tenable. An examination of the cases shows the 
contrary and it is now apparently well settled that proof of actual 
and immediate direct competition need not be shown (The John 
Forsythe Co., Inc. v. The Forsythe Shoe Corp’n, 234 App. Div. 
355, affirmed and modified 259 N. Y. 248 [22 T.-M. Rep. 246]; 
Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. 679, 237 
App. Div. 801, 802, 262 N. Y. 482 [23 T.-M. Rep. 1]; Long’s Hat 
Stores Corp’n v. Long’s Clothes, Inc., 224 App. Div. 497 [18 
T.-M. Rep. 562]). 

The use of the name “Marylin” by the plaintiff, built up by 
association with the plaintiff's name and at an expenditure of large 
sums annually for advertising, constitutes a valuable property right 
in plaintiff. As was stated in Finchley, Inc. v. Finchly Co., Inc. (40 
Fed [2d] 736, at p. 738 [19 T.-M. Rep. 406]): 

In owning a mark which enjoys such trust and confidence in relation 
to one article or place, the owner possesses valuable property in the right 
to use that familar and popular mark, or name, in the extension of his 
business to new lines of goods and to new territory. He owns a right to 
use the popularity of that mark or name or object for his profit, and to 
prevent its use by others to his detriment. He owns a right to use it to 
extend his business, and to increase his profits to an extent impossible, per- 
haps, if he refrained from so doing or used some other’s mark, or name, 


which did not enjoy the confidence which the public placed in the same 
brand. Nims on Unfair Competition and Trade-Marks, 3 ed., sec. 221a. 


(Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., 3 
Fed, Supp. 487 [18 T.-M. Rep. 321].) 

This principle is reiterated in Yale Electric Corp’n v. Robertson 
(26 Fed. [2d] 972, 974 [18 T.-M. Rep. 321]), where it is said: 


However, it has of recent years been recognized that a merchant may 
have a sufficient economic interest in the use of his mark outside the field 
of his own exploitation to justify interposition by a court. His mark is 
his authentic seal; by it he vouches for the goods which bear it; it carries 
his name for good or ill. If another uses it, he borrows the owner’s repu- 
tation, whose quality no longer lies within his own control. This is an 
injury, even though the borrower does not tarnish it, or divert any sales 
by its use; for a reputation like a face, is the symbol of its possessor and 
creator and another can use it only as a mask. 


And so it has come to be recognized that, unless the borrower’s 


use is so foreign to the owner’s as to insure against any identifica- 


tion of the two, it is unlawful (see also L. E. Waterman Co. v. 


ewes 
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Gordon, 79 Fed. (2d) 272 [24 T.-M. Rep. 347]; Phillips v. Hud- 
son Bay Fur Co., 79 Fed. (2d) 971 [25 T.-M. Rep. 635]; resulted 
in an injunction even though defendant sold his fur products at 
retail in the United States, but the plaintiff was engaged in the 
business of selling skins and furs to manufacturers of fur garments. 

The court rejects the contention that the complaint must be 
dismissed because L. Silverman Frocks, Inc., is distinct from the 
business of Marilyn, Jr., and that Marilyn, Jr., Inc., is a dummy 
corporation, doing no business, and so could not be a_ plaintiff. 
These defendants, all at the same place of business, with the same 


principles, are inextricably involved in the use of the name “Mary- 


, ” 


lin.” The transposition of “y” for “i” is of no significance in 
arriving at this conclusion. The criticism of the use of the name 
applies equally to these defendants. 

The lapse of eighteen months between the immediate time of 
complaint to defendants by the plaintiff and the commencement of 
the suit does not constitute laches (Winthrop Chemical Co., Ine. v. 
Blackman, 150 Misc. 229, afi’d 246 App. Div. 234 [24 T.-M. Rep. 
106]; Rosenberg v. Rosenthal, 135 Mise. 282 [20 T.-M. Rep. 40] ; 
Menendez v. Holt, 128 U. S. 514). 


Confusion or loss of business need not be shown (United 
) 


Dressed Beef Co. v. United Butchers, 262 N. Y. Supp. 562 [2: 
T.-M. Rep. 162]; Eastern Const. Co., Inc. v. Eastern Engineering 
Corporation, 246 N. Y. 459). 

If the defendant intends to deal fairly it can do no harm to change its 
name; if it intends to use the name unfairly it should be compelled to 
change it. 

(British-Am. Tobacco Co. v. British-Am. Cigar Stores Co., 211 
Fed. 933 [4 T.-M. Rep. 293].) 

A permanent injunction shall issue restraining defendants in 
direct or indirect use of name “Marilyn” or “Marilyn, Jr.,” or 
similar name as part of defendants’ corporate title or in connection 
with the sale of defendants’ merchandise. 


Settle judgment accordingly. 
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Marion Lamsert, Inc. v. Epwarp J. O’Connor 
United States Court of Customs and Patent Appeals 
Opposition No. 13,118 
December 21, 1936 


Trapve-M arxks—Opposit1on—ConFusinG RESEMBLANCE—SIMILARITY IN SOUND. 
Sound may be of controlling importance where there are other simi- 
larities in the marks that contribute to confusion, especially as trade- 
marked goods are, in a large measure, dependent on the radio for 
effective advertising. 
Trape-Marks—‘Dew” anv “Voo”—ConrvusinG SIMILARITY. 
The word “Voo,” used on a depilatory, held, confusingly similar to 


the word “Dew,” used on a deodorant. 

On appeal from a decision of the Commissioner of Patents 
dismissing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 25 T.-M. Rep. 476. 


John D. Rippey and John H. Cassidy, both of St. Louis, Mo., 
for appellant. 
No appearance for appellee. 


Buianp, J.: The appellee, hereinafter referred to as applicant, 
filed his application in the United States Patent Office for the 
registration, under the act of February 20, 1905, of the mark 
“Voo” for depilatories, and alleged use of said mark therein since 
April 19, 1933. 

The appellant, hereinafter referred to as opposer, filed opposi- 
tion to the registration of said mark on the ground that it was the 
prior owner and user of the trade-mark “Dew” which it had used 
in connection with its business in selling “deodorants and non- 
perspirants,’ and that by reason of the similarity of the marks 
and the character of the goods of the respective parties, damage 
would result to opposer if the mark of applicant was registered. 

The Examiner of Interferences found that opposer’s prior use 
of the mark had been admitted and that there was some degree of 
similarity in sound between the marks, but concluded that, by 
reason of the fact that not one of the letters found in opposer's 


mark was present in the applicant’s mark, and since the marks 


—* ad 
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were used on goods not identical, there was no likelihood of con- 
fusion, and held that the applicant was entitled to the registration. 

Upon appeal to the Commissioner of Patents, the decision of 
the Examiner of Interferences was affirmed for substantially the 
same reasons as those assigned by the Examiner of Interferences. 
The Commissioner held that the goods were of the same descriptive 
properties, but that since the marks were different, and there was 
a difference between the goods, there would be no likelihood of 
confusion. He found, however, that there were certain points 
of similarity in the sound of the marks. He pointed out that 
there was some difference in the pronounciation and no similarity in 
the meaning. 

Depilatories unquestionably are of the same descriptive prop- 
erties as deodorants—one removes hair, the other removes odors. 
Both are for personal application, and are sold in the same places 
and to the same class of casual purchasers. 

It seems there could be no question that confusion would likely 
result if the marks were identical. The marks are very similar in 
sound. “Dew” is pronounced “du” which is practically the equiva- 
lent of “doo.” The parts of the words which are given greatest 
stress in pronounciation are almost identical in sound. The initial 
letter of each word is a consonant and has a similar sound. Both 
words contain three letters. 

Obviously, sound may be of controlling importance where there 
are other similarities in the marks which are contributive to the 
likelihood of confusion. Cluett, Peabody & Co., Inc. v. Denver M. 
Wright, 18 C. C. P. A. (Patents) 937, 46 F. (2d) 711; The Ameri- 
can Products Co. v. F. A. Leonard, 19 C. C. P. A. (Patents) 742, 
53 F. (2d) 894. We are of the opinion that the similarity of the 


marks and the close relationship of the goods would suggest that 
confusion would be likely to result, or at least that there is such 
doubt on the question (and doubts must be resolved against the 
newcomer) as to bar registration of the applicant’s mark. 


Similarity in the sound of the names under which goods are 
sold is becoming a more important consideration in the decision 
of cases of this kind as the effective advertisement of goods be- 
comes increasingly dependent upon radio facilities. 
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Moreover, other facts of record confirm us in this view. Ap- 
plicant alleges use of its mark since April 19, 1933. On June 9, 
1933, applicant filed the application for registration here involved. 
On June 14, 1933, applicant interviewed Mr. Peat, an official of the 
opposer, evidently with the view of opening negotiations with th: 
opposer for the purpose of selling applicant’s business to opposer 
or for the purpose of consolidation, and on the same day applicant 
wrote to Mr. Peat a long letter with reference to the merits of the 
so-called “Voo” depilatory, and stated that ‘“‘Voo’ might be 
marketed as a companion product of ‘Dew’ in a way that would 
be mutually advantageous. A deodorant and a depilatory are 
logically companion products.” 

The record further shows that the applicant at one time main 
tained an office on the same premises as those occupied by Mr. 
George C. V. Fesler, who originated and was the first owner of the 
trade-mark “Dew,” the business of both parties hereto now being 
located in St. Louis, and that the applicant was at that time and 
at other times connected with various businesses in manufacturing 
and selling pharmaceutical preparations and obviously was familiar 
with opposer’s mark and goods, and was well informed as to the 
business of handling the class of goods to which the goods of 
applicant and of opposer belonged. 

It is difficult to escape the conclusion that in adopting the 
mark “‘Voo,” without any explanation or reason being assigned for 
so doing, applicant himself believed that the concurrent use of the 
marks might lead to such confusion as to lend value to the mark 
“Voo.” See The Procter & Gamble Co. v. J. L. Prescott Co., 
18 C.C. P. A. (Patents) 1433, 49 F. (2d) 959; Harris Drug Co. v. 
Plough Chemical Co., 19 C. C. P. A. (Patents) 876, 54 F. (2d) 
967; Lever Bros. v. Riedela Chemical Co., 17 C. C. P. A. (Patents) 
1272, 41 F. (2d) 408. 

Believing as we do that the marks bear sufficient resemblance 
to each other when used on the goods of the respective parties as 
to admit of the likelihood of confusion resulting from their con- 


current use, we conclude that the Commissioner was in error in 


affirming the decision of the Examiner of Interferences in holding 


Tes 
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that the applicant was entitled to registration, and his decision is 
reversed. 


Garrett, J., dissents. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 

Frazer, A. C.: The application of W. & H. Walker, Inc., 
for registration of a trade-mark for whiskey was opposed by Hiram 
Walker & Sons, Limited. The Examiner of Trade-Mark Inter- 
ferences not only sustained the opposition, but adjudged applicant’s 
mark unregistrable regardless thereof, as violating the statutory 
prohibition against the registration of marks consisting ““merely in 
the name of an individual * * * not written, printed, impressed, or 
woven in some particular or distinctive manner.” Applicant ap- 
peals. 

The goods of the parties are substantially identical, and op- 
poser’s priority of use is conceded; so that the opposition may be 
disposed of on the single issue of confusing similarity between the 
involved trade-marks. 

Applicant’s mark is the name “Tom Walker” displayed beneath 
two concentric circles inclosing the picture of a horse and a tree. 
The registered marks relied on by opposer are “Walker's London 
Dry Gin,” ““Walker’s Old Rye,’ “Walker’s American Rye Whiskey” 
and “Walker’s Burbon Whiskey,’ the descriptive words in each 
instance being disclaimed. 

Applicant insists, and I agree, that in determining the question 
of confusing similarity all of these marks must be considered in 
their entireties, and that neither the design feature of applicant’s 
mark nor the disclaimed portions of opposer’s marks may be dis- 
regarded. Nevertheless I am constrained to agree with the Ex- 
aminer that it is “at least doubtful whether purchasers would be 
likely to rely upon the descriptive words used in association with the 
word ‘Walker’s’ for the purpose of distinguishing opposer’s products 
from those of other distillers.” Nor do I think the pictorial design 


of applicant’s mark lends sufficient distinction to insure against like- 


lihood of confusion. Applicant’s whiskey would of necessity be 
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known and called for as ““Tom Walker” whiskey, just as opposer’s is 
known and called for as “Walker’s” rye and ‘“Walker’s” bourbon. 
That confusion would result seems to me at least probable, if not 
in fact inevitable. In J. B. Williams Co. v. Williams, 18 C. C. P. A. 
1133, 48 Fed. (2d) 398 [21 T.-M. Rep. 188], it was held by the 
Court of Customs and Patent Appeals that the name “E. W. Wil- 
liams,”’ even though distinctly displayed, was unregistrable over the 
registered mark “‘Williams,” the goods of the parties being of the 
same descriptive properties, “since we are sure confusion must 
inevitably result from appellee’s use of his mark.’’ I am unable to 
distinguish that case from the one before me. 

Applicant calls attention to the fact that other trade-marks in 
which the name “Walker” occurs have been registered to third 
parties for use on whiskey, and insists that such registrations should 
be considered “for the purpose of showing what must be relied 
upon by the public in buying ‘Walker’ whiskey.” A similar con- 
tention was made before the Court of Customs and Patent Appeals 
in the recent case of the Pepsodent Co. v. Comfort Manufacturing 
Co., 23 C. C. P. A. 1224 [26 T.-M. Rep. 481], 88 Fed. (2d) 906, 
and it was there held that evidence of this character may not be 
considered in determining the question of registrability of an appli- 
cant’s trade-mark. That ruling is of course controlling here, re- 
gardless of prior decisions of the Patent Office in which a contrary 
view has been expressed. 

The registration here opposed was also involved in the opposi 
tion proceeding of John Walker & Sons, Limited v. W. & H. 
Walker, Inc., 470 O. G. 958 [26 T.-M. Rep. 642], and on appeal 
to the Commissioner the Examiner of Interferences was affirmed 
in holding applicant’s mark unregistrable by reason of the so-called 
name clause of Section 5 of the Trade-Mark Act of 1905. For 
the reasons fully stated in my decision in that case, I am clearly 


of the opinion that the name “Tom Walker” as it appears in 


applicant’s mark is not displayed in a “particular or distinctive 
manner’ within the meaning of the statute, and that registration 
was properly refused on that ground.’ 


1 Hiram Walker & Sons, Ltd. v. W. & H. Walker, Inc., Opp’n No. 13941, 
January 16, 1937. 
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WarRNER Pvusiication, Inc. v. Poputar Pustications, INc. 
United States Circuit Court of Appeals, Second Circuit 
February 8, 1937 


TrapE-Marks—INFRINGEMENT—“RANGELAND ROMANCES” AS MAGAZINE 

Trrte—Descriptive TERM. 

The words “Rangeland Romances,” used as a title of a magazine 
featuring romantic stories of the West, held descriptive. The said 
trade-mark was, therefore, not infringed by the use by defendant- 
appellant of the words “Ranch Romances,” used as title of a similar 
magazine. 

Unrarr Competition—Use or SrmitarR MaGazine TrtLe—DIFFERENTIATING 

Freatures. 

Where defendant, after the adoption by plaintiff of the title “Ranch 
Romances” as the name of a magazine of Western stories, began the use 
on a similar magazine of the title “Rangeland Romances,” but with title 
page in color, design, and general appearance distinctly different from 
that of plaintiff, held there was no unfair competition. 

Unrair Competition—INFRINGEMENT—SUITS—J URISDICTION. 

Notwithstanding that there was no diversity of citizenship, where a 
substantial federal question is raised by the allegations, jurisdiction is 
established, and the court retains jurisdiction to dispose of a non- 
federal question inseparably connected with the federal ground of 
action. In the case at issue, the charges of trade-mark infringement 
and unfair competition were, therefore, considered together. 

Unram Competition—Use or Srmitar Initrat Lerrers in MaGazine TITLe 

“R R” as MaGazinE SyMBOL. 

The use by defendant on its magazine of the letters “R R” held not 
unfair competition against plaintiff, particularly as in a previous liti- 
gation, plaintiff had disclaimed the exclusive use of the letters “R R” 
in the magazine field. 


In equity. Appeal from the United States District Court, 
Southern District of New York. From an order granting the 


plaintiff's motion for a preliminary injunction against publication 


or sale of a magazine bearing the title of “Rangeland Romances,” 
defendant appeals. Reversed. For decision below, see 26 T.-M. 
Rep. 322. 


Swiger, King §& Chambers (Edwin J. Harragan, of counsel), all 
of New York City, for appellant. 

Schultz Brothers (Joseph Schultz and Henry Edward Schultz, 
of counsel), all of New York City, for appellee. 


Before Manton, Swan and Cuasz, Circuit Judges. 
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Swan, C. J.: The plaintiff, publisher of a magazine entitled 
“Ranch Romances,” brought suit for an injunction and account- 
ing against the defendant, publisher of a magazine entitled, “Range- 
land Romances.” Both are within the so-called “pulp” magazine 
field. The bill of complaint charges, in a first count, infringement 
of a registered trade-mark, and in a second count, unfair competi- 
tion. Both parties are New York corporations. The bill was filed 
August 1, 1935, and was answered August 20 with general denials. 
No motion to obtain an injunction pendente lite was made until 
March 11, 1936. ‘The motion then made was granted by an order, 
resettled on June 10, 1936, restraining the defendant from pub 
lishing or selling “a magazine or periodical bearing the title ‘Range- 
land Romances’ in any form, or bearing any other title which is in 
simulation or imitation of plaintiff's trade-mark and title ‘Ranch 
Romances.’ ” 

The appellant contends that the words “Ranch Romances’ do 
not constitute a valid registered trade-mark because they are de- 
scriptive of the nature and contents of the magazine upon which the 
plaintiff uses them as a title. The contention is well taken. By 
the terms of the statute “No mark which consists . . . merely in 
words or devices which are descriptive of the goods with which they 
are used, or of the character or quality of such goods . . . shall be 
registered under the terms of this Act.” 383 Stat. 726; 15 U. S. 
C. A. Sec. 85 (b). The descriptive character of the title “Ranch 
Romances” is not only indicated by the subtitle “Love Stories of 
the Real West,” but is expressly stated in affidavits by the editor, 
who says that the magazine has always been “devoted to romantic 
stories of the West,” and the stories published “have been action 
stories involving romantic interest set on ranges and ranches of the 
traditional West.” We think the words “Ranch Romances” are no 
less descriptive than were other magazine titles which have been 


held invalid trade-marks, namely, ‘“Photoplay Magazine,’ “College 
Humor,” “Popular Mechanics.” Photoplay Pub. Co. v. La Verne 
Pub. Co., 269 F. 780 (C. C. A. 3) [10 T.-M. Rep. 102]; Collegiate 
World Pub. Co. v. DuPont Pub. Co., 14 F. (2d) 158 [16 T.-M. 
Rep. 548], affirmed, 25 F. (2d) 1018 (C. C. A. 7); Fawcett Pub- 
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lications v. Popular Mechanics, 80 F. (2d) 194, 196 (C. C. A. 3) 
[25 T.-M. Rep. 579], dictum. The court below cited in support 
of its ruling, Vogue Co. v. Brentano’s, 261 F. 420 (S. D. N. Y.) 
[9 T.-M. Rep. 498], and New Metropolitan Fiction v. Dell Pub. 
Co., 19 F. (2d) 718 (C. A. D. C.) [17 T.-M. Rep. 235]. Both 
are distinguishable from the case at bar. Even if the title “Vogue” 
might be thought descriptive of those portions of the magazine de- 
voted to fashions in women’s dress, it could not be deemed descrip- 
tive of other portions which dealt with architecture, art, the stage 
and home decoration. As Judge Knox’s opinion states, the plain- 
tiff’s use of the word was “arbitrary and somewhat fanciful,’ rather 
than descriptive. The other cited case did not involve the validity 
of a registered trade-mark composed of descriptive words, but 
merely whether registration of the title “Modern Marriage” was 
precluded by the prior registration of a too similar title. In so 
far as the injunction appealed from rests upon the plaintiff's regis- 
tered title as a valid trade-mark, it cannot be sustained. 

The injunction was also rested upon findings that the title had 
acquired a secondary meaning denoting the plaintiff's magazine 
and that the defendant was engaging in unfair competition. Al- 
though there was no diversity of citizenship, we think the court had 
jurisdiction to consider the charge of unfair competition under the 
doctrine of Hurn v. Oursler, 289 U. S. 288 [23 T.-M. Rep. 267]. 
Where a substantial federal question is raised by the allegations, 
jurisdiction is established, whatever the decision on the merits may 
be, and the court retains jurisdiction to dispose of a non-federal 
question inseparably connected with the federal ground of action. 
Here the two causes of action grow out of the same facts; though 


the bill of complaint is divided into two causes of action, they are 
inseparably connected within the doctrine of the Hurn case. In- 


deed, the second count realleges every allegation of the first. We 


cannot accept the appellant’s contention that, because pleaded 
separately instead of being commingled in a single count, jurisdic- 
tion of the non-federal ground must fail on dismissal of the federal 
ground. See Moore v. N. Y. Cotton Exch., 270 U. S. 598. There 
federal jurisdiction was invoked under the federal anti-trust laws. 
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The answer set up a counterclaim non-federal in character but aris- 
ing out of the same transaction. Although the bill was dismissed 
on the merits, jurisdiction remained to dispose of the counterclaim. 
The question whether the preliminary injunction can be sustained 
on the ground of unfair competition is properly before us. 
“Ranch Romances” has been published by the plaintiff or its 
predecessors since 1924. The defendant entered the “pulp” maga- 
zine field in 1930 and is the publisher of some twenty periodicals 
besides the one under attack, the first issue of which appeared in 
April, 1934. The defendant’s affidavit states that the title “Range- 
land Romances”’ was chosen because it would describe the character 
of the stories to be published in its new magazine. We can find no 
evidence whatever to cast doubt on the defendant’s good faith, or 
to justify imputing to it the alleged design to palm off its maga 
zine as the plaintiff's. There is no evidence that confusion be 
tween the two has ever existed in the mind of any person. All that 
the plaintiff offers is the prediction of three of its officers that 
confusion “‘undoubtedly will result.’ If their opinion so expressed 
were supported by facts sufficient to establish a probability, a pre 
liminary injunction might be justified, but no such facts are shown 
here. ‘To the contrary, the magazines are widely unlike in external 
appearance. “Rangeland Romances” is printed straight across in 
yellow letters, narrowly edged with red, upon a dark background; 
“Ranch Romances’’ is printed in letters wholly red upon a white 
background, the word “Romances” curving upward to the right, 
and above in prominent black lettering is the subtitle ““Love Stories 
of the Real West.’’ To the eye there is not the slightest danger 
of deception; nor is there phonetically any similarity between the 
titles. In meaning only are the titles nearly alike; but in maga- 
zine titles and particularly in the “pulp” magazine field, descriptive 
titles so crowd one another that resemblance in meaning is in- 
evitable. The defendant has as good a right to a descriptive title 
as has the plaintiff. All that the plaintiff can demand is that 
defendant shall use its title in such a manner as to distinguish its 


magazine from the plaintiff's and thus prevent deception of the 
purchasing public. Fawcett Publications v. Popular Mechanics, 
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supra. So far as appears from the proofs offered on the motion 
for a preliminary injunction, it has done so. 

Objection is made to the use of a title having two words begin- 
ning with the letter “R.’’ The plaintiff’s affidavits disclose that 
the plaintiff has fixed upon the letters “R R” as a symbol of its 
magazine and has distributed among its readers insignia bearing 
those initials. But it also appears that in another litigation against 
the publisher of a magazine entitled “Romance Range” the plain- 
tiff disclaimed the exclusive use of the letters “R R” in the maga- 
zine field and consented to publication, if the title should be 
changed to “Romantic Range,” which was done. Still another com- 
petitor publishes a pulp magazine under the title “Romance Round- 
Up.” That the defendant’s title is also composed of two words 
beginning with the letter “R” can scarcely be thought evidence of 
deceptive imitation. Nor do we think that the defendants are 
guilty of unfair imitation in choosing to use an “R” with a “tail.” 
The plaintiff's letter is patently different in that the elongated 
member, instead of slanting down over the background as does the 


defendant’s, curls sidewise and upward so that it encroaches upon 
the neighboring letter. Here again, there is evidence neither of 


actual nor of probable confusion in the mind of purchasers. 


For the foregoing reasons we think the preliminary injunction 
was improvidently granted. It is unnecessary to consider the 
appellant’s further contention that the plaintiff's delay in applying 
for it was so great as to require a denial of the motion under the 
circumstances shown. 


Order reversed. 
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Posey BLankeR RHEA ET AL. v. H. D. Bacon Et AL. 
United States Circuit Court of Appeals, Fifth Circuit 


February 10, 1937 


Unrair CompPetTiTion—TrapE-NAMES—WHEN ProrecteD. 

It is well settled that equity will protect the use of a trade-name 
applied to a particular place. 

Unram Competrrion—Trape-Names—“InN By-TueE-Sea” as Hore Name 

—Coryinc NaME anpD DistTINGuIsHING FEATURES. 

Appellees, after establishing in 1929 on the Mississippi Gulf Coast a 
hotel under the name “Inn-By-The-Sea,” and in 1930 selling it to appel- 
lant’s predecessor to satisfy a mortgage, in 1935 acquired property on 
the Florida Coast under a corporation named “Inn-By-The-Sea,” and 
erected thereon a hotel, having the same name and attendant features 
as that operated by appellant on the Mississippi Coast. Appellees held 
guilty of unfair competition, and the decree of the lower court dismiss- 
ing the complaint was reversed. 

In equity. Action for unfair competition. From a decision of 
the United States District Court, Northern District of Florida, dis- 


missing the complaint, plaintiff appeals. Reversed and remanded. 


Samuel Pasco, Wm. H. Watson and C. J. Brown (of Watson & 
Pasco & Brown) and Carl Marshall, all of Pensacola, Fla., 
for appellants. 

John M. Coe, of Pensacola, Fla., for appellees. 


Before Sintey, Hurcneson and Howmes, Circuit Judges. 


Hovmes, C. J.: On motion of appellees, admitting the facts well 
pleaded, the bill of complaint was dismissed by the district court 
for want of equity on its face. The suit was to enjoin appellees 
from using the name, Inn-By-The-Sea, or any similar appellation, 
in the operation of their hotel near Fort Walton, Florida. The 
necessary jurisdictional allegations, both as to parties and amount, 
are present, and the contentions relate (1) to the ownership of the 
name and insignia claimed, (2) to the effect of the acts alleged to 
constitute unfair competition, and (3) to the probability of de- 
ception thereby of patrons of appellants. 

The original hotel under the name in controversy is located on 
the Mississippi Coast, near Pass Christian. It has always been 
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designated as Inn-By-The-Sea, under its present as well as all prior 
ownership and management. Erected by appellees, who, in 1929, 
encumbered it by mortgage to secure a bond issue of $225,000, the 
property was sold in 1930 to satisfy the indebtedness, and pur- 
chased by one Franciscus, who transferred it to a corporation or- 
ganized under the laws of Delaware, entitled Inn-By-The-Sea. In 
May, 1932, the last mentioned corporation conveyed the property, 
described as Inn-By-The-Sea, including the hotel, equipment, and 
furniture, with all hereditaments and appurtenances, to Mrs. Rhea, 
one of the appellants. She immediately entered into possession, 
and, with her husband, has operated it ever since under the above 
name. They have built up a splendid reputation for the hotel, 
spent many thousands of dollars in a national advertising cam- 
paign, so that at this time it is nationally known and receives 
patronage from all parts of the United States, and even from 
foreign countries. 

After August, 1930, and until the summer of 1935, the indi- 
vidual appellees operated various businesses, including hotels, under 
other names than Inn-By-The-Sea. In the summer of 1935, they 
acquired property near Fort Walton, Florida, under the name of a 
Florida corporation which they organized, controlled, and named 
Inn-By-The Sea, Incorporated. This corporation was also made 
a party defendant to the bill of complaint. Appellants protested 
against the use of their trade-name, and warned the appellees be- 
fore the hotel was completed, but the latter persisted therein and 
refused to discontinue its use. 

Both hotels are on the Scenic Highway along the coast of the 
Gulf of Mexico, and the appellees have erected at the entrance of 
their hotel grounds a large brick pillar with the name, Inn-By-The- 
Sea, on it. They have also duplicated certain effigies, consisting 
of blue elephants, and placed them at the entrance of their hotel 
grounds, in exact imitation of similar effigies that have always been 
in front of the hotel of appellants. By using the hyphenated name 
and these effigies, they are designedly misleading the public into 
believing that both hotels are the same or that they are under the 
same management, and are attempting to get for themselves the 
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benefit of the advertising which appellants have done and are doing, 
and to draw to the new hotel the good reputation which the older 
one deservedly enjoys. In furtherance of their design to obtain the 
benefit of said good reputation, the appellees, under said name and 
insignias, have intentionally solicited patronage of persons who 
have been accustomed to use the hotel of appellants. 

While the hotels are approximately two hundred miles apart, 
they are connected by paved highways and, with modern means of 
transportation, come into direct competition with each other to 
the same extent as, in the days of horse-drawn vehicles, they would 
have done if located only a few miles apart. ‘They cater to the 
same patronage, which is drawn from a nation-wide territory, and 
they are causing confusion in the public mind as to the ownership 
and management of the two hotels. Their acts and conduct are in- 
tended to bring about the result complained of, and will be con- 
tinued so long as profitable to appellees, unless restrained by a 
court of equity. 

While the appellees were the first to use the name, Inn-By-The- 
Sea, it was used in connection with the hotel which appellants there- 
after acquired. From 1930 to 1935, the appellees abandoned the 
use of it entirely, during which time it was used by appellants in 
connection with the original hotel. However, it is not necessary 
for the latter to base their claim upon abandonment, because the 
right to use the name passed to them with the property. Nims on 
Trade-Marks and Unfair Competition, Sec. 21; Hopkins on T'rade- 
Marks (4th Ed.), page 228; Chittenden v. Witbeck, 15 N. W. 526; 
Freeland v. Burdick, 204 S. W. 1123 [8 T.-M. Rep. 340]; Stogop 
Realty Co. v. Marie Antoinette Hotel Co., 217 N. Y. Sup. 106. 

That equity will protect the use of a trade-name applied to a 


particular place is well settled. Stogop Realty Co. v. Marie An- 
toinette, 217 N. Y. Sup. 106; Woodward v. Lazar, 21 Cal. 449; 
Wilcoren, v. McCray, 38 N. J. Eq. 466; O’Grandy v. McDonald, 
66 Atl. 175; Howard v. Henriques, 5 Super. (3 Sandf.) 725; Marsh 
v. Billings, 61 Mass. 322; Gottdiener v. Joe’s Restaurant, 111 Fla. 
741, 149 So. 646 [23 T.-M. Rep. 481]; Ridley v. Smotherman, 116 
Fla. 701, 156 So. 605; Carolina Pines v. Catalina Pines, 16 Pac. 


TT) sare: 
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(2d) 781; Hall v. Hallstrom, 289 Pac. 668 [20 T.-M. Rep. 526] ; 
McGhan v. McGhan, 115 Fla. 414, 155 So. 653; Blue Goose Auto 
Service v. Blue Goose Service, 160 Atl. 316. 

The real controversy in this case arises out of the distance be- 
tween the two hotels, but, since the parties solicit the same cus- 
tomers and cater to the same trade, they come into direct competi- 
tion with each other, and the distance is not a defense in equity to 
appellants’ suit, as it is not a barrier in fact to appellants’ injury 
by appellees. Western Oil Refining Co. v. Jones, 27 (2d) 205 
[18 T.-M. Rep. 482]; Buckspan v. Hudson’s Bay Co., 22 F. (2d) 
721 [18 T.-M. Rep. 4]; The Governor and Company of Adventures 
of England Trading into Hudson’s Bay v. Hudson Bay Fur Com- 
pany, 33 F. (2d) 801 [19 T.-M. Rep. 453]; Ball v. Best, 185 Fed. 
434; Terminal Barber Shops v. Zoberg, 28 F. (2d) 807 [18 T.-M. 
Rep. 551]; Hollander & Son v. Hollander, Inc., 175 Atl. 628 [25 
T.-M. Rep. 570]; Concepts of the Law of Unfair Competition, by 
Fathchild, Missouri Law Review, November, 1936. 


The decree of the district court is reversed, and the cause re- 


manded for further proceedings not inconsistent with this opinion. 
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Trape-Marks—“‘Srun-Lo” anp “SunGto” on Kyirrep Fasrics—Conr.ict- 

ING Marks. 

The word “Sunglo” held to be confusingly similar to the word 
“Spun-lo,” both words being used as trade-marks on knitted fabrics. 

Unrain Competition—Evinence—ActuaL Conrusion Nor ReEQuIRED. 

In cases of alleged unfair competition, it is not necessary to show 
instances of actual confusion to establish plaintiff's right to relief, as 
potentiality of confusion is sufficient. 

Unram Competition—Use or Srminar Trape-Marks—INvauipiry or Mark 

TurovucH Prion Use py ANOTHER. 

In the case at issue, where plaintiff, owner of the trade-mark 
“Spun-lo” which it had registered in the United States Patent Office, 
sued to enjoin defendant from the use of the word “Sunglo” as a trade- 
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mark on similar goods, held that, inasmuch as the registration of the 
latter word in the Patent Office antedated that of the word “Spun-lo,” 
the latter registration was invalid, and there was no unfair competition 
or trade-mark infringement. 

In equity. On final hearing in a cause for infringement of 


trade-mark and unfair competition. Complaint dismissed. 


Sullivan & Cromwell, of New York City, and Hogsett & Ginn 
(Inzer B. Wyatt, Louis B. Peirce, David W. Peck, and 
Frank B. Lincoln, Jr., of counsel), of Cleveland, for plaintiff. 

Herbert Kaufman (Asher Blum, and Hugo Mock, of counsel), 
all of New York City, for defendant. 


Woorsey, J.: I dismiss the complaint herein on the merits, 
but without costs. 

1. This is a cause in equity between two Delaware corporations 
involving the alleged infringement by the defendant of the plain- 
tiff’s trade-mark “Spun-lo,”’ registered under the United States 
trade-mark law——-whence flows the subject matter jurisdiction of 
this Court, Title 15 United States Code—and a claim, based on the 
same facts, of unfair competition by the defendant with the plain- 
tiff. The plaintiff asks for an injunction, but not for any ac- 
counting. 

II. Although there is not diversity of citizenship in this cause, 
in view of the fact that there is a substantial federal question in- 
volved in the trade-mark claim herein, under the teachings of Hurn 
v. Cursler, 289 U. S. 238, 246 [238 T.-M. Rep. 267], and L. E. 
Waterman v. Gordon, 72 F. (2d) 272, 274 (C. C. A. 2), affirming 8 
F. Supp. 351, 352, 353 [24 T.-M. Rep. 347], I have jurisdictional 
competence to deal with the claim of unfair competition on its merits 
and give what I may regard as appropriate relief in respect thereof. 

III. The goods involved in this cause are undergarments for 
women. I find that they are not far apart in price range, and, 
therefore, appeal to substantially the same class of purchasers. 

It is common ground that these undergarments are similar in 
texture and appearance, whether made by the plaintiff's customers 
of the plaintiff’s fabric, or by the defendant of its own fabric, and 
that they reach the retail trade through the same channels. 
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It is also common ground that on each undergarment there is 
what was referred to on the trial as a “hanger label,’ of a type 
long used on flimsy knitted garments. This hanger label is a small 
loop made of tape, by which, if desired, the garment may be hung 
upon a hook without running the risk of damaging its fabric, either 
by piercing it or by stretching it unduly at the point of contact 
with the hook. Therefore, the goods involved in this cause are, 
by their nature and due to the prices at which they are sold, neces- 
sarily in active competition with each other. The relation of the 
parties to their competing goods are, however, somewhat different. 

IV. Since September, 1931, plaintiff has been manufacturing 
circular knit rayon fabric, spending much money in many kinds of 
advertising thereof, and selling it, under the trade-mark “Spun-lo,” 
to customers who are makers of undergarments for women. 

The hanger labels attached by the plaintiff’s customers to their 
garments usually have woven into them the customer’s own mark 
as garment manufacturer, together with the plaintiff's “Spun-lo” 
mark as showing the origin of the fabric used. The plaintiff pays 
one-half of the cost of this label. 

The defendant now makes and for many years has made under- 
garments for women out of circular knit rayon fabric which it knits 
out of rayon yarn purchased from a manufacturer thereof. Its 
“Sunglo” mark is woven into the hanger labels of its garments. 

The plaintiff began to use the name “Spun-lo” as a trade-mark 
on circular knit rayon fabric in September, 1931, and registered 
that name, under the Trade-Mark Act of the United States, as a 
trade-mark for rayon fabric, on June 6, 1933. 

The defendant began using the name “‘Sunglo” as a trade-mark 
on ladies’ undergarments made of circular knit rayon fabric in 
February, 1934, about two years and five months after the plaintiff 
had adopted the name “Spun-lo” as its trade-mark, and with 
knowledge that the plaintiff had been using it on the same kind of 
rayon fabric in the manner above described. On June 17, 1934, 
the defendant registered “Sunglo” in the Patent Office as a trade- 


mark for ladies’ rayon underwear. 
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V. It was not until August 29, 1935, almost four years after 
the plaintiff had adopted the name “Spun-lo” for its knit rayon 
fabric, that one of its employees observed in a trade paper called 
“Women’s Wear Daily” an advertisement by the defendant of 
underwear for women made of knit rayon fabric called “Sunglo.” 

On September 9, 1935, a written demand was made by the plain- 
tiff on the defendant to cease and desist from its use of the name 
“Sunglo” on the ground that it was an infringement of the plain- 
tiff's trade-mark “Spun-lo.” Responding, the defendant refused 
the plaintiff's demand and advised the plaintiff that the name 
“Sunglo” had been registered as a trade-mark with the United 
States Patent Office on July 17, 1934, as 'Trade-Mark No. 315,113, 
and that it would continue to use the name “Sunglo” on its 
merchandise. On October 5, 1985, plaintiff filed a petition with 
the Patent Office to cancel the registration of ““Sunglo” by the de- 
fendant. That petition is now pending undetermined. On Decem- 
ber 17, 1935, plaintiff filed its bill of complaint in this action. 

It is clear, therefore, that the plaintiff acted promptly in its 
attempt to protect its rights. 

VI. For the reasons hereinafter stated, I find that the defendant 
has not been guilty of any act of unfair competition with the plain- 
tiff, unless the use of the word “Sunglo” can be so stigmatized. 

The controversy of this cause, therefore, in both its aspects—in- 
fringement of trade-mark and unfair competition—is between the 
plaintiff's mark “Spun-lo” and the defendant’s mark “Sunglo.” 

VII. If “Sunglo” is not in sound and appearance sufficiently 
similar to “Spun-lo” to be an expectable cause of potential con- 
fusion between them in the trade wherein they are used, the com- 
plaint must, of course, be dismissed; and, if I felt I could so find, 
that would be an easy method of disposing of this cause. But when 
I compare the word “Sunglo” with the word “Spun-lo,” it seems 
to me to be clear that there are similarities between them which un- 
doubtedly do make confusion in such trade expectable. 

The two words have the same number of letters and the same 
number of syllables, and of the six letters in each word five are 
identic; in the case of each word the accent is on the first syllable; 
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and, perhaps the most important of all their similarities is that the 
vowel sounds in each word are exactly the same and come in exactly 
the same sequence. It may, I think, be fairly said that the two 
words are not unlike to the eye or the ear.’ 

It is not necessary to show instances of actual confusion in the 
trade to establish the plaintiff’s right to relief in a cause of this 
kind, for potentiality of confusion is sufficient in causes of unfair 
competition. Notaseme Hosiery Co. v. Straus, 201 Fed. 99, 100 
(C. C. A. 2) [4 T.-M. Rep. 425], affirmed in this respect 240 U. S. 
179, 180, 183 [6 T.-M. Rep. 103]; Helmet Co. v. Wm. Wrigley, Jr., 
Co., 245 Fed. 824, 829, 8830 (C. C. A. 6) [8 T.-M. Rep. 1]—as well 
as in causes of trade-mark infringement; Gehl v. Hebe Co., 276 
Fed. 271, 272, 273 (C. C. A. 7) [12 T.-M. Rep. 154]; Lambert 
Pharmacal Co. v. Bolton Chemical Corp., 219 Fed. 325, 326 [5 
T.-M. Rep. 38]; 7. A. Vulcan v. Myers, 189 N. Y. 364, 367-368. 

But it is always comforting for the Judge, when questions in- 
volving the nuances of words used as trade-marks arise, to have 
his impressions confirmed, and I find such comfort in this record. 


For, whilst the instances of actual confusion shown are not very 


numerous, there is enough evidence to justify empirically the views 
which I have expressed above as to the expectable confusion be- 


1 Instances of words which had been held to be confusingly similar 
when used on goods of the same descriptive quality are: “Uncle Sam” and 
“Sammy,” Salant & Salant v. Feldman & Weinman, 24 F. (2d) 276; 
“Cutex” and “Cuticlean,” Northam Warren Corporation v. Universal Cos- 
metic Company, 18 F. (2d) 774; “Hebe” and “Mege,” Gehl v. Hebe Com- 
pany, 276 Fed. 271; “Knox” and “Zinox,” Knox Hat Company, Ine. v. 
Self-Service Stores, Inc., 138 Mise. 124; “Celanese” and “Silkanese,” 
Celanese Corporation v. Vanity Fair Mills, 47 F. (2d) 373; “Vulcan” and 
“Vulture,” T. A. Vulcan v. Myers, 139 N. Y. 364; “Listerine” and “Listo- 
gen,” Lambert Pharmacal Co. v. Bolton Chemical Corporation, 219 Fed. 
325; “Sapolio” and “Sapho,” Enoch Morgan’s Sons Co. v. Whittier-Coburn 
Co., 118 Fed. 657; “Beats-All” and “Knoxall,”’ American Lead Pencil Co. 
v. L. Gottlieb & Sons, 181 Fed. 178; “Certosa” and “Ceresota,” North- 
western Consolidated Milling Co. v. William Callan & Sons, 177 Fed. 786; 
“Chipso” and “Chase-O,” Procter & Gamble Co. v. J. L. Prescott Co., 77 
F. (2d) 98; “Kotex” and “Rotex,” Rotex Surgical Appliance Co. v. Kotex 
Co., 44 F. (2d) 879; “Simoniz” and “Permanize,” Simoniz Co. v. Permaniz- 
ing Stations, 49 F. (2d) 846; “Cottolene” and “Cottoleo,” Fairbanks Co. v. 
Central Lard Co., 64 Fed. 1383; “Uneeda” and “Iwanta,”’ National Biscuit 
Co. v. Baker, 95 Fed. 135; “Ripplette” and “Ripleene,’ Haas Bros. Fabric 
Corp. v. Bliss, Fabyan & Co., 16 F. (2d) 540 [17 T.-M. Rep. 17]. 
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tween the words “Spun-lo” and “Sunglo” when used on goods of 
the same descriptive quality. 

The George B. Peck Company, a department store in Kansas 
City, advertised women’s undergarments of “‘Spanlo’ Rayon.” 
Upon the plaintiff making inquiry by letter as to the use of the 
word “Spanlo” and whether it was intended to be “Spun-lo,” the 
Peck Company apologized for the spelling saying it was a typo- 
graphical error which had been corrected by them in the proof of 
the advertisement, but had not been corrected in the newspaper 
office. Later, on the same day, the Peck Company wrote again to 
the plaintiff stating that the articles which they were advertising 
were made of “Sunglo” rayon, adding “‘we are indeed sorry for the 
confusion and error; be assured it was unintentional and will not 
occur again.” This was an instance of complete confusion by the 
advertising manager of a large department store which led to his 
advertising defendant's garments under the plaintiff's trade-mark. 

The plaintiff's advertising department, in order to feel out the 
situation, sent a questionnaire around to various retail stores. The 
advertising manager of Loeb & Hene Company, a department 
store in Lafayette, Ind., when asked what manufacturer sold them 
“Spun-lo” rayon fabric, answered, “The Dutchess Manufacturing 
Company,” and returned this answer on a business reply post card 
to the plaintiff’s advertising manager. | 

Paul Selver, president of the defendant corporation, testified 
that a garment made out of “Spun-lo” rayon “was returned by 
mistake to his office,” allegedly on account of bad workmanship in 
its manufacture. The attempt of defendant’s counsel to correct 
this on redirect examination failed and the record as to the mistake 
is quite clear. 

Miss Ferrar, employed by A. B. Sircom Co., Inc., New York 
City, manufacturers of women’s undergarments, testified that she 
had known of instances where buyers had questioned whether 
“Sunglo” and “Spun-lo” were the same thing. Indeed, the defend- 
ant’s witness, Miss Bryce, employed in the underwear department 
of Hahne’s Department Store in Newark, N. J., said of women 
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purchasers at that store that “they never usually 
name, but they get there somehow or other.” 


get the right 


z 


Defendant’s mark is, it seems to me, so nearly similar to the 


plaintiff's mark, in sound, if not in appearance, that it would very 
probably lead a retail buyer to confuse the marks—not, to be sure, 
when they are seen side by side by such a buyer, but when one mark 


only is seen and the other mark is recalled through the perspective 


of the buyer’s memory, which is usually foggy about such details, 
whether the original impression on his mind was auditory or visual. 

The defendant has not suggested any reason why it should have 
adopted a mark so close in sound and appearance to the plaintiff's. 
The defendant knew of the plaintiff’s use of the word “Spun-lo” 
before it began to use “Sunglo”; but, disregarding the legion of 
actual words from which it might have made its choice of a mark, 
and the possibility of devising endless other fanciful words as its 
mark, the defendant chose a word which came far too near to 
the plaintiff's mark. 

The implication is, I think, almost inescapable that the defend- 
ant attempted to imitate “Spun-lo’ with the hope of not running 
the risk of being held guilty of infringing it, and I so find. 

As Judge Learned Hand said in a trade-mark case, Lambert 
Pharmacal Co. v. Bolton Chemical Co., 219 Fed. 325 [5 T.-M. Rep. 
38]: 

In choosing an arbitrary trade-name, there was no reason whatever why 
they should have selected one which bore so much resemblance to the 
plaintiff's; and in such cases any possible doubt of the likelihood of damage 
should be resolved in favor of the plaintiff. Of course, the burden of proof 
always rests upon the moving party, but having shown the adoption of a 
similar trade-name, arbitrary in character, I cannot see why speculation 


as to the chance it will cause confusion should be at the expense of the 
man first in the field. 


And at page 320: 


A discussion of the many cases in which similarities have, or have not, 
been thought infringements, serves no end; application of the accepted 
principle no doubt varies, but no two cases are alike. One must trust one’s 
own sense of the likelihood of confusion and the absence of any justification 
for the defendant’s choice of name.” 


It is not permissible to use the same mark for the same product 


or the same mark for a similar product or a similar mark for the 
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same product. It is under the third category that the defendant 
finds itself. It has used for the same product a mark that is con- 
fusingly similar to the plaintiff's mark. 

Unfair competition on the part of the defendant is the wrong 
against which equity seeks to guard the plaintiff in causes of this 
kind, whether or not a trade-mark be involved. Hanover Milling 
Co. v. Metcalf, 240 U. S. 408, 413 [6 T.-M. Rep. 149]. 

The circumstances of this cause seem to me to raise in limine a 
presumption of unfair competition. The question with which | 
now have to deal is whether the nature of that unfair competition 
is such as to give the plaintiff a right to secure an injunction. 

VIII. It seems to me perfectly clear that the only basis for a 
claim of unfair competition which the plaintiff could properly make 
herein is that the defendant used to mark “Sunglo,” which is con- 
fusingly similar to the mark “Spun-lo” used by the plaintiff. In- 
deed, I understand that is the only act of unfair competition which 
the plaintiff seriously urges. I find that there has not been any 
other act of unfair competition by the defendant. 

The use of the hanger labels by the defendant cannot be con- 
sidered ipso facto as an instance of unfair competition, although 
as one of the plaintiff’s exhibits shows, they may be sewn flat there- 
on—for such hanger labels serve a useful purpose on garments 
made of such flimsy material as those in question here and are 
common to the trade. Cf. Schlitz Brewing Company v. Houston 
Ice Company, 250 U. S. 28, 39; Coates v. Merrick Thread Com- 
pany, 149 U. S. 562, 573 [9 T.-M. Rep. 2791; Nims on Unfair 
Competition, Section 121, and cases there cited. 

There is not any attempt on the defendant’s part to imitate the 
color of the plaintiff's labels. 

On the hanger labels of the garments made of the plaintiff's 
fabric, there is woven into the tape the plaintiff's mark “Spun-lo,” 
usually with the addition of the mark of the manufacturer of the 
garment. The hanger labels on the garments made of the plain- 
tiff’s fabric, which are exhibited here, have the names woven there- 


in—in different colors, one is light blue, one is dark blue and one is 
brown. 





Oe ears 
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There is woven in gold into the tape out of which the defendant's 
hanger labels are made, the defendant’s mark “Sunglo,’” with rays 
spreading in all directions from the top of that word, and under- 
neath it the words “By Dutchess.” 

I find that the defendant’s advertisements have always explained 
that its fabric was made by DuPont yarn and that there has not 
been any attempt by the defendant to mislead the trade or to try to 
palm off its undergarments made of “Sunglo” as having been made 
out of the plaintiff’s fabric “Spun-lo.”’ 

It is clear, therefore, that the plaintiff's right to an injunction 
herein must depend on its right to the word “Spun-lo” as a trade- 
mark, 

IX. The Patent Office history of the words “Sunglo” and 
“Spun-lo” is as follows: On July 25, 1922, in pursuance of an 
application filed February 16, 1921, the Brainerd & Armstrong 
Company secured registration, as Trade-Mark No. 157,011, of the 
trade-mark “‘Sunglo” which had been used since February 3, 1921, 
for artificial silk threads in Patent Office Class 43, covering “Thread 
and Yard.” On December 30, 1924, in pursuance of an application 
filed August 11, 1924, the Smith, McCord & Townsend Drygoods 
Company secured registration, as Trade-Mark No. 193,444, of the 
trade-mark “‘Sunglo Satin,’ which had been used since December, 
1923, for mercerized sateen for linings and underwear in Patent 
Office Class 42, covering “Knitted, Netted and Textile Fabrics.” 


On May 12, 1931, in pursuance of an application filed January 


19, 1931, the plaintiff, Industrial Rayon Corporation, secured regis- 
tration, as Trade-Mark No. 283,005, of the trade-mark “Spun-lo,”’ 
which had been used by the plaintiff since December 31, 1930, for 
rayon yarn for use by manufacturers to produce rayon fabric or 
rayon articles of wearing apparel in Patent Office Class 43, cover- 
ing “Thread and Yarn.” 


On June 6, 1933, in pursuance of an application filed May 6, 
1932, the plaintiff, Industrial Rayon Corporation, secured registra- 
tion, as Trade-Mark No. 303,713, of the trade-mark “Spun-lo,”’ 
which had been used by the plaintiff since September 15, 1931, and 


which is claimed herein to have been infringed by the defendant, 
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for rayon fabric in the piece in Patent Office Class 42, covering 
“Knitted, Netted and Textile Fabrics.” 

On July 17, 1934, in pursuance of an application filed March 
23, 1934, the defendant, Dutchess Underwear Corporation, se- 
cured registration, as Trade-Mark No. 315,118, of the trade-mark 
“Sunglo,’ which it had used since February 9, 1934, for ladies’ 
rayon underwear, in Patent Office Class 39, covering “Clothing.” 

Thus in Patent Office Class 43, covering “Thread and Yarn,” 
“Spun-lo” was preceded by “Sunglo,”’ and in Patent Office Class 
12, covering “Knitted, Netted and Textile Fabrics,’ “Spun-lo” 
was preceded by “Sunglow Satin.” But Patent Office categories 
are not binding on me, Cf. L. E. Waterman Company v. Gordon, 
supra, and I find that all the trade-marks just enumerated were 
granted for goods of like descriptive qualities, and are, therefore, 
in potential conflict in view of the similarity in sound and appear- 
ance which I have found to exist between them. 

I have no hesitation whatever in holding that, certainly for a 
fabric and probably for a thread, the word “Spun-lo” is a fanciful 
word which could properly be used as a trade-mark unless it, or a 
similar word had been previously appropriated by some one else 
for goods of the same descriptive quality. 

But the plaintiff's difficulty is that it cannot have it both ways. 
If, as I hold to be the fact, the defendant’s trade-mark “Sunglo 
would infringe the plaintiff's “Spun-lo” if that were valid, by the 
same token the mark “Spun-lo’’—though a proper kind of a word 
for a trade-mark—should not have been registered by the Patent 
Office owing to the earlier registration in Class 43 of the trade-mark 
“Sunglo” to Brainerd & Armstrong for artificial silk threads, and 
in Class 42 of the trade-mark “Sunglo Satin,” to Smith, McCord & 
Townsend Drygoods Company for mercerized sateen for linings 
and underwear. Williams Evangeline Confection Co. v. U. R. S. 
Candy Stores, Inc., 294 Fed. 999 (C. A. D. C.) [14 T.-M. Rep. 
124]. 

Owing, therefore, to the prior appropriation and earlier use of 
conflicting marks for goods of the same descriptive quality, the 
plaintiff cannot maintain his mark “Spun-lo” as a valid trade-mark. 
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Ubeda v. Zialeita, 226 U. S. 452, 455; Columbia Mill Company v. 
Alcorn, 150 U. S. 460; O’Rourke v. Central City Soap Company, 
26 Fed. 576. 

X. Thus this cause comes directly within the principle laid 
down in the case of Standard Paint Company v. Trinidad Asphalt 
Manufacturing Company, 220 U. S. 446 [1 T.-M. Rep. 10], where- 
in—after holding that the plaintiff’s trade-mark “Ruberoid” was 
invalid in that case because it was a descriptive word and hence not 
a good trade-mark—the Supreme Court, in dealing with the unfair 
competition aspect of the case, said at page 461: 

The only imitation by the Asphalt Company of the roofing of the Paint 
Company is that which exists in the use of the word “rubbero,” and this 
only by its asserted resemblance to the word “ruberoid.” To preclude its 
use because of such resemblance would be to give the word “ruberoid” the 
full effect of a trade-mark, while denying its validity as such. It is true 
that the manufacturer of particular goods is entitled to protection of the 
reputation they have acquired against unfair dealing, whether there be a 
technical trade-mark or not, but the essence of such a wrong consists in the 
sale of the goods of one manufacturer or vendor for those of another. .. . 
Such a wrong is not established against the Asphalt Company. It does not 
use the word “rubbero” in such a way as to amount to a fraud on the 
public. 

Thus the Supreme Court in that case found that the Asphalt 
Company had not been guilty of any act which could possibly be 
construed as unfair competition other than the use of the confusing 
name which the inherent infirmity of the plaintiff's case precluded 
it from preventing. 

A sequel to this decision of the Supreme Court somewhat graphi- 
cally points the moral, for later the Standard Paint Company in 
another cause was granted equitable relief when the unfair com- 
petition of which it complained was not wholly an infringement of 
its invalid trade-mark. 

After the Supreme Court had handed down its decision in the 
case from which I have just quoted, a corporation called the Rub- 
beroid Roofing Company was formed under the laws of the State of 
Illinois, apparently for the purpose of profiting by the result of 
that decision, for it began dealing in exactly the same kind of roof- 


ing material as the Standard Paint Company manufactured and in 


selling it under the trade-name “ruberoid,’ and in so doing it also 
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used methods of unfair competition tending to cause the public 
to think its produce was the same as that of the Standard Paint 
Company. 

The Standard Paint Company brought suit against the Rubber- 
oid Roofing Company in the United States District Court for the 
Northern District of Illinois asking an injunction on the basis of 
the defendant’s unfair competition. The District Court dismissed 
the complaint. The opinion of the District Court does not seem to 
be reported, but an appeal was taken from its decision to the 
Circuit Court of Appeals for the Seventh Circuit. In a very inter- 
esting opinion by Judge Mack, it was held that the Rubberoid 
Roofing Company, instead of using “ruberoid’” is a descriptive 
name only in accordance with the decision of the Supreme Court, 
was not only using it as a trade-mark but also was guilty of acts 
of unfair competition with the Standard Paint Company. Conse- 
quently, the decision of the District Court was reversed and an in- 
junction granted to the Standard Paint Company, restraining the 
Rubberoid Roofing Company from using the word “ruberoid” ex- 
cept as a descriptive word and, hence, providing that it should not 
be used in its corporate name. Standard Paint Company v. Rub- 
beroid Roofing Company, 224 Fed. 695, 698 [5 T.-M. Rep. 207]. 

Here I have found that the defendant has not been guilty of 
any act of unfair competition with the plaintiff outside of or beyond 
its use as its trade-mark of the word “‘Sunglo.” The plaintiff's 
sole basis, therefore, for claiming an injunction against the de- 
fendant on the ground of unfair competition is frustrated owing to 
the invalidity of the plaintiff's trade-mark. This is, therefore, an 
instance—not common in equity—of damnum absque injuria. 

XI. Summarizing the situation herein and using an analogy 
from patent law: In the Standard Paint Company case the plain- 
tiff’s trade-mark was held invalid by the Supreme Court for lack of 


invention—because it was merely a descriptive word. 

In the instant cause, I hold the plaintiff's trade-mark invalid 
owing to anticipation—prior adoption and use by others of a con- 
fusingly similar word for goods of the same descriptive qualities. 
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In neither cause was there any unfair competition except the 
use of a word which would have infringed the trade-mark claimed 
by the plaintiff if that had been valid. 

Therefore, to give the plaintiff an injunction in this cause on 
the ground of unfair competition would be, in effect, validating its 
trade-mark which I have held invalid. 


Thus to blow hot and cold because the trade morals of a situa- 
tion offend him is a temptation to which a judge must not yield. 


For in these causes involving the alleged invasion of trade rights 
injunctions are granted only because the plaintiff has made out a 
case which will justify such a drastic remedy, not because the de- 
fendant’s actions would justify a rebuke. 

Consequently, the complaint herein must be dismissed, but, 
under the circumstances, I shall not allow costs to the defendant. 

XII. This opinion may stand as the findings of fact and con- 
clusions of law required under Equity Rule 7014, Title 28, United 
States Code, Section 723, and I will sign an order so providing. 
Hazeltine Corporation v. Radio Corporation, 2 F. (2d) 504, 512; 
Lewys v. O'Neill, 49 F. (2d) 603, 618; Briggs v. United States, 
15 F. (2d) 479, 480 (C. C. A. 2); Stelos Company v. Hosiery 
Motormend Corp., 60 F. (2d) 1009, 10138; 72 F. (2d) 405 (C. C. 
A. 2); 295 U.S. 237; cf. also El sol, 45 F. (2d) 852, 856, 857; 72 
F, (2d) 212 (C. C. A. 2). 

An order to this effect must be embodied in the final decree 
dismissing the complaint, without costs, which may be settled unless 
agreed on three days’ notice. 








f 
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Quaker State Oir Rerininc Company v. Herman M. STEINBERG 
and Davip I. SreinserG, individually and as co-partners, 
doing business under a fictitious name, as PENNSYLVANIA 
PetroLeum Propucts Company 


Pennsylvania Supreme Court, Eastern District 


January 18, 1937 


Trapvre-M arks—INFRINGEMENT—“QUAKER CiTy” anno “QuaKER STATE” ON 

Moror O1ris—GeEoGRAPHICAL ‘TERMS. 

The word “Quaker,” being the commonly accepted nickname of the 
State of Pennsylvania, when used with “State” or “City” held to in- 
dicate to the average consumer the State of Pennsylvania, or the City 
of Philadelphia, respectively. It is, therefore, geographical and not ex- 
clusively appropriatable as a trade-mark. 

Trape-Marks— INrrINGEMENT—“QUAKER”—SeEcoNDARY MEANING— Must 

ANTEDATE ADOPTION BY OPPONENT. 

If a geographical term has taken on a secondary meaning, it will be 
protected. However, where complainant’s trade-mark “Quaker” ac- 
quired a secondary meaning as applied to motor oils, subsequent to the 
adoption of the trade-mark “Quaker City” by defendants, such acquisi- 
tion held not to divest the latter of their rights. 

In equity. On appeal from a decree of Court of Common Pleas, 


No. 1, Philadelphia County, December Term, 1933. Affirmed. 


Scuarrer, J.: This is an appeal from the decree of the court 
below dismissing the complainant’s bill in equity by which it sought 
to enjoin defendants from using the term “Quaker City” or any 
trade-name in which the word “Quaker” is used, in connection with 
the sale of their motor oil. 

In 1914 the complainant commenced marketing a motor oil 
under the name “Quaker State.’’ It is prepared from crude oil 
produced in certain sections of New York, Pennsylvania, Ohio and 
West Virginia, known in the trade and to the public as Pennsylvania 
Grade Crude Oil. From 1914 “Quaker State’ oil has been sold 
by automobile service stations and garages throughout the country. 
It has been extensively advertised in magazines and newspapers, 
also by means of outdoor signs along the highways. This oil was 
for some years specifically recommended by the manufacturers of 
Franklin motor cars for use by their owners. The business has 


experienced a steady growth, and at the time this case was tried, 
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in 1935, upwards of 70,000 dealers handled the oil and the annual 
aggregate of sales amounted to 10,000,000 gallons, in 1930 or 1931 
to a still larger gallonage. 

The defendants started to market “Quaker City” motor oils in 
1919 in a small way, selling directly to consumers, for the most 
part to operators of fleets of motor trucks. In 1920 they began 
the sale of their product through service stations and garages and 
continued to do so until the time of trial. Defendants’ oil is like- 
wise made from Pennsylvania Crude, and although sold at a slightly 
lower price, according to the evidence is in no sense inferior to that 
of complainant. The advertisments of and the containers for the 
two oils are not the same. The containers for “Quaker State” are 
primarily green in color, those for “Quaker City” are a bright 
orange. 

The chancellor entered a decree enjoining defendants from sell- 
ing their product under the trade-name “Quaker City” and from 
using the word “Quaker” alone or with other words as the name 
of their motor oil. The court in banc overruled the chancellor, the 
chancellor dissenting, and held that “Quaker State” is a descriptive 


term; that no exclusive right to use a descriptive term can be 


secured in the absence of a showing that it has a secondary mean- 
ing, and it not being shown that the term as applied to complainant’s 
oil had such a meaning in 1919, when defendants entered the field, 
the relief prayed for should not be granted. 


We think Judge Parry, speaking for the majority of the court 


below, properly summed up the legal principles governing the case 
by saying: 


We think the word “Quaker” [State] is a descriptive term not capable 
of exclusive appropriation by anyone and that it may be used by the world 
at large in an honestly descriptive and non-deceptive way. The use of 
truthfully descriptive terms may not in any case be absolutely prohibited ; 
the first trader being entitled as against another only to such protection as 
will prevent such other from using the term to pass off his goods as those 
of the original appropriator. 63 C. J. 425. 


Aside from any judicial determination, it is obvious that the 
words “Quaker State” are geographical. A state, like a person, 


may have more than one nickname. Because of its founder and its 
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early settlers no other state could be so properly dubbed “‘Quaker’”’ 
as Pennsylvania, and when so spoken of everyone of average intelli- 
gence understands that Pennsylvania is meant. Had complainant 
adopted as the designation of its product the words “Pennsylvania 
State’ no one would contend that it had not appropriated a geo- 
graphical term. None the less has it done so, because it has taken 
one of the state’s nicknames. 

There are two cases in which the courts were called upon to 
determine the nature of the name “Quaker City.’’ In both the 
name was held to be geographical. Loughran v. Quaker City 
Chocolate § Confectionery Co., 296 Fed. 822 [14 T.-M. Rep. 79], 
and Quaker City Flour Mills Co. v. Quaker Oats Co., 43 App. 
(D. C.) 260. So it has been determined that “Keystone” when 
used as an adjective for state is a geographical term and not ex- 
clusively appropriated. Cohen v. Nagle, 190 Mass. 4, 76 N. E. 
276; Buzby v. Davis, 150 Fed. 275. See as to other not exclusively 
appropriatable nicknames of states; Nims, Unfair Competition and 
Trade-Marks (3d ed.), p. 319. 

Mr. Justice Drew, when on the Common Pleas, had occasion to 
consider the attempt to exclusively appropriate the word “Colum- 
bia’ as a trade-mark or trade-name in Columbia Film Service, Inc. 
v. Columbia Pictures Corp., 76 Pittsburgh Legal Journal 529, and 
decided that the plaintiff had not acquired, nor could it acquire, 
the exclusive right to the use of the word “Columbia” as a trade- 
name, for the reason that “Columbia” means the United States 
and is a geographical designation incapable of exclusive use. 

It is clear under the best considered authorities that a purely 
descriptive term such as a geographical one cannot be exclusively 
appropriated by anyone. This principle is established for the ob- 
vious reason that to permit the exclusive appropriation of such a 
term would prevent others from properly describing their product 
and hence a monopoly would result. Derenberg, Trade-Mark Pro- 
tection and Unfair Trading, p. 238. “It is conceded, as a general 


rule, that the name of a town or city cannot be so appropriated as 


the exclusive property of anyone.” Glendon Iron Co. v. Uhler, 75 
Pa. 467, 470. ‘And whilst the office of a trade-mark is to indicate 
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the personal origin or ownership of an article, yet a merely geo- 
graphical name cannot be so used.” Laughman’s Appeal, 128 Pa. 
1, 19, 18 A. 415; Hoyt v. Hoyt, 143 Pa. 623, 22 A. 755. Three 
early cases in the United States Supreme Court are frequently cited. 
Canal Co. v. Clark, 80 U. S. 311, involving the use of the word 
“Lackawanna” in connection with coal; Brown Chemical Co. v. 
Meyer, 139 U.S. 540, involving the use of the term “Iron Bitters,” 
and Columbia Mill Co. v. Alcorn, 150 U. S. 460, involving the use 
of “Columbia” in connection with flour. There are many other 
cases laying down this principle.’ 

If, however, the geographical term has taken on a secondary 
meaning it will be protected. This exception is best stated in the 
case of Merriam Co. v. Saalfield, 198 Fed. 369, 373 |7 T.-M. Rep. 
110]. 


Primarily, it would seem that one might appropriate to himself for his 
goods any word or phrase that he chose; but this is not so, because the 
broader public right prevails, and one may not appropriate to his own ex- 
clusive use a word which already belongs to the public and so may be used 
by anyone of the public. Hence comes the rule, first formulated in trade- 
mark cases, that there can be no exclusive appropriation of geographical 
words or words of quality. This is because such words are, or may be, 
aptly descriptive, and one may properly use for his own product any de- 
scriptive words, because such words are of public or common right. It 
soon developed that this latter rule, literally applied in all cases, would 
encourage commercial fraud, and that such universal application could not 
be tolerated by courts of equity; hence came the “secondary meaning” 
theory. There is nothing abstruse or complicated about this theory, how- 
ever difficult its application may sometimes be. It contemplates that a 
word or phrase originally, and in that sense primarily, incapable of ex- 


1A few of the most recent case are: American Watch Import Co. v. 
Western Clock Co., 16 F. (2) 347 [“American”|]; Cleveland Opera Co. v. 
Cleveland Civic Opera Asso., 154 N. E. 352, 22 Ohio App. 400 [“Cleve- 
land”|; Winter Garden Dist. Chamber of Commerce v. Winter Garden 
Fair, 299 S. W. 512 (Tex. Civ. App.) [“Winter Garden”]; Standard Oil 
Shares v. Standard Oil Group, 17 Del. Ch. Div. 113, 150 A. 174 [“Standard 
Oil Shares”]; Yellow Cab Co. v. Creasman, 185 N. C. 551, 117 S. E. 787 
[“Yellow Cab”]; American Automobile Asso. v. American Automobile 
Owner’s Asso., 216 Cal. 13 P. (2) 707 [“American”]; Finchley, Inc. v. 
Finchly Co., 40 F. (2) 736 [“Finchley”]; Van Camp Sea Food Co. v. Cohn- 
Hopkins, 56 F. (2) 797 [“Chicken of the Sea”]; Silver Springs Paradise 
Co. v. Ray, 50 F. (2) 356, certiorari denied, 55 Sup. Ct. 29 [“Silver 
Springs”]; National Grocery Co. v. National Stores Corp., 127 A. 925, 
97 N. J. Eq. 360 [“National”]; Fred Butterfield & Co. v. Abraham & 
Straus, 208 N. Y. S. 740, 212 App. Div. 384, Affd. 241 N. Y. 560 [“Nor- 
mandy”]; MelIlhenny Co. v. Trappey, 277 F. 615 [“Tabasco”}. 
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clusive appropriation with reference to an article on the market, because 
geographically or otherwise descriptive, might nevertheless have been used 
so long and so exclusively by one producer with reference to his article, 
that in that trade and to that branch of the purchasing public, the word 
or phrase had come to mean that the article was his product; in other 
words, had come to be, to them, his trade-mark. So it was said that the 
word had come to have a secondary meaning, although this phrase, 
“secondary meaning,” seems not happily chosen, because, in the limited 
field, this new meaning is primary rather than secondary; that is to say, 
it is, in that field, the natural meaning. Here, then, is presented a conflict 
of right. The alleged trespassing defendant has the right to use the word, 
because in its primary sense or original sense the word is descriptive; but, 
owing to the fact that the word has come to mean, to a part of the public 
something else, it follows that when the defendant approaches that same 
part of the public with the bare word, and with nothing else, applied to his 
goods, he deceives that part of the public, and hence he is required to ac- 
company his use of the bare word with sufficient distinguishing marks 
normally to prevent the otherwise normally resulting fraud. 


Secondary meaning is association, nothing more. It exists only 
in the minds of those of the public who have seen or known or have 
heard of a brand of goods by some name or sign and have asso- 
ciated the two in their minds. Nims, supra, p. 105. 


When the word is incapable of becoming a valid trade-mark, because 
descriptive or geographical, yet has by use come to stand for a particular 
maker or vendor, its use by another in this secondary sense will be 
restrained as unfair and fraudulent competition, and its use in its primary 
or common sense confined in such a way as will prevent a probable deceit 
by enabling one maker or vendor to sell his article as the product of 
another. Computing Scale Co. v. Standard Computing Scale Co., 118 Fed. 
965, 967. See also American Waltham Watch Co. v. United States Watch 
Co., 173 Mass. 85, 53 N. E. 141; American Brewing Co. v. St. Louis Brew- 
ing Co., 47 Mo. App. 14; Cady v. Schultz, 19 R. I. 193, 32 A. 915; Newman 
v. Alvord, 49 Barb. 588; Finchley, Inc. v. Finchy Co., 40 F. (2) 1736; 
Bayuk Cigars, Inc. v. Schwartz, 1 F. Supp. 283; Delaware, L. & W. R. Co. 
v. Lackawanna Motor Freight Lines, Inc., 117 N. J. Eq. 385, 175 A. 905; 
Elgin National Watch Co. v. Illinois Watch Case Co., 179 U. S. 665; 
Derenberg, supra, p. 338; Hopkins on Trade-Marks, secs. 65, 66, 67. 


The evidence produced by plaintiff as to the words “Quaker 
State” acquiring a secondary meaning, relates to the years follow- 
ing 1919, when the defendant started in business. The evidence 
shows that at least some part of the purchasing public in using the 
words “Quaker State” and “Quaker” in connection with oil had 
reference to the complainant’s product. But even if we assume 


that the word “Quaker State” acquired a secondary meaning after 


1919, it would not aid the complainant. Both on reason and 
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authority the complainant’s trade-name must have acquired a sec- 
ondary meaning before the defendants began the manufacture and 
sale of their product. Upjohn Co. v. Wm. S. Merrill Chemical 
Co., 269 Fed. 209 [11 T.-M. Rep. 87]. The acquisition of a 
secondary meaning following this time could not justly divest the 
defendants of their rights. 

The only evidence from which it could be inferred that the name 
of complainant’s product had acquired a secondary meaning prior 
to 1919 is that its product has been marketed and had been nation- 
ally advertised for five years under this name. There is no other 
evidence from which it could be inferred that the public associated 
“Quaker State” or “Quaker” with the complainant’s product at that 


time. ““The mere adoption and use of words in advertisements, 


circulars and price lists and on signs and stationery give no ex- 
clusive right to their use.” DeLong Hook & Eye Co. v. Hump 
Hairpin Mfg. Co., 297 Ill. 359, 364, 1830 N. E. 765 [11 T.-M. Rep. 
239]. See also Continental Corp. v. National Union Radio Corp., 


67 F. (2) 938, 942. “It is an accepted principle of the common 
law that mere advertising is insufficient to establish trade-mark 
use.” Derenberg, supra, p. 505. 

But even if it be assumed that the words “Quaker State” ac- 
quired a secondary meaning in 1919, it will not help the complain- 
ant’s case. The defendant can only be enjoined from the use of 
the name “Quaker City” if it is deceptively similar thereto. Cellu- 
loid Mfg. Co. v. Cellonite Mfg. Co., 82 Fed. 94. There is nothing 
in the names “Quaker State” and “Quaker City” that should con- 
fuse the purchasing public. Even the most careless observer would 
recognize the distinction between the two. ‘Quaker State” denotes 
to all, “Pennsylvania,” and “Quaker City” denotes “Philadelphia.” 
A similar situation arose over the right to use the words “Quaker 
City” and “Quaker Maid” as applied to candy. In that case it 
was said: 

The defendant introduced no evidence that these trade-marks are con- 
fusing because of similarity. In other words, it did not attempt to prove 
that the trade has ever been confused by the marks or that purchasers 


have ever mistaken one for the other, or have mistaken the wares they 
mark, a situation which at first induces one’s mind to conclude that the 
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ground for opposition is not tenable. Therefore, we must determine from 
the trade-marks themselves whether they resemble each other so closely 
that confusion or mistake in the mind of the public will likely occur. . . . 
Without reciting the processes by which we have arrived at our conclusion, 
it will be enough to say that after a careful study of these trade-marks we 
have not found such similarity, and, therefore are constrained to affirm 
the finding of the learned District Judge. Loughran v. Quaker City Choco- 
late § Confectionery Co., supra. 


It is true that the evidence before us shows there is confusion 
on the part of some of the consumers. This confusion, however, 
is the result of the fact that some of the purchasers call the plain- 
tiff’s oil by the name “Quaker” rather than “Quaker State.’” The 
record is barren as to any confusion between the names “Quaker 
State” and “Quaker City.”” Such being the case, the complainant 
contends that it now has the right to use “Quaker” exclusively as 
well as “Quaker State,’ and asks the court to restrain all who use a 
trade-name similar to “Quaker,” as well as those who use a name 
similar to “Quaker State.’”’ This argument is inapplicable to the 
facts in the case for one reason and possibly for two. First, there 
is no evidence that the complainant’s oil was called “Quaker” in 
1919, when the defendant started in business. Hence it cannot be 
said that the defendant violated any rights of the complainant at 
that time. The fact that the public afterwards began to call the 
complainant’s product “Quaker” should not be permitted to divest 
the defendants of any rights already acquired. Second, this same 
argument was raised in Loughran v. Quaker City Chocolate & Con- 
fectionery Co., supra, and the court dismissed it, saying (p. 826): 

But the unusual thing about the opposition of the defendant is that its 
complaint does not extend so much to a claimed deceptive similarity be- 
tween the contesting trade-marks as it does to its claimed right, previously 
stated, to take out of its trade-marks the catch word “Quaker” and use 
it in its business generally—and exclusively. The defendant maintains 
that it has used the word “Quaker” disenjoined from the word “City” and 
has applied it to advertising, wrapping, boxing and selling its candies so 
long that its candies have become known to the public by this single word 
and, therefore, the registration of the plaintiffs’ trade-mark of “Quaker 
Maid,” though accompanied with a representation of a Quaker woman, 
would carry to the trade the idea that the plaintiffs’ candies are made 
by the defendant. This conclusion is only true if the defendant were en- 
titled to the exclusive use of the word “Quaker.” We cannot see what 


right it has to appropriate and make claim to the exclusive use of one of 
several trade-mark words. “Quaker City,” the name by which the City of 
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Philadelphia is popularly known, is a name freely used by a multitude of 
tradesmen, as an inspection of the telephone directory of that city will 
abundantly show. The registration of a trade-mark does not give the 
registrant a monopoly of every word in the trade-mark, however, disposed 
and used. 

This same thought is tersely stated by Judge Jessell in Cowen 
v. Hutton, 46 L. T. R. (N. S.) 897: “He has a right to the name 
by which he sells his paper, but not the name by which people 
chose to call it.” See also Evening Journal Asso. v. Jersey Pub. 
Co., 96 N. J. Eq. 54, 124 A. 767, where the court held that con- 
fusion resulting from the use of the short term “Jersey” is not 
ground for relief. 

In Caron Corporation v. Conde, 126 Misc. (N. Y.) 676, 677, 213 
N. Y. S. 735, affirmed 220 App. Div. 835, 222 N. Y. S. 782, it was 
said: 

The plaintiff does not use the word “narcissus,” but the words “narcisse 
noir,” namely “black narcissus.” In mathematics it may be true that a 
whole is equal to the sum of all its parts, and, conversely, that each part 
is equal to its proportion of the whole. No such principle, however, can be 
applied to the use of a combination of words or phrases in the field of the 
law of unfair competition. A phrase or combination of words may be en- 
titled to absolute protection, while the use of its component parts 
separately may be open to every one. Assuming that plaintiff is entitled 
to the sole use of the phrase “black narcissus” or any colorable imitation 
thereof, it by no means follows that he has any right to prevent the use of 
the word “narcissus” alone. 

In any event there is no evidence that the public called the com- 
plainant’s product “Quaker” in 1919 and hence for this reason the 
argument should not be given effect. This conclusion is supported 
by Bayuk Cigars, Inc. v. Schwartz, 1 F. Supp. 283, involving the 
right to use the nickname “Phillies” as applied to cigars. 

The testimony discloses that another company located in Indiana 
adopted the name “Quaker” for its oils two years before the plain- 
tiff’s earliest use of the designation, so that it could not be said that 
plaintiff had exclusively used the name. See Columbia Mill Co. v. 
Alcorn, 150 U. S. 460. 

If it had been shown that the defendants were endeavoring to 
palm off their product as plaintiff's, a different situation would exist 
and relief would be granted. Nothing of that kind was attempted 


to be established. All that appeared was that occasionally some 
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purchaser did not differentiate between “Quaker State” and 
“Quaker City” when inquiring for or purchasing oil. These two 
concerns can, if good faith is maintained, continue to sell their re- 
spective oils as they have in the past. If defendants should en- 
deavor to foist their oil on those who desire that of plaintiff by mis- 
representing what it really is, relief can be granted against such 
unfair trade methods. 
The decree is affirmed at appellant’s cost. 


Mr. Justice Maxey dissents. 


Dissenting Opinion 


Maxey, J.: The majority opinion says: “The defendant can 
only be enjoined from the use of the name ‘Quaker City’ if it is 
deceptively similar [i.e., if it is similar to ‘Quaker State’|.” | 
think the words “Quaker City” are deceptively similar to “Quaker 
State.” I cannot agree with the statement that “there is nothing 
in the names ‘Quaker State’ and ‘Quaker City’ that should confuse 
the purchasing public.” The impressive word in both of these 
phrases is “Quaker.” The human mind so functions that its atten- 
tion is concentrated on one word of any title or descriptive phrase. 
The average observer would either not note the difference between 
the phrases “Quaker State” and “Quaker City” or he would think 
that both oils were marketed by the same company and probably 
taken out of the subterranean caverns of Pennsylvania, which are 
generally known to yield oil of superior quality. Under the decree 
handed down by the majority, I see no reason why any person or 
company cannot now market without restraint an oil called 
“Quaker Town Oil” or “Quaker Borough Oil” or “Quaker Nation 
Oil.” 

Even when two proper nouns are linked together in a name, as, 
for example, “Waldorf-Astoria,” one of the nouns soon becomes 
dominant and the public refers to the designated thing by its 
dominant name. People generally now refer to the “Waldorf- 
Astoria” as the “Waldorf.” This one word dominance is more 


pronounced when a proper noun is linked with a common noun as a 
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designation. If some one produced and marketed cotton desig- 
nated as “Mississippi Valley Cotton,” it would soon become known 
as “Mississippi Cotton,’ and if, after it secured a valuable reputa- 


tion, another would market cotton and call it “Mississippi River 


Cotton,” the latter name would be well calculated to deceive pur- 
chasers.” 

In Scranton Stove Works v. Clark et al., 255 Pa. 23, 99 A. 170, 
this court, in an opinion by the late Chief Justice Frazer, said: 


To constitute an infringement of a trade-mark a literal copy is not 
necessary. The test is whether the label or mark is calculated to deceive 
the public and lead them to suppose they are purchasing an article manu- 
factured by a person other than the one offering it for sale: Pratt’s App., 
117 Pa. 401 [11 A. 878]. The same principles apply to unfair trade com- 
petition. “The general rule is that anything done by a rival in the same 
business by imitation or otherwise, designed or calculated to mislead the 
public in the belief that in buying the product, offered by him for sale, 
they were buying the product of another’s manufacture, would be in fraud 
on that other’s rights and would afford just ground for equitable inter- 
ference.” Juan F. Portuondo Cigar Mfg. Co. v. Vincente Portuondo Cigar 
Mfg. Co., 222 Pa. 116, 132 [70 A. 968] [4 T.-M. Rep. 135]. A fraudulent 
intent in such cases need not always be shown. 


In American Clay Mfg. Co., a corporation of Penna., v. Ameri- 
can Clay Mfg. Co., a corporation of N. J., 198 Pa. 189, 47 A. 936, 
this court, in an opinion by Mr. Justice Mitchell, said: 


There are two classes of cases involving judicial interference with the 
use of names, first, where the intent is to get an unfair and fraudulent 
share of another’s business, and second, where the effect of defendant’s 
action, irrespective of this intent, is to produce confusion in the public 
mind and consequent loss to the complainant. In both cases the courts of 
equity administer relief without regard to the existence of a technical 
trade-mark. 


2 It was said in 8 Michigan Law Review (1910), page 613, in an article 
on “The Unwary Purchaser”: 

“The person to be considered, the courts say is not .. . the expert or the 
careful person, but the normal, every day purchaser, or, as some judges 
have designated him, . . . the inattentive purchaser, . . . or the unwary pur- 
chaser. .. . He is likely in making his purchase to act on the moment and 
is not bound to study or reflect. .. . He is not supposed to know that 
imitations exist. . .. Some courts have gone so far as to hold that he has a 
right to be careless and that the use of a mark or label will be enjoined 
where deception is a probable or even a possible consequence.” 

See also Coca-Cola Co. v. Chero-Cola Co., 273 Fed. 755 (11 T.-M. Rep. 
252), where the Court of Appeals of the District of Columbia, said: “The 
prospective purchaser . . . acts quickly. He is governed by a general 
glance. The law does not require more of him.” 
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Justice Mitchell cites the case of North Cheshire & Manchester 
Brewing Co. v. Manchester Brewing Co., Law Reps. App. Cases 
(1889), 88. In that case the House of Lords affirmed the decision 
of the Court of Appeal, enjoining the defendant from taking even 
as a second or subordinate part of its corporate title, the name of 
an older corporation. Justice Mitchell said: 


It was held that as a matter of fact the name of the appellant company 
was calculated to deceive, and that the appellant must, therefore, be re- 
strained by injunction in the usual way. Halsbury, Lord Chancellor, said, 
“The real question is in a single sentence. Is this name so nearly re- 


sembling the name of another firm as to be likely to deceive?” (Italics 
supplied.) 


Justice Mitchell also cites the case of Holmes, Booth §& Hay- 
dens v. Holmes, Booth & Atwood Mfg. Co., 37 Conn. 278. He 


Savs: 


A company had been formed including in its corporate title the names 
of Holmes and Booth, two of its stockholders and directors. Some years 
later, Holmes, Bocth and other stockholders formed a new corporation 
which assumed the name of Holmes, Booth & Atwood Mfg. Co. On a bill 
by the first corporation the Supreme Court of Errors of Connecticut en- 
joined the use of Holmes and Booth’s names in the title. 


In the case of A. Hollander & Son, Inc. v. Jos. Hollander, Inc., 
et al., 175 A. 628 (1934), the Court of Chancery of New Jersey, 
enjoined the defendant corporation and Joseph Hollander from us- 
ing the name “Hollander” either as one or as a component part of 
any trade-name in the business of dressing and dyeing furs. In 
that case the court said: 


It is not necessary that the complainant, in order to succeed, should 
prove actual fraud by the defendant, or that any single person was de- 
ceived. It is sufficient if, in the opinion of the judge, the symbol or device 
or get-up used by the defendant is one which so closely resembles the 
symbol, device or get-up used by the complainant as to be likely to deceive 
the public. ... The idea that a man has a right to use his name as a part 
of the name of a corporation in which he is interested, without regard to 
the effect of such use in the way of accomplishing deception and fraud, 
precisely as a natural person can use his own name, has, I think, in this 
state, been exploded. . . . The corporate defendant will be restrained from 
using in its fur dressing and dyeing business its corporate name or any 
other name of which “Hollander” is a component part, and this without 
any qualification. To permit the corporate defendant to use the name 
“Hollander” in its business, even if limited to the trade, would expose the 
complainant to the risk of the very injury it complains of, viz., the de- 
ception or confusion of the buying public concerning the identity of the 
defendant’s product. 
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In McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828, complain- 
ant who marketed “McLane’s Liver Pill” procured an injunction 
against respondent who marketed his pills under the name, “Dr. 
McLean’s Universal Pills.” In that case the respondent pleaded 
laches and it was held by the Supreme Court that acquiescence of 
long standing was no bar to an injunction against respondent, but 
did not entitle complainant to an account nor to a decree for gains 
or profits. 

In Quaker City Chocolate & Confectionery Co., Inc. v. Kernan, 
278 Fed. Rep. 592 [12 T.-M. Rep. 220], which was a trade-mark 
case, the Court of Appeals of the District of Columbia held that 
the plaintiff's objection to the defendant’s use of the words “Quaker 
Maid” as a trade-mark for candy was well taken. The court said: 

The goods on which the respective marks are used are the same and 
would undoubtedly be known to the trade as “Quaker Candy.” 

The Third Circuit Court of Appeals, 84 Fed. (2d) 387 (1936), 
enjoined Bernett & Rosenfeld, who registered their drug store in 
Philadelphia as ““Macy’s Drug Store” under the Fictitious Names 
Act, from using the name “Macy.” The court said that the use of 
the word “Macy’s” “was intended to and had a tendency to mislead 
and deceive the public into the belief that the defendant’s business 
was connected with that of the plaintiff. ... There was a palpable 


attempt to make use of the plaintiff's reputation and good-will ac- 


quired through many years of advertising and appropriate it to 
the benefit of the defendants and deceive the public.” 

The Circuit Court of Appeals (10th Circuit), 56 Fed. Rep. 
(2d) 973 (19382), enjoined the Standard Oil Co. of New Mexico, 
Inc., at the suit of the Standard Oil Co. of California, from using 
any corporate name which contains the words “Standard Oil Com- 


pany” or words so similar thereto in sound or appearance as to lead 


to confusion or uncertainty. The court said: 


With a practically unlimited field of distinctive names open to it for 
choice, defendant selected the name “Standard Oil Company.” It could 
have had but one object, namely, to improperly obtain advantage of the 
good-will associated with the name “Standard Oil” and to take and com- 
mercially use as its own a commercial asset that belongs to another, to the 
detriment of that other and the public. 
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Even if “Quaker State’? be considered a geographical name 
(which it is only in a seldom used colloquial sense), plaintiffs are no 
less entitled to protection in its use after they, by advertising and 
marketing their product under that name, have given it great com- 
mercial value than they would be if they had invented the name. 
The hesitancy which some courts in an earlier day manifested in 
protecting commercially used geographical names now seems to be 
disappearing. Many names originally geographical are now as 
well-known commercially as they are geographically and their com- 
mercial use has frequently received judicial protection. In Elgin 
Nat. Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, the 
Supreme Court of the United States, in an opinion by Chief Justice 


Fuller, held: 


It is contended that the name “Elgin” had acquired a secondary signifi- 
cation in connection with its use by appellant, and should not, for that 
reason, be considered or treated as merely a geographical name. It is un- 
doubtedly true that where such a secondary signification has been ac- 
quired, its use in that sense will be protected by restraining the use of 
the word by others in such a way as to amount to a fraud on the public, 
and on those to whose employment of it the special meaning has become 
attached. In other words, the manufacturer of particular goods is entitled 
to the reputation they have acquired, and the public is entitled to the 
means of distinguishing between those, and other, goods; and protection 
is accorded against unfair dealing, whether there be a technical trade- 
mark or not. 


I cannot agree with the statement in the majority opinion that 
the words “Quaker State Oil” did not acquire a secondary meaning 
until after 1919. The majority opinion concedes that plaintiff’s 
“Quaker State Oil’ had “been marketed and nationally advertised 
for five years [prior to 1919] under this name.” That is surely 
enough to entitle plaintiff to protection against anyone using the 
same or a similar name after plaintiff had so nationally advertised 
its product. Any name, geographical or otherwise, as applied to a 
product becomes an asset of the person who advertises and markets 
that product as soon as the public begin to associate that name with 


that product. 
In American Waltham Watch Co. v. U. S. Watch Co., 173 Mass. 
85, 58 N. E. 141, Mr. Justice Holmes, speaking for the Supreme 
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Judicial Court of Massachusetts, enjoined the defendant from using 
the name “Waltham Watch” and said: 


The plaintiff was the first manufacturer of watches in Waltham, and 
had acquired a great reputation before the defendant began to do busi- 
ness. ... The name of a person may become so associated with his goods 
that one of the same name coming into the business later will not be 
allowed to use even his own name without distinguishing his wares. Brins- 
mead v. Brinsmead, 13 Times Law R. 3 
geographical name acquire a similar association with a similar effect. 
Whatever might have been the doubts some years ago, we think that 
now it is pretty well settled that the plaintiff, merely on the strength of 
having been first in the field [italics supplied], may put later comers to 
the trouble of taking such reasonable precautions as are commercially 
practicable to prevent their lawful names and advertisements from deceit- 
fully diverting the plaintiff's custom. 


In an article entitled “Trade-Marks and Trade-Names,” 30 
Columbia Law Review (1930), p. 192, it is said: 


A geographical term may be used to indicate the place of manufacture, 
e.g., that watches are manufactured at Waltham, Mass. It may come to 
signify a particular quality, e.g., Minneapolis flour, Rochester clothing. 
It may in time represent a special process, e.g., Budweiser beer. Finally, 
it may be used to designate the source of origin of a particular product, 
e.g, Elgin watches, Vienna bread. . . . The statement that geographical 
names cannot be valid trade-marks is obviously too broad. ... Why should 
not the person who added a new meaning to words previously signifying 
place, grade, or quality have the “exclusive right” to use them in this ac- 
quired sense? . . . For present purposes, it is a matter of indifference 
whether geographical names are regarded as trade-marks or trade-names 
so long as they are as adequately protected against piracy as the Waltham 
mark [in American Waltham Watch Co. v. U. 8S. Watch Co., supra]. No 
mark, no matter how fanciful or unique, would receive greater protection. 
The Waltham case does not stand alone. In both the Glenfield Starch and 
Stone Ale cases, two famous English authorities, absolute injunctions were 
granted. In view of the broad relief given in these early cases, it is sur- 
prising that the notion should ever have developed that geographical names 
cannot be trade-marks. 


In Columbia Grammar School v. Clawson, 220 N. Y. Supp. 768 


|13 T.-M. Rep. 324], the use of the name “Columbia” in connection 
with the words “Preparatory School” was enjoined at the instance 
of the plaintiff which had been using the name “Columbia Grammar 
School.”” The court said: 


Defendant’s claim that patriotic consideration should give the right to 
any one so choosing to use the word “Columbia” without restriction seems 
to have been determined adversely to that contention in the case of People 
ex rel. Columbia Chemical Co. v. O’Brien, 101 App. Div. 296, 91 N. Y. 
Supp. 649 (6 T.-M. Rep. 169). 
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In Hamilton Brown Shoe Co. v. Wolf Bros. & Co., 240 U.S. 
251 [6 T.-M. Rep. 169], the Supreme Court of the United States 
held that defendant was guilty of unfair competition in marketing 
its shoe under the trade-mark “American Lady” after the plaintiff 
had marketed its shoe under the trade-mark “American Girl.” The 
court said: 

We are convinced that it [the phrase “American Girl”] was subject to 
appropriation for that purpose [i.e., to designate shoes of plaintiff's manu- 
facture}. 

In Fairbank Co. v. Luckel King Cake Soap Co., 102 Fed. 327, 
it was held that the use of the words “Gold Drop,” where a prior 
company had used the words “Gold Dust” as applied to washing 
powder, was unfair competition and a trespass on plaintiff's good- 
will. The court said that the plaintiff was “entitled to an injunc- 
tion, irrespective of the question of any testimony as to actual fraud 
or wilful intent.” 

There is no reason why an oil company cannot be as fully pro- 
tected in the use of a geographical name as are hotel and railroad 
companies. Many of the latter bear geographical names, notably 
Pennsylvania Railroad and the Baltimore & Ohio Railroad. 

Plaintiff by the expenditure of millions of dollars has affixed 
the name “Quaker State” in the public mind as being an oil 
marketed by it and presumably refined, at least in part, from Penn- 
sylvania crude oil. The distinctive, “catchy”’ part of that name is 
the word “Quaker.” By defendants calling their oil “Quaker City 
Oil,’ public deception is clearly invited. The defendant-partner- 
ship’s own fictitious trade-name is not “Quaker City” but “Penn- 
sylvania Petroleum Products Company.” They began to market 
their oil, which certainly is not produced from “Quaker City” oil 
wells, only after the plaintiff, which bears the name “Quaker State 
Oil Refining Company” had nationally advertised “Quaker State 
Oil” for five years and had acquired for such oil a large and con- 
stantly expanding market. 


The majority opinion says: 


The testimony discloses that another company located in Indiana 
adopted the name “Quaker” for its oils two years before the plaintiff's 
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earliest use of the designation, so that it could not be said that plaintiff 
had exclusively used the name. 

I think the answer to that is two-fold: (1) The present plain- 
tiff in a suit captioned Quaker Oil Co., Inc. [the Indiana Company | 
v. Quaker State Oil Refining Co., 74 Fed. (2) 5538, successfully 
opposed the registration of the word “Quaker” by the Indiana Com- 
pany. In that case the court said: 

It appears from the record that appellee’s [Quaker State Oil Refining 
Company] trade-marks [“Quaker State Medium,” “QSM,” and “Quaker 
State”] have been in continuous use by appellee and its predecessor since 
July 31, 1914, ... that appellee’s lubricating oils and greases are generally 
referred to by the term “Quaker”; that appellee had utilized practically 
every available means in advertising its trade-marks and its lubricating 
motor oils throughout the United States and Canada, ... that it has ex- 
pended more than $2,000,000 in such advertising; and that it has sold its 
lubricating motor oils under its trade-marks throughout the United States 
and Canada. 

Registration of the word or mark “Quaker” by the Quaker Oil 
Company of Indiana was denied on the ground that it had not 
shown any use of the word “Quaker” prior to the use of that word 
by the Quaker State Oil Refining Co. The second answer is that 
it is immaterial to the issue in the instant case whether the Indiana 
Company had used the word “Quaker” to designate its oil before 
the plaintiff had so used that word. The present controversy is 
not between the present plaintiff and the Indiana Company. If 
it were and the Indiana Company could show that it had used the 
word “Quaker” to identify the oil it advertised and marketed in a 
certain territory, before the present plaintiff had advertised and 
marketed its oil in that same territory, it could justly demand the 
protection the plaintiff now asks for in this case against the defend- 


ant. It might well happen that two different corporations or indi- 


viduals might begin to use in widely separated parts of the country 


the same trade-name to designate the same kind of a product and 
at about the same time or otherwise. In such a case the right of 
each to its own territory would doubtless be judicially recognized. 
For example, in American Radio Stores, Inc. v. American Radio & 
Television Stores Corp., 150 Atl. 180 (1930), the defendant was 


“enjoined from using as part of its corporate name the word 
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“American” in the territory where the complainant does business 
and in territory competitively contiguous thereto which is reached 
by the complainant’s trade and solicited by the complainant’s ad- 
vertisements.”” As Justice Holmes said in American Waltham 
Watch Co. v. U. S. Watch Co. (supra): 


In cases of this sort, as in so many others, what ultimately is to be 
worked out is a point or line between extended conflicting claims, each of 
which has meritorious grounds, and would be extended further were it not 
for the other. 


Whatever may be the respective rights of the plaintiff and the 
Indiana Company, they have no bearing on the issue here, that 
issue being the right of the defendant to use the name “Quaker 
City” to designate its oil in territory admittedly commercially occu- 
pied by plaintiff’s “Quaker State Oil” before the defendant or any 
other company using the name “Quaker” to designate an oil had 
entered that territory as a competitor. 

The chancellor of the court below found—and these findings 
were not even excepted to—inter alia, as follows: 


9. Plaintiff spent about $650,000 for advertising in the year 1934; and 
plaintiff and its predecessors have expended $8,000,000 to $10,000,000 in 
advertising “Quaker State” oils and in bringing its trade-name, “Quaker 
State,” to the knowledge of the public and have spent approximately $15,- 
000,000 to $18,000,000 in establishing 70,000 dealers. The latter figure in- 
cludes a portion of the advertising expense. 10. A valuable good-will in 
the business of marketing motor oil under the trade-name “Quaker State” 
has been built up; the volume of business done by plaintiff in the sale of 
“Quaker State” motor oil is large and in the year 1930 aggregated 18,- 
000,000 gallons thereof. 


I agree with the chancellor’s 11th, 12th and 13th conclusions of 
law (as well as his other conclusions) reached as follows: 


11. Under all the testimony the plaintiff is entitled as against the de- 
fendants to the sole use of the word “Quaker” when applied to and used 
as a name for motor cil. 12. Plaintiff's interest in its good-will, in the 
name of its merchandise, in its trade-name and in the reputation of its 
business is property which a court of equity will protect from destruction 
or injury. 13. The money expended by plaintiff in advertising and sales 
promotion and the public demand for its product and the reputation of its 
oil for uniformity are good-will and constitute property. The effect and 
tendency of the conduct of the defendant is to injure or destroy that 
property.® 


3In an article on “Pre-emption in Connection with Unfair Trade,” in 
the Columbia Law Review, Vol. 19, page 29, Lord Justice Gifford is quoted 
as saying: 
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I do not think the court below was justified in vacating the 
chancellor’s decree nisi. I would, therefore, reverse the decree of 
the court below and decide this case as the chancellor decided it. 


In THE Marrer OF THE APPLICATION OF THE Paris MEDICINE 
CoMPANY 


United States Court of Customs and Patent Appeals 


Serial No. 351,45 
January 25, 1937 


Trape-Marks—Recistration——Unrair Ten-yeEAR CLavse—“TastEeLess CHILL 

Tonic”’—Descriptive Mark. 

Held that a trade-mark consisting of the words “Tasteless Chill 
Tonic” for a medicinal compound for the relief of malaria and attend- 
ant ailments, not registrable under the ten-year clause of the Act of 
February 20, 1905, as it does not denote origin and is, moreover, descrip- 
tive of the goods. 


On appeal from a decision of the Commissioner of Patents re- 
fusing to register a trade-mark. Affirmed. For the Commissioner's 
Decision see 24 T.-M. Rep. 86. 


W. Keane Small, of St. Louis, Mo., for appellant. 
R. F. Whitehead, Solicitor for the Patent Office, for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents, affirming a decision of the Examiner of Trade- 


“It is a fraud on a person who has established a trade and carries it on 
under a given name, that some other person should assume the same name, 
or the same name with a slight alteration [italics supplied] in such a way 
as to induce persons to deal with him in the belief that they are dealing 
with the person who has given a reputation to the same. See Lee v. Haley 
(1870) L. R. 5 Ch. 154, 160.” 

The same article says (p. 45): 

“Nor does it matter that there are minor differences, and an imitation 
which is not exact. ‘All that, aptly said Learned Hand, J., ‘is almost a 
convention, when you appropriate another man’s mark; for there must be 
some color of good faith, some defense to put forward. Minor differences 
are supposed to help over hard places.’ Stamford Foundry Co. v. Thatcher 
Furnace Co., 200 Fed. 324 [3 T.-M. Rep. 49]. In such matters the court 
is under a very lively obligation to use its common sense. ... The good- 
will built up by the successful production of one article . . . is entitled to 
protection from anything that will hurt it, directly or by reaction.” 
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Marks, refusing to register, under the ten-year clause of the Trade- 
Mark Act of February 20, 1905, a mark consisting of the words 
“Tasteless Chill Tonic.” As set forth in the application for regis- 
tration, the said mark is applied to “a medicinal compound intended 
for the relief of malaria and the chills and fever accompanying that 
ailment, and as a tonic in cases of debility requiring stimulation of 
the appetite.” 

While the application states that the trade-mark used is ““Taste- 
less Chill Tonic,” a specimen label filed with the application for 
registration, showing the manner in which the mark is used, con- 
tains the following: 


GROVE’S 
TASTELESS CHILL TONIC 
Below the above, and in smaller print, the label contains de- 


scriptive matter, directions for use, and other matter not relevant 
to the issue before us. 


In refusing registration the Examiner of Trade-Marks said, 
among other things: 


The ground of refusal to register is that applicant’s alleged trade-mark 
is not such an expression as fulfills the function of indicating origin or 
ownership of the product to which it is attached and is therefore im- 
possible of registration as a trade-mark under either act... . 


Appeal was taken to the Commissioner of Patents, who affirmed 
the holding of the Examiner. 
stated: 


The Commissioner in his decision 


.. . The words in question are so thoroughly descriptive that, to my way 
of thinking, they could not possibly carry any trade-mark significance. 

Three factors support this view: First, referring to the specimens 
filed by the applicant, it is noted that the word “Grove’s” appears promi- 
nently displayed above the words “Tasteless Chill Tonic” and I am con- 
vinced that of these two notations it is solely the term “Grove’s” that 
indicates origin or source of manufacture. Second, in 1905 the applicant 
registered a composite mark comprising a picture of a baby’s face and 
below it the words “Grove’s Tasteless Chill Tonic.” To my mind, this 
indicates the fact that the words “Tasteless Chill Tonic” were not being 
solely relied upon for the purpose of indicating origin. Third, there is 
the fact that, in 1930, Richardson Robinson Drug Company, of Pauls 
Valley, Oklahoma, registered under the Act of 1920 the notation “Robin- 
son’s Tasteless Chill Tonic,” claiming use since 1908.1 Here again, it is to 

1Reg. No. 273,256. 
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be observed that some other device indicating origin is coupled with the 
descriptive phrase “Tasteless Chill Tonic.” Each of these three factors 
goes to confirm the view that the notation in question is purely descriptive 
and has no significance in indicating origin. 

While the language quoted might be construed as a holding 
that a mark may be so thoroughly descriptive that it never could 
acquire the status of a trade-mark, even under the ten-year clause, 
we think that the proper construction of said language is that it 
fairly appears that it is not shown that the term “Tasteless Chill 
Tonic,” standing alone, was ever used in a trade-mark sense, but 
only as descriptive of the goods to which the term was applied. 
There is no evidence that the term “Tasteless Chill Tonic,” standing 
alone, was ever used by appellant, but on the contrary the specimen 
shows that the term used was “Grove’s Tasteless Chill Tonic.” and 
we agree with the Commissioner that it was the word “Grove’s”’ 
that indicated to purchasers the origin or source of manufacture of 
the goods upon which the label was applied, and not the term 
“Tasteless Chill Tonic.’ In this view of the case the record does 
not establish that the term “Tasteless Chill Tonic” had, for ten 
years prior to February 20, 1905, been continuously used as a 
trade-mark by appellant and its predecessors. 

In the case of Spicer, etc. v. Bull Medicine Co., 18 C. C. P. A. 
(Patents) 1402, 49 F. (2d) 980 [21 T.-M. Rep. 406], the term 
“W. H. Bull’s Herbs and Iron” had been registered as a trade- 
mark under the ten-year clause of the Trade-Mark Act of February 
20, 1905. As used, the name “W. H. Bull’s’”’ was at the top of the 


label, beneath it the words “Herbs and,’ and beneath these, but 


with a picture intervening, the word “Iron.” In our opinion in 
said case we said: 


We think the Commissioner erred in holding that the words “Herbs 
and Iron” are the essential or dominant feature of appellee’s mark. In 
appellant’s application, upon which the registration was issued, it is 
stated that it adopted the mark “for a medicinal preparation made from 
herbs and iron.” We think it apparent that these words were used in the 
mark solely to describe the goods, and that the essential and dominant 
features of the mark were the name “W. H. Bull’s” and the pictorial repre- 
sentation. We may say, in passing, that the words “Trade-Mark” are 
found in the oval containing the picture and above the word “Iron.” 











166 TWENTY-SEVEN TRADE-MARK REPORTER 


We also cited the case of Kellogg Toasted Corn Flake Co. v. 
Quaker Oats Co., 285 Fed. 657[6 T.-M. Rep. 587], decided by the 
United States Circuit Court of Appeals, Sixth Circuit, and com- 


mented thereon in part as follows: 


The case of Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 
Fed. 657, decided by the United States Circuit Court of Appeals, Sixth 
Circuit, is similar in many respects to the case at bar. It involved the 
right of the Kellogg Company to the exclusive use of the words “Toasted 
Corn Flakes.” There, as here, the descriptive words alone had never been 
used as a trade-mark, and the court held that the word “Kellogg’s” could 
not be dissociated from the words “Toasted Corn Flakes,” and a meaning 
given to said words which had never been relied upon by the Kellogg 
Company. ... 

Appellant assigns error in the failure of the Commissioner to 
consider certain affidavits presented by it after it had appealed 
from the decision of the Examiner of Trade-Marks, and while its 
appeal was pending before the Commissioner. 

Appellant cites no authority in support of this assignment of 
error, but on the contrary, in arguing another alleged error, asserts 
in its brief that the Commissioner had no right to consider evi- 
dential matter not in the case on the initial hearing. We quote 
from its brief as follows: 


It is an elementary rule that appellate tribunals must exclude from con- 
sideration evidential matter not in the case on the initial hearing, and the 
rule has been strictly applied to proceedings within the Patent Office by 
this tribunal (Standard Oil Co. et al. v. Epley [May 28, 1930], 40 Fed. 
[Znd) 997)... 

Without passing upon the question of whether it would have 
been error for the Commissioner to have considered these affidavits 
before first remanding the case, including them, to the Examiner of 
trade-marks for consideration we have no hesitation in holding 
that there was no error in his failing to consider them under the 
circumstances. 

Appellant further assigns error in the citation by the Com- 
missioner of registered trade-mark not cited by the Examiner of 
Trade-Marks. In the view we take of the case, as hereinbefore 
noted, if there was error by the Commissioner in said respect, it 
was not prejudicial to appellant because it clearly is not entitled to 


the registration applied for, regardless of the registrations cited 
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by the Commissioner. We think it proper to observe, however, 
that appellant made no application for a reconsideration of the 
decision of the Commissioner, or a remand of the case to the Ex- 
aminer of trade-marks because of the new registrations cited by 
the Commissioner, and we find nothing in the statute or the rules 
of the Patent Office limiting the power of the Commissioner to a 
consideration of the grounds of rejection set forth by the Examiner 
of Trade-Marks. 

For the reasons herein stated, the decision appealed from is 
affirmed. 





THREE IN One Ort Company v. St. Louis Ruspsper CEMENT 


Company, INc. 
United States Court of Customs and Patent Appeals 


Opposition No. 13,206 
January 25, 1937 
Trape-Marxs—‘3 In 1”—ApbDuHEsSIVE CEMENT AND A LuBRICATOR, PRESERVER, 
PoLIsHER AND CLEANER—Goops oF SAME Descriptive Properties. 
A combination adhesive cement held to have the same descriptive 


properties as an oil used as a lubricator, preserver, polisher or cleaner 
for metal, wood and/or leather. 
Trape-Marxks—Recistration—Goops or Same Descriptive Properties 
CRITERION. 
In registration proceedings, the determination of whether the goods 
are of the same descriptive properties may properly involve considera- 


tion of whether confusion as to the origin of the goods is likely to 
result. 


On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 25 T.-M. Rep. 424. 


Edward S. Rogers and Thomas L. Mead, Jr., both of Washing- 
ton, D. C., for appellant. 

Edward G. Fenwick, Edwardl F. Fenwick and Charles R. Fen- 
wick, all of Washington, D. C., for the appellee. 


Buanp, J.: The St. Louis Rubber Cement Co., Inc., appellee, 
filed an application in the United States Patent Office for the regis- 
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tration of the trade-mark “3 In 1,” which it alleged it had con- 
tinuously used in its business since 1907 upon a combination ad- 
hesive cement. 

The Three In One Oil Company, appellant, filed an opposition 
to the registration of said mark, alleging the use of the same mark 
since 1894 on oil used in and about homes, offices, factories, garages 
and elsewhere, “as a lubricator, preserver, polisher or cleaner for 
metal, wood and/or leather.” It also alleged the use and registra- 
tion of other trade-marks, but since it is agreed that the marks 
are identical, it will not be necessary to set the registration out 
with more particularity. 

The opposer took testimony; the applicant took none. 

The Examiner of Interferences dismissed the notice of opposi- 
tion and adjudged that the applicant was entitled to registration, 
and the decision was affirmed by the Commissioner of Patents. 

In this court it is conceded that appellant’s prior use of mark 
has been established, and that the applicant is confined to its 
filing date, February 27, 1933, as the earliest date of use. 

The sole question presented here is, as stated by the tribunals 
below, the likelihood of confusion and, in determining that, whether 
the goods are of the same descriptive properties. 

There were introduced into evidence two different-sized bottles 
of opposer’s “3 In 1” oil, and a small, rather flat, thin, tin can, 
with oil spout, containing “3 In 1” oil, which container, we under- 
stand is one of the smallest sizes used by the opposer in the sale 
of its oil. The can is painted partly red and partly black, the 
ends of the container and the spout being unpainted. 

The exhibit of the applicant is substantially the same height and 
width (if the broad side of the “3 In 1” oil can is considered) as 
that of the exhibit of the opposer. They resemble each other con- 
siderably in shape, size, and color, and the character of printing 
of the term “3 In 1” on the cans of both parties, while in slightly 
different form, bears a close resemblance. 

Since applicant took no testimony, it is not shown for what 
purpose its “3 In 1” cement is used. However, in argument here 
by applicant, it was stressed that its cement, as is shown by the 
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language on the can, was used to “Stick Leather to Leather, Rub- 
ber to Rubber, Rubber to Leather, Cloth to Leather, Cloth to Rub- 
ber, Cloth to Cloth.” 

Opposer took much testimony, including that of witnesses in 
trade and commerce who testified with reference to the likelihood 
of confusion in their business between the two products. There 
was also testimony of some actual confusion. In one instance a 
wholesaler and retailer in hardware and paint testified that he 
had a customer order “3 In 1”’ cement from his company and that 
he immediately wrote to the Three In One Oil Company and gave 
them an order, and, on learning that the cement was not made by the 
Three In One Oil Company, cancelled the order. Also a letter was 
received by the Three In One Oil Company asking for “3 In 1” 
glue. One witness testified that he was a salesman for opposer 
and that he asked the proprietor of a store if he kept an article 
by the name of “Three In One” and he replied “Why, yes, we 
have an article by the name of ‘Three In One Cement.’ Is that 
made by you people?” 

Opposer has further shown that since 1894 it and its predecessor 
spent many millions of dollars in advertising its “3 In 1” oil; that 
it advertised it as having three principal purposes—lubrication, 
cleaning, and polishing, and that it cleans and polishes wood, 
leather, metal and glass; that it is advertised as being a handy 
household article having seventy-nine uses; that it is sold through- 
out the United States and the world at large; that it is advertised 
for use in the home, shop, farm and garage; and as being com- 
posed of a scientific blend of animal, mineral and vegetable oils. 
Some of opposer’s witnesses testified that they had never seen or 
heard of the “3 In 1” cement, but stated in substance that if it 
was a good cement, especially if it was manufactured by the Three 
In One Oil Company, they would like to handle it and could appro- 
priately handle it along with “3 In 1” oil and such articles. 

That portion of section 5 of the Trade-Mark Act of February 
20, 1905, with which we are here concerned, reads as follows: 


. . . Provided, That trade-marks which are identical with a registered 
or known trade-mark owned and in use by another and appropriated to 
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merchandise of the same descriptive properties, or which so nearly re- 
semble a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties as 
to be likely to cause confusion or mistake in the mind of the public or 
to deceive purchasers shall not be registered. .. . 

This court has often said that the purpose of the Trade-Mark 
Act is to prevent confusion. Unquestionably it was the view of 
the Congress, when the act was passed, as well as the view of the 
courts in construing the act, that confusion will not result in the 
concurrent use of identical or similar trade-marks if the goods are 
not of the same descriptive properties. This being the view of the 
Congress, it would seem to follow that it must have regarded goods 
as belonging to the same class or as having the same descriptive 
properties if they were so similar that confusion resulted or was 
likely to result from the concurrent use of similar or identical marks 
in their sale. Congress could not have meant by the term “mer- 
chandise of the same descriptive properties” only such goods as 
were identical. The first part of section 5, supra, reads: 


Sec. 5. That no mark by which the goods of the owner of the mark 
may be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark unless 
such mark. . . . [Italics ours.] 

This court has frequently said that in determining the meaning 
of the phrase “merchandise of the same descriptive properties,’ we 
must consider it along with the above-quoted phrase “‘goods of the 
same class.” 

Trade-marks are for the purpose of distinguishing goods and 
indicating their origin. If an applicant’s mark does not distinguish 
his goods from goods of the same class of another which are sold 
under the same or a similar trade-mark so as to eliminate the likeli- 
hood of the confusion which Congress had in mind, it should not 
be registered. Therefore, in registration proceedings, the de- 
termination of whether goods are of the same descriptive properties 
may properly involve the important consideration of whether con- 
fusion as to the origin of the goods is likely to result. 

In California Packing Corp. v. Tillman and Bendel, Inc., 17 
C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238] 
we said: 
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On the other hand, we think the great weight of authority is to the 
effect that “the dominant purpose of that part of the section here in- 
volved is the prevention of confusion and deception,” and that in de- 
termining the meaning of the phrase “merchandise of the same descriptive 
properties,” controlling consideration must be given to the question as to 
whether or not the goods are similar to the extent that confusion, de- 
ception, or mistake will result to the public or to purchasers, and if the 
goods are sufficiently similar, that the use of an identical trade-mark on 
the goods of both will result in the goods of one being regarded by the 
purchaser as the goods of the other, that they are to be regarded as goods 
of the same descriptive properties. [Italics new here.] 

Our decision in B. F. Goodrich Co. v. Clive E. Hockmeyer et al., 
17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99, handed down by this 
court on the same day as California Packing Corp. v. Tillman and 
Bendel, Inc., supra, is to the same effect. In the Goodrich Co. 
case, supra, this court stated that “the question of confusion is 
necessarily present, and, in the final analysis, is the controlling 
factor,” and quoted with approval from California Packing Cor- 
poration v. Price-Booker Mfg. Co., 52 App. D. C. 259, 285 Fed. 
993 [13 T.-M. Rep. 62], the following: 

The paragraph implies that, if the mark would not distinguish the 
goods of its owner from other goods of the same class, it should be denied 
registration. ... We think the dominant purpose of the part of the section 
here involved is the prevention of confusion and deception. If the use 
of the later mark would be likely to produce either, the mark should be 
rejected. Whenever it appears that confusion might result, it is because 
the goods have the same descriptive properties. We reason from the 
effect to the cause... . 

As we have frequently said, the question of the likelihood of 
confusion is most often a question of opinion. The Patent Office 
and appellate courts have been determining for years whether con- 
fusion is likely to flow from the concurrent use of marks on goods 
of the same descriptive properties without the aid, most of the time, 
of any proof whatever of actual confusion. In the instance at bar, 
however, we have proof of some confusion which actually existed. 

The applicant suggests that there is not much proof of con- 
fusion shown when the tremendous amount of business done by 
opposer during the long period of time in which the applicant has 
used its mark is considered. There is nothing in the record, other 


than what appears in appellee’s application, to show that the 


applicant has been using its mark continuously over a long period 
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of time. There is a reference in the record to a letter written in 
1924, by the opposer to the applicant requesting applicant to de- 
sist from the use of the “3 In 1” trade-mark on cement. There is 
no showing in this record that applicant did not desist. As above 
stated, it took no testimony to show that it had used the mark 
prior to the date of filing. It is significant, however, that the 
actual confusion which was proven occurred at a time not long 
prior to the date of the applicant’s application for registration. 

Not only has some actual confusion been proven, but we are of 
the opinion that, regardless of this fact, the concurrent use of the 
mark “3 In 1” on the two articles in controversy would be likely to 
lead to confusion as to the origin of the products. This record 
shows that “3 In 1” oil is an article of common, everyday house- 
hold use. See Lever Bros. Co. v. Riodela Chemical Co., 17 C. C. 
P. A. (Patents) 1272, 41 F. (2d) 408 [20 T.-M. Rep. 311]. A 
cement for repairing shoes, rubber boots, and other household 
articles containing rubber, leather, or cloth, doubtless would be 
used by the same class of people, sold in the same class of stores, 
at a low price, and, by reason of the nature of the article, pur- 
chased casually without much investigation. Obviously, a hardware 
store which sold a repair cement of this character would handle 
a household oil like the “3 In 1” (the testimony is to this effect) ; 
that a casual purchaser seeing “3 In 1” oil and a “3 In 1” repair 
liquid cement in cans of substantially the same size (and for that 
matter they might be identical in size and appearance) would con- 
clude that there was a common origin of the two articles. In 
order to prevent registration, it is not necessary that the casual 
purchaser in each instance should be confused. The test is, would 
there be likelihood of such a confusion resulting as would damage 
the owner of the mark? California Packing Corp v. Tillman & 
Bendel, supra; Sutter Packing Co. v. Piggly Wiggly Corp., 20 
C. C. P. A. (Patents) 1069, 64 F. (2d) 1006 [23 T.-M. Rep. 249], 
and cases therein cited. 

That confusion would be likely to exist where the same or 
similar trade-marks were used on certain kinds of goods which hed 
different characteristics was held in the following cases: Noll v. 
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Krembs, 22 C. C. P. A. (Patents) 722, 78 F. (2d) 491 [25 T.-M. 
Rep. 28|—medicated textile used for the treatment of the hair and 
scalp, and a preparation for coughs and colds; Kotex Co. v. Me- 
Arthur, 18 C. C. P. A. (Patents) 787, 45 F. (2d) 256 [21 T.-M. 
Rep. 47|—vaginal syringes and sanitary napkins; Vick Chemical 
Co. v. Central City Chemical Co., 22 C. C. P. A. (Patents) 996, 
75 F. (2d) 517 [25 T.-M. Rep. 179|]— insecticide and pharmaceu- 
tical preparation; Eastman Photographic Materials Co. v. Kodak 
Cycle Co., 15 Reports Patent Cases 105—bicycles and cameras; 
Wall v. Rolls-Royce of America, Inc., 4 F. (2d) 3838 [15 T.-M. 
Rep. 239|]—radio tubes and automobiles, aeroplanes and parts 
thereof; L. E. Waterman Co. v. Gordon, 72 F. (2d) 272 [24 T.-M. 
Rep. 347|—fountain pens, mechanical pencils, ete., and razor 
blades; Revere Sugar Refinery v. Salvato, 18 C. C. P. A. (Patents) 
1121, 48 F. (2d) 400 [21 T.-M. Rep. 192]—sugar on the one 
hand, and meat products, condiments, canned and fresh vegetables, 
fruits, fish and other grocery goods on the other; Cheek-Neal Coffee 
Co. et al. v. Hal Dick Mfg. Co., 17 C. C. P. A. (Patents) 1103, 40 
F. (2d) 106 [20 T.-M. Rep. 274]—coffee and tea on the one hand, 
and horseradish, olive spread, etc., on the other; and Sun-Maid 
Raisin Growers of California v. American Grocer Co., 17 C. C. 
P. A. (Patents) 1034, 40 F. (2d) 116 [20 T.-M. Rep. 300|]—flour 
on the one hand, and raising, raisin-syrup and baking powder on 
the other. 

No reason is suggested by the applicant why it selected “3 In 
1” as its trade-mark for its combination adhesive cement. Nothing 
has been pointed out by either side that makes the notation “3 In 1” 
particularly valuable to the applicant in the sale of its article 
except that applicant might profit by resulting confusion. As we 
and other courts have frequently said, the field from which trade- 
mark adopters may draw for appropriate marks to indicate the 
origin of their goods is practically unlimited. In The Procter & 
Gamble Co. v. J. L. Prescott Co., 18 C. C. P. A. (Patents) 14338, 
19 F. (2d) 959 [25 T.-M. Rep. 342], it was said, in substance, 
that where, under circumstances quite similar to those at bar, the 


same mark or a mark similar to that of another is adopted with 
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full knowledge that the other mark was in existence without any 
explanation as to why it was adopted, it was fair to infer that the 
newcomer sought to profit by the confusion that would result. See 
Harris Drug Co. v. Plough Chemical Co., 19 C. C. P. A. (Patents) 
876, 54 F. (2d) 967 [22 T.-M. Rep. 102]. 

In Lever Bros. v. Riodela Chemical Co., supra, where “Tex” 
was adopted as a trade-mark for a washing and cleaning compound 
with the knowledge of the existence of the use of “Lux” as a trade- 
mark on soap and soap powder, this court said: 


So here, why did appellee select the word “Tex” when there was a 
multitude of words that were short and easy to remember, bearing no 
similarity to the word “Lux,” any one of which might have been adopted 
by appellee without any probability of causing confusion or mistake in 
the mind of the public? If its sole purpose in adopting a trade-mark was 
to indicate origin of its own goods, we would expect it to select a mark 
having no similarity to any other used upon similar goods. 

Of course, if confusion or mistakes is not likely to result from the 
use of the two marks, the motive of the later applicant in adopting its 
mark cannot affect its right to registration; but if, in the adoption and use 
of the mark, there be a purpose of confusing the mind of the public as 
to the origin of the goods to which it is applied, we have a right, in de- 
termining the question of likelihood of confusion or mistake, to consider 
the motive in adopting the mark as indicating an opinion, upon the part 
of one vitally interested, that confusion or mistake would likely result from 
use of the mark. After all, the determination of the question of likelihood 
of confusion or mistake in the use of trade-marks must, as a general rule, 
be a matter of opinion, and not the result of testimony produced as to the 
existence or absence of such confusion. Therefore, the tribunals of the 
Patent Office, and this court as a reviewing body, may, in cases where one 
adopts and uses a mark with the motive of confusing the mind of the 
public, consider that motive as one of the factors in determining the ques- 
tion of whether use of such mark is likely to cause confusion or mistake 
in the mind of the public. 


In passing upon questions of this kind, courts have always 
resolved the doubt against the newcomer. Surely there is sufficient 
doubt shown by the record before us on the question as to whether 
or not there is a likelihood of confusion flowing from the concurrent 
use of the two marks on the goods of the respective parties, as to 
require that the newcomer’s mark should not be registered. 

For the foregoing reasons we conclude that the opposition 
should have been sustained and that the applicant should have been 


denied registration for its mark as applied for, and the decision of 
the Commissioner of Patents is reversed. 
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Garrett, J., dissenting: The goods of the respective parties 
to the controversy are not of the same class, and, as of course, are 
not of the same descriptive properties. They have no uses in com- 
mon; the results obtained by their use are wholly different—indeed 
if the functions of the goods may be compared at all they are more 
or less antagonistic. While appellee took no testimony, the petition 
for registration shows that its product is an adhesive cement, and 
the specimen, filed as required by law, showing the manner in which 
the mark is actually used, recites that the cement “Will stick leather 
to leather, rubber to rubber, rubber to leather, cloth to leather, 
cloth to rubber, cloth to cloth.”” Appellant’s product is a lubricat- 
ing oil, and, as is suggested in the brief for appellee: . . . it is hard 
to conceive of products having more different uses than lubricating 
oil and adhesive cement.” Even the containers (if the matter of 
containers were of importance which I do not think is the case) are 
entirely different in shape, so far as the exhibits before us disclose. 
Appellant’s product is in rounded flattened cans, while that of 
appellee is in circular cans. 

It is probable, of course, that many persons who use the one 
product also use the other, but that is true of numberless articles. 

I cannot imagine how the slightest confusion as to origin, or as 
to anything else about the articles, can reasonably arise from the 
use of identical marks upon the respective products. If it does, 
it is due solely to the mark and not to any inherent characteristics 
or properties of the goods. The evidence in the record as to actual 
confusion is, in my opinion, so meagre and inconsequential as not to 
require serious consideration. Evidently the proprietor of the 
store who replied to the inquiry of appellant’s salesman, as recited 
in the majority opinion, “Why, yes, we have an article by the 
name of ‘Three In One Cement.’ Is that made by you people?” 
could not have been very greatly confused. I apprehend such testi- 
mony as that, and such testimony as is cited by the majority in the 
other instance, would be given little weight or attention in an 


equity proceeding, and it should receive little here, even if, as the 


majority seem determined to do, we make the question of regis- 
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tration an equitable proceeding rather than, as I have constantly 
thought it to be, a purely statutory proceeding. 

While the majority opinion seems to give recognition to the 
statutory words “merchandise of the same descriptive properties, ’ 
it nowhere points to a single element inherent in the goods them- 
selves which is the same or even similar. Reason as we may, think 
of the case as we will, the naked fact remains that the majority 
decision in the final analysis rests upon the proposition that the 
mark may be looked to in determining the question of “same de- 
scriptive properties” and notwithstanding the apparent recognition 
given the statutory phrase quoted, the decision in effect reads that 
phrase out of the statute. The decision means, and can mean 
nothing else, as I view it, that hereafter without any reference to 
the properties of the goods, this court will look to the mark, and if, 
in our judgment, the mark might create some sort of confusion, 
then it must follow that the goods are of the same descriptive 
properties. 

I have never felt and do not now feel that such is a correct 
interpretation of the statute. Any trade-mark can be abused or 
misused. Both the common law and statutory law make provision 
for protection against abuses and misuses, and proper tribunals are 
provided in which to enforce remedies. It happens that this court 
has not so far been clothed with authority to enter the equity field. 
There are many very sound legal reasons why we should not try to 
force ourselves into it. 





[In THE MaTrer OF THE APPLICATION OF CANADA Dry GINGER ALE, 


INCORPORATED 
United States Court of Customs and Patent Appeals 
Serial No. 334,521 
February 1, 1937 
Trape-Marks—RecistraTion—“Canava Dry”’—Errect or Disciarmer. 


Where appellant’s predecessor, when applying to register a trade- 
mark consisting of the words “Canada Dry” and in representation of the 
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map of Canada, disclaimed exclusive right to the said words, appellant 
held estopped from securing registration of these words as a trade- 


mark. 

On appeal from a decision of the Commissioner of Patents deny- 
ing registration of a trade-mark. Affirmed. For the Commis- 
sioner’s decision; see 25 T.-M. Rep. 577. 


Edward S. Rogers and Thomas L. Mead, Jr., both of Washing- 
ton, D. C., for appellant. 

Howard S. Miller, Law Examiner United States Patent Office, 
for appellee. 


Garrett, J.: This is one of three associated cases in which 
appeals have been taken from decisions of the Commissioner of 
Patents affirming the decision of the Examiner denying registration 
to appellant of certain marks for use as trade-marks upon maltless 
beverages sold as soft drinks, the particular product most often re- 
ferred to being ginger ale. The two other cases are In re Canada 
Dry Ginger Ale, Incorporated. Suit No. 3698, 24 C. C. P. A. 
(Patents) —, — F. (2d) —, decided December 21, 1936, and 
In re Canada Dry Ginger Ale, Incorporated. Suit No. 3696, 24 
C. C. P. A. (Patents) (see p. 180, post), decided concurrently here- 
with. 

Certain of the reasoning in the first of the above-named cases 
is applicable here and, in the last of the cases the issue of this 
case is, in effect, determined. It is, therefore, unnecessary to enter 
upon any elaborate discussion here. The mark involved in this 
case comprises the words “Canada Dry” without their being asso- 
ciated with any map or other symbol or words. As recited in the 
case last named, supra, these words were disclaimed by appellant’s 
predecessor in registration No. 155,002. Upon the authority of 


the last named case, supra, and the cases therein cited, it is here 


held that appellant, by reason of the disclaimer, is now estopped 
from securing registration of “Canada Dry,” and the decision of 
the Commissioner of Patents, so adjudging, is affirmed. 
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IN THE MATTER OF THE APPLICATION OF THE Ric-wiL CoMPANy 
United States Court of Customs and Patent Appeals 
February 8, 1937 


Trave-Marks—RecistraTion—“Dry-paC” For INsuLATING MaTertats—De- 
SCRIPTIVE TERM. 
The word “Dry-paC” held unregistrable as a trade-mark for heating 
and insulating materials, as it is descriptive of the goods. 
On appeal from a decision of the Commissioner of Patents re- 
fusing to register a trade-mark. Affirmed. For the Commissioner's 
decision see 25 T.-M. Rep. 625. 


Harvey R. Hawgood, and Arthur H. Van Horn, both of Cleve- 
land, Ohio, for appellant. 

R. F. Whitehead (argued by Howard S. Miller, Law Examiner 
for Patent Office), both of Washington, D. C., for the 
United States Patent Office. 


GrauaM, P. J.: The appellant applied in the United States 
Patent Office for registration under the Trade-Mark Act of Febru- 
ary 20, 1905, of the trade-mark ‘““Dry-PaC” for use in connection 
with the sale of heat insulating materials. As shown by the appli- 
cation, the letters are shown in black block form. Between the 
syllables ‘““Dry” and “paC,” in the drawing, are representations of 
two filled bags, one erect and one reclining. 

The Examiner required disclaimer of the representation of the 
goods and the words “Dry-paC,” “Conduit Filler,’ “Cleveland. 
Ohio,” and “Dry-paC,” apart from the mark shown, and also an 
amendment to show that the crosshatching was for shading and not 
to indicate color. The applicant disclaimed all except the word 
“Dry-paC” and also amended as suggested. The Examiner re- 
fused registration on the ground that the name desired to be regis- 
tered was descriptive, and the Commissioner, on appeal, affirmed 
that decision. 

The material upon which the appellant uses the mark in ques- 
tion is treated asbestos in a loose or fibrous state, and is used as a 
packing for pipes to insulate against the transfer of heat. Appel- 
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lant states that it is called ““Dry-paC’’ because, being made of 


asbestos, it is “something more than waterproof, having a property 


of readily shedding water which may be described as being ‘water 
repellant.’’’ Appellant contends that the material will not keep 
water away from the pipe with which it is used, but will readily 
drain it off after the water does reach the pipe. Hence, it is argued 
that the name may be suggestive, but is not descriptive. The appli- 
cant cites a large number of marks registered by the office recently, 
which are claimed to be more descriptive than the one here involved. 
Even if this be true, it constitutes no reason why the registration of 
appellant’s mark should be allowed, if it be descriptive. Admin- 
istrative errors cannot change the law. 

The Examiner called attention to the fact that it was well 
known in the art that asbestos materials used as a packing are 
commonly applied in either a dry form, or in a cementitious form 
capable of adhering to the surface covered. He also stated that a 
prime requisite of heat packing material was dryness and interven- 
ing air spaces. 

The Commissioner agreed with these suggestions of the Ex- 
aminer, and further stated that such covering of pipes was com- 
monly referred to in the trade as “packing.” 

We are of opinion that the Commissioner did not err in holding 
that the appellant’s mark “Dry-paC” is descriptive. It seems quite 
obvious that the syllable “Dry” would be associated in the mind of 
even the casual observer with its character as a dry material. It 
is equally obvious that the syllable “paC” would be associated in 
the mind with a material which is packed about something. Appel- 
lant’s counsel insist that to “pack” means to compress some sub- 
stance tightly about another. The word “pack,” however, cannot 
be so limited in its meaning. It is a matter of which the court may 
take judicial notice that objects are “packed” in cotton, or saw- 
dust, or excelsior, or oats. To misspell the word “pack’’ adds 
nothing to its registrability. California Canneries Co. v. Lush’us 
Products Co., 18 C. C. P. A. (Patents) 1480, 49 F. (2d) 1044 [21 
T.-M. Rep. 520]. 
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This court has, on several occasions, had before it marks pre- 
senting substantially the same question of descriptiveness here in- 
volved. Some of these are: “Holed-Tite,” for egg-flats, In re 
Holed-Tite Packing, Inc., 21 C. C. P. A. (Patents) 1039, 70 F. 
(2d) 109 [24 T.-M. Rep. 168]; ‘Featherweight,’ for concrete 
slabs, In re Federal Cement Tile Co., 19 C. C. P. A. (Patents) 
1205, 58 F. (2d) 457 [22 T.-M. Rep. 298]; ‘“Peaudouce,” for skin 
cream, Walgreen Co. v. Godefroy Mfg. Co., 22 C. C. P. A. 
(Patents) 818, 74 F. (2d) 127 [25 T.-M. Rep. 23] ; “Copperweld,” 
for electric wire, cable, etc., In re Copperweld Steel Co., 20 C. C. 
P. A. (Patents) 786, 62 F. (2d) 363 [23 T.-M. Rep. 34]. 


The decision of the Commissioner of Patents is affirmed. 





InN THE MATTER OF THE APPLICATION OF CANADA Dry GINGER ALE, 
INCORPORATED 


United States Court of Customs and Patent Appeals 


Serial No. 334,520 
February 1, 1937 


Trape-MarKks—Recistration—“Canapa Dry” on Beveraces—DiscLaimer 
—Esroppe.. 
Applicant’s predecessor, when applying under the Act of February 
20, 1905, to register a trade-mark consisting in part of the words 
“Canada Dry” on maltless beverages, disclaimed exclusive right to the 
words “Canada Dry.” Held that applicant was thereby estopped from 
registering under the Act of 1920 a trade-mark consisting of the words 
“Canada Dry” and an outline map of Canada, particularly as, by a 
former decision, said map of Canada was held unregistrable. 
On appeal from a decision of the Commissioner of Patents refus- 
ing to register a trade-mark. Affirmed. For the Commissioner’s de- 
cision see 26 T.-M. Rep. 574. 


Hartrietp, J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming the decision of the Examiner of 
Trade-Marks denying appellant’s application for the registration 
of a composite trade-mark, consisting of an outline tracing of a 


fairly accurate map of the Dominion of Canada, and the words 
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“Canada Dry” appearing in large print across the map, for use on 
maltless beverages sold as soft drinks. The specimens filed with 
the application show the use of them on ginger ale. 

The Examiner of Trade-Marks rejected appellant’s application 
on the ground that it was geographical and descriptive, and on 
the further ground of estoppel. 

With reference to the latter ground of rejection, the Examiner 
cited Registration No. 155,002, issued to J. J. McLaughlin, Ltd., 
May 13, 1922, under the Trade-Mark Act of February 20, 1905, of 
a composite mark, consisting of an outline map of Canada, sub- 
stantially the same as that here involved, with the words “Canada 
Dry,” among others not of importance here, appearing thereon, for 
use on ginger ale. 

That registration contains a disclaimer made by appellant’s 
predecessor in business. It reads, “no claim being made to the 
printed words apart from the mark shown in the drawing.” 

The Examiner held, among other things, on the authority of the 
decision of this court in the case of Warner-Patterson Co. v. Charles 
Y. Malcomb, 17 C. C. P. A. (Patents) 984, 39 F. (2d) 274 [20 


T.-M. Rep. 187], that the applicant was estopped from claiming 


the words “Canada Dry” as an essential feature of its trade-mark. 

The Commissioner of Patents affirmed the decision of the Ex- 
aminer of Trade-Marks. 

In his decision, the Commissioner referred to the registration of 
the involved mark under the act of March 19, 1920, and cited the 
decision in the case of Ex parte Reo Motor Car Company, 341 
O. G. 4, 1925 C. D. 137 [15 T.-M. Rep. 325], wherein, according 
to the Commissioner, it was held that 
by accepting registration under the 1920 Act, instead of appealing, the 
applicant must be bound by its election and a delay of several years in 
seeking to cancel a registration under the Act of 1920 and renew the 
application under the 1905 Act constituted such laches as amounted to 
estoppel. 

It may be said at the outset that, in the case at bar, appellant 
did not disclaim the words “Canada Dry,” apart from the mark as 


shown, but, on the contrary, asserted that, regardless of the dis- 
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claimer by its predecessor in Registration No. 155,002, supra, it is 
entitled to register those words as a fanciful and arbitrary feature 
of its mark in connection with the aforesaid map. In support of 
its contention, counsel for appellant cite several decisions of the 
federal courts, holding that its trade-mark “Canada Dry” is a 
valid, common-law trade-mark. 

We deem it unnecessary to discuss those decisions here, be- 
cause, regardless of appellant’s right to use its trade-mark, it is, 
nevertheless, estopped from claiming the right to have it registered 
under the act of February 20, 1905, by virtue of the fact that in 
Registration No. 155,002, supra, its predecessor disclaimed the 
words “Canada Dry” apart from the mark as shown. See Warner- 
Patterson Co. v. Charles Y. Malcomb, supra, wherein this court, 
after referring to the disclaimer filed by the appellee, among other 
things, said: 

.... he [appellee] accepted the ruling of the examiner and filed a dis- 
claimer in the following words: “No claim is made to the words ‘Liquid 
Solder’ apart from the mark shown.” This was notice to the public, for 
his registration containing such disclaimer, thereafter allowed, was con- 
structive notice that he made no claim to the use of the words “Liquid 
Solder,” standing alone, as a trade-mark, and that the public was free to 
use it in any way that would not be deceptively similar to the essential 
features of his mark shown in his registration. In so far as he possessed 
any right to the words “Liquid Solder,” standing alone, he by his dis- 
claimer abandoned it as a condition of the registration of what the 
examiner was willing to allow as essential features of the mark set out 
in his application. We think this clearly created an estoppel which pre- 


cludes him from now asserting a right of registration of the mark “Liquid 
Solder,” based upon use prior to the time of appellant’s registration. 


See also In re Continental Oil Co., 22 C. C. P. A. (Patents) 
993, 75 F. (2d) 217 [25 T.-M. Rep. 175]. 

It is true that, in the case at bar, appellant is not claiming the 
words “Canada Dry,” standing alone, but is claiming them as a 
fanciful and arbitrary feature of its mark in connection with a 


map of Canada. The map in question, as hereinbefore noted, is 
substantially the same as that claimed in Registration No. 155,002, 
supra. 

We are of opinion that appellant is not entitled to the regis- 
tration of words as a fanciful and arbitrary feature of its trade- 
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mark in the application here involved, which its predecessor dis- 
claimed as being descriptive and non-registrable in order to secure 
its Registration No. 155,002, supra. Warner-Patterson Co. v. 
Charles Y. Malcomb, supra; In re Continental Oil Co., supra; In re 
Canada Dry Ginger Ale, Incorporated, Suit No. 3697, 24 C. C. 
P. A, (Patents) —, — F. (2d) —, decided concurrently herewith 
(see p. 176, ante). 

In a former case—In re Canada Dry Ginger Ale, Incorporated, 
Suit No. 3698, 24 C. C. P. A. (Patents) —, — F. (2d) — [27 
T.-M. Rep. 83], decided December 21, 1936, this court held that 
appellant was not entitled to register “a map of Canada lined in 
colors,” standing alone, which would convey the same idea as the 
word “ ‘Canada’ [the place where the goods were produced] with- 
out the map,” as a trade-mark, under the act of February 20, 1905, 
for use on maltless beverages sold as soft drinks, including ginger 
ale. 


In view of the fact that appellant is not entitled to register 


either the words “Canada Dry,’ standing alone, or the map on 
which the words appear, for reasons hereinbefore stated, it is clear, 
from the facts and circumstances of the case, that it is not entitled to 
the registration of the two combined. 


Holding these views, we deem it unnecessary to discuss other 
issues considered by the tribunals of the Patent Office and presented 
by counsel for the parties. 

For the reasons stated, the decision of the Commissioner of 
Patents is affirmed. 


MerepitH PusiisnHine Company v. O. M. Scorr & Sons Company 
United States Court of Customs and Patent Appeals 
Opposition No. 13,000 
March 1, 1987 


Trape-MarKs—Opposition—‘Betrer Homes”—MaGaziIneE AND Grass SEED— 
Goons or DirFerENT Descriptive Properties. 

Held that a home and garden magazine and grass seed are goods of 

different descriptive properties. The decision of the Commissioner of 
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Patents, dismissing an opposition by the publisher of the magazine 

Better Homes and Gardens to the registration of the words “Better 

Homes” for grass seed, was, accordingliy affirmed. 

On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commissioner's 
decision see 25 T.-M. Rep. 475. 


Paul Finkel, of Washington, D. C., and William P. Bair and 
Will Freeman, both of Des Moines, Iowa, for appellant. 
Lester L. Sarget, of Washington, D. C., for appellee. 


Granam, P. J.: The appellee, O. M. Scott & Sons Company, 
filed an application in the United States Patent Office for the regis- 
tration of the trade-mark, “Better Homes,’ used in connection with 
the sale of lawn grass seeds. The appellant, Meredith Publishing 
Company, filed notice of opposition, alleging as grounds therefor 
that it was the publisher of a monthly magazine, “Better Homes 
and Gardens,” and had been since long prior to the use of said mark 
by the applicant. The ordinary statements were made in the notice 
of oppositioin as to confusion and the like. The opposer took testi- 
mony. This testimony shows, in a general way, that the magazine 
was well known, had an extensive circulation and a good reputation, 
and was quite often referred to by the public as “Better Homes.” 
It appeared also that on one occasion, in May, 1933, a letter had 
been received in the office of the Meredith Publishing Company, 
complaining about the quality of certain ‘““Better Homes’”’ lawn seed 
thought to be produced by the appellant. This, it is argued by the 
appellant, is proof of actual confusion in the mind of the public, as 
to the origin of appellee’s product. 

The Examiner of Interferences dismissed the opposition, and 


the matter was appealed to the Commissioner of Patents. The 


Commissioner was of opinion that actual confusion had taken place, 


basing this conclusion upon the one letter which has been heretofore 
mentioned. The Commissioner was also of the opinion, as ex- 
pressed at some length in his decision, that the case of the California 
Packing Corp. v. Tillman & Bendel, Inc., 17 C. C. P. A. (Patents ) 
1048, 40 F. (2d) 108 [20 T.-M. Rep. 238], laid down the rule that 
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if confusion existed, the goods were of the same descriptive prop- 
erties. He also called attention to a line of cases in this court, 
beginning with Cheek-Neal Coffee Company et al. v. Hal Dick 
Mfg. Co., 17 C. C. P. A. (Patents) 1103, 40 F. (2d) 106 [20 T.-M. 
Rep. 274], which the Commissioner thought were not in harmony 
with the California Packing Corp. v. Tillman § Bendel, Inc., case, 
supra. The Commissioner was further of the opinion that the 
goods in the case at bar were not of the same descriptive properties, 
“because I know of no reasonable general definition that includes 
both grass seed and periodicals.’ ‘Thereupon the Commissioner 
held that the goods were not of the same descriptive properties, 
and affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences, allowing the registration. The matter now comes to us on 
appeal. 

Shortly after the jurisdiction over appeals from the United 
States Patent Office was transferred from the Court of Appeals of 
the District of Columbia (now the United States Court of Appeals 
for the District of Columbia) to this court, the provisions of the 
Trade-Mark Registration Act of February 20, 1905, were brought 
to our attention. Especially was the meaning of the first proviso 
of section 5 of that act a matter of earnest consideration. The 
proviso is as follows: 


. . . Provided, That trade-marks which are identical with a registered 
or known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties, or which so nearly re- 
semble a registered or known trade-mark owned and in use by another and 
appropriated to merchandise of the same descriptive properties as to be 


likely to cause confusion or mistake in the mind of the public or to deceive 
purchasers shall not be registered: .. . 


The courts of the country had written many decisions relative 
to this proviso and its meaning, and there was still much apparent 
conflict as to the exact construction to be given to the words of 


the proviso. This court was of the opinion, after much thought, 


that the words “of the same descriptive properties” ought not to 


be given too strict a construction and be confined to the “ordinary 
and colloquial meaning” of the words, but that a more flexible and 


liberal meaning should be given to the words, so that, in so far as 
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was possible, confusion in the mind of the public might be avoided. 

The first case in which the court gave expression to its general 
views on the matter is California Packing Corp v. Tillman & 
Bendel, Inc., supra. In that case, registration was sought for the 
mark “Del Monte” upon coffee. The registration was opposed by 
a company which was using the same mark upon canned, dried and 
preserved fruits, vegetables, sardines, pickles, and the like. It was 


contended that the goods were not of the same descriptive prop 


erties. This court went into a general discussion of the whole sub- 
ject matter, called attention to the fact that there had been con- 
fusion and differences of opinion expressed by the courts as to the 
meaning of the words, “of the same descriptive properties,’ and ex- 
pressed the majority views of the court that the primary idea of 
the act was to prevent confusion. In doing so, we refused to follow 
closely the ‘ordinary and colloquial meaning” of the term, but said, 
among other things: 


Therefore, the right to register depends upon the distinguishing 
dissimilarity between the goods or the marks. The same degree of differ- 
ence in the marks or goods or both must exist so as to distinguish the goods 
of the owner as is required to prevent the probability of “confusion or 
mistake in the mind of the public,” etc. This distinguishing difference or 
indistinguishable similarity may rest not only in the “essential character- 
istics” of the goods themselves with reference to their form, composition, 
texture, and quality, but may rest in the use to which they are put, the 
manner in which they are advertised, displayed, and sold, and probably 
other considerations. The question as to whether confusion and failure to 
distinguish will result may also depend largely upon the class of purchasers 
or persons concerned. 


Again we said, in summing up: 

; . The goods being of the same descriptive properties, so that the 
registration of the proposed trade-mark will lead to confusion, the statute 
requires that registration be denied, irrespective of other legal rights be- 
tween the parties... . 

On the same date that the California Packing Corp. v. Tillman 
& Bendel, Inc., case, supra, was decided, this court decided the 
case of B. F. Goodrich Co. v. Clive E. Hockmeyer et al., 17 C. C. 
P. A. (Patents) 1068, 40 F. (2d) 99 [30 T.-M. Rep. 305]. We 
further developed our views as to the proviso in question. In the 


last named case, the appellant had used the name “Zipper” as a 
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trade-mark for boots and overshoes made of rubber and fabric, and 
was seeking to cancel a registration to the appellee of the trade- 
mark ““Zip-On” for use on leggings, knickerbockers, rompers, and the 
like. The tribunals of the Patent Office held that the goods of the 
respective parties were not of the same descriptive properties, and 
this court was called upon to review that finding. In so doing, the 
court held that the language, “goods of the same class,” contained 
in said section 5, should be construed as having the same meaning 
and application as the words ‘‘merchandise of the same descriptive 
properties’ found in the proviso. Such a construction the court felt 
was necessary in order to give the statute the effect which it evi- 
dently was desired to accomplish, namely to prevent confusion. In 
connection with our discussion of this matter, we said this: 


. and that, keeping in mind the principles of equity as applied to 
the law of trade-marks, the words “same class” and “same descriptive 
properties” were intended to be given a limited or an extended meaning 
and application, according to whether or not the use of identical or 
similar trade-marks would be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers. And, of course, in this con- 
nection, the use, appearance, and structure of the articles, the similarity 
or the lack of similarity of the packages or containers in which, the place 
or places where, and the people to whom, they were sold should be con- 


sidered. 

Finally we held that the goods were of the same general class 
and “that they possess the same descriptive properties.” 

It is true that in both the preceding cases, there were expres- 
sions which, taken by themselves, and without regard to the con- 
text and the general purport of the opinions, might have indicated 
that the existence of confusion was the test by which we should 
determine whether the goods were of the same descriptive prop- 
erties. However, the cases should not be so read. When we con- 
sider the degree of similarity of the trade-marks and goods involved 
in those cases, the state of the facts and the general conclusions 
arrived at by the court, it will be seen that the court was endeavor- 
ing to give to the words “‘same descriptive properties” a reasonable 
application and meaning, in order to effectuate the purposes of the 
registration act, and did not have in mind the virtual elimination of 
the words from the statute. 
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Many cases have been passed upon by this court since the last 
two cases above cited, and from these cases we may readily deduce 
the meaning which this court has applied to the statutory words, 
“merchandise of the same descriptive properties.” 

On the same day that the last two cases were decided, this 
court handed down the decision in Cheek-Neal Coffee Company 
et al. v. Hal Dick Mfg. Co., supra. In that case the applicant was 
attempting to register a mark comprising a composite picture in 
cluding a representation of a hotel, the words “Maxwell House,” 
and other words arranged in a distinctive way, used as a trade 
mark upon horse-radish, olive spread, and similar relishes. The 
opposer relied upon prior use of a trade-mark practically identical 
with the preceding mark used upon coffee and tea. The question 
for this court to determine was whether the goods were of the same 
descriptive properties. We held that the goods were of the same 
descriptive properties, saying, in part: “We may take judicial 
notice of the fact that the goods of both parties are commonly 
known as groceries, sold in the same stores and to the same class 
of purchasers.” Being of the opinion that the goods possessed the 
same descriptive properties, on the authority of B. F. Goodrich Co. 
v. Clive E. Hockmeyer et al., supra, we held that the notice of 
opposition was erroneously dismissed. 

Again, in Annie M. Malone v. Morris Max Horowitz, 17 C. C. 
P. A. (Patents) 1252, 41 F. (2d) 414, the word “Molo” was used 
on goods used for mouth wash, breath purifier, ete. The mark of 
the opposer was “Poro,”’ used on body deodorants, cold creams, and 


the like. We held that the goods were of the same descriptive prop- 


erties, and said in part: 


That the goods are not identical is at once apparent, but they have 
common characteristics which, in our judgment, brings them into the same 
class. While the goods of appellant are not sold in stores as are the 
goods of appellee, this fact can make no difference in our consideration 
of the case, since appellant could at any time change her trade practice in 
this regard. We think there are such attributes of similarity in the in- 
herent characteristics of the goods and such similarity in their use and in 
the manner in which such goods are ordinarily sold and handled as to bring 
them within the term “merchandise of the same descriptive properties.” .. . 


In California Canneries Co. v. Bear Glacé Co., 18 C. C. P. A. 
(Patents) 732, 44 F. (2d) 866 [21 T.-M. Rep. 23], the trade-mark 
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in question was the word “Bear” used for glacé fruit, and “Bear 
Brand” with the representation of a bear, on canned fruits and 
canned vegetables. We held that the goods were handled to a 
limited extent by the same kind of dealers; that the basic materials 
of the products were the same, and treated the same; that the 
goods were sold in the same markets and in some instances by the 


same dealers, and were manufactured in the same section of the 
country, and concluded: 


We are of opinion that the respective fruit products are so nearly 
similar as that, under the foregoing authorities, they fall within the lan- 
guage of the statute, “of the same descriptive properties,” and that con- 
fusion in trade would likely result from applying trade-marks to them 
which are substantially identical. 

In Roter Surgical Appliances Co. v. Kotex Co., 18 C. C. P. A. 
(Patents) 746, 44 F. (2d) 879 [21 T.-M. Rep. 21], women’s anti- 
septic powder was held to be goods of the same descriptive prop- 
erties as sanitary napkins made of cellutextile material with which 
was incorporated an antiseptic powder. In so holding, we took 
into account the class of people to whom such goods were sold, in 
ascertaining whether the goods were of the same descriptive prop- 
erties. 

In Decker & Cohn, Inc. v. Liebovitz Sons, Inc., 18 C. C. P. A. 
(Patents) 781, 46 F. (2d) 179 [21 T.-M. Rep. 83], the mark 
“Society” for use on certain articles of clothing, namely, dress 
shirts, negligee shirts, blouses, etc., was involved with the mark 
“Society” used on various articles of clothing, including men’s 
knickerbockers, coats, overcoats, etc. We held that the goods were 
of the same descriptive properties ‘within the principles heretofore 
announced by this court,” quoting California Packing Corp. v. 
Tillman § Bendel, Inc., supra, and other cases. 

In Roy Cross v. Williams Oil-O-Matic Heating Corp., 18 C. C. 
P. A. (Patents) 1192, 48 F. (2d) 659 [21 T.-M. Rep. 246], in 
holding that certain marks were not confusingly similar, we said, in 
part, that however closely the marks might simulate each other, 
“There must be the additional feature that the goods to which the 
marks are applied are of the same descriptive properties so that 


confusion would likely result when the marks are applied.” 
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In C. E. Langfield v. Solvit-All Corp., 18 C. C. P. A. (Patents) 
1313, 49 F. (2d) 480 [21 T.-M. Rep. 264], the mark “Solvit-All,’ 
for use on sanitary solvents for cleaning, disinfecting, and deodoriz- 
ing toilet bowls and similar articles, was denied registration on the 
opposition of the appellant. who used the mark “‘Solvite” on a 
cleaning preparation used for cleaning garments, etc., the court say- 
ing, in part: 


It is true that the goods of the parties do not possess, entirely, the 
same essential characteristics. Nevertheless, the purposes for which they 
are used are of the same general nature and are closely associated and 
related. They are both used for cleaning purposes by the general public, 
are sold in the same stores, and, although a purchaser would not confuse 
the two products, confusion as to their origin would probably result should 
the parties use their trade-marks concurrently. 

We are of opinion, therefore, that the goods are of the same general 
class and possess the same descriptive properties within the principles 
heretofore announced by this court. . . 


In Williams Oil-O-Matic Heating Corp. v. Westinghouse Elec- 
tric & Mfg. Co., 20 C. C. P. A. (Patents) 775, 62 F. (2d) 378 [23 
T.-M. Rep. 29], the appellee was attempting to register the trade- 
mark ““Adjust-O-Matic,” for use on adjustable and thermostatically 
controlled electric sadirons. The Williams Company alleged 
ownership of the trade-marks “Oil-O-Matic” and ‘“Dist-O-Matic’’ 
for use on electrically operated and thermostatically controlled 
liquid-fuel-burning devices, and “‘Ice-O-Matic’’ used on refrigera- 
tors, and objected to the registration. In passing upon the issue, 
a majority of the court held that the goods were not of the same 
descriptive properties, saying, in part, the following: 


The language “same descriptive properties,’ contained in the first 
proviso of section 5 of the trade-mark act of February 20, 1905, was in- 
tended by the Congress to relate to goods of the same general class, and 
was used synonymously with the term “class,” used in the first part of that 
section. The words “same class” and “same descriptive properties” should 
be given “a limited or an extended meaning and application, according to 
whether or not the use of identical or similar trade-marks would be likely 
to cause confusion or mistake in the minds of the public or to deceive 
purchasers,” and, in that connection, “the use, appearance, and structure 
of the articles, the similarity or the lack of similarity of the packages or 
containers in which, the place or places where, or the people to whom, they 
were sold should be considered.” B. F. Goodrich Co. v. Clive E. Hock- 
meyer et al., 17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99; Decker & Cohn, 
Inc. v. Liebevitz Sons, Inc., 18 C. C. P. A. (Patents) 781, 46 F. (2d) 179. 
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California Packing Corp. v. Tillman & Bendel, Inc., 17 C. C. P. A. 
(Patents) 1048, 40 F. (2d) 108. 


In Vick Chemical Co. v. Central City Chemical Co., 22 C. C. 
P. A. (Patents) 996, 75 F. (2d) 517 [25 T.-M. Rep. 179], the 
question arose whether the mark “Lix,” applied to insecticides, so 
nearly resembled the mark ‘“‘Vick’s,” applied to medicated salve, 
nose and throat drops, etc., as to be likely to cause confusion and 
mistakes in the mind of the public, or to deceive purchasers. We 
called attention to the fact that in a large number of cases this 
court had followed a liberal construction of section 5 of the Trade- 
Mark Act of 1905, and had considered the uses to which the prod- 
ucts were put, the places where it was sold, and similar points in 
attempting to ascertain whether the goods should be considered as 
of the same descriptive properties. We held that the goods in that 
case were of the same descriptive properties. 

In Elgin American Manufacturing Co. v. Elizabeth Arden, Inc., 
23 C. C. P. A. (Patents) 1153, 88 F. (2d) 681 [26 T.-M. Rep. 416], 
bath salts and similar toilet articles were held to be goods of the 


same descriptive properties as lockets, cigarette cases, vanity cases, 
and the like. The court said, in part: 


It is our view that the goods are of the same descriptive properties, al- 
though there is difference in them, and that the marks, although slightly 
different, bear sufficient similarity to each other, that confusion would re- 
sult from their concurrent use on the goods of the respective parties. 

Finally, in Three In One Oil Company v. St. Louis Rubber Ce- 
ment Co., Inc., Patent Appeal No. 3672 (see p. 167, ante), decided 
January 25, 1937, we had under consideration the mark “3 In 1” 
for use upon lubricating oil and upon a combination adhesive 
cement. We held that the goods were of the same descriptive prop- 
erties. In so doing, we took into consideration the fact that the 
goods were likely to be sold in the same places, and to the same 
class of customers, and that the goods were of such a character and 
class, and so similar that they should be considered of the same 
descriptive properties. 

A consideration of this line of cases, together with many others 


which might be cited, shows plainly the trend of authority so far 
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as this court is concerned. It has never announced or intended 
to announce that it considered the words “the same descriptive 
properties” should be eliminated from the law. On the contrary, 
it has in all of these cases reiterated that the primary consideration 
was to ascertain whether the goods were or were not of the same 
descriptive properties. In this ascertainment, the rule has been 
liberalized so that all factors may be considered in ascertaining 
this fact. 

With these authorities and suggestions in mind, we may con 
sider the marks here involved. The appellee sought the registra- 
tion of its trade-mark “Better Homes” for use on lawn grass seed, 
and was opposed by the publisher of a magazine known as “Better 
Homes and Gardens,” which magazine was devoted to improvements 
in homemaking, including gardens and lawns. The question is, 
were the magazine and the lawn grass seed goods of the same class, 
and so of the same descriptive properties, within the rule herein- 
before stated? 

There is no proof that they were sold in the same places or to 
the same class of people, although it is obvious that subscribers 
to the magazine may have bought this grade of lawn seed. One 
was a periodical and magazine, the other was seed. These articles 
had no similarity of use, appearance, or general character. It is 
true that the record shows one instance where the publishers of 
the periodical had received a letter about grass seed, but, in our 


view of the matter, the goods were not at all of the same descriptive 


properties, and such confusion as was shown was not a sufficient 
circumstance to bring the mind to any such conclusion. All factors 
must be considered, and, after this has been done, we are satisfied 
that it has not been established that the goods are of the same de- 
scriptive properties within the meaning of either the statute or the 
adjudicated cases. 

While we are not in harmony with everything that is said in 
the decision of the Commissioner, in our opinion he has reached 
the right conclusion, and the decision of the Commissioner of 
Patents is affirmed. 
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Cancellation—Evidence 


Frazer, A. C.: Permitted certain exhibits filed by Superior 
Oil Works to be returned to a specified notary public for use in tak- 
ing testimony by the Superior Oil Works, under an order of the 
Examiner of Interferences reopening the interference. 

In his decision, after stating the facts and referring to the de- 
cision in Seiler v. Goldberg, 1905 C. D. 162, 116 O. G. 595, in 
which, under the circumstances present in that case, the return of 
exhibits had been refused, the Assistant Commissioner said: 

In a decision rendered August 31, 1936, this proceeding was reopened 
for the express purpose of enabling petitioner to take certain additional 
testimony, and it appears that in order to take full advantage of the 
privilege thus afforded reference must be made to these exhibits during the 
examination of witnesses. The exhibits are books of account comprising 
several hundred pages and some ten thousand entries, and respondent’s 
suggestion that resort be had to photostat copies seems impractical. They 
are petitioner’s records, and respondent does not contradict the assertion 
that their loss would in no manner prejudice respondent’s case. In fact 
respondent advances no basis whatever for its objection save that the 
granting of petitioner’s requests would be contrary to the Commissioner’s 
decision in Seiler v. Goldberg, supra. In that case, however, the exhibits 
sought to be withdrawn were those of an adverse party, and I think that 
fact affords sufficient distinction from the situation here presented. 


Conflicting Marks 


Frazer, A.C.: Held that Tom Walker, Inc., as the assignee of 
W. & H. Walker, Inc., is not entitled to register the term “Tom 
Walker” as a trade-mark for whisky, both because opposer’s priority 
of use is conceded and because the mark of applicant is the name of 
an individual not displayed in a “particular or distinctive manner.” 

Opposer’s marks consist of the words “Walker’s London Dry 
Gin,” “Walker’s Old Rye,” “Walker’s American Rye Whisky” and 
“Walker’s Bourbon Whisky.” 

In his decision, after noting applicant’s argument that in de- 
termining the question of similarity the marks must be considered 
in their entirety, the Assistant Commissioner said: 


‘Superior Oil Works v. Galena Manufacturing Company of Illinois, 
Cane. No. 2,574, 159 M. D. 813, December 3, 1936. 
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I am constrained to agree with the Examiner that it is “at least doubt 
ful whether purchasers would be likely to rely upon the descriptive words 
used in association with the word ‘Walker’s’ for the purpose of distin 
guishing opposer’s products from those of other distillers.” Nor do | 
think the pictorial design of applicant’s mark lends sufficient distinction 
to insure against likelihood of confusion. Applicant’s whisky would of 
necessity be known and called for as “Tom Walker” whisky, just as op 
poser’s is known and called for as “Walker’s” rye and “Walker’s” bourbon 
That confusion would result seems to me at least probable, if not in fact 
inevitable. Citing J. B. Williams Co. v. Williams, 18 C. C. P. A. 1133, 48 
Fed. (2d) 398 [21 T.-M. Rep. 188]. 


With reference to the argument that the name “Walker” occurs 
in marks registered to other parties for use on whisky and that such 
registrations must be considered in determining what must be relied 
upon by the public in buying “Walker” whisky, he said: 


A similar contention was made before the Court of Customs and Patent 
Appeals in the recent case of The Pepsodent Co. v. Comfort Manufactur- 
ing Co., 23 C. C. P. A. 1224, 83 Fed. (2d) 906 [26 T.-M. Rep. 481], and it 
was there held that evidence of this character may not be considered in de- 
termining the question of registrability of an applicant’s trade-mark. 
That ruling is of course controlling here, regardless of prior decisions of 
the Patent Office in which a contrary view has been expressed. 


With reference to the name clause of the statute, he said: 


The registration here opposed was also involved in opposition proceed 
ing of John Walker & Sons, Limited v. W. & H. Walker, Inc., 470 O. G. 
953, 30 U. S. P. Q. 375 [26 T.-M. Rep. 642], and on appeal to the Com- 
missioner the Examiner of Interferences was affirmed in holding applicant’s 
mark unregistrable by reason of the so-called name clause of section 5 of 
the Trade-Mark Act of 1905. For the reasons fully stated in my decision 
in that case, I am clearly of the opinion that the name “Tom Walker” as 
it appears in applicant’s mark is not displayed in a “particular or dis- 
tinctive manner” within the meaning of the statute and that registration 
was properly refused on that ground.? 


Geographical Term 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for ice cream, a mark con- 
sisting of the words “Dutch Maid” in association with the pictorial 


representation of a Dutch girl, a windmill, and two cows. 


Applicant insists that the two marks as a whole are distinctively dis- 
similar, and that the word features are different in “spelling and signifi- 
cance.” The fact remains, however, that the words when spoken are sub- 


2Hiram Walker & Sons, Limited (Hiram Walker, Assignee, Substi- 
tuted) v. W. & H. Walker, Inc. (Tom Walker, Inc., Assignee, Substituted), 
Opp’n No. 13,941, 159 M. D. 832, January 16, 1937. 
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stantially identical in sound. (Citing the decision in Marion Lambert, Inc. 
v. Edward J. O’Connor (C. C. P. A.), 32 U. S. P. Q. 413 


Corporate Name 


Frazer, A. C.: Held that applicant is not entitled to register 
the term “Fire Fighter’ as a trade-mark for a “flame-proof, water- 
proof cotton duck,” in view of the corporate name of the opposer 
The Fyr-Fyter Company. 

In his decision, after stating that the opposer was incorporated 
in 1916 under the name “The Fyr-Fyter Company” and has since 
that time conducted under that name the business of manufacturing 
mechanical fire extinguishing apparatus and certain chemical prep- 
arations for use in connection therewith, and also a preparation 
said to have peculiar fire-resisting and fire-proofing characteristics, 


and noting that the Examiner of Interferences had held that the 


goods of the parties were not of the same descriptive properties, the 


Assistant Commissioner said: 


Applicant took no testimony, and there is nothing in the record beyond 
the mere description of its goods to indicate the nature of their use. It 
seems reasonable to assume however, that a flame-proof fabric would be 
employed only where contact with fire is likely to occur, and its use in 
connection with fire-extinguishing equipment certainly is not improbable. 
Hence, while it may be conceded that the goods of the parties are of differ- 
ent descriptive properties, in practice they are likely to be somewhat 
closely related. In fact I cannot escape the conclusion that the average 
individual, being familiar with opposer’s merchandise and hearing for the 
first time of “Fire Fighter” flame-proof cotton duck, would assume that 
this item was put out by opposer. 


He then, after stating that similarity of goods need not be shown 
in such a proceeding as the present where there has been a sub- 
stantially complete appropriation of the opposer’s name, said: 


In that situation “the rule of the statute, by its own terms, is absolute 
and the proposed mark must be denied registration without more.” Ameri- 
can Steel Foundries v. Robertson, 269 U. S. 372 [13 T.-M. Rep. 289]. In 
The Asbestone Company v. The Philip Carey Manufacturing Company, 41 
App. D. C. 507 [4 T.-M. Rep. 161], the word “Asbestone” was held by 
the Court of Appeals of the District of Columbia to be the corporate name 
of The Asbestone Company; and that case was cited with approval by the 
Court of Customs and Patent Appeals in Feldman vy. Amos and Andy, 21 


8’ Ex parte Dutch Maid Ice Cream Co., Ser. No. 366,936, 159 M. D. 837, 
January 22, 1937. 
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C. C. P. A. 823, 68 Fed. (2d) 746 [23 T.-M. Rep. 69], where an opposition 
was sustained on similar grounds though the business interests of the 
parties were entirely unrelated. 

Then, with reference to applicant’s contention that opposer was 
entitled only to protection in the particular spelling of his name 
and that “Fire Fighter” is not the same as “Fyr-Fyter,” he said: 

I think the argument is without merit. The two expressions are 


identical in sound, and when spoken each is necessarily opposer’s corporate 
name.* 


Frazer, A. C.: Held that priority of adoption and use of the 
trade-mark “Monogram” applied to tooth brushes was properly 
awarded to Pro-phy-lac-tic Brush Company. 

In his decision the Assistant Commissioner stated that the mark 
had been registered to the Pro-phy-lac-tic Brush Company and 
Lester D. Lawson, of Long Beach, Calif., had thereafter applied 
for registration of the mark, and he further stated that the Pro-phy- 
lac-tic Company, whose standard product is sold under the trade- 
mark “Pro-phy-lac-tic,” put out several cheaper grades of brushes, 
to one of which is applied the mark “Monogram”; that these 
cheaper brushes do not bear the company’s name and the retail 
purchasers do not know that they are that company’s manufacture ; 
and that counsel for Lawson argued that under these circumstances 


the manufacturer’s mark is nothing more than a grade mark and is 


not a trade-mark because “of its failure to indicate the origin of 


the goods.” 
He then said: 


That a trade-mark must indicate origin is of course fundamental, but 
I do not think this means that the ultimate consumer of the trade-marked 
goods must necessarily be informed as to the identity of the trade-mark 
owner. ‘The public’s only concern is that all similar goods bearing a par- 
ticular brand shall emanate from the same source as those of the same 
brand with which it is familiar. In the comparatively recent case of 
Manhattan Shirt Co. v. Sarnoff-Irving Hat Stores, 164 Atl. 246 [23 T.-M. 
Rep. 60], it was said by the Court of Chancery of Delaware: “When the 
courts speak of the public’s identifying the source of origin, they do not 
mean thereby that the purchasing public can identify the maker by his spe- 
cific name or the place of manufacture by precise location. What they mean 


4The Fyr-Fyter Company v. William L. Barrell Co., Inc., Opp’n No 
14,122, 159 M. D. 833, January 25, 1937. 
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by such expression is that the purchaser of goods bearing a given label be- 
lieves that what he buys emanated from the source, whatever its name or 
place, from which goods bearing that label have always been derived. 


He also stated that that principle had been recognized in the 
decision in Bayer Co. v. United Drug Co., 272 Fed. 505 [11 
T.-M. Rep. 178], in which was cited the English case of Birming- 
ham Vinegar Brewery Co. v. Powell (1897) App. Cas. 710, 14 
R. P. C. 720. 

He then said: 


So in the instant case the trade-mark “Monogram” had become identi- 
fied with tooth brushes manufactured by the Pro-phy-lac-tic Brush Com- 
pany, and the fact that the purchasing public was kept in ignorance of that 
specific source of origin could not impair the company’s ownership of its 
trade-mark. As was said by the Lord Chancellor in Birmingham Vinegar 
Brewery Co. v. Powell, supra: “It may be true that the customer does not 
know or care who the manufacturer is, but it is a particular manufacture 
that he desires.” Moreover, it must not be overlooked that to the com- 
pany’s immediate customers its identity as the manufacturer of the goods 
was necesarily known. 

Having been used to indicate origin, the fact that the mark may also 
have functioned to indicate grade or quality is admittedly immaterial, and 
need not be considered. 


Then with reference to the question, that the Pro-phy-lac-tic 
Company was estopped to deny ownership of the mark, by Lawson, 
and referring to a letter written by Lawson to that Company, in 
which he said: “I expect to be able to place an order with you about 
May, and the brand I have decided to use is ‘Monogram,’” and 
asked to be advised “if there is any objection to using this name” 
and the company replied “that it would be satisfactory for you to 
use the name ‘Monogram’ on your special imprint brushes,” and 


noting that Lawson sought to interpret the correspondence as a con- 


tract by which the company divested itself of the right to deny 


ownership in Lawson, he said: 


The argument seemes plausible when viewed in the light of the supposed 
facts set forth in the brief, but it is not supported by the actual facts dis- 
closed by the record. Lawson took no testimony, and most of that taken 
by the company relating to this particular transaction is utterly incom- 
petent. It sufficiently appears, however, that the company was supplying 
its “Monogram” brushes to any dealer who ordered them; and when Law- 
son wrote that “the brand I have decided to use is ‘Monogram,’” I think 
he was simply selecting one of several of the company’s “special imprint” 
brushes. That being true it cannot be said that the company waived any 
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rights by authorizing him to use the mark on the brushes he was about 
to order. Without such use it would have been at least difficult for him 
to dispose of the brushes supplied him, for as I understand the record 
the mark was affixed direct to the goods.® 


Descriptive Terms 


Frazer, A. C.: Held that applicant is not entitled to register 
under the Act of 1905 the notation “One Minute” as a trade-mark 
for washing machines since the notation is merely descriptive of the 
goods. 

In his decision, after noting applicant’s argument that no wash- 
ing machine had been developed which could wash a garment in a 
minute and that therefore the term “One Minute” is not descriptive 
of applicant’s product and the contention that the case is controlled 
by the decision in Holeproof Hosiery Co. v. Wallach Bros., 172 
Fed. 859 [2 T.-M. Rep. 153], in which “Holeproof,” as applied to 
hosiery, was not descriptive, false, or misleading, the Assistant 
Commissioner said: 


I do not think that reasoning applies here. Conceivably many prospec- 
tive purchasers of applicant’s goods, while knowing that socks inevitably 
wear out, may nevertheless be without “the slightest familiarity with wash- 
ing machines”; and to such uninformed individuals the term “One Minute” 
could rationally convey no other meaning than that pertaining to the ma- 
chine’s speed of operation. 

In my opinion the mark sought to be registered is either descriptive or 
deceptive, and in either event it is unregistrable under the Act of 1905.® 


Frazer, A. C.: Held that applicant is not entited to register 
under the Act of 1905 the notation “Cleer-Proof,” as a trade-mark 
for printer’s ink since the mark is merely descriptive of the goods. 

In his decision, after noting applicant’s argument that the case 
is controlled by the decision of the Supreme Court in Hamilton- 
Brown Shoe Co. v. Wolf Brothers, 240 U. S. 251 [6 T.-M. Rep. 
169], in which the term “The American Girl” was held to be a 


valid trade-mark for shoes; and stating that he was unable to agree 


5 Pro-phy-lac-tic Brush Company v. Lester D. Lawson, Inter. No. 2612, 


159 M. D. 838, January 28, 1937. 


6 Ex parte One Minute Washer Company, Ser. No. 361,831, 159 M. D. 


841, January 29, 1937. 
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that the decision was even pertinent to the present case, the As- 
sistant Commissioner said: 

In the printing business a proof is “a trial impression, as from type, 
taken for correction or examination.”—Webster’s New International Dic- 
tionary. Its clearness, which is manifestly an important consideration, de- 
pends to a great extent on the character of the ink employed. That ap- 
plicant has developed an ink which he considers especially suitable for this 
purpose is evidenced by the specimen labels submitted with the application. 
The directions for use printed thereon are restricted to proof taking, and 
the printer is cautioned to use enough ink to produce a good solid black 
proof.” To say that “Cleer-Proof” is not descriptive of the “character or 
quality” of an ink designed to produce a clear proof, or “a good solid 


black proof,’ would in my opinion require an unwarranted distortion of 
words.’ 


Frazer, A. C.: Held that while the opposition by the Frigi- 
daire Corporation to the registration by North American Car Cor- 
poration of the term “Frigicar’” as applied to railroad cars was 
properly dismissed, the applicant, North American’ Car Corpora- 
tion, is not entitled to register the term since it is merely descrip- 
tive of the goods. 

In his decision, after noting opposer’s position that it is only 
in the event that it should be determined that applicant is otherwise 
entitled to its registration that the notice of opposition need be 
considered, the Assistant Commissioner said that it was unneces- 
sary to discuss the several questions involved in the opposition 
other than to say that he deemed they were all properly disposed 
of by the Examiner of Interferences. 

He then noted that, while the goods were described in the appli- 
cation for registration as railroad cars, it appears that the mark 
was used only on mechanically controlled refrigerator cars and 
that the Examiner of Trade-Mark Interferences had deemed that 
applicant had made no trade-mark use of the goods since they were 
merely leased and not sold. 

He then said: 

I am unable to agree with the Examiner’s conclusion, nor do I think the 


cases relied on in support thereof are applicable. Those were all cases in 
which the purported owner of the mark had failed to apply it to a com- 


7 Ex parte M. H. Lyon, Ser. No. 347,988, 159 M D 840, January 29, 
1937. 
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modity in which he was dealing commercially as such. The mere fact that 
one employs an article of commerce in his business and brands it with his 
trade-name is of course insufficient to constitute a trade-mark use of the 
name; but that is not the situation here. The Trade-Mark Act provides 
for the registration of marks “used in commerce,” and I think the leasing 
of merchandise bearing the owner’s trade-mark is a use in commerce of the 
mark, just as truly as would be the sale of such merchandise. 


He then cited the decision in J’ulcan Steam Shovel Co. vy. 
Flanders, 205 Fed. 102, in which the court had held that the leas- 


ing of a steam shovel which resulted in transportation from one 


State to another was a transaction in interstate commerce; and also 
the case of Butler Bros. Shoe Co. v. United States Rubber Co., 
156 Fed. 1, in which the Circuit. Court of Appeals for the Eighth 


Circuit had reached a similar conclusion with respect to certain 


factorage contracts between citizens of different States. 
He then said: 


The rule announced in this latter case, which has been expressly ap- 
proved by the Supreme Court of the United States on at least two occa- 
sions (International Textbook Co. v. Pigg, 217 U. S. 91, and Furst vy. 
Brewster, 282 U. S. 493), is stated in the opinion as follows: 

“Nor is the fact that these contracts did not evidence sales of the goods 
determinative of this question. A sale is not the test of interstate com- 
merce. All sales of sound articles of commerce, which necessitate the 
transportation of the goods sold from one State to another, are interstate 
commerce; but all interstate commerce is not sales of goods. Importation 
into one State from another is the indispensable element, the test, of inter- 
state commerce; and every negotiation, contract, trade, and dealing be- 
tween citizens of different States, which contemplates and causes such im- 


portation, whether it be of goods, persons, or information, is a transaction 
of interstate commerce.” 


and said: 


Applying that rule to the facts before me I have no hesitancy in hold- 
ing that when applicant leased its cars to others it was engaged in com 
merce, and that when, pursuant to such leases, the cars were moved from 
the State of their origin, interstate commerce was involved. It follows of 
course that the notation impressed upon the goods, were it capable of 
trade-mark appropriation for such goods, would be registrable to applicant. 


He then held that the mark was not registrable because merely 
descriptive and said: 


“Frigicar” is merely a contraction of “frigid car,’ and would necessarily 
be so understood by the average individual. Applicant’s mark is, there- 
fore, nothing more than the name of its goods in combination with the 
adjective most aptly describing their distinguishing characteristic. The 
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registration of such marks is expressly prohibited by section 5 of the 
Trade-Mark Act.§ 


Geographical Term 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of February 20, 1905, a composite mark used on 
metal furniture in the absence of a disclaimer of the geographical 
word “Edgewood” which is the predominating feature of the mark. 

In his decision, after referring to section 5 of the Trade-Mark 
Act and noting applicant’s argument that while its mark is geo- 
graphical it is not “merely” so, since it is suggestive of a shady, 
restful spot where furniture might be used, the Assistant Commis- 
sioner said: 

This argument finds some support in several old Patent Office decisions 
cited in the brief, but in my opinion it is nevertheless clearly untenable. 
As I read the language of the statute it leaves no room for exception, but 
forbids registration of all geographical terms, including those with alter- 
native meanings, one of which may be non-geographical. As opposed to 
this conclusion applicant relies on the case of In re Plymouth Motor Cor- 
poration, 18 C. C. P. A. 838, 46 Fed. (2d) 211 [21 T.-M. Rep. 157], but 
in so far as it is pertinent here, that case has been expressly overruled 
since applicant’s brief was filed. In re Canada Dry Ginger Ale, Inc. (C. C. 
P. A.), 32 U. S. P. Q. 49 [27 T.-M. Rep. 83].® 


Interference—Evidence 


Frazer, A. C.: Refused to vacate an order made by the Ex- 
aminer of Trade-Mark Interferences vacating an order made by 
him dissolving the interference. 


In his decision the Assistant Commissioner said: 


Reddy’s application for registration was placed in interference with the 
application of Scanlon, and upon Reddy’s showing that the Scanlon appli- 
cation had been assigned to him the interference was dissolved. It de- 
veloped, however, that a prior assignment from Scanlon to one Schoemann 
had been recorded in the Patent Office before Reddy’s assignment was 
recorded, and when this situation came to the attention of the Examiner 
he set aside the order of dissolution and reinstated the interference, 
observing in his decision that “in view of these conflicting assignments the 


8 Frigidaire Corporation v. North American Car Corporation, Opp’n 
No. 13,042, 159 M. D. 822, December 24, 1936. 

9 Ex parte The Hettrick Manufacturing Company, Ser. No. 375,211, 159 
M. D. 835, January 18, 1937. 
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application filed by Reddy can only issue to him upon evidence of owner- 
ship based on facts other than those contained in these assignments.” It 
is this latter ruling of which Reddy now complains. 

I think nothing need be added to the foregoing brief statement to 
demonstrate that the Examiner was clearly right in the action appealed 
from, and its is accordingly affirmed.’° 


Frazer, A. C.: Ruled that where an application for the regis- 
tration of a trade-mark for sausage was filed it was proper to re 
quire that the applicant furnish a label bearing the stamp of ap- 
proval of the Bureau of Animal Industry. 


In his decision the Assistant Commissioner said: 


The registration applied for is of a trade-mark for sausage, and the 
specimens submitted, “showing the trade-mark as actually used by appli- 
cant upon the goods,” appear to be the top sections of cardboard con- 
tainers with the trade-mark printed directly thereon. I think the Ex- 
aminer’s requirement that one complete carton be furnished is not unrea- 
sonable and should not be disturbed. 

Applicant insists that there is no authority for the requirement that 
approval of its label by the Bureau of Animal Industry be shown. Techni- 
cally speaking that is perhaps true, but the practice has become firmly 
established as a matter of comity between two government bureaus. As 
early as 1923 Commissioner Robertson said, in Ex parte Dunlevy Packing 
Co., 143 M. D. 102: 

“The present practice of requiring such labels to be stamped ‘approved’ 
has been followed for some time and no good reason is apparent why it 
should be discontinued, especially in view of the fact that the Department 
of Agriculture desires that the practice be continued if the Patent Office 
finds it agreeable and feasible to do so. It is evidently no hardship upon 
applicant to comply with the requirement.” 

I think that statement still holds true, and I can see no reason for 
changing the practice there approved.!! 


Interference—Priority 


Frazer, A. C.: Held that priority of adoption and use of a 
trade-mark was properly awarded to A. Moramarco, as assignee of 
Lewis Guerrieri, of Los Angeles, Calif. 


The interference involved the application of three parties but 


only Mission Dry Corporation, of Los Angeles, Calif., appealed. 


10 James V. Reddy v. John T. Scanlon, Int. No. 2,801, 159 M. D. 814, 
December 4, 1936. 

11Ex parte H. C. Bohack Co., Inc., Ser. No. 383,715, 159 M. D. 815, 
December 4, 1936. 
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The mark sought to be registered by the Mission Dry Corpora- 
tion is the word “Mission,” and that sought to be registered by the 
other two parties consisted of the words “Old Mission.” 

In his decision, after stating that both appellant and appellee 
used the mark on wines, and each alleged April 7, 1933, as the 
first date of use, the. Asssistant Commissioner said: 

It is not seriously disputed that Moramarco’s immediate predecessor be- 
gan use of the mark on sacramental wines in 1927; and unquestionably 
interstate sales of his commercial product, likewise bearing the mark, were 
commenced in April, 1933. Appellant, on the other hand, made its first 
shipment of wine under this particular trade-mark July 7, 1933. Not only 
was this subsequent to the latest possible date of first use to which Moia- 
marco may be restricted, but it was more than two months subsequent to 
appellant’s own filing date, which was April 24, 1933. It seems manifest 
that either of these facts necessarily precludes favorable action on appel- 
lant’s application. 

Then, after stating that appellant had used its mark since about 
the year 1919 on various non-alcoholic beverages and insists that 
such use should inure to its benefit since the use on wines was a 
proper, logical and reasonable expansion of its business, he said: 


Such a contention may have merit in an opposition proceeding, but here 
it is clearly untenable. The applications in this interference cover wines 
only, and the sole question for determination is which of the applicants 
was the first to adopt and use the trade-mark for that particular merchan- 
dise. Appellant’s use on other products is not in issue, and in my opinion 
may not properly be considered.!2 


Interference—Review of Decision 


Frazer, A. C.: Denied a petition requesting that the jurisdic- 
tion of the Examiner of Interferences be restored “for further con- 
sideration.” 


In his decision the Assistant Commissioner stated the pertinent 
facts as follows: 


Some five months after the declaration of the interference, and after 
the other party had taken its testimony, petitioner filed a motion to dis- 
solve, the consideration of which the Examiner deferred until final hear- 
ing. After final hearing a decision was rendered awarding priority of 
use to the party Levy Bros. & Adler Rochester, Incorporated, but holding 
its trade-mark unregistrable because descriptive of its goods. That party 


12 Califruit Wineries, Inc. v. Lewis Guerrieri (A. Moramarco, Assignee, 
Substituted) v. Mission Dry Corporation, Ltd. (Mission Dry Corporation, 
Assignee, Substituted), Inter. No. 2185, 159 M. D. 830, January 13, 1937. 
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appealed to the Commissioner, but petitioner did not. On appeal the Ex- 
aminer was reversed with respect to the registrability of appellant’s mark, 
and the registration was allowed. The present petition followed. 


And then, after noting that petitioner urged that the Examiner 
of Interferences failed to rule on its motion to dissolve and that a 


certain decision, rendered since this proceeding had been argued on 


appeal, would be binding on the Examiner of Interferences on the 
question of dissolution, he said: 


It is true that the Examiner did not expressly refer to the motion to 
dissolve in his final decision, but the grounds upon which the motion was 
based were fully argued in petitioner’s brief, and because they went 
directly to the merits of the controversy were necessarily considered 
by the Examiner in determining the question of priority. For the 
same reason all matters presented in the motion to dissolve would neces 
sarily have been reviewable by the Commissioner on appeal had petitioner 
chosen to avail itself of that remedy; but, as already noted, no appeal was 
taken, and the Examiner’s adverse decision was permitted to become final. 
Thus I think petitioner clearly waived any right it might otherwise have 
had to complain of the manner in which its motion was treated. It is also 
to be noted that the motion to dissolve was not brought within the time 
prescribed by Rule 54, and the reasons assigned for the long delay are 
deemed insufficient to satisfy the further requirements of the rule.?® 


13 Levy Bros. & Adler Rochester, Incorporated v. S. Makransky and 
Sons, Int. No. 2,588, 159 M. D. 816, December 7, 1936. 
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Gotp Dust Corporation v. Harris HorrenserG, Morris Horren- 


BERG AND LesteER HoOFrFENBERG 
United States Circuit Court of Appeals, Second Circuit 
January 14, 1937 


‘TrapE-Marks—IN¥RINGEMENT— ELEMENTS. 

It is not infringement for one to use a trade-mark on a different 
class of goods from that to which the prior user applied it (provided 
the difference is so great as to prevent confusion), even if the prior 
user is thus prevented from extending his use to include the same class 
of goods. 

Unrarrk Competirion—Goopns oF Dirrerent Descriprive Properties. 

Without identity in names used on goods there must be similarity 
which causes confusion of goods, marks or origin in minds of public in 
order to restrain alleged infringer. There could be no such confusion 
of powder in boxes with liquid in cans, nor could there be as to mops, 
one a floor mop and the other a sink mop. 

TrapE-Marks—‘Sitver Dust” on Fitoor Wax—Descriptive Tero. 

The words “Silver Dust,” used as a trade-mark for a floor wax made 

of hypo-sludge, held descriptive of the goods. 
Trape-Marks—INFRINGEMENT—"Sitver Dusr anpo “Gorp Dust.” 
The words “Silver Dust” held not to be confusingly similar to “Gold 


Dust.” 

In equity. Action for alleged trade-mark infringement. Ap- 
peal from a decision of the United States District Court, Western 
District of New York. Modified. For the decision below see 26 
T.-M. Rep. 414. 


W. Lee Helms, of New York City, for plaintiff-appellant. 


Jack G. Lubelle, for defendant-appellees. 


Before Manton, Aveustus N. Hann, and Cuase, Circuit 


Judges. 


Manton, C. J.: Appellant has a registered trade-mark “Gold 
Dust” No. 60,075 of January 29, 1907. It has used the mark since 


1887 as applied to washing powder and allied goods for the house- 


hold, specifically moppets. Appellees are charged with infringe- 


ment in selling and offering for sale household polish preparations, 
floor wax, and polishing mops bearing the marking “Silver Dust.” 


Appellant claims an ownership of “Silver Dust” as a marking used 
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by it as ancillary to “Gold Dust’ and also ownership in its regis 
tration No. 287,792 of October 6, 1931, as applied to soap products. 

Appellee Morris Hoffenberg admitted the use of the marking 
‘“A-1 Silver Dust Mop” and the floor wax of “A-1 Silver Dust Mop 
Wax.” The court found that soap powder and floor wax are differ- 
ent commodities and that appellant’s product does not contain 
silver dust as an ingredient; that the mark “Gold Dust” is not in 
fringed by ‘Silver Dust” because the latter is descriptively used; 
that there was no passing or palming off by appellees; and that 
“Silver Dust” does not conflict with “Gold Dust.” 

“Silver Dust” is a commodity and distinctly descriptive of a 
manufactured wax sold by the appellees. A name descriptive of an 
article of trade, of its qualities, ingredients, and characteristics, may 
not be employed as a trade-mark and its exclusive use be entitled 
to legal protection. Delaware & H. Canal Co. v. Clark, 13 Wall. 
(80 U. S.) 311, 20 L. ed. 581; Brooten v. Oregon Kelp Ore Prod- 
ucts Co., 24 F. (2d) 496 (C. C. A. 9); Wrigley, Jr., & Co. v. Grove 
Co., 1838 F. 99 (C. C. A. 2). Compare Western Oil Refining Co. v. 
Jones (C. C. A.), 27 F. (2d) 205; Potter Drug & Chem. Corpora- 
tion v. Miller, 75 F. 656 (C. C. Pa.). 

“Silver Dust’ is an ingredient of appellees’ wax which is pro- 
duced from hypo-sludge reclaimed from junk. It does change its 
form in a cracking process, but this does not alter its being such 


ingredient. Aside from this fact, however, appellant had not al- 


ready appropriated “Silver Dust’ at the time the appellees were 


using its name. This is ample evidence of the sale of “Silver 
Dust” before appellant registed its trade-mark. The use of a mark 
claimed as a trade-mark is founded on priority of appropriation; 
the claim of a trade-mark must be based on sufficient user accom- 
panied by an “intention to acquire title” in the mark, Kohler Mfg. 
Co. v. Beeshore, 59 F. 572, 576 (C. C. A. 3), with respect to like 
articles of production (Columbia Mill Co. v. Alcorn, 150 U. S. 460, 
14S. Ct. 151, 37 L. ed. 1144). 

“Infringement of a trade-mark consists in the unauthorized use 
or colorable imitation of the mark already appropriated by another, 
upon goods of a similar class.” Block v. Jung Arch Brace Co., 
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300 F. 808, 309 (C. C. A. 6) [14 T.-M. Rep. 475], certiorari denied 
266 U. S. 620, 45 S. Ct. 99, 69 L. ed. 472. None of the articles 
sold by the appellees, particularly “Silver Dust’? wax, was similar 
to the appellant’s product sold as “Silver Dust’? washing powder. 
Appellant’s product is sold in a cardboard box as a powder; appel- 
lees’ “Silver Dust’ wax is sold in a can as a liquid floor wax. It is 
not an infringement for one to use a trade-mark upon a different 
class of goods from that to which the prior user applied it (pro- 
vided the difference is so great as to prevent confusion), even if the 
prior user of the mark is thus prevented from subsequently enlarg- 
ing his use to include the same class to which the second user had 
affixed the mark. Pease v. Scott County Milling Co., 5 F. (2d) 
524 (D.C. Mo.). Moreover, appellant below abandoned all rights 
by virtue of the registration of the trade-mark “Silver Dust.” 

But the appellant argues that, because of its trade-mark “‘Gold 
Dust,” the appellees cannot appropriate the trade-mark “Silver 
Dust.” With this contention must be weighed the fact that in 1931 
the appellant registered the name “Silver Dust,’ although it had 
been previously used and appropriated by the appellees. Appellees 
have been in business since 1922 and used their mark “Silver Dust’’ 
from that time until the commencement of the suit, with no apparent 
effort made by the appellant to stop them, based on the claim that 
it was an infringement of the trade-mark “Gold Dust.” Cf. White 
Rock Mineral Springs Co. v. Akron B. & C. 8. Co., 299 F. 77: 
C. C. A. 6) [14 T.-M. Rep. 421]. Using the term “Silver Dust” 
does not remind one of “Gold Dust,” and particularly is this true of 
a product of a different classification. 

There is no showing of unfair competition. Howe Scale Co. v. 
Wyckoff, S. §& B., 198 U. S. 118, 25 S. Ct. 609, 49 L. ed. 972. 
Without identity in names respectively appropriated for use, there 
must be a similarity which causes a confusion of goods, marks, or 
origin in the minds of the public to restrain an alleged infringer. 
Block v. Jung Arch Brace Co., supra; Wells v. Ceylon Perfume 
Co., 105 F. 621 (C. C. N. Y.). There could be no such confusion 
of the appellant’s article of powder in boxes with appellees’ article 


of liquid in cans, nor could there be as to the mops, one a floor mop 
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and the other a sink mop. The evidence offered by the appellant 
does not warrant any finding of an attempt to pass or palm off the 
. 5 
goods of the appellees for that of the appellant nor of an intent in 
the appellees to cause a misapprehension of origin. 
The court below granted attorney’s fees of $750 on the grounds 


that gross and willful charges had been made, but were unsustained 


and that the action had not been prosecuted as promptly and vigor 


ously as would be expected of a bona fide action based upon sub 
stantial grounds and that this was partly shown by the fact that the 
appellant withdrew its claim of infringement of the “Silver Dust” 
trade-mark, relying upon the “Gold Dust” trade-mark as a basis 
for infringement. In making this allowance the court relied on 
Guardian Trust Co. v. Kansas City Southern Ry. Co. (C. C. A.), 
28 F. (2d) 233, reversed 281 U.S. 1, 50S. Ct. 194, 74 L. ed. 659. 

It is a general rule in federal equity practice that the giving or 
withholding of costs, their apportionment and division, is a matter 
of discretion. Stallo v. Wagner, 245 F. 6386 (C. C. A. 2); Bliss 
v. Anaconda Copper Mining Co., 167 F. 1024 (C. C. Mont.); Kell 
v. Trenchard, 146 F, 245 (C. C. A. 4). But the allowance of costs 
has with practical uniformity been restricted to those authorized 
by the fee bill (R. S. § 983; 28 U. S. C. A. § 830), or by some 
other statutory provision. Oelrichs v. Spain, 15 Wall. 211, 21 
L. ed. 48; Marks v. Leo Feist, Inc., 8 F. (2d) 460 (C. C. A. 2); 
McIntosh v. Ward, 159 F. (C. C. A. 7). Compare Niday v. Graef, 
279 F. 941 (C. C. A. 9). Where no federal statute is applicable, 
the federal courts resort to the statutes and the practice of the state. 
Ex parte Peterson, 253 U.S. 300, 317, 40 S. Ct. 548, 549, 64 L. ed. 
919. See Gleckman v. United States, 80 F. (2d) 394 (C. C. A. 8). 

Both in federal and state courts it is established in actions at 
law and almost uniformly settled in equity cases that counsel fees 
may not be recovered. Oecelrich v. Spain, supra. See Marks v. Leo 
Feist, Inc., supra. Exceptions are made if authorized by statut: 
(see, for example, 1 N. J. Comp. State. 1919, p. 445, § 91; Dioces: 
v. Toman [N. J. Ch.] 70 A. 881), as where costs are made re 
coverable in specific types of cases. This has been done as to ac 


tions brought to enforce orders of the Interstate Commerce Com 





GOLD DUST CORP. V. HARRIS HOFFENBERG, ET AL. 209 


mission (49 U. S. C. A. § 16 (2)), or in suits for infringement of 
the Copyright Law (17 U.S. C. A. § 40), or in actions for viola- 
tions of the antitrust laws (15 U.S. C. A. § 15). 

Counsel fees are granted where there is a fund in the hands of 
the court, as where a creditor's bill is filed and a fund brought into 
court out of which an allowance is made to the party who pursued 
the action for himself and others. Central Trust Co. of New York 
v. United States Light § Heating Co., 233 F. 420 (C. C. A. 2). 
[he theory, among others, is that the party reimbursed has acted 
as a “trustee” in the “common interest.” Trustees v. Greenough, 
105 U. S. 527, 532, 26 L. ed. 1157. In reality this is not an allow- 
ance of costs which properly signify a payment by the adverse 
party. 


In Guardian Trust Co. v. Kansas City Southern Ry. Co., supra, 


such a fund existed and was brought into the constructive possession 


of the court. Out of it creditors were entitled to be paid. ‘The 


action, a creditor's suit, was brought against a pledgee attacking 
the pledgor’s title to the property and the validity of the debt due 
the pledgee. The court dealt with the situation presented to it as 
one raising the question of the power of a federal equity court to 
allow counsel fees as costs in its discretion. It concluded that the 
power existed and granted the allowance against a party who was 
found to have vexatiously instituted a groundless litigation. The 
Supreme Court, in reversing on other grounds (281 U.S. 1, 50S. Ct. 
194, 74 L. ed. 659), declined to pass upon the question of the ex- 
istence of this power. 

In Marks v. Leo Feist, Inc., supra, this court awarded counsel 
fees pursuant to the provision of the Copyright Act (35 Stat. 1084, 
§ 40 [17 U.S.C. A., § 40]). It stated, however, as a general rule, 
that: “Each party to a litigation must pay his own counsel fees, 
no matter how unjust the litigation may have been or how great 
may have been the expensa litis.” 

Aside from any question of power, therefore, we are committed 
to the settled equity practice outlined above that counsel fees will 


not usually be allowed against an unsuccessful litigant. 
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The decree will be modified by striking out the allowance 
attorney's fees, and, as modified, affirmed. 


Decree modified. 


DeL_Monico Propvucts Corporation v. BENJAMIN WinTER, INc. 


ET AL. 
New York Supreme Court, Special Term 
January 26, 1937 


Unrair Competition—Trape-Names—UseE spy ANOTHER—WHEN ENJOINED 
No injunction will be issued against the use of an alleged trade 
name, unless the plaintiff is shown to be the owner of a growing business 
operated under such trade-name and possessing good-will which will be 
irreparably damaged unless injunctive relief is granted. 
Unrairk Competirion—Trapve-Names—TrANSFER OF Bustness—ABANDON 
MENT. 
Plaintiff's predecessor, after operating a restaurant in New Yor! 
City since the year 1828 and establishing a world-wide reputation thers 
for under the name “Delmonico,” in 1918 filed a petition in bankruptc: 
and transferred the business and good-will to one Edward L. C. Robins, 
together with exclusive right to the trade-name “Delmonico.” Said 
Robins conducted the said business until June, 1923, then discontinued 
same without subsequently engaging therein. Plaintiff held to have 
abandoned the trade-name “Delmonico” and was, therefore, without 
right to restrain defendant from using said name in connection with an 
apartment hotel, the use of which began five years after the said 
transfer. 


In equity. Action for alleged unfair competition in the use of 
trade-name. Judgment for defendant. 


Patterson, J.: This is an action in equity to restrain defend 


ants from using the name, ““Delmonico” and “‘Delmonico’s” and for 
damages by reason of using said names. 

To detail the facts which led to this action would necessitate an 
opinion of undue length. The salient and undisputed facts are as 
follows: The Delmonico family had been engaged in the restaurant 
business in the City of New York since 1828. They had estab 
lished, not only a national, but a world-wide reputation as restrau 
ranteurs of the highest standing, the finest exposition of the culinary 
art. They were apparently never engaged in the hotel business in 
the usually accepted idea of a hotel. Their business was that of 


serving food to a select and discriminating patronage and catering 
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to what may be termed the socially elect. This business continued 
uninterruptedly until 1918 when it was then located at the north- 
east corner of Fifth Avenue and Forty-fourth street in the City of 
New York. About 1908, the business was incorporated under the 
name, “Delmonico’s.” It was this corporation that was petitioned 
into bankruptcy in 1918. One Edward L. C. Robins, of a family of 
restrauranteurs, in the City of New York, purchased from the re- 
ceivers of ““Delmonico’s” the lease of the Fifth Avenue property, 
the trade-name and good-will and certain of the contents of the 
building. 

There is no doubt at that time, by an order of the United States 
Supreme Court, he acquired the exclusive and complete right to the 
trade-name of ‘“Delmonico“ and ‘““Delmonico’s” so far as he could 
acquire it by such purchase. 

From July 19, 1919, to June, 1923, Edward Robins ran “Del- 
monico’s” at the same site and generally in the same manner as 
the original Delmonico family. In 1923, due to various reasons, 
he ran into financial difficulties. He paid off his creditors and 
closed the business, since which time, neither Edward L. Robins, 
nor his claimed successors in title to the name “Delmonico” or “Del- 
monico’s’ ever engaged in the restaurant business under the name 
“Delmonico.” Edward Robins did continue the Robins restaurant 
business at No. 54 Broad Street, New York City, but from the time 
of the closing of the Fifth Avenue establishment “Delmonico’s” as a 
going concern for all practical purposes ceased to exist. 

Unquestionably, at the time the Fifth Avenue place was closed, 
Robins had a vested right in the name of “Delmonico,” in connec- 
tion with the restaurant business, and had he continued to employ 
the name in that business, even after a reasonable hiatus, he, or his 
successors in title, would be well vested today with the exclusive 
ise of that name. However, quite the contrary is the fact. 

In 1928 Robins purported to assign the trade-name of “Del- 


monico” and “Delmonico’s” to his brother, Ralph M. Robins. It is 


doubtful if at that time he had any right in the name to assign, hav- 


ing lost it by non-user. Ralph M. Robins, his assignee, never en- 
gaged in the restaurant business under the name of “Delmonico.” 


Shortly after the so-called assignment from Edward Robins to 
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Ralph Robins, the latter, by a similar writing, purported to trans 
fer the name to the plaintiff herein. So much for the use of the 
name of “Delmonico” by the plaintiff and its predecessors in title. 

In March, 1928, Edward Robins, by an agreement, sold to De! 
monico Hotel, Inc., and Hotel Delmonico, Inc., a New Jersey cor 
poration, the right to the use of the name “Delmonico” and “De! 
monico’s,’ together with the good-will thereof and to employ tl. 
same in connection with a building at 502 Park Avenue, Borough ot 
Manhattan, New York City. This was for a consideration of $25, 
000 and was subject to certain conditions. These corporations 
operated the 502 Park Avenue premises pursuant to said agreement 
under the name of “Delmonico” and “Delmonico’s.””. There cam 
a time when there was a breach of this agreement, the plaintiff gi\ 
ing due notice that it was repossessing itself of the name “Del 
monico” and interdicting the further use of the name by the so 
called “Rothe” companies. In May, 1929, Benj. Ritter, Inc., 
bought the rights of the Rothe companies and continued to use th« 
name “Delmonico”’ in connection therewith. In March, 1936, 
through a foreclosure sale, the defendant, Nielmo Realty Corpora 
tion, acquired the 502 Park Avenue premises, since which time it 
has operated the same as an apartment hotel under the name “Del 
monico” or “Delmonico’s.” 

It is not seriously contended that the Nielmo Corporation has 
primarily conducted a restaurant business. The building itself is 
best adapted for an apartment hotel. Such restaurant business as 
Nielmo has conducted there has been merely incidental to the renta! 
of its apartments and for the convenience of the tenants of th 
premises. In no sense can it be said that ‘““Delmonico’s,”’ as now 
conducted at No. 502 Park Avenue is the successor of the origina! 
Delmonico in the restaurant business. Its advertisements and 
public announcements in the main, feature the business as an apart 
ment hotel catering to a select patronage, or what may be termed 
those of social prestige. Only incidentally, does the restaurant end 


of the business appear to be stressed as a feature of the hotel. 


There is certainly no competition, fair or otherwise, with the origina! 


Delmonico business, because all that remains of that is the bare 


name. It has long since ceased to exist as a going concern. 
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Any good-will of the business, apart from the name, long since 
vanished. It went with the closing of the Fifth Avenue “Del- 
monico’s.”’ 

I think this academic proposition cannot be disputed, namely, 
that no injunction will be granted against the use of an alleged 
trade-name unless the plaintiff is shown to be the owner of a going 
business operated under such trade-name and possessing good-will 
which good-will will be irreparably damaged unless injunctive re- 
lief is granted. 

Here, concededly, there is no going business operated under such 
name, there wasn’t when the use of the name was transferred to the 


plaintiff herein. Equity grants relief in cases involving the use of 


a trade-name only where the use or continuance constitutes unfair 
trade. There is no unfair trade here. Nobody is in the least de- 
ceived by the use of the word “Delmonico” in connection with an 
apartment hotel. Nobody is resorting thereto by the allurement 
that it is the original Delmonico restaurant. The plaintiff is not 
a competitor of the defendant Nielmo Corporation. It is not en- 
gaged in any business and hence, it has no business which could be 
injured by the use of the name “Delmonico.”’ 

Where a name is so similar to that under which the plaintiff con- 
ducted its business that the public might be confused, equity grants 
relief, but here no such contention can be maintained. 

I think the case of The Eastern Construction Co., Inc. v. Eastern 
Engineering Corporation (246 N. Y. 459) (p. 462) [18 T.-M. Rep. 
122]: 

Justification, if any, for the injunction must rest upon a finding that 
the corporate name which the defendant has adopted, with the sanction of 
the state, is so similar to the name under which the plaintiff conducts its 
business that the public may be confused and that some persons may do 
business with the defendant in the belief that they are dealing with the 
plaintiff. The plaintiff's moving affidavits sufficiently show that the plain- 
tiff has built up a business reputation and good-will. The name under 
which a business is carried on is inextricably entwined with its reputation 
ind good-will. (Page 463.) The defendant may not expressly or im- 
pliedly represent that it is the same corporation or connected with the 
same corporation which has built up a reputation and good-will under the 
name of Eastern Construction Company. (Page 465.: The value of the 
plaintiff's reputation and good-will is not shown to be materially decreased 
by possible confusion. Certainly the defendant is not shown to be in a 
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position to gain any advantage by it. Reasonable probability of loss 
business by the plaintiff which constitutes the ground for the interventi 
of a court of equity is wanting. 

Where is the good-will of the plaintiff that can be injured by 
the use of the word “Delmonico” in connection with the Nielmo 
business? When Robins closed Delmonico’s business in 1923 and 


sold its tangible assets at auction, he thereby disposed of any good 
will which the name might have. 

I think that the often reiterated rule is still good, namely, that 
a trade-name is treated solely for protection for good-will and is 
not a subject of property except in connection with an existing busi 
ness. The transfer of a naked trade-name without a business itseli 
is a mere nullity. 

In 1928, when Robins went out of business and sold his assets 
at public auction, he thereby lost the right to the use of the name 
“Delmonico” or “Delmonico’s” unless, if within a reasonable period 
thereafter, he opened up another business of like character under 
the name of “Delmonico,” or “Delmonico’s.” A trade-name in it 


self, apart from any business, is not a vendible commodity (see 


In re Jaysee Corest Co., 201 Fed. 779 [1 T.-M. Rep. 315], also 
United Drug Co. v. Rectanus Co., 248 U.S. 90, 97 [9 T.-M. Rep. 
1], and Falk v. American West Indies Trading Co., 180 N. Y. 445 

The purchase of the Hotel Delmonico at the auction sale carried 
with it the right to continue the operation of the building under the 
name by which it had been known since its erection. The plaintiff's 
contention is that it did not abandon its right in the name and on 
the other hand, it took all diligent steps to preserve the right to the 
use of the word “Delmonico,” because whenever it ascertained that 
somebody else was taking steps to use the name it threatened suit 
against the user; but to merely assert a claim to the name is not 
sufficient. It must do more and prove it is actually used in con 
nection with a going business, otherwise it is deemed to have aban 
doned it. 

In conclusion, it is my opinion that the defendant Nielmo Realt; 
Corporation is entitled to judgment on the merits. 
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Ropert Reis & Company v. MANHATTAN SHIRT COMPANY 
New York Supreme Court, New York County, Special Term III 
March 4, 1937 


Trave-Mark INFRINGEMENT—“MANHATTAN” FoR Men’s Wear—Score oF 

PROTECTION. 

There is no doubt that the law grants less protection to a mark which 
is purely descriptive, commonplace or geographical than to one charac- 
terized by originality or distinctiveness. 

Trape-Mark INFRINGEMENT—BeEARING OF ContTRACTS. 

Defendant in 1913 entered into a contract with plaintiff, whereby the 
former agreed not to use the name “Manhattan” in any form or manner 
upon any underwear “intended to be normally retailed at less than $1 
per garment, or any knit underwear of any grade or price”; and, in 
1920, by a second contract, agreed to use the said name only in script 
form, provided that nothing in the agreement should prevent defendant 
from using the word “Manhattan” in block letters in its corporate name, 
on the goods or labels, on stationery, advertising, etc., but not in viola- 
lation of the contract of 1913. The contracts held valid, and defendant 
thereby relinquished all right to use the word “Manhattan,” when it 
engaged in the cheap or knit underwear business. The advertising of 
its underwear by defendant, as set forth in the complaint, was, there- 
fore, held violation of the contract, and was enjoined. 

Trapve-Mark INFRINGEMENT—“‘MANHATTAN” FoR Men’s Wear—Recistra- 

TION—ErFrect. 

The registration by defendant of the geographical name “Manhattan” 
as a trade-mark for shirts gave it no advantage over plaintiff, in the 
latter’s use thereof on knit underwear, inasmuch as it was shown that 
at the time the first agreement between the parties became effective, 
cheap knit underwear sold under the “Manhattan” mark was generally 
known as plaintiff’s product. 


Nims & Verdi (Joseph Proskauer, Wallace H. Martin, Eugene 
Eisenmann, of counsel), all of New York City, for plaintiff. 
Maass & Davidson (Maz D. Steuer, Herbert H. Maass, Monroe 


L. Friedman, of counsel), all of New York City, for de- 
fendant. 


Scumuck, J.: Broadly speaking, the right of plaintiff to an 
injunction and accounting will primarily depend upon the inter- 
pretation given to the contracts subsisting between the principals 
herein and executed in 1913 and 1920. Regardless of the general 


legal principles defining the rights and privileges of the possessor 
of a common law or statutory trade-mark, and irrespective of what 


has been held to be unfair competition, the legal situation of these 
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parties as concerns the use of the word “Manhattan” as a trade 
designation must be governed by their intention with reference 
thereto as expressed in the two agreements. By these agreements, 
as indicated by the evidence, the parties intended to put at rest all 
question concerning the manner in which they respectively were to 
use the word “Manhattan” in a business way. For a considerable 
period before the execution of these agreements the plaintiff and the 
defendant had been engaged in intensive and widespread competi- 
tion. This quite obviously, led to disputes, as each of them be- 
lieved the sesame of their success lay in the word “Manhattan.” 
From disputes they progressed to lawsuits, and in 1913 plaintiff 
herein instituted an action in United States District Court for New 
Jersey against a customer of defendant who was distributing under- 
wear upon which the word or trade-mark “Manhattan” was dis- 
played. Ere this issue received the finality of a decision, these 
parties entered into the 1913 contract, one of the principal pro- 
visions of which, so far as we are here presently concerned, reads 
as follows: 


The Manhattan Shirt Company .... agrees that it will not make use of 
the word “Manhattan” in any form or manner whatsoever upon, or in con- 
nection with, (1) any underwear intended to be normally retailed at less 
than $1 per garment, or (2) any knit underwear of any grade or price 


whatsoever. 

Apparently, even this did not quiet dissension, and in 1920 an- 
other agreement was made wherein it is provided that The Man 
hattan Shirt Company agrees “that it will use the trade-mark 
‘Manhattan’ on underwear and hosiery only in script form, but 
nothing in the agreement is to prevent it from using the word “Man- 
hattan’ in block letters in its corporate name on the goods or labels, 
on stationery or in advertising, or publicity matters of any kind, but 
neither this provision nor any other provision in this agreement 
shall be construed as giving The Manhattan Shirt Company the 


right to use the word “Manhattan” in violation of the provisions of 


Article I of the agreement entered into between the parties on 
September 23, 1913.” 


Despite these definitive agreements, the war between these in- 


dustrial titans went merrily on and finally this action was begun, 
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as well as two actions in Delaware, in one of which the defendant 
here is plaintiff and this plaintiff appears as intervenor, and in the 
other, while the same general situation is involved, the defendant 
herein does not directly appear. Reference to these Delaware 
suits is made because the decision in one of them casts fulsome light 
on the questions herein involved in an exhaustive and learned 
opinion by the Chancellor, and the other, resting in statu quo, prob- 
ably awaits the determination of this issue. It is interesting to 
note that in every litigation between these parties, or in which they 
interested themselves, the argument principally concerned itself 
with the force, the intendment and the legality of these two agree- 
ments. At this point, in order that no misconception may be had 
hereafter, let it be clearly understood that the legality and enforce- 
ability of the contracts are held to be indisputable. Entire agree- 
ment is had with the opinion expressed in the Delaware case (164 
Atl. 246) that nothing in the contracts warrants the conclusion that 
they are so offensive to public policy as to condemn them as illegal. 
The subject matter of the contracts was something concerning which 
both of these litigants advisedly might negotiate, for in it they 
respectively had valuable property rights. An examination of the 
authorities voiding contracts of a kindred nature clearly shows that 
the basis of such determinations is the evident purpose of swindling 
the public, an element conspicuous by its absence herein. (Bloss 
& Adams v. Bloomer, 23 Barb. 604; Church, et al. v. Proctor, 66 
Fed. 240; Amalgamated Furniture Factories, Inc. v. Rochester 
Times Union, Inc., 128 Misc. 673.) In short, every element es- 


sential to a valid contract can be discovered in these two pacts. To 


decide this issue, therefore, consideration may be exclusively con- 


fined to the contracts and their intendment. Unfortunately, lan- 
guage has not reached that degree of perfection repudiating any 
possibility of more than one interpretation. In consequence, to dis- 
cover the meaning of words used by individuals, the circumstances 
and conditions in which they find themselves at the time must not be 
disregarded. As the testimony is digested, we learn that the de- 
fendant and its predecessors had used the name “Manhattan” for 


many years before the plaintiff came into being. As early as 1871, 





218 TWENTY-SEVEN TRADE-MARK REPORTER 


the defendant had registered the name “Manhattan” as a trade 
mark in the conduct of its business as shirtmaker for men. We 
may well pause to consider the effect which the law gives to such 
formality. There can be no doubt that the law grants less pro 
tection to a trade-mark which is purely descriptive, commonplace or 
geographical than it does to one characterized by originality, in- 
dividualism or distinctiveness. (Pabst Brewing Co. v. Decatur 
Brewing Co., et al., 284 Fed. 110 [13 T.-M. Rep. 1]; Mason Au & 
Magenheimer Confectionery Co. v. Loose-Wiles Biscuit Co., 1 Fed. 
Supp. 755). In this respect it has been held that the first user of 
a commonplace or unoriginal trade-name is not only not entitled to 
relief against another who subsequently uses the mark on a different 
product, but that the first user will be restrained from extending 
the privilege concomitant with registration to another product. even 
though kindred, if it unjustly interferes with the use of the mark by 
a maker of the article to which extension is sought (France Milling 
Co., Inc. v. Washburn-Crosby Co., Inc., 7 Fed. (2d) 804). The 
registration by the defendant of the word “Manhattan” can there- 
fore give it no advantage in this discussion. As the evidence is 
further analyzed, it becomes evident that plaintiff for a number of 
years popularized the name “Manhattan” in connection with cheap 
and knit underwear. At the time the 1913 agreement was entered 
into, it stands uncontradictable that cheap and knit underwear was 
correlated with production by the plaintiff. It is an irresistible 
sequela that in executing the 1913 agreement the defendant was not 
graciously giving up something to which it had an undisputed right. 
Rather must it be assumed that at this time the plaintiff, by reason 
of continued enjoyment, had gained the exclusive prerogative of 
using the name “Manhattan” on underwear intended to be normally 
retailed at less than $1 per garment and on knit underwear of any 
grade or price whatsover. If, therefore, the relationship between 
these concerns, depends solely upon the 1913 agreement, it must be 
unhesitatingly said that the defendant voluntarily, unmistakably 
and irrevocably surrendered any right it had to use the word “Man- 


hattan” in purveying cheap or knit underwear, so that the confusion 
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created by the defendant competing with plaintiff in this particular 
field of industry would once and for all be allayed. 

Considering all the circumstances, mindful that the agreement 
was occasioned by the then pending litigation in New Jersey and 
giving to the language used the usual and normal interpretation, it 
must follow that the defendant had relinquished all and any right 
to use the word “Manhattan,” even though it formed the principal 
part of its composite name when it engaged in the cheap or knit 
underwear business. In view of the language of the agreement 
whereby defendant agrees that it will not make use of the word 
“Manhattan” in any form or manner whatever, it matters not that 
a fund of authorities can be marshalled to support the contention 
urged by the defendant that the law will not deprive or limit an in- 
dividual in the use of his name. But the principle thus laid down, 
like every rule of human origin, has its exception. Whenever con- 
fusion, injustice or fraud results from the use of a name, particu- 
larly a corporate name, inhibition of use will be decreed. (A. Bour- 
jois & Co., Inc. v. Katzel, 260 U. S. 689; Guth v. Guth Chocolate 
Co., 224 Fed. 982; The LePage Company v. Russia Cement Co., 
51 Fed. 942; Foster Bros. Manufacturing Co. v. Ideal Bedding 
Co., Inc., et ano., 188 Mise. 84.) 

Unless, therefore, the 1920 agreement modifies, alters or amends 
this agreement, plaintiff must be vindicated and its grievance 
against the defendant sustained. As the 1920 agreement is ex- 
amined, the inference is made that rather than exorcising the pro- 
visions of the 1913 agreement, it iterates and amplifies the vital 
part thereof (Article I). Summarizing the result of this juridical 
investigation, it is found that the agreements resulting from meticu- 
lous investigation in which astute, trained minds participated in 
the protection of the interests of both of these litigants, a clear 
definition of their respective rights to the use of the name “‘Man- 
hattan” in their business was reached. The situation thus created 
permits of no other interpretation than that the defendant, prob- 
ably for the sake of commercial amity, agreed with the plaintiff 
not to use the name “Manhattan” in any manner (1) on underwear 
to be normally retailed for less than $1 per garment, and (2) not 
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on any knit underwear of any grade or price (1913 agreement) and 
that whenever used on any underwear permitted by the 1913 agree- 
ment, it would be used only in script form (1920 agreement, 
Article I). This being so, the manner in which defendant has been 
advertising its underwear is undeniably a violation of the agree- 
ment and an invasion of the province delegated to the plaintiff. 
From this results acclaim of plaintiff's complaint and it is decreed 
that plaintiff shall have the relief prayed for in the complaint. 

Submit findings of fact, conclusions of law and appropriate 
judgment. Costs to plaintiff. 





Barton MANUFACTURING CompPpANy v. HercuLes Powper CoMPAny 
United States Court of Customs and Patent Appeals 
Opposition No. 13695 


March 22, 1937 


Trape-MarKks—Opposition—“DiIsHINE” AND “DyYANSHINE”—CONFLICTING 
Marks. 


The word “Dishine” held to be confusingly similar to “Dyanshine.” 
Trapve-Marxs—Oprosirion—DisH CLeantnc Compound AND LEATHER 
Potish—Goops or Same Descriptive PROPERTIES. 

A cleaning compound for dishes, crockery, glassware and cooking 
utensils, held to be of the same descriptive properties as a polish for 
leather goods. 

Appeal from a decision of the Commissioner of Patents dismiss- 
ing a trade-mark opposition. Reversed. For the Commissioner's 
decision, see 26 T.-M. Rep. 172. 


Edward §. Rogers, and Thomas L. Mead, Jr., both of Wash- 
ington, D. C., for appellant. 


George J. Harding, of Philadelphia, Pa., for appellee. 


Grauam, P. J.: Paper Makers Chemical Corporation, a cor 
poration duly organized under the laws of the State of Delaware, 
filed its application in the United States Patent Office for registra- 
tion of a trade-mark consisting of the word “Dishine,”’ superimposed 
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upon a representation of a stack of dishes, used as a trade-mark in 
connection with the sale of “a cleaning compound for dishes, 
crockery, glassware, cooking utensils, and the like.” Barton Manu- 
facturing Company, the appellant, filed a notice of opposition to 
said registration, relying largely upon a registration of its trade- 
mark “‘Dyanshine,”’ which mark was registered on June 1, 1920, 
for a mark used in connection with the sale of a “polish for leather 
goods, such as shoes, suitcases, etc.” 

On November 2, 1936, Paper Makers Chemical Corporation as- 
signed its right, title, and interest, in and to the said trade-mark 
“Dishine,” together with the good-will of its business, to the appel- 
lee, Hercules Powder Company, and the necessary substitution of 
parties was made, by leave of this court, on December 8, 1936. 

The applicant, as shown by the evidence, was engaged in the 
manufacture of a line of heavy chemicals consumed by the paper 
industry, and on or about September 30, 1931, began to sell a prod- 
uct described under the name of “Dishine.’”” This material was “‘a 
modified soda consisting of mainly tri-sodium phosphate, with small 
additions of soda ash, soap.” This was manufactured and sold for 
washing dishes, including glassware and bottles, such as beverage 
bottles. Its main use, as shown by the testimony, is in washing 
dishes, and it was put on the market to be used in automatic dish- 
washing machines. As so used, it is dissolved in water and added 
to the dishes in a dish-washing machine or receptacle: It is shown 
to be a cleaner and water softener, and is entirely soluble in water. 
The maker sells it principally to jobbers who, in turn, sell to in- 
stitutional supply houses, hotels, and restaurants, the bulk of sales 
being to the jobbers. 

As sold, it is put up in wooden barrels, holding approximately 
3825 pounds, net weight, but some is packed in half barrels, 150- 
pound steel drums, 40-pound kegs, and 25-pound galvanized pails. 
The pails are the smallest packages which have been produced up 
to this time. Upon these various packages two kinds of labels are 


used. One of these labels consists of an orange-colored strip 
upon which appears, in large black letters, the word “Dishine’’ in 
connection with “Paper Makers Chemical Corp., Kalamazoo, Mich.,” 
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and a seal-like mark, consisting of a white circle with a dark 
center and the words “Superior P M C Chemicals.” Another style 
of label is a circular stencil bearing the words “Paper Makers 
Chemical Corp. Dishine 347-22-325 Milwaukee, Wis.,” with a seal 
bearing the words, “Superior P M C Chemicals.” 

The evidence shows that the mark shown in connection with the 
application for registration is not commercially used, the illus- 
tration of the stack of dishes being omitted in the mark used in 
the trade. The applicant also publishes a pamphlet which is 
circulated, and a copy of which is in evidence as applicant’s Ex- 
hibit 1, in which appear statements as to the use of its product, 
among the statements made on said exhibit being the following: 

“Dishine” for cleaning and deodorizing glassware, dishes, silverware, 
cooking utensils. . . . Purpose: Manufactured especially for cleaning, 
deodorizing, and polishing dishes, silverware, and utensils. A splendid 
silverware polish—safe and convenient, and, 3, detarnishes silverware in- 
stantly. 

On the part of the opposer, it is shown that in 1917 Warren 
D. Barton invented a preparation for the cleaning and polishing of 
leathers, which he named “Dyanshine.” ‘There was a great demand 
during the period of the World War for a cleaner and polisher of 
leather equipment used by the army, and Barton was called upon to 
sell, for use of the troops at Camp McArthur, at Waco, Texas, a 
very large amount of his polish, and during the period of the war 
the sales of this product became very large, especially for military 
purposes. From that time until the present, the product has been 
extensively sold, the sales extending into every state of the Union, 
as well as into many foreign countries. Approximately 40,000,000 
bottles of the product had been sold at the time of the taking of 
the testimony herein, which amounted to a sale in excess of $15,- 
000,000. The trade-mark has been and is applied to various kinds 
of shoe polish, the colors being black, nut brown, cordovan, ox- 
blood, neutral, light tan, black suede cleaner, white canvas cleaner, 
white kid cleaner, and to another product called boot oil. Exten- 
sive advertising has been carried on in twelve or fifteen magazines, 


and in approximately 3,500 newspapers, the cost of such advertis- 


ing being in excess of $1,250,000. The mark “Dyanshine’’ was 
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registered in the United States Patent Office on June 1, 1920. 

use of the name has been continued until the present time. The 
record also shows that quite frequently letters are received by 
Barton Manufacturing Company in which the company is named as 
“Dishine,” and “Dieshine’’ and “Dyeshine.” 

The Examiner of Interferences was of opinion that the opposi- 
tion should be dismissed and that registration should be allowed, 
stating, in part: 

Considering the differences in the marks and the characteristics of the 
goods, the Examiner is clearly persuaded that they can be honestly used in 
trade and it must be here presumed that they are so used. 

Appeal was taken to the Commissioner of Patents. The first 
Assistant Commissioner considered the matter and was not in har- 
mony with the views expressed by the Examiner of Interferences as 
to the similarity of the marks, holding, in part, “I am compelled to 
the view announced in the beginning that the marks are confus- 
ingly similar.” 

The Assistant Commissioner, however, was of the opinion that 
the goods were not of the same descriptive properties, and, there- 
fore, affirmed the decision of the Examiner of Interferences dis- 
missing the notice of opposition. From that decision the appellant 
has prayed an appeal to this court. 

We agree with the opinion of the Assistant Commissioner that 
the trade-marks here involved are of such a character as to be likely 
to cause confusion in the mind of the public as to the origin of the 
goods involved in this proceeding. The words “Dyanshine’’ and 
“Dishine” are so nearly alike in appearance and sound as to be con- 
fusingly similar. It is contended by the appellant that its mark 
“Dishine” should be pronounced as if it were spelled “Dish-shine” 


and that this is explained by the reference to its use mainly as an 


aid in the washing of dishes. It is testified by Mr. Lawrence, of 
the applicant company, that the name is always pronounced as if 
spelled with the first i short and the second i long. This, however, 
is not conclusive as to the impression that the name would create 
upon the mind of the ordinary purchaser of the product. It might 


well be pronounced, giving the first i a long sound and the last i a 
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long sound. The words look alike, they are spelled every nearly 
alike, begin with the same letter, and end with the same combina 
tion of letters, namely, “shine.” 

As has been many times said by the courts, the applicant had 
an unlimited field to pick from, and it would seem quite apparent 
that it might have picked a name for its product which did not have 
the same close similarity to the registered mark of the opposer as 
does the one here sought to be registered. In this respect, the 
names are not more dissimilar than were those in the case of Rose 
Nerenstone Bookman Doing Business as the Perorogen Co. of 
America v. The Oakland Chemical Co., 17 C. C. P. A. (Patents) 
1213, 40 F. (2d) 1006 [20 T.-M. Rep. 261], where the names 
“Peroxogen” and “Dioxogen’” were held to be confusingly similar, 
or the marks “Ammo-Phos-Ko” and “Nitrophoska” which were held 
to be confusingly similar in American Cyanamid Co. v. Synthetic 
Nitrogen Products Corp., 19 C. C. P. A. (Patents) 1235, 58 F. 
(2d) 834 [22 T.-M. Rep. 275], or the words “Solvit-All’ and 
“Solvite” in C. E. Langfield v. Solvit-All Corporation, 18 C. C. 
P. A. (Patents) 1313, 49 F. (2d) 480 [21 T.-M. Rep. 264], or th: 
words “Oxydol” and “Oxol,” held to be confusingly similar, in The 
Procter §& Gamble Co. v. J. L. Prescott Co., 18 C. C. P. A. (Patents) 
1433, 49 F. (2d) 959 [25 T.-M. Rep. 342]. 

Judge Hatfield, speaking for this court in Celanese Corp. of 
America v. Vanity Fair Silk Mills, 18 C. C. P. A. (Patents) 958, 
47 F. (2d) 373 [21 T.-M. Rep. 151], relative to the similarity of 
the marks ‘“‘Celanese”’ and “Silkenese,” said: 


; . Nevertheless, appellee selected a trade-mark closely simulating 
the trade-mark of appellant. It is true that the marks are not identical, 
and that they differ to some extent both in sound and in appearance. How- 
ever, the public should not be required to analyze trade-marks with scrupu- 
lous care, nor should it be compelled to resort to a study of etymology in 
order to avoid confusion and mistake. 


The same rule was applied in The Celotez Co. v. Bronston Bros. 
§ Co. (Inc.), 18 C. C. P. A. (Patents) 1490, 49 F. (2d) 1048 [21 
T.-M. Rep. 370], where the trade-marks “Celotex” and “Flametex”’ 
were in opposition. 
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An interesting authority in this connection is The American 
Products Co. v. F. A. Leonard, 19 C. C. P. A. (Patents) 742, 53 F. 
(2d) 894 [22 T.-M. Rep. 64], where, in discussing the similarity 
of the words “Zeno” and “Zanol,” we said: 

. . The sole and only question, therefore, is: Are the marks con- 
fusingly similar? 

We are unable to escape the conviction that they are. The words may 
be pronounced in almost the same way. If the e in “Zeno” is given the 
sound of e as in “prey,” and the a in “Zanol” is given the sound as in 
“brake,” but little difference will be ordinarily distinguished. As was well 
said by the witness, Clarence M. Mills: “There is no such thing as a 
correct pronunciation for a trade-mark. It is pronounced in different 


ways by different people.” 

We do not find ourselves in agreement with the conclusion of 
the Assistant Commissioner as to the goods not being of the same 
descriptive properties. The conclusion of the Assistant Commis- 
sioner seems to be directly in conflict with the most recent trend 
of authority, not only in this but in other Federal courts. 

Two cases have been called to our attention by the Assistant 
Commissioner’s decision which appear to us to be plainly in con- 
flict with his conclusion herein. In the first of these, C. E 


4e 


Langfield v. Solvit-All Corporation, supra, the word “Solvit-All” 


was used as a trade-mark in connection with the sale of sanitary 
solvents for cleaning, disinfecting, and deodorizing toilet bowls 


and similar articles. This mark was in conflict with the trade- 


mark “Solvite,” used on a cleaning preparation, which, when mixed 
with gasoline, was used in cleaning garments, draperies, fabrics, 
rugs, carpets, automobile seats, and other articles from which it 
was desired to remove greasy and other substances. We said, in 
part: 


It is true that the goods of the parties do not possess, entirely, the 
same essential characteristics. Nevertheless, the purposes for which they 
are used are of the same general nature and are closely associated and 
related. They are both used for cleaning purposes by the general public, 
are sold in the same stores, and, although a purchaser would not confuse 
the two products, confusion as to their origin would probably result should 
the parties use their trade-marks concurrently. 

We are of opinion, therefore, that the goods are of the same general 
class and possess the same descriptive properties within the principles here- 
tofore announced by this court. 
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The other case cited is that of The Procter § Gamble Co. vy. 
J. L. Prescott Co., supra. In that case “Oxydol” was used as a 
trade-mark on soap powder, and “Oxol’” as a trade-mark on a liquid 
chlorine solution, intended for use as a disinfectant, germicide, 
deodorant, sterilizer, cleaner, and bleacher. We held the goods 
to be of the same descriptive character. 

In the Rose Nerenstone Bookman, etc. v. The Oakland Chemica! 
Co. case, supra, hydrogen peroxide bleaching compounds, and 
bleaching powders were held to be goods of the same descriptive 
properties as antiseptic and disinfectant compounds. 

It is argued by the appellee that the goods are sold in different 
sized packages, the smallest package of “Dishine” being a_ pail 
weighing 25 pounds, and that, therefore, because of this difference 
in the merchandising of the product, the goods are not likely to be 
confused in the mind of the purchaser. It may be true that the 
purchaser would not be apt to confuse a small bottle of polishing 
material with a 25-pound pail of the appellee’s product, yet it 


must be borne in mind that the appellee may sell his product in 


such sized packages as it may choose, and, therefore, may simulate 


in style of package the goods of the appellant. Again it is stated 
that the mark, as sought to be registered, contains a representation 
of a stack of dishes which would distinguish the marks and the 
goods. However, in our opinion, this would not sufficiently dis- 
tinguish the marks. 

Without an unnecessary citation of authorities, we are of 
opinion that the goods of the respective parties in this proceed- 
ing are of the same descriptive properties, belonging to the same 
general class, and that confusion is apt to result if the mark of 
the appellee be given registration. This conclusion, we think, is 
in harmony with the recent authorities. 

The decision of the Commissioner of Patents is reversed. 


Hatrie.p, J., took no part in the decision of this case. 
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Lever Brotuers Company v. Burter MANUFACTURING COMPANY 


United States Court of Customs and Patent Appeals 


Opposition No. 13850 


March 22, 1937 


l'rape-MarKs—Opposirion—“Lustr Lux” on Dry-cLeEaAnING SystemM—REG- 
ISTRABILITY. 


The notation “Lustr lux” held unregistrable as a trade-mark for a 
dry-cleaning system, inasmuch as the word “system,” as commonly 
understood, is not synonymous with “merchandise.” 

Trape-Marks—Opposirion—‘Lux” ror Soarp—ANSWER. 

Where opposer, owner of the trade-mark “Lux” used on soaps and 
detergents, failed to file answer to notice by the Examiner that the 
opposition was based solely on the “confusion in trade” clause of the 
Act, and, moreover, applicant took no action to amend the description 
of goods by substituting the word “merchandise” for “system,” the Com- 
missioner’s decision was reversed, and the case remanded for further 
action in accordance with the opinion. 

Appeal from a decision of the Commissioner of Patents, dismiss- 
ing a trade-mark opposition. Reversed. For the Commissioner’s 
decision, see 26 T.-M. Rep. 181. 


Theodore K. Bryant, of Washington, D. C., and Spencer A. 
Studwell, of New York City, for appellant. 
Thomas E. Scofield, of Kansas City, Mo., for appellee. 


Buianp, J.: This is an opposition proceeding instituted in the 
United States Patent Office in which the appellant filed notice of 
opposition, opposing the registration of the trade-mark “Lustr lux” 
for “Dry Cleaning Systems” which was applied for by appellee. 

Appellee filed with its application a photograph representing 
“specimens” showing the trade-mark as actually used upon its 
goods. The photograph shows a rather elaborate machine upon 
which is affixed the term “Lustr lux System.” 

Appellant-opposer’s mark consists of the term “Lux,” which is 
a well-known, well-advertised mark alleged to have been used for 
a long period of time in connection with a very large and well- 
known and favorably-known business in the manufacture and sale 


of laundry soaps and detergents used for washing clothes. Op- 
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poser’s several marks have been registered in the United States 
Patent Office, one of which registrations was made in 1900. 
Appellee moved to dismiss the notice of opposition. In con 
sidering this motion, the Examiner of Trade-Mark Interferences 
stated it to be his view that the opposition was based solely upon 
“the confusion in trade clause of section 5” and notice was given to 
the opposer to confirm this inference or deny it. Time was set in 
which opposer could make answer. No answer having been made 
to the request of the Examiner, he held that the failure to reply was 
an admission that the opposition related only to the confusion in 
trade clause of section 5. He then denied the motion to dismiss 
the opposition, set a date for answer by appellee, stating that when 
the proceeding was set down for final hearing, opposer would be 
given an opportunity to take testimony. He furthermore informed 
the applicant that it could waive the right to file an answer and 
request that the case be set down for final hearing “for a further 
consideration of the merits of the defense relied upon in this motion 
to dismiss.’’ No testimony was taken and no answer was filed. 
The Examiner in his decision held that the allegations in the 


notice of opposition “relate to and seek to draw in only the con- 


fusion-in-trade clause of Section 5 as the sole statutory ground for 
refusing registration.” He than held that for the opposer to suc- 


ceed he must show that the goods possess the same descriptive prop 


erties. On this subject he stated: 


The soap and soap powder sold by the opposer are particularly adapted 
for the cleaning of fabrics, such as clothes, and the dry cleaning apparatus 
of the applicant is also used for cleaning clothes. Except to this extent 
they have nothing in common. The soap and soap powder of the opposer 
is of the usual type that is commonly sold in grocery stores in packages 
and is well and favorably known to the general public through long and 
extensive use. 

The dry cleaning apparatus of the applicant is illustrated in the photo 
graphic specimen filed as a part of the application involved herein. It is a 
rather complicated piece of apparatus which obviously is not purchased 
by the public generally but only by persons interested in the dry cleaning 
business. It requires altogether too great a stretch of the imagination to 
rule that the goods sold by the parties possess the same descriptive prop 
erties. Consequently, it is held that the opposer cannot here qualify under 
the confusion-in-trade clause of Section 5. 


* ce - 
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From what has hereinbefore been stated the Examiner is fully 


per: rsué 1aded that an honest use of the mark by the applicant would not be 
likely to result in any confusion in trade 


In concluding, the Examiner of Interferences held as follows: 


Registration is, however, refused on the ground that the particular 
description of goods, namely, “dry cleaning systems” (Examiner’s italics), 
is inapt and inappropriate by reason of the word “merchandise” found in 
the statute. It is further adjudged that if this notation were changed to 
“dry cleaning apparatus” applicant would be entitled to the registration 
for which it has made application. 


Appellant appealed to the Commissioner. After stating the 
case, the Commissioner said: 


Two questions arise—first, do the goods of the respective parties 
possess the same descriptive properties and, second, if they do, are the 
marks so similar as to be likely to bring about confusion? It is un- 
doubtedly true that both goods are used for the same general purpose, 
which may be termed cleaning. Beyond this, however, I am unable to con- 
ceive any points of similarity between them. Physically, they are totally 
unlike; in price there is no comparison; they are sold to different classes of 
purchasers; one is hought casually in the general store or the grocery by 
the housewife and the other is a costly installation bought only by a man 
who intends to enter or is already engaged in, the cleaning business. In 
view of these considerations, I cannot conceive any confusion resulting 
from the concurrent use of the same mark upon these respective goods. 
rhe possibility of any such confusion taking place is too remote, too con- 
jectural to be dealt with in these proceedings. It is true that the Court 
of Customs and Patent Appeals once held that if there is a likelihood 
of confusion arising from the concurrent sale of the goods of an applicant 
and an opposer that the goods must perforce be of the same descriptive 
prope pg er Packing Corp. v. Tillman & Bendel, Inc., 40 F. (2d) 
108, 17 C. C. P. A. 1048, 394 O. G. 789, 1930 C. D. 215, but in my decision 
in the case of Meredith Publishing Co. v. O. M. Scott & Sons Co., 458 O. G. 
3, 26 U. S. Pat. Q. 21 [25 'T.M. Rep. 474], I endeavored to point out the 
inapplicability of a test of this kind when applied to a set of facts such as 
that here involved. In my opinion if the goods are not of the same de- 
scriptive properties an opposition must be dismissed regardless of con- 
fusion, likely or actual. Similarity, if the notations are not confusingly 
similar, an opposition must be dismissed and irrespective of confusion. 

lo repeat, I am not prepared to hold that soap and dry cleaning appa- 
ratus are goods of the same descriptive properties, and, being so inclined, 

am compelled to dismiss the opposition proceeding. In arriving at this 
‘onclusion, I have taken into full consideration, although I have not ex- 
iressly discussed it, the difference between the marks of the respective 
parties and, in accordance with the decision in the case of Duro Pump & 
Ufg. Co. v. Thomas Maddock’s Sons, 36 F. (2d) 1005, 394 O. G. 281, 1930 
C. D. 196, I am inclined to permit the differences between the marks 
coupled with the differences between the goods to persuade me to the 
position that I have taken. 

The opposition is dismissed and the decision of the Examiner of Trade- 
Mark Interferences is affirmed. 
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It will be noted that the Commissioner held “they are sold to 
different classes of purchasers; one is bought casually in the gen- 
eral store or the grocery by the housewife and the other is a costly 
installation bought only by a man who intends to enter, or is already 
engaged in, the cleaning business. In view of these considerations, 
I cannot conceive any confusion resulting from the concurrent use 
of the same mark upon these respective goods.” 

From what sources the Commissioner obtained these stated facts 
is not clear. Since the record does not show that any such facts 
have been established, we must conclude that from the nature of the 
goods and from the proven facts he assumed the stated facts to 
exist or treated them as being within common knowledge. 

The propriety of making such an assumption is, to say the least, 
very questionable. It would seem that there would be less question 
about the propriety of assuming that a laundry might purchase and 
use “Lux” soap for washing clothes and also purchase and use 
applicant’s apparatus in connection with dry cleaning—thus one 


party would buy and use both articles in its business of cleaning 


clothes, or in assuming that there is a reasonable probability that a 


system made by applicant might be used in the household by the 
users of opposer’s laundry materials. Certainly there is nothing in 
the record to justify the conclusion that the same person might not 
purchase both articles and use the soap and detergents in washing 
and cleaning clothes and the apparatus for dry cleaning of clothes. 

It seemed to be the view of both tribunals that the applicant 
did not have a right to register its mark for a system but that it 
would have the right to register the mark for an apparatus. The 
decision of the Examiners, affirmed by the Commissioner, held that 
“if this notation were changed to ‘dry cleaning apparatus’ applicant 
would be entitled to the registration for which it has made appli- 
cation.” 

It is difficult to see how the latter holding was pertinent to 
the issues before the tribunals. It indicated, at least, that the 
applicant would be permitted to amend as suggested and register the 
mark without giving the opposer the opportunity of opposing the 


registration of the mark for this particular use. We are not con- 
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vinced that the conclusion reached by the tribunals that the term 
“Luster lux,” as applied to an apparatus used for dry-cleaning 
clothes, is registrable over the mark “Lux,” used in washing and 
cleaning clothes, is necessarily correct, if all pertinent facts which 
may exist or may be assumed are conceded. As was said in B. F. 
Goodrich Co. v. Clive E. Hockmeyer et al., 17 C. C. P. A. (Patents) 
1068, 40 F. (2d) 99, “. . . . the place or places where, and the 
people to whom, they were sold should be considered.” 

In applying the law to proven facts, the Patent Office and the 
courts are fully justified, and especially so in this kind of case, 
in taking into consideration all matters within the common knowl- 
edge, and also to presume the existence of certain facts, even though 
controlling, from other clearly proven facts. Caution must be ex- 
ercised when controlling presumed facts are relied upon. “It is 
‘essential that there shall be some rational connection between the 
fact proved and the ultimate fact presumed, and that the inference 


of one fact from proof of another shall not be so unreasonable as to 


be a purely arbitrary mandate.’ McFarland v. American Sugar 


Co., 241 U. S. 79, 86. Since we have concluded that the Commis- 


sioner, under the circumstances at bar, was not justified in assum- 
ing the facts which he regarded as controlling, it follows that his 
conclusion cannot be here approved. 

Before it be adjudged that the applicant is entitled to register 
a trade-mark for a purpose which he has not up to this time sought, 
it obviously would be proper to give full opportunity for all material 
facts and circumstances to be shown in light of the proposed amend- 
ment. When this is done the tribunals and this court will be in a 
better position to then ascertain if the goods of the respective 
parties upon which the marks are used belong to any broad general 
class which is within the meaning of the trade-mark statute, and 
whether or not confusion as to the origin of the goods is probable. 

In any event, under the circumstances above set out, it would be 
manifestly improper to register the applicant’s mark without giving 
the opposer the opportunity to make opposition thereto. The rules 


of the Patent Office are not so inflexible as to occasion a considera- 
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tion of questions as important as these here involved without the 
parties having had full opportunity to present and the tribunals to 
consider all relevant and proper facts. 

Under the circumstances, we deem it proper to reverse the de- 
cision of the Commissioner holding that the applicant might register 
its trade-mark if its application was amended so as to apply to 
apparatus rather than systems and to remand the whole matter to 
the Patent Office so as to permit the applicant to amend his appli- 
cation in the particulars indicated and to afford appellant the oppor 
tunity, if desired, of filing a new notice of opposition alleging fully 
such facts and circumstances as it may deem proper in the premises. 
We are not in disagreement, however, with the action of the Com- 
missioner in affirming the holding of the Examiner that registration 
should be denied for the mark as applied to systems. It is difficult 
to see how a trade-mark could be properly applied to a system as 
that term is generally understood. The statute contemplates, as 
was pointed out by the Examiner, that the trade-mark to be regis- 
tered is to be applied to merchandise.” 

For the reasons aforesaid, the decision of the Commissioner is 


reversed and the whole matter is remanded to the Patent Office for 


further action not inconsistent with the views herein expressed. 


Harriep, J., did not participate in this decision. 


In THE MATTER OF THE APPLICATION OF RICHFIELD O1L CoMPANY 
United States Court of Customs and Patent Appeals 
Serial No. 323,360 
March 22, 1937 
Trape-MarKs—“H1-Ocrane” ror GasoLINE—DeEscriprTive TERM. 


The word “Hi-Octane,” held descriptive as a trade-mark for gaso- 
line, and hence unregistrable. 


> 


Appeal from a decision of the Commissioner of Patents, denying 
registration. Affirmed. For the Commissioner’s decision, see 2: 
T.-M. Rep. 574. 





APPLICATION OF RICHFIELD OIL CO. 


Albert J. Fihe, of Chicago, Ill., for appellant. 
Howard S. Miller, Law Examiner, Patent Office, for the Com- 
missioner of Patents. 


Bianp, J.: The Examiner of Trade-Marks in the United 
States Patent Office refused to register appellant’s alleged trade- 
mark “Hi-Octane”’ for use on gasoline. Upon appeal to the Com- 
missioner of Patents, the decision of the Examiner was affirmed for 
substantially the same reasons assigned by the Examiner. Appel- 
lant has here appealed for a review of the decision of the Com- 
missioner. 

The Examiner held that the term “Hi-Octane’’ described the 
character of the goods and did not function as an indication of 
origin of ownership thereof. He cited several references in trade 
journals where the term “high octane” was used “as a recognized 
commercial designation of a type of gasoline.” He called attention 
to the Scientific American for August, 1932, page 120, which carries 
an article on octane rating of gasoline and states: “A high octane 


” 


gasoline has much better pick-up . He also called attention 


to the Refiner and Natural Gasoline Manufacturer for May, 1933, 


page 29a, where in an advertisement of the Dubb’s cracking process 


there occurs the statement: “You can’t profit by making high 
octane gasoline if you lose most of the anti-knock value in treating.” 

It is conceded by the appellant that the prefix “Hi-” means 
“high” and that the term “Hi-Octane” stands on no different foot- 
ing than would the term “High-Octane.”” The Examiner and the 
Commissioner both cited numerous decisions relating to descriptive 
terms, all of which were Patent Office decisions and need not be 
discussed here. 

It will not be necessary to review all the pertinent decisions on 
the question since it seems to us that there can be little doubt that 
the term “Hi-Octane” is descriptive of a character of gasoline and 
that, being descriptive, it does not indicate origin and is not subject 
to the exclusive appropriation by any user. 

The decision of this court in Chicago Pneumatic Too! Co. v. 


The Black & Decker Manufacturing Co., 17 C. C. P. A. (Patents) 
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962, 39 F. (2d) 684 [20 T.-M. Rep. 293], is, we think, particularly 
in point. We there held that the term “Hicycle” was descriptive as 
applied to electrically operated tools, had reference to cycles of 
frequency of operation of the same, and that it could not be regis- 
tered under the Trade-Mark Act of 1905 which is the act involved 
in the instant appeal. 

In the case of Barber-Colman Co. v. Overhead Door Corpora- 
tion, 20 C. C. P. A. (Patents) 1118, 65 F. (2d) 147 [23 T.-M. Rep. 
251], this court held that the term “Overhead” as applied to 
garage doors was descriptive of the doors and was within the pro- 
hibition of the registration statute. 

Appellant’s main contention seems to be embraced in the fol- 
lowing statement: 


.... but “Hi-Octane,” although it might mean something definite to a 
trained chemist and particularly to one skilled in the petroleum art, would 
certainly not immediately indicate to an ordinary member of the public 
any definite nature or quality of the gasoline, and it is believed that the 
appearance of the phrase and the rather technical explanation thereof in 
the scientific and technical journals cited by the Examiner will clinch the 
above argument... . 


We think this contention is without merit. If the word is de- 
scriptive to those skilled in the art, it is descriptive within the pro- 
hibition of the statute and is not registrable. It would be non- 


registrable if it was in a foreign language, if it was descriptive, 
although not understood by all purchasers who understood other 
languages only. In re Northern Paper Mills, 20 C. C. P. A. 
(Patents) 1109, 64 F. (2d) 998 [23 T.-M. Rep. 260]. 


Appellant has raised some question, although he has not stressed 


the point, that the date of the references cited by the Examiner is 
subsequent to the filing date of the application here involved. This 
is not a case where the question of anticipation should be deter- 
mined. Appellant concedes that the term “Hi-Octane” is descrip- 
tive in a scientific sense. The word “High” and the word “Octane” 
are both good English words found in the dictionary. They can 
be and are appropriately used to describe a quality of gasoline. 
Appellant may not appropriate to its exclusive use these words 


when combined in the manner proposed. 
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We are not here confronted with the question of the regis- 
trability of a mark which, like the term “Kodak,” becomes descrip- 
tive of a kind of camera after the term has been used for the first 
time as a trade-mark to indicate origin. 


The decision of the Commissioner of Patents is affirmed. 


Hatrie.p, J., did not participate in this decision. 


IN THE MarTrer OF THE APPLICATION OF Un1Ion Ort CoMPANY OF 


CALIFORNIA 
United States Court of Customs and Patent Appeals 
Serial No. 323,922 


March 22, 1937 


Trape-Marks—“76” on Gasorrne—DescripriveE TERM. 
The numerals “76” shown in block type, held unregistrable as a 
trade-mark for gasoline, as they would be generally understood to indi- 
cate the grade, quality or octane content of the oil. and are, therefore, 


descriptive. 
Appeal from a decision of the Commissioner of Patents, deny- 
ing registration. Affirmed. For the Commissioner’s decision, see 


26 T.-M. Rep. 176. 


T. A. Hostetler, Washington, D. C., for appellant. 
Howard S. Miller, Law Examiner, for Patent Office, of Wash- 
ington, D. C., for the Commissioner of Patents. 


GrauaM, J.: On February 6, 1932, the appellant, Union Oil 
Company of California, filed its application in the United States 
Patent Office for the registration of a trade-mark used by the appel- 


lant in connection with the sale of gasoline. In this application, it 
was alleged that said mark had been continuously used in the busi- 
ness of said corporation since January 2, 1932. 


=9 


The mark, as 
shown by the application, consists of the numerals “76,” in block 
type. The registration was refused by the Examiner on the 
grounds, as stated by him: 
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.... In the applicant’s case, if the purchaser happens to be the retailer 
or the ultimate consumer, the number “76” applied to gasoline would 
doubtless indicate to him the octane rating, while if the purchaser is seek- 
ing material for blending purposes, “76” would doubtless mean straightrun 
gasoline of 76 Baumé gravity. It is believed that to no one in the trade 
would it indicate origin or ownership, and that, therefore, it cannot serve 
as a trade-mark, no matter what the applicant had in mind in applying it 
to the goods. ... 


An affidavit was then filed by the appellant, in which one Lester 
G. Metcalf, manager of refineries for the appellant, stated that he 
was familiar with the packaging, shipping, and marketing of 
gasoline in intrastate and interstate commerce, and: 


That he does not know of and has never heard of any custom in the 
petroleum industry of using numbers as marks or markings on containers 
for gasoline to indicate the quality, grade or character of gasoline; 

That the Union Oil Company of California to his knowledge has not 
used any numbers to indicate such quality or grade of gasoline; 

That he is familiar with the Trade-Mark Application, Serial No. 323,922, 


for the numeral “76” for gasoline, filed February 6, 1932, by the Union 
Oil Company of California; and 

That said numeral “76” was not affixed by said Union Oil Company of 
California to the gasoline to indicate its gravity or octane rating or any 
other grade, characteristic or quality of the gasoline, but merely as an 
arbitrary trade-mark. 

Again the Examiner refused registration, and an appeal was 
taken to the Commissioner of Patents, who affirmed the decision of 
the Examiner of Trade-Marks. A petition for rehearing was filed, 
together with an extensive brief, which petition for rehearing was 
thereafter denied. The appellant has brought the matter to this 
court. 

The Commissioner of Patents, in his decision, held, in substance, 
that numerals may constitute good and valid trade-marks, if 
properly used to denote origin, but that if such numerals indicate 
something besides origin, such as style, quality, size, or patterns, 
they do not constitute valid trade-marks. As to the meaning of 
the particular numerals here sought to be registered, the Commis 


sioner was of opinion that: 


Viewing the case at bar in the light of the foregoing, it appears that the 
numeral “76” might well indicate either the Baumé gravity rating or the 
octane rating of the applicant’s gasoline. Indeed, in the large advertise- 
ment which applicant has submitted in connection with the specimens, the 
statement is made that “76” (applicant’s gasoline) gives a higher octane 
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rating on the road than any other non-premium fuel. This clearly indi- 
cates a connection between the numeral and the octane rating of the 


gasoline. 

Furthermore, it appears that in quoting prices it is common to refer 
to the octane or the Baumé rating of gasoline and the numeral “76” falls 
squarely within the range of both ratings, which, it might be stated in pass- 
ing, is rather small. Under these circumstances I do not believe that the 
applicant’s mark is entitled to registration. 

In connection with the ruling of the Commissioner, the Solicitor 
for the Patent Office presents from the record (not printed) Ex- 
hibits A and B, which are photostatic copies of certain pages of the 
Oil and Gas Journal, a trade publication, which gives quotations on 
refined and crude petroleum prices. 

The main question presented divides itself into two subdivisions: 
First, may a number constitute a valid trade-mark within the mean- 
ing of the Trade-Mark Registration Act of February 20, 1905? 
Second, if such a number can constitute a valid trade-mark, do the 
facts here before us establish that the alleged mark involved here 
has been so used as to entitle it to registration? 

Many years ago, in discussing the question of trade-marks, the 
Supreme Court announced, in Canal Co. v. Clark, 13 Wall. 311, that 


the office of a trade-mark was to point out distinctively the origin, 


or ownership of the article to which it is affixed; or, in other 


words, to give notice who was the producer, adding, “This may, in 
many cases, be done by a name, a mark, or a device well known, but 
not previously applied to the same article.” In the same case, the 
Supreme Court said that “No one can claim protection for the ex- 
clusive use of a trade-mark or trade-name which would practically 
give him a monopoly in the sale of any goods other than those pro- 
duced or made by himself,” and “Nor can a generic name, or a name 
merely descriptive of an article of trade, or its qualities, ingredients, 
or characteristics, be employed as a trade-mark and the exclusive 
use of it be entitled to legal protection.” 

In the same case, the following quotation is directly in point 
here: 


.... He has no right to appropriate a sign or a symbol, which, from 
the nature of the fact it is used to signify, others may employ with equal 
truth, and, therefore, have an equal right to employ for the same purpose. 
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Afterwards, in McLean v. Fleming, 96 U. S. 245 (254) the 


Supreme Court said, in part: 


Subject to the qualification before explained, a trade-mark may consist 
of a name, symbol, figure, letter, form, or device, if adopted and used by 
a manufacturer or merchant in order to designate the goods he manufac- 
tures or sells to distinguish the same from those manufactured or sold by 
another, to the end that the goods may be known in the market as his, and 
to enable him to secure such profits as result from his reputation for skill, 
industry, and fidelity. (Italics ours.) 


Again, in Manufacturing Company v. Trainer, 101 U.S. 51, the 
Supreme Court quoted, with approval, a part of the opinion of the 
Superior Court of the City of New York, in the case of Amoskeag 
Manufacturing Co. v. Spear, 2 Sandf. (N. Y.) 599: 

.... the owner of an original trade-mark has an undoubted right to be 
protected in the exclusive use of all the marks, forms, or symbols that 
were appropriated as designating the true origin or ownership of the 
article or fabric to which they are affixed; but he has no right to the ex- 
clusive use of any words, letters, figures, or symbols which have no rela- 
tion to the origin or ownership of the goods, but are only meant to indi- 
cate their names or quality. He has no right to appropriate a sign or 
symbol, which from the nature of the fact it is used to signify, others may 
employ with equal truth, and, therefore, have an equal right to employ for 
the same purpose. 

Further, in Coats v. Merrick Thread Company, 149 U. S. 562 
(572), in discussing the respective rights of the parties to use the 
words “Best Six Cord,’ and ‘200 Yds.,” the Supreme Court said, 
in part: 

.... Clearly, the plaintiffs cannot, as patentees, claim a monopoly of 
these numerals beyond the life of the patent, and it is equally clear that, 
where used for the purpose of imparting information, they are not sus- 
ceptible of exclusive appropriation as a trade-mark, but are the common 
property of all mankind... . 

In Shaw Stocking Co. v. Mack et al., 12 Fed. 707, the Circuit 
Court of the Northern District of New York, while holding that the 
complainant had established its right to the figures “830” as a trade- 
mark for stockings, as indicating origin, recognized the rule that 
figures used only to indicate a grade or quality could not be ex- 


clusively appropriated by any one person or business interest. 


Vacuum Oil Company v. Climax Refining Company, 120 Fed. 
254, was a case involving the mark “600V.” The proceeding was 
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equitable and the complainant had been using the trade-mark 
“600W” in connection with the sale of cylinder oil until the mark 


had become well and favorably known. Originally the mark was 


adopted to indicate the number of degrees of heat which was con- 
sidered the proper test for a high grade of cylinder oil. Lurton, J., 


speaking for the court, said, in part: 


.. +. Under such circumstances, the complainant cannot appropriate to 
its exclusive use, as a trade-mark, signs or symbols which had come to have 
well-known significance in the oil trade was indicative of quality or grade. 
These signs or symbols were public property. Every one had a right to 
use them to signify the same things. To permit them to be withdrawn 
from public use, and to be appropriate to the exclusive use of the com- 
plainant company, as signifying origin of manufacture, would give a most 
unjust monopoly, calculated to greatly injure others, by creating the popu- 
lar belief that oils so branded were the product exclusively of the com- 
plainant’s factory. The principles preventing such an appropriation of 
words or signs or symbols having a popular and primary signification from 
becoming a technical trade-mark are well settled. 


Keller v. Chicago Pneumatic Tool Co., 298 Fed. 52 [13 T.-M. 
Rep. 3938], involved marks as follows: “50,” “60,” “80,” and “90,” 
used on pneumatic tools. The court, in discussing these marks, said, 
in part: 

Respecting appellee’s trade-marks “50,” “60,” “80,” and “90,” we agree 
with the District Judge, who found upon the evidence presented that they 
were invalid. Counsel for opposing parties apparently agree upon the law 
and fully accept the rule as announced in Coats v. Merrick Thread Co., 149 
U. S. 562, 13 Sup. Ct. 966, 37 L. ed. 847, and well stated in 26 R. C. L. 845. 
There can be no question but what a number may become a good trade- 
mark, if its primary adoption be solely to indicate origin. On the other 
hand, if the figures indicate a grade or a quality only, they may not be 
the basis for a valid trade-mark. ... 

A very comprehensive discussion of the registrability of marks 
composed of numbers is found in Autoline Oil Co. et al. v. Indian 
Refining Co., Inc., 3 F. (2d) 457 [15 T.-M. Rep. 191]. Here the 
general doctrine is reiterated that numbers may constitute a valid 
trade-mark if they are used solely to denote origin, but are invalid 
if they identify class, grade, style or quality only. That opinion, 
also, recommends caution in holding letters or numerals to be valid 
trade-marks, because of their liability to use as grade or quality 


marks, which should be open to the use of the world. 
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The authorities collected in Shoemaker on Trade-Marks, Vol. 1, 
Sec. 48, and T’'rade-Mark Protection and Unfair Trading, by Deren- 
berg, pp. 303-305, support the same view. 

The tribunals of the Patent Office have refused this registra- 
tion on the ground that the numerals “76” are descriptive of a 
grade or quality of oil and do not indicate origin. It is said that 
the figures would indicate to a purchaser, at least to one skilled in 
the petroleum art, that the gasoline was of a high grade, either by 
the Baumé gravity test or by its octane rating. The trade papers 
in the record substantiate this. The appellant insists that no dis- 
tilled gasoline could have an octane rating as high as 76. If the 
numeral would be misdescriptive, because too high, it should not be 
registered. 

As it appears that the mark “76” might be understood by the 


purchasing public to be a grade or quality mark, and as the numerals 


are within the range of the marks which appear to be ordinarily 


used to indicate octane and Baumé ratings by those engaged in the 
trade, it appears that the appellant should not be given the right to 
use these numerals to the exclusion of all others engaged in the 
trade. 


The decision of the Commissioner of Patents is affirmed. 


Hartrie_p, J., took no part in the decision of this case. 


LaFayette Brewery, Inc. v. Rock Istanp Brewinc Company 
United States Court of Customs and Patent Appeals 
Interference No. 2209 
February 8, 1937 


Trape-MarKks—INTERFERENCE—‘OLp Tavern” AND “YE Tavern” on BeEER— 
Non-vuse Durinc PROHIBITION Not ABANDONMENT. 
The non-use of the mark “Old Tavern” during the period of pro- 
hibition held not to constitute abandonment. 
Trape-Marks—INTERFERENCE—EvIDENCE—ASSIGNMENT OF Error. 
Where question was raised as to the evidence of transfer to appel- 
lee from its immediate predecessor of title to the mark “Old Tavern,” 
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and the testimony as to the existence of written evidence thereof was, 
on motion of appellant, stricken from the record, but said motion was 
not renewed, held that, since there was no assignment of error in the 


appeal to the Commissioner, such assignment may not be upheld by the 
Court. 


Trape-Mark INTERFERENCE—Proor or Use. 

A purported assignment of the title to the mark “Ye Tavern” from 
appellant’s predecessor to appellant, unaccompanied by the transfer of 
any business with which the mark had been used, held ineffective, and 
resulting therefore, in abandonment of the mark by the latter. 

Appeal from a decision of the Commissioner of Patents in a 
trade-mark interference awarding priority to appellee. Affirmed. 


For the Commissioner’s decision, see 25 T.-M. Rep. 665. 


Thomas L. Mead, Jr., of Washington, D. C., and Brenton A. 
Devol, of Lafayette, Ind., for appellant. 

Myron B. Stevens, of Washington, D. C., and John B. Hosty, of 
Chicago, Ill., for appellee. 


Garrett, J.: This is a trade-mark interference proceeding in 
which the Commissioner of Patents affirmed the decision of the 


Examiner of Trade-Mark Interferences (although not concurring 


in all the latter’s conclusions) which, in effect, awarding priority to 
appellee, held it entitled to the registration sought. By appeal, we 
are called upon to review the decision of the Commissioner. 

The marks are, respectively, “Old Tavern” and “Ye Tavern,” 
for application upon beer or malt beverages of legal alcoholic con- 
tent. They are conceded to be so similar as to confuse if used, as 
is proposed, upon identical merchandise. 

The application of appellee for the registration of “Old Tavern” 
was filed July 24, 1933. Use of the mark by appellee and its 
predecessors was claimed in the petition “since November 1, 1908.” 

The application of appellant for registration of “Ye Tavern” 
was filed August 14, 1933, with use alleged by it and its prede- 
cessors “‘since about March, 1913.” 

The interference was declared January 8, 1934. As declared, 
there seems to have been other parties to it but in some manner not 
here of importance they were eliminated, and the case comes to us 


with appellee as the senior party. 
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Devolution of title by the respective parties is presented as 
being of primary consequence in the case, and this necessitates a 
statement of the somewhat complicated state of facts, and consid- 
eration of the law thereunder. 

Appellee’s mark, “Old Tavern,” seems to have been adopted 
by Des Moines Brewing Company, a corporation of West Virginia 
operating in Des Moines, Iowa, about 1908, 1909 or 1910, and the 
company obtained registration of the mark November 5, 1912. 
Some time in 1915, because of legislation in the State of Iowa, or 
local legislation by the City of Des Moines, Des Moines Brewing 
Company was forced to discontinue the manufacture and sale of 
beer. About one year thereafter it reincorporated as Des Moines 
Industrial Company, and to the latter were conveyed all the prop- 
erties of the former. In April, 1917, it is claimed that a concern 
known as Rock Island Brewing Company took title to the mark 
from Des Moines Industrial Company. ‘This transaction and sub- 
sequent usage of the mark will be the subject of later comment. In 
June or July, 1933, Rock Island Brewing Company changed its 
name to R. I. B. Holding Company and also formed a new com- 
pany under the old name, “Rock Island Brewing Company,” which 
is the appellee here. It claims title to the mark by transfer from 
either the original Rock Island Brewing Company, or the R. I. B. 
Holding Company. Concerning the evidence as to this conveyance 
of the mark there is controversy to be later herein discussed. 

The mark, “Ye Tavern,” seems to have been adopted by a com- 
pany, styled The Thieme and Wagner Brewing Company, doing 
business at Lafayette, Ind., in 1913. In 1916 there was organized, 


under the laws of the State of Indiana, a corporation by name of 


National Fruit Juice Company, for the purpose of manufacturing 


and selling fruit juices, fruit juice beverages, vegetable juices and 
soft drinks. The charter did not authorize it to manufacture beer, 
but apparently permitted it to manufacture near beer. The stock- 
holders of The Thieme and Wagner Brewing Company appear to 
have owned all the common stock of National Fruit Juice Company, 


and late in 1918, or early in 1919, there were proceedings in the 
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way of stock transfers which, in a sense, merged the two corpora- 
tions under the name of the latter, and the former went out of 
existence about that time. During the period when both existed 
they were, of course, separate legal entities, although owned by 
common stockholders. LaFayette Brewery, Inc., the appellant here, 
was incorporated in February, 1933, and it claims title to the mark 
by virtue of a transfer made to it by National Fruit Juice Company, 
executed in May, 1933. 

It thus appears that appellee claims a chain of title which runs 
from Des Moines Brewing Company (which adopted the mark in 
1908, 1909 or 1910, and registered it in 1912) to Des Moines In- 
dustrial Company (by transfer in 1917) to R. I. B. Holding Com- 
pany (in 1933) to the present Rock Island Brewing Company (in 
June or July, 1933). 

The Examiner of Interferences sustained the aforesaid claim, 
and held that appellant’s predecessor, The Thieme and Wagner 
Brewing Company, had no right, particularly in view of the 1912 
registration of “Old Tavern” by Des Moines Brewing Company 
(Registration No. 89,014, Nov. 5, 1912), to adopt the mark “Ye 
Tavern” in 1913. 

The Commissioner disagreed that the chain of title as stated 
was complete, for the reason that after Des Moines Industrial 
Company had acquired the property in 1916 it proceeded to dis- 
mantle the plant and dispose of the property, “not as a going busi- 
ness but as incidental to the liquidation of its assets.” It seems that 
the real estate was sold to one individual, the personal property to 
another and the naked trade-mark to a third. The Commissioner 
says, “The business itself simply ceased to exist,” and, evidently 
upon the theory that there could be no conveyance of the mark 
apart from the business, held that the attempted transfer of it to 
the original Rock Island Brewing Company in 1917, “accomplished 
nothing more than an abandonment of the mark by the assignor, 
and conferred no rights on the assignee that it did not otherwise 
acquire by its adoption and use of the mark,” citing Rice-Stix Dry 
Goods Co. v. Schwarzenbach-Huber Co., 47 App. D. C. 249 [8 
T.-M. Rep. 111]. 
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We are of opinion that under the facts of record, the Commis- 
sioner’s holding upon this point is sound. 

The Commissioner holds, however, that the original Rock Island 
Brewing Company adopted the mark “coincident with its abandon- 
ment by Des Moines Industrial Company,” and applied it to beer 
until the advent of national prohibition, and then on near beer until 
1928 when its business was suspended, and, further, that, so soon 
as it again became legal to manufacture beer, that is in 1933, Rock 
Island Brewing Company or its successor by the same name, appel- 
lee here, resumed the business and the use of the mark. Citing 
Beech-Nut Packing Co. v. P. Lorillard Co., 278 M. S. 629, the 
Commissioner held, in concurrence with the Examiner, that the non- 
use of the mark during the five-year period from 1928 to 1933, 
while it was illegal to manufacture real beer, did not constitute an 
abandonment of the mark. No error is assigned by appellant as 
to this holding, and, if it be assumed that Rock Island Brewing 
Company had the right to adopt the mark in 1917, a question to be 
later discussed herein, appellee would appear to be entitled to the 
benefit of that date for adoption and use. 

A point most earnestly stressed by counsel for appellant goes 
to the character of the evidence relating to the transfer of the 
mark to appellee. It is insisted this transfer is not evidenced in 
the record by any writing and that the record disclosed that at the 
time the transfer of the old company to appellee was effected “there 
were written documents affecting the sale,’ which should have been 
produced as the best evidence of the transaction. In view of the 


emphasis which appellant’s counsel place upon this, we quote the 


following from the testimony of Mr. Robt. Wagner, president of the 


old Rock Island Company, but not connected with appellee, and 
the action taken by counsel. The last question to and answer of 
Mr. Wagner on direct examination read: 


Q. 44. When you sold out to the present corporation, the Rock Island 
Brewing Company, did you sell all your good-will, trade-marks and patents? 

A. Well they were included in the sales price, yes. 

Thereupon his cross-examination began and the following ap- 
pears therein: 
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Q-X. 46. At the time that the sale of the plant of the old company 
to the new company was effected, were there any written documents affect- 
ing the sale? 

A. I think there were. 

Q-X. 47. Are they available? 

A. Well, Mr. Tegeler would have them if any one has. 

By Mr. Devol: At this point the LaFayette Brewing Company moves 
to strike the answer of the witness to the effect that in the sale the trade- 
marks, good-will, etc., were transferred, for the reason that it appears the 
transaction was in writing and the writing itself being the best evidence, 
should be produced and oral testimony, being secondary, should not be per- 
mitted to stand. 


By the Notary: Ruling reserved. 

As to the general rule relating to written documents being the 
best evidence, etc., counsel for appellant states its substance cor- 
rectly in the motion made, but the difficulty is that the record is 
not in a condition where appellant can derive any advantage from 
it here. 

The testimony quoted was taken before a notary in Rock Island, 
Ill. It was not the function of the notary to pass upon the motion 
to strike. ‘That was a matter to be determined, in the first instance, 
by the Examiner of Interferences. There is nothing of record to 


indicate that the motion to strike was renewed before him. as obvi- 


ously it should have been if insistence upon it was to be pursued. 


The matter is not alluded to in the decision of the Examiner of 


Interferences, and there is no assignment of error covering it in 
connection with appellant’s appeal to the Commissioner. It does 
seem to have been urged in the argument before the Commissioner, 
and in his decision he says, “The transfer of the mark to appellee is 
amply established by parol evidence to which no objection was in- 
terposed. ...” 

It is our view that since appellant failed to renew the motion 
to strike before the Examiner of Interferences, and since there was 
no assignment of error in the appeal to the Commissioner upon this 
point, we may not uphold the assignment made for the first time in 
the appeal to this court. It seems proper to add that, even were 
the assignment sustained here, and all of Wagner’s testimony on 
this point were stricken, there is other unobjected to parole evi- 


dence sufficient, in our opinion, to show the transfer to appellee. 
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Counsel for appellant seems also to have argued before the Com- 
missioner that there was no proof of any use by the R. I. B. Hold- 
ing Company of the mark. There is, however, no assignment of 


error before us upon that point, and the Commissioner’s holding 


as to this phase of the controversy will not be disturbed. 

Appellant’s claimed chain of title of “Ye Tavern” runs from 
The Thieme and Wagner Brewing Company (which adopted the 
mark in 1913) to National Fruit Juice Company (by transfer in 
1918 or early in 1919) to appellant (by transfer in May, 19383). 

That The Thieme and Wagner Brewing Company used the mark 
upon beer until some time in 1918 when, by reason of the Indiana 
law, it became illegal to manufacture and sell beer in that State, is 
established by the record, but after the mark passed to National 
Fruit Juice Company it was no longer used upon beer and the testi- 
mony as to its use upon any other merchandise is very meager. 

Mr. William G. Gude, who at the time of testifying, was vice- 
president of appellant company, but who, so far as the record 
shows, was not connected with either The Thieme and Wagner 
Brewing Company or National Fruit Juice Company, testified that 
the Thieme and Wagner plant, for a time after the dry law of 
Indiana was passed, made near beer, but does not state that the 
mark was used upon it. He says that after “the corporate name 
was changed to the National Fruit Juice Company” a product was 
manufactured called “Apella.” That apparently was an apple 
juice, but there is no statement that the mark was used upon it. 
The witness also testified that the same plant originally used by 
The Thieme and Wagner Brewing Company was used by National 
Fruit Juice Company, and, at the time of his testimony, was being 
used, with much of the original equipment, by appellant, but this is 
no proof of use of the mark. He did identify a paper filed as 
Exhibit No. 5 of appellant, “as an old National Fruit Juice Com- 
pany letterhead,’ and on it appears “Ye Tavern, cereal beverage.” 
There is nothing to identify the time when this letterhead was in 
use, if ever. We find nothing in the testimony of any of the other 
witnesses from which we should feel justified in drawing the con- 


clusion that National Fruit Juice Company ever, in fact, used the 
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mark on any product, but both the Examiner and the Commissioner 
indicate that that company may have used it on a cereal beverage, 
by which we suppose near beer may be meant, until during 1922. 
Certainly from 1922 to 1933 there is nothing to show any use of 
the mark by National Fruit Juice Company upon any product what- 
soever. In May, 1933, National Fruit Juice Company executed an 
instrument that was recorded in the Patent Office which purported 
to convey its trade-marks to appellant, “Ye Tavern The Beverage 
DeLuxe” and “Ye Tavern Brew The Beer DeLuxe” being specifi- 
cally named, “Together with all the right, title and interest of said 
assignor in and to said trade-marks ... . and in and to the good-will 
and business in connection with which the said trade-marks ‘ 
have been used.” It may be said that there is no showing in the 
record that either of the above quoted marks was ever registered 
in the United States Patent Office. 

The difficulty with appellant’s case, as we see it, is that its 
assignor had not, for at least eleven years prior to the transfer, 
had any business in connection with which the marks are shown to 
have been used, and so it had no “good-will in connection therewith” 
to convey. The burden here rests upon appellant as the junior 
party, to establish its case, and, as observed by the Commissioner, 
any doubt must be resolved against it: Certain phases of the case 
of Brewster-Ideal Chocolate Co. v. Dairy Maid Confectionery Co., 
20 C. C. P. A. (Patents) 848, 62 F. (2d) 844, seem in point here. 


The conveyance by National Fruit Juice Company to appellant 


seems to us to be, in its legal aspects, on all fours with the con- 
veyance in 1917 by Des Moines Industrial Company to the Rock 
Island Brewing Company, above detailed, and the transaction can- 
not be given any legal status other than that of abandonment of the 
mark. 

However, there are some other phases which require considera- 
tion. As has been stated, the Commissioner held that the “Old 
Tavern” mark in use, first upon beer and later upon near beer, as 
has been recited, did not become abandoned by its non-use from 


1928 to 1933, during the period when it was illegal to manufacture 
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real beer. It is suggested, in substance, on behalf of appellant, 


that during the period when “Ye Tavern” was not being used, say 
from 1922 to 1933, the same condition as to illegality existed and 
that there was no more an abandoment of “Ye Tavern” than of 
“Old Tavern.” 

This question we need not determine, because we do not hold 
that abandonment of the mark by the National Fruit Juice Com- 
pany resulted from its non-use during the period mentioned. What- 
ever may be the legal result of that, it is thought that abandonment 
did result from the transfer to appellant when it was not accom- 
panied by the transfer of any business with which the mark is shown 
to have been used, and so appellant acquired no rights in the mark. 

When so abandoned, we think it was abandoned to the public 
subject, however, to any rights which appellant may have had by 
reason of the circumstances already related. This necessitates a 
further consideration of the conditions which existed in 1917. 

As has been stated, the Commissioner held that the transfer 
of the naked mark by Des Moines Industrial Company to Rock 
Island Brewing Company in that year conveyed nothing and 
amounted to an abandonment of the mark, and, upon that theory, 
says that: 

.... The Thieme and Wagner Brewing Company then had the same 
privilege to adopt the mark as had the Rock Island Brewing Company, and 
at that point, so far as can be determined from the record, the rights of 
the two companies to the mark were equal. Mayer Fertilizer & Junk Co. v. 
Virginia-Carolina Chemical Co., 35 App. D. C. 425. 

The foregoing means, to express it in other words, that the act 
of the Des Moines Industrial Company resulted in an abandonment 
to the public of the “Old Tavern” mark. 

Accepting that theory, we are at once confronted with the fact 
that in that year, 1917, and in 1918, The Thieme and Wagner Brew- 
ing Company is shown to have been using the mark on beer. The 
query is whether, if it was in fact abandoned by Des Moines Indus- 
trial Company, Rock Island Brewing Company (not acquiring any 
rights by reason of the conveyance to it) had any legal right, in 


view of The Thieme and Wagner Brewing Company’s then current 
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use of the mark, to adopt it and use it, as it did, first on beer and 
later on near beer as already recited. If it had no such right, then 
it would seem that appellee has no right to claim title through the 
transfer made to it in June or July, 1933. 

It seems to us that had The Thieme and Wagner Brewing Com- 
pany moved at that time to estop the original Rock Island Brewing 
Company from using the mark, it might quite plausibly be argued 
that it could have prevailed, or, in any event, that had the original 
Rock Island Brewing Company then sought to register the mark, 
The Thieme and Wagner Brewing Company might have successfully 
opposed the registration. 

But none of these things took place; “Ye Tavern” passed from 
The Thieme and Wagner Brewing Company to National Fruit 
Juice Company and fell into disuse during a period of eleven years, 
at the end of which time conditions had become such as that, when 
the latter transferred the mark to appellant, it had no business or 
good-will with which the mark is shown to have been used to trans- 
fer. Hence, we think appellant derived nothing from the transfer 
upon which it may here rely. Certainly it derived nothing more 
than the original Rock Island Brewing Company derived from the 
transfer to it of “Old Tavern” in 1917. 

As will be seen from the views hereinabove stated, we find our- 
selves in disagreement with certain of the holdings of both the 
Examiner of Interferences and the Commissioner, but we arrive at 
the same conclusion at which they arrived. 

Under all the facts and circumstances of the case, we do not 
feel that either party is legally entitled to rely upon use, ete., by its 
predecessors, immediate or remote, to establish priority, but that 
the issue must be determined upon the basis of the respective filing 
dates of the parties. 

Upon this basis, appellee, having been the first to file, is entitled 


to an award of priority with, so far as this record is concerned, right 


of registration, and the decision of the Commissioner so adjudging 
is affirmed. 
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Tue Krocer Grocery & Baxinc Company v. THe Bive Eartu 
CANNING COMPANY 


United States Court of Customs and Patent Appeals 
Opposition No. 12,589 


March 29, 1937 


, 


TrapE-Marks—Opposition—“CountTry Cius” ano “Country Kust’—Con- 


FLICTING Marks. 

The words “Country Kist” held to be confusingly similar to the 
words “Country Club,” both used as trade-marks on canned vegetables. 
On appeal from a decision of the Commissioner of Patents deny- 

ing registration. Affirmed. For the Commissioner’s decision, see 
26 T.-M. Rep. 227. 


A. Yates Dowell, of Washington, D. C., for appellant. 
Semmes §& Semmes, and Harry H. Semmes, all of Washington, 
D. C., for appellee. 


Lenroot, J.: This is a trade-mak opposition proceeding. 
The involved marks are “Country Club,” used by appellant, and 
“Country Kist,’ used by appellee. Both marks are applied to 
identical goods, viz., canned vegetables. 

Appellee, on March 22, 1932, applied for registration, under the 
Trade-Mark Act of February 20, 1905, of the mark “Country Kist,” 
for use on canned vegetables, and in its application stated that the 
mark had been so used since on or about February 1, 1928. 


On December 7, 1932, appellant filed notice of opposition to 


appellee’s application and alleged prior adoption and registration 


of the mark “Country Club,” applied to canned vegetables, and use 
of said mark thereon by it and its predecessors in business since 
1883. Appellant’s ground of opposition was the allegedly confus- 
ing similarity of the involved marks, to the damage of appellant. 
Appellee answered, denying the confusing similarity of the 
marks and damage to appellant by the use by appellee of its mark. 
Both sides took testimony. But one issue was raised before 


the Patent Office tribunals, viz., that of confusing similarity of 
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the marks, and that is the only issue before us, for it is con- 
ceded that appellant was the user of the mark “Country Club” 
prior to use by appellee of its mark “Country Kist.” 

The Examiner of Trade-Mark Interferences held that the like- 
lihood of confusion in trade in the two marks was “reasonably 
doubtful” and therefore, in accordance with the well-established 
rule resolved such doubt against the newcomer, appellee, and 
sustained the opposition. 

The Commissioner of Patents reversed the decision of the Ex- 
aminer and held there was not reasonable likelihood of confusion 
in the use of the marks of the respective parties. From the de- 
cision so rendered, this appeal was taken 

The Commissioner in his decision stated: 

. considering the marks here involved I find no difficulty in holding 
that they are not confusingly similar. Both are of such a nature that the 
whole of each must be read or pronounced in order to convey any definite 
meaning. “Country Club,” in the abstract, describes a particular type of 
club, and connotes sophistication, exclusiveness and smartness. “Country 
Kist,” on the other hand, suggests rural freshness and native simplicity. 
In other words, the mental pictures associated with the two expressions are 


almost exactly opposite. Moreover, the appearance and the sound of the 


marks as a whole are, in my opinion, sufficiently different to insure against 
any reasonable likelihood of confusion. 


The Commissioner seems to have rested his decision primarily 
upon the difference in significance of the marks, although he also 
held that in appearance and sound they were sufficiently different 


to avoid likelihood of confusion. He also found that the fact that 


there was no evidence of actual confusion was a persuasive circum- 
stance indicating that no confusion exists, and that none is likely to 
occur. 

Counsel for both parties take the position that the word “Coun- 
trv’ found in each of the marks is not descriptive, but only sug- 
gestive. Appellee’s counsel points out that the words “‘Country 
Club” suggest the excellence of the goods, appealing to sophisticated 
people, with special emphasis upon the word “Club,” while appel- 
lee’s mark suggests the attractive features of life upon the farm. 

We agree that the significance of the two marks, taken as a 


whole, is different. and if the test of likelihood of confusion was 
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significance alone, we would agree that the opposition should be 
dismissed. Indeed, if a purchaser examined the marks sufficiently 
closely to form a mental picture of the suggestiveness of each, as 
indicated by the Commissioner, he would at the same time observe 
that there was a difference in the marks themselves and would not 
be likely to be confused. But significance of marks is not the only 
factor to be considered, for appearance and sound are equally im- 
portant. 

The marks of both parties are applied to canned vegetables, 
goods that are cheap in price and of every-day use. In the case of 
Lever Bros. v. Riodela Chemical Co., 17 C. C. P. A. (Patents) 
1272, 41 F. (2d) 408, we said of the goods there involved: 


It must be remembered that the goods to which the marks are applied 
are of common every-day use in the household. They are very inexpensive 
and are consumed in their use. Purchasers, therefore, would not be ex- 
pected to exercise such degree of care in their purchase as would be exer- 
cised in more expensive and rarely purchased articles. . . 


What was there said is true in the case at bar; and, having 


this in mind, we think that the ordinary purchaser, seeing a can 


of peas upon the shelf of a grocery store with the mark “Country 


Kist’’ applied thereto, and being familiar with appellant’s mark, 


might very likely be confused, giving particular attention only to 
the word “country” without giving thought to the other word of the 
mark of either appellant or appellee. 

It is admitted by appellee that, at the time it adopted the 
mark “Country Kist,” its officers were familiar with appellant’s 
mark “Country Club,” applied to identical goods, but witnesses con- 
nected with appellee testified that it never occurred to them that 
there would be likelihood of confusion with appellant’s mark, aris- 
ing from the use of the mark “Country Kist.”’ Accepting the view 
that there was no motive upon the part of appellee’s officers in 
adopting its mark to profit by the extensive business of appellant 
in the use of its mark “Country Club,” we would observe that appel- 
lee had an unlimited field from which to select a trade-mark, and 
there was no just reason for selecting one which so nearly resembled 


that of appellant, with which appellee was familiar. When appel- 
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lee’s officers did select the mark here involved, they did so at their 
peril, and they should have known that, even though they believed 
that the mark selected would not infringe the mark of appellant, 
the Patent Office tribunals and the courts might come to a different 
conclusion. 

We have little sympathy with those who adopt marks having a 
close resemblance to the trade-marks of others, with which they are 
familiar, used upon goods of the same descriptive properties, even 
though they be of the opinion that they are not confusingly similar. 
One who adopts a valid mark and establishes a large business in 
which the mark is used should have all doubts resolved in his favor 
as against newcomers in an opposition proceeding. The Procter & 
Gamble Co. v. J. L. Prescott Co., 18 C. C. P. A. (Patents) 1438, 
19 F, (2d) 959 [21 T.-M. Rep. 314]. 

The Commissioner stated that the fact that appellant had pro- 
duced no evidence of actual confusion between the marks of the 


parties was persuasive evidence that no confusion exists and that 


none is likely to occur. It is so well established as to require no 


citation of authority that an opposer, in order to succeed, is not 
required to produce evidence of actual confusion. Likelihood of 
confusion may be determined by consideration of the goods to which 
the marks are applied and a comparison of the marks involved. 
Apex Electrical Mfg. Co. v. Landers, Frary & Clark, 17 C. C. 
P. A. (Patents) 1184, 41 F. (2d) 99. 

For the reasons stated herein, the decision of the Commissioner 


is reversed. 


Harrie.p, J., did not participate in this decision. 
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McKinnon & Company v. HyVis O1ts, Inc. 
United States Court of Customs and Patent Appeals 
Cancellation No. 2746 
March 29, 1937 


Trape-Marks—CaNnceLLaTiIon—“Hicueres” anno “HyVis” on Lusricatine 

O1Lcs anp Greases—DIscLaImMer. 

Where, in an application to register the word “HyVis,” applicant's 
predecessor disclaimed the terms “High-Viscosity,” “H-Vis,” ‘“Vis-H” 
and “H-V,” held that said disclaimer was restricted to the said terms 
and did not cover the word “Highpres.” 

Trape-Marks—“Hicupres” anp “Hy Vis”—Conruicrinc Marks. 

The word “Highpres” held to be confusingly similar to “HyVis,” 

both marks being used on lubricating oils and greases. 


Appeal from a decision of the Commissioner of Patents decree- 
ing the cancellation of registration. Affirmed. For the Commis- 


sioner’s decision, see 26 T.-M. Rep. 102. 


Arlon V’. Cushman, of Washington, D. C., for appellant. 
Watts T. Estabrook, of Washington, D. C., for appellee. 


Lenroot, J.: This is a trade-mark cancellation proceeding 
under the provisions of section 13 of the Trade-Mark Act of Febru- 
ary 20, 1905. 


On October 15, 1929, appellant’s predecessor, Petroleum Prod- 
ucts Storage Company, secured registration of the mark “Highpres,”’ 
No. 262,583, used on lubricating oils. 

On July 6, 1934, appellee filed its petition for the cancellation 
of said registration, alleging ownership of the mark “HyVis,” used 
on lubricating oils and greases, and registration of the same to its 
predecessor and assignor, the Fred G. Clark Company, on October 
26, 1920, registration No. 135,948. Appellee alleged use of its 
mark prior to the use of appellant’s mark, and that appellant's 
mark is deceptively similar to the mark of appellee, and for that 
reason has injured the business of appellee. 

The registration certificate of appellee’s mark contains the fol- 


lowing: 
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The undersigned, The Fred G. Clark Co., applicant in the above entitled 
case, hereby disclaims right to the exclusive use of the terms “High-Vis- 
cosity”; “H-Vis”; “Vis-H”; and “H-V”; as the mark “Hyvis” which con- 
stitutes the subject matter of the above application is not intended to cover 
any established commercial term. 

Appellant answered said petition for cancellation, denying that 
the marks of the respective parties are confusingly similar, and 
denying that appellee has been damaged by the use by appellant of 
its mark “Highpres.” 

No testimony was taken, but the matter was submitted upon a 
stipulation of facts, from which it appears that appellant concedes 
that appellee and its predecessor used the mark “HyVis” upon 
lubricating oils prior to the use by appellant of its mark; that appel- 
lee is now the owner of said mark ““HyVis’’; that at the time appel- 
lant’s predecessor secured registration of the mark “Highpres” 
said predecessor knew of the use of the mark ““HyVis” upon motor 
oils, and in 1918, as bailee, stored ““HyVis” oils in its storage plant 
at Memphis, Tenn. 

The Examiner of Trade-Mark Interferences held that, by rea- 
son of the disclaimer in the “HyVis” trade-mark registration, here- 
inbefore quoted, appellee is estopped from claiming that the mark 
of appellant is confusingly similar to the mark of appellee, and 
further found that in the use of the two marks confusion in trade 
is not reasonably likely. Accordingly, he held that appellee's peti- 
tion for cancellation be dismissed. 

Upon appeal, the Commissioner of Patents reversed the de- 


cision of said Examiner and granted the petition for cancellation. 


From this decision of the Commissioner, appellant took the appeal 
now before us. 


In his decision the Commissioner held that the disclaimer of 
the “HyVis” registration embraced only the notations expressly 
stated therein and any established commercial term, and did not 
embrace the term “Highpres,” that our decision in the case of 
Warner-Patterson Co. v. Malcomb, 17 C. C. P. A. (Patents) 984, 
39 F. (2d) 274 [25 T.-M. Rep. 414], relied upon by the Examiner, 
has no application to a state of facts such as is here involved be- 


cause the mark “HyVis’ was not disclaimed, and that as the two 
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marks are used upon identical goods, they are confusingly similar. 
He stated: 

. . .’« The goods involved are practically always bought by word of 
mouth and the similarity of sound between the two words is, therefore, of 
paramount importance. That “HyVis” and “Highpres” sound alike cannot 
be denied. Under the circumstances I believe that the petitioner has shown 
the kind and amount of damage required by the statutes, and that the re- 
lief prayed for should be granted. 

We are in agreement with the conclusion reached by the Com- 
missioner. We do not think that the purported disclaimer in the 
“HyVis” registration is a true disclaimer for the reason that it 
disclaims no part of the “HyVis” mark; but even if it be treated as 
a disclaimer, it clearly does not embrace the term “Highpres,” for 
such term was not an established commercial term. 


The case of Warner-Patterson Co. v. Malcomb, supra, was a 


trade-mark interference proceeding. Appellant had secured the 
registration of the mark “Liquid Solder’ for a radiator sealing 
compound. Appellee made application to register the mark “Cy’s 
Liquid Solder.” It appeared that appellee’s predecessor had ap- 
plied for the registration of the mark “Cy’s Liquid Solder,’ which 
registration was refused upon the ground that the words “Liquid 
Solder” were descriptive of the merchandise to which the mark was 
applied, whereupon applicant disclaimed the use of the words 
“Liquid Solder” apart from the mark shown. It will readily be 
seen that our holding in that case, that the disclaimer created an 
estoppel, has no application to the facts in the case at bar. 

It is our opinion that the marks “‘Highpres” and “HyVis,” 
applied to lubricating oils, are confusingly similar, especially in 
sound. It is true, as argued by counsel for appellant, that the 
marks are different in significance, and also differ in appearance; 
but in sound they are very similar, and we think that a purchaser 
of motor lubricating oils would be very likely to be confused by the 
similarity of the marks. The most that can be said in favor of 
appellant’s contention is that likelihood of confusion is doubtful, 
and under the well-established rule such doubt should be resolved 
against the newcomer, which in this case is the appellant. 

Both parties in their briefs have cited cases in this and other 


courts with respect to specific trade-marks in support of their 
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respective contentions upon the question of similarity of the marks 
here involved, but we find little aid in these cases in determining 
the question here involved, for the reason that the question of con- 
fusion or lack of it must be determined from the marks involved 
and the goods to which they are applied in each particular case. 

While it is true that there are three factors to be considered 
in passing upon similarity of marks, viz., meaning, appearance, and 
sound, it does not follow that confusion can be found to be likely 
only where a combination of those factors exists, but sound alone 
or appearance alone may be sufficient to create likelihood of con- 
fusion. Cluett, Peabody & Co., Inc. v. Wright, 18 C. C. P. A. 
(Patents) 937, 46 F. (2d) 711 [21 T.-M. Rep. 130]. 

We find no error in the decision of the Commissioner, and it is 
affirmed. 


Hatrie.p, J., did not participate in this decision. 


Wivurams O11-O-Matic Heatinc Corporation v. Unitrep FurNAce 


ENGINEERING Company, INc. 


United States Court of Customs and Patent Appeals 


Opposition No. 13,180 
March 29, 1937 


Trape-Marks—Opposition—Goops or DirrereENT Descriptive Properties. 
Held that oil-heating systems and melting furnaces are goods of 
different descriptive properties. 
Trave-Marks—“Mettomar’ ann “Ori-O-Matic” Non-conriicttinc Marks. 
The word “Meltomat” held not to be confusingly similar to the trade- 
mark “Oil-O-Matic,” both being used on heating and lighting apparatus. 
Appeal from a decision of the Commissioner of Patents dismiss- 
ing a trade-mark opposition. Affirmed. For the Commissioner’s 


decision, see post, p. 275. 


Langdon Moore, of Bloomington, Ill., and James Atkins, of 
Washington, D. C., for appellant. 

William G. Doolittle, of Pittsburgh, Pa., and M. E. Jones, of 
Washington, D. C., for appellee. 
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GrauaMm, P. J.: The appellee has filed an application in the 
United States Patent Office for registration of the trade-mark 
“Meltomat” to be used in connection with the sale of melting or 
similar furnaces, in class 34, heating, lighting, and ventilating 
apparatus, not including electrical apparatus. It is alleged the 
mark has been used continuously in said business since about Janu- 
ary 10, 1933. 

The appellant filed notice of opposition to said registration, 
alleging that it was engaged in the business of manufacturing and 
selling liquid fuel burning devices. It further appears from the 
notice of opposition and the stipulated facts that in connection with 
said business it had used the trade-mark “Oil-O-Matic,”’ which it 
had adopted on or about January 15, 1920, and which had been 
used continuously thereafter until the present time; that the opposer 
also had used the trade-mark “Dist-O-Matic” as a trade-mark upon 
liquid fuel burning devices since March 9, 1928, and the trade- 
mark “‘Gas-O-Matic” since on or about February 28, 1929, on auto- 
matically electrically controlled and operated fuel heating systems; 
that the plant investment of the opposer is very large, together 


with its advertising, expenditure, and that it has acquired a valu- 
able good-will, and that it believes the registration of the mark 
“Meltomat” would tend to cause confusion in the mind of the pur- 
chasing public with the goods of the opposer, and would result in 
damage and injury. 


The parties agreed upon stipulated testimony. On the part of 
the applicant, it is agreed that the witnesses would testify that the 
mark ‘““Meltomat’” was adopted for the manufacture and sale of 
melting furnaces particularly designed for the melting and con- 
version of non-ferrous metals; that these furnaces so manufactured 
comprised oil burning, crucible-using melting machines, and that 
the name “Meltomat” has been used since on or about January 10. 
1933, continuously. On the part of the opposer, in addition to 
the facts already stated, it is stipulated that the witnesses would 
testify that the trade in the opposer’s device has become very 
large; it is also stipulated, on the part of the opposer, that as early 
as 1921 “Oil-O-Matic’’ oil burners have been used in melting fur- 
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naces for stereotype by newspaper publishers, and are being used 
for that purpose at the present time. It also appears that during 
the summer of 1927, three “Oil-O-Matic’” burners were installed, 
and successfully used, in connection with a gold mine at Idaho 
Springs, Colo. One burner was used in the furnace to melt the ore 
and smelt it into its various component parts, and the other two 
were used in retorts to drive off the sulphur and reduce the ore to 
a concentrate ready for shipment. 

The questions arising in the case are as to the same descriptive 
character of the goods, and the confusing similarity of the trade- 
marks. The marks are different in many respects. The marks 
of the opposer end with the two syllables “Matic,” which, in them- 
selves, have a distinctive sound. It will be borne in mind that 
the distinctive goods which are involved here are costly, and in- 
volve close discrimination in buying. This feature we called atten- 
tion to in the recent case of Williams Oil-O-Matic Heating Corp. 
v. Edward P. Bliss, Jr., 19 C. C. P. A. (Patents) 821, 54 F. (2d) 
130 [22 T.-M. Rep. 22], where such discrimination in buying is ex- 
ercised, there is not so much probability of confusion as in ordinary 
cases where less discrimination is exercised. 

Again, the devices, while both are used for heating. are much 
different in their other ordinary uses. The ordinary use of the 


Williams device is for the heating of buildings, while the ‘‘Melto- 


mat” devices are used for a much rarer purpose, namely, smelting 
or melting metals. It is true that it is shown that the “Oil-O- 


Matic” and “Dist-O-Matic” devices are sometimes used for stereo- 


type heaters, and on one rare occasion for smelting purposes, but 
this is an exceptional use, and one which it appears is not the use 
by which these devices are commonly known. 

While we are of opinion that the heating devices of the appel- 
lant and the opposer might broadly be considered to be within the 
same general class, we are nevertheless of the opinion that be- 
cause of the considerable distinction between the sound of the 
marks, their number of syllables, and difference in spelling, and 
the quite considerable difference in the general use of the devices, 
that the opposition was properly overruled, and that the appellee is 
entitled to registration and the opposition should be dismissed. 
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Many authorities on this subject are collated in our recent case 
of Meredith Publishing Co. v. Scott §& Sons Co. (Suit No. 3782), 
24 C.C. P. A. (Patents) —, — F. (2d) — [27 T.-M. Rep. 183]. 


The decision of the Commissioner of Patents is affirmed. 


HartrFie_p, J., did not participate in this case. 


B. W. Dorie (Doyle Packing Company, Assignee, Substituted) v. 
Joun Morreti & Company 


United States Court of Customs and Patent Appeals 
Opposition No. 12,589 
March 29, 1937 


Trape-Marks—Opposition—“STronGHEART’ AND “Rep Hearr”’ anv Pic- 

TURE OF Heart—Conruictinc Marks. 

The words “Red Heart” and the picture of a heart held to be con- 
fusingly similar to the word “Strongheart,” both marks being used on 
cat and dog food. 

On appeal from a decision of the Commissioner of Patents in a 
trade-mark opposition. Affirmed. For the Commissioner’s de- 
cision, see 26 T.-M. Rep. 587. 


Charles R. Allen, of Washington, D. C., for appellant. 
Edward G. Fenwick and Charles R. Fenwick, both of Washing- 
ton, D. C., for appellee. 


Garrett, J.: Appellant on October 11, 1932, filed application 
for registration in the United States Patent Office of the word 
“Strongheart” as a technical trade-mark for use on dog and cat 
food, alleging the word to have been continuously used for that 
purpose since July 18, 1932. After notice of the application had 
been published in the Official Gazette, of the Patent Office, appellee 
filed notice of opposition to such registration, alleging a belief that 
it would be damaged for the reason that the mark “ ‘Strongheart’ 


will cause confusion with the mark owned and controlled by the 


opposer, which mark ‘Red Heart’ and the picture of a heart, has 
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been used upon dog and cat food and kindred products, since long 
prior to July 18, 1932.” 

The Examiner of Interferences sustained the opposition and 
adjudged appellant not entitled to the registration. Upon appeal 
the Commissioner affirmed the decision of the Examiner of Inter- 
ferences, and the instant appeal to this court followed. 

In the notice of opposition appellee plead various registrations 
(some being renewals) ranging in date from October 17, 1899, to 
October 7, 1930. It is unnecessary to describe these registrations 
in detail. Some are simply heart-shaped symbols, the drawings 
showing lines to indicate that they are printed in solid red. One 
has the notation “Heart Brand” stamped upon the symbol. An- 
other is stamped “Morrell’s Red Heart.’’ One is for the words 
“Red Heart” unaccompanied by other features. The goods for 
use upon which the several registrations were sought and obtained 
covered a wide variety of animal products and the record estab- 
lishes appellee’s use prior to appellant’s filing date, and prior to 
any date claimed by appellant for use of “Strongheart,” of its 
heart mark in some form as a trade-mark for dog and cat foods. 

As the issue comes to us, the only question to be determined 
is that of likelihood of confusion in trade by reason of the similarity 
of the marks. Upon this we think there is small room for doubt. 
Heart is unquestionably a prominent, we think the dominant, part 
of both marks. It is argued on behalf of appellant that “Strong- 
heart” was the name of a dog which, before it was gathered to its 
fathers several years ago, had attained great fame as a cinema 
actor, and it is said, although we find no testimony upon this point, 
that the picture of a dog’s head used in connection with appellant’s 
mark is that of this noted animal, it being urged that this somehow 
affects the question of confusion. It may be said that appellee 
uses pictures of different breeds of dogs on its cartons. These 
pictures, however, being no part of the marks, are not of particular 
importance in this statutory proceeding. We have simply com- 
pared the naked marks with each other, and from the comparison, it 
seems to us unquestionable that there is likelihood of confusion in 
trade from their use upon identical goods. 
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The decision of the Commissioner of Patents is afirmed. 


HarrFieE_p, J., did not participate in the decision of this case. 





Lem Mortiow v. O_petyME DistTILuers, INc. 
United States Court of Customs and Patent Appeals 
Opposition No. 13,922 
March 29, 1937 


Trape-Marks—Opposition—“Oxip ‘Time Disrittery”—Corrorate Name. 
Where appellee corporation was formed after the first use by appel- 
lant of the words “Old Time Distillery,” the former held not to be en- 
titled to oppose the registration of the said mark on the ground that it 
comprised substantially appellee’s corporate name. 
Trape-Marks—RecistraTion—Present Use ReQurrep 
Where appellant admitted that he was not actually using its mark 
at the time of filing application, but was preparing to do so, held that 
registration should be refused, inasmuch as the Act requires that appli- 
cant be using the mark at the time of filing application. 


Appeal from a decision of the Commissioner of Patents, denying 
registration. Affirmed. For the Commissioner’s decision, see post 
p. 279. 


Chauncey P. Carter, of Washington, D. C., for appellant. 
Herbert J. Jacobi, Wm. J. Jacobi, and George C. Baldt, all of 
Washington, D. C., for appellee. 


Lenroot, J.: This is a trade-mark opposition proceeding 


wherein the Commissioner of Patents reversed a decision of the 
Examiner of Trade-Mark Interferences dismissing the opposition 
of appellee, and held that appellant was not entitled to the regis- 
tration of the trade-mark for which he made application. 

On July 19, 1933, appellant filed application under the Trade- 
Mark Act of February 20, 1905, for the registration of a composite 
trade-mark for whiskey, one feature of which mark consisted of the 
words “Old Time Distillery.”” The application states: 

The trade-mark is applied and “affixed” to the goods by printing, en- 
graving or lithographing the same on labels that are fastened to the con- 


tainers and has been used in the business now owned by the applicant in 
connection with the goods named herein since 1905. 
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On July 12, 1934, appellee filed notice of opposition, alleging 
that it was incorporated under the laws of the State of New Jersey 
on or about December 19, 1933; that the dominant part of appel- 
lant’s mark is the words “Old Time Distillery”; that said words 
are substantially identical with opposer’s (appellee’s) corporate 
title, and therefore registration of said mark should be refused 
under the provisions of said trade-mark act. 


Appellee in its notice of opposition also alleged: 


10. That as your petitioner is informed and believes and therefore 
charges, the applicant herein is not the owner of the trade-mark sought to 
be registered; that the mark sought to be registered was abandoned by the 
original owner thereof and no assignment of such mark given to the 
applicant herein; that the applicant is not entitled to claim use of the 
mark sought to be registered since 1905 since he is not the legitimate as- 
signee of the original owner of the trade-mark; that as applicant is in- 
formed and believes and, therefore, charges, the applicant was not engaged 
in the manufacture, rectification and /or sale of whiskey at the date of the 
filing of the application for registration of the mark sought to be regis- 
tered; that applicant did not have use of the mark sought to be registered 
at the date of the application for registration thereof; that applicant is not 
now engaged in the manufacture, rectification and/or sale of whiskey bear- 
ing the trade-mark sought to be registered and has no license to manu- 
facture, rectify and/or sell whiskey, so that registration should be refused 
applicant on the mark sought to be registered. 


Other allegations respecting confusion in trade and damage to 


appellee were made, not necessary to be considered upon this appeal. 
Appellant filed an answer to the notice of opposition, the eighth 
paragraph of which reads as follow: 


Applicant admits, that he was not actually manufacturing, rectifying 
and /or selling whiskey on the date on which he filed this application for 
registration, but avers that he now has a Federal license to engage in such 
business, and is preparing to do so, and applicant denies all other allega- 
tions of paragraph 10 of the Notice of Opposition. Applicant further 
avers that he has personally used the trade-mark applied for long prior to 
opposer’s alleged incorporation, and has never abandoned the same. 


No testimony was taken and final hearing was had before the 
Examiner of Trade-Mark Interferences upon the pleadings, and 
the notice of opposition was dismissed upon the ground that appel- 
lee was not in existence at the time of the filing of appellant’s appli- 
cation, and therefore appellee had no standing to oppose appellant’s 
application upon the ground that a part of appellant’s mark was 
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the corporate name appellee, and was not entitled to invoke the 
name clause of section 5 of said trade-mark act. 

Upon appeal to the Commissioner, he agreed with the Examiner 
of Trade-Mark Interferences that appellee had no right to oppose 
the registration of appellant’s mark upon the ground that it com- 
prises substantially appellee’s corporate name, inasmuch as _ the 
date of incorporation of appellee was subsequent to the filing 
date of appellant’s application. He further held, however, that 
appellant was not using the mark applied for in commerce at the 
time of filing his application, and for that reason he reversed the 
decision of the Examiner of Trade-Mark Interferences and ad- 
judged that appellant was not entitled to the registration of the 
mark applied for. 

Appellant thereupon took the appeal which is now before us. 
Two questions are presented for our consideration: 

1. Does the record disclose a non-use of appellant’s mark by 
him at the time of the filing of his application? 

2. If the first question be answered in the affirmative, does 
the fact that the National Prohibition Act and the Eighteenth 


Amendment to the Constitution were in force at the time appellant’s 


application was filed, and for more than fourteen years prior there- 


to, preventing him from manufacturing or selling whiskey to which 
he could apply the mark, enable him to claim use of the mark at the 
time of filing his application, appellant having used the mark in 
commerce prior to January 29, 1919, the date said amendment was 
ratified ? 

We think the admission in appellant’s answer, dated October 
12, 1934, that he was not actually manufacturing, rectifying, and/or 
selling whiskey on the date on which he filed his application for 
registration, but on October 12, 1934, had a license so to do and 
was “‘preparing to do so,’ should be construed as an admission that 
at the time of filing his application appellant did not have such 
license and that appellant’s mark was not used in commerce at 
the time of filing his application. 

In appellant’s brief the following statement is found: 
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It so happens that appellant was debarred from using his mark for 
more than a decade by Federal and State prohibition. .. . 

This statement is in accord with the construction we have given 
to the admission in appellant’s answer to the notice of opposition 
hereinbefore quoted. 

With respect to the second question above stated, we are of 
opinion that, regardless of appellant’s legal ownership of the mark, 
which we do not question, in order to secure registration of the 
same he must have been using the same in interstate commerce at, 
or shortly prior to, the filing date of his application. Section 2 of 
the Trade-Mark Act of February 20, 1905, requires an applicant to 
declare at the time of filing his application “that such trade-mark 
is used in commerce among the several States,” etc. (Italics ours.) 
It will be noted that the present tense is used, and not the words 
“has been used.”” This clearly requires a present use, and while, 
of course, shipment of goods with the mark applied is not required 
upon the exact date that the application is made, the use, within 
the meaning of the statute, cannot relate back fourteen years to 
some previous use of the mark. The right to register is wholly 
statutory, and while appellant’s trade-mark may be valid at com- 
mon law, he is not given the right to register the same unless the 
provisions of the statute are complied with. 

This may be unfortunate for appellant, but in order to relieve 


him it is not within our province to legislate, but only to construe 


legislation under which he seeks registration. Appellant has 
pointed out the great injustice that he may suffer should his appli- 
cation be rejected, and suggests that appellee may now success- 
fully oppose a new application of appellant under the name clause 


of the statute. Whether this be true or not is a question that is 


not before us. 
For the reasons stated, the decision of the Commissioner, in- 


sofar as it holds that appellant is not entitled to the registration 
applied for, is affirmed. 


Garrett, J., did not participate in this decision. 





266 TWENTY-SEVEN TRADE-MARK REPORTER 


CHAMPION Spark PriuG Company v. Giospe-Un1ion MANUFACTUR- 
ING CoMPANY 


United States Court of Customs and Patent Appeals 
Opposition No. 13,309 
March 29, 1937 


Trape-MarKs—Opposition—“Guiose” AnD Device or LigHtTNING FiasH aNnp 

“CHAMPION” AND Picture or GLtope—Conriictinc Marks. 

Held that a trade-mark consisting of the word “Globe” with the 
device of a zigzag flash of lightning drawn therethrough is confusingly 
similar to a mark consisting of the word “Champion” and the repre- 
sentation of a terrestrial globe. 

Trape-MarKks—Opposition—Non-vse OF Part or ReoistEReED Mark. 

Appellant, registrant of a mark consisting of the word “Champion” 
and the device of the terrestrial globe, held not estopped by not using 
the globe to oppose an application to register a similar representation 
of a globe. 

Trape-Marks—GerocraPHicaL Marks. 

The representation of the terrestrial globe held not to be merely 
geographical. 

Trave-Marks—Titr Worp “Grose” anp Picrure or “GLose”—ALTERNATIVE 

Marks. 

Held that the word “Globe” and the representation of the terrestrial 
globe are alternative marks. 


On appeal from a decision of the Commissioner of Patents dis- 


missing a trade-mark opposition. Reversed. For the Commis- 


sioner’s decision, see post, p. 277. 


Charles W. Owen, of Toledo, Ohio, for appellant. 
John W’. Michael, of Milwaukee, Wis., for appellee. 


Garrett, J.: This is a trade-mark opposition proceeding which 
arose in the United States Patent Office following the publication 
of notice of appellee’s application to register the word “Globe’”’ with 
a zigzag line representing a flash of lightning drawn therethrough, 
for use upon spark plugs for internal combustion engines. Beneath 
the notation appear the words “Full Spark,” but these are dis- 
claimed apart from the mark shown. Use is alleged since May 24, 
1933. In the application it is said, “The trade-mark is applied to 


the plugs by marking the same in ink upon the porcelain insulators 


prior to glazing and to the packages containing the plugs by print- 
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ing or otherwise displaying said mark thereon.” Appellant filed 
notice of opposition. Testimony on behalf of opposer was taken 
and certain stipulations and exhibits were presented. The Ex- 
aminer of Interferences sustained the opposition and held appellee 
not entitled to the registration sought. He also held ea parte that, 
regardless of the right of opposer to intervene, appellee was not en- 
titled to registration because of two prior registrations issued to 
third parties. The Commissioner of Patents, acting through the 
Assistant Commissioner of Patents, reversed the decision upon both 
points and appellant took the instant appeal to this court. 

In its notice of opposition, filed December 1, 1933, appellant 
alleged that the principal part of its business and that of its pred- 
ecessors, had, for more than twenty-five years past, been the 
manufacture and sale of spark plugs; that it had been its practice 
to sell products of the highest qualities, using therein only the best 
materials and workmanship; that as early as 1907 it adopted for 
use a trade-mark a representation of the terrestrial globe; that it 
has continuously used such mark in interstate and foreign com- 
merce; that more than nine million dollars have been expended for 
advertising; that it is the owner of registrations No. 92,949 of 
August 12, 1918, and No. 120,167 of January 15, 1918; that the 
publie will be misled by the use by appellee of the mark it seeks to 
register into the belief that the goods originated with appellant, 
and that appellant believes it would be damaged by the registration 
to appellee. 

The material points of appellee’s answer will appear as the 
case is hereinafter discussed. 

Appellant’s registration of August 12, 1913, consists of a repre- 
sentation of the terrestrial globe, showing particularly the Western 
Hemisphere, and having a broad black band with white lines ad- 
jacent, its edges running somewhat obliquely around it near its 
center. The registration of January 15, 1918, shows a somewhat 


similar figure with the word “Champion” printed upon the band. 


Both marks are for spark plugs, the latter also naming spark-plug 


porcelains and parts. 
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Mr. Robert A. Stranahan, president of appellant company, and 
long associated with its predecessors, was called as a witness on its 
behalf. The material parts of his testimony are to the effect that 
the mark embraced in registration No. 120,167, which carries the 
word “Champion” on the band, is and has been most commonly 
used in its advertisments upon its letterheads and upon the con- 
tainers in which the spark plugs are shipped, that he did not think 
the company had ever used the mark embraced in registration 
No. 92,909 without the word “Champion” displayed on the band; 


that for something less than a year the globe representation (with, 


as we understand his testimony, “Champion” on the band) was 
stamped directly upon the plugs but that this was abandoned, not 


being satisfactory, and the custom has since been to stamp the 


plug with only the word “Champion”; that the globe representa- 
tion is included in most of its advertising, although exceptions were 
shown on cross-examination; that about 20 percent of appellant’s 
business is direct with manufacturers of automobiles, the other 
being with jobbers and dealers; that the purchaser of a new car 
equipped with appellant’s spark plugs would see only the word 
“Champion” thereon; that appellant’s products are known the 
world over as “Champion” spark plugs; that they are not known, 
or referred to by the trade or the public, nor advertised by the 
company, by the name “Globe, and that he had no proof of any 
actual confusion, no attempt having been made to investigate that 
matter. 

During cross-examination the witness was confronted with 
another registration by appellant, No. 92,950, of August 12, 1913. 
It consists simply of the word “Champion,” registered for use on 
spark plugs. 

Upon the state of facts above outlined, it is insisted by appellee 
that appellant may not place any reliance upon the representation 
of the globe with band alone as shown in its registration (No. 92,- 
949) of August 12, 1913, because it is shown never to have been 
used in that form, and that in this proceeding cognizance may be 


taken, so far as the pleadings are concerned, of only registration 





CHAMPION SPARK PLUG CO. V. GLOBE-UNION MFG. CO. 269 


No. 120,167 wherein the word “Champion” is printed upon the band 
surrounding the figure of the globe. 

Much of the argument on behalf of appellee is directed to 
the point that “the representation of a globe of the world per se” 
is “merely and exclusively geographical and descriptive in meaning, 
character, and significance,’ and hence, it is urged, that “the 
question of likelihood of confusion presented under the issues of 
this case is not determinable upon those authorities which deal with 
word and picture alternatives... .” It is further insisted that 
the word “Globe” is not merely geographical in character because 
its meaning embraces many things in addition to the terrestrial 
globe, but it is said, in substance, that even if a geographical signifi- 
cance be assigned to the word, the mark of appellee is, like that of 
appellant, a composite one and includes other features rendering it 
registrable in its entirety. 

Upon the question of descriptiveness of either the word “Globe,” 
or a pictorial or diagrammatic representation of a globe, we 
need not dwell. Obviously, neither is descriptive of spark plugs 
or of the character or quality of spark plugs. 

Upon the question of geographical “‘meaning,” it is well to 
quote the pertinent language of the second proviso of section 5 
of the Trade-Mark Registration Act of February 20, 1905. This 
reads: 

Provided, That no mark which consists .... in... . merely a geo- 
graphical name or term, shall be registered under the terms of this Act. 


We are of the opinion that the word “Globe” is not merely a 
geographical name or term in the sense in which the phrase is used 
in the statute. A geographical name or term to our minds signifies 
a nation, state, county, city, municipality, river, lake or the like. 


The reasons for denying a trade-mark monopoly upon such names 


or terms is obvious, but “Globe” has no such geographical signifi- 
cance; it identifies no particular geographical location, nor is its 
proper use as a trade-mark likely to interfere with or embarrass 
any public or private right. 

The same reasoning leads to the conclusion that a figure of 
the globe representing the earth is not, in the sense of the statute, 
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a representation of merely a geographical name or term; it is of the 
terrestrial body. 


ocr 


There are also celestial bodies, and bodies ter- 
The Congress, in the Trade-Mark Registration 
Act, did not ban the celestial, nor the terrestrial, but stopped with 


”> 


restrial: 


geographical names and terms. ‘The principle applied in the case 
of In re Canada Dry Ginger Ale, Inc. (No. 3698), 24 C. C. P. A. 
(Patents) —, 86 F. (2d) 830, 32 U. S. P. Q. 49, wherein a map 
of Canada was held to represent, or be the equivalent of, a merely 
geographical name or term, is not, in our view, apposite here, and 
so of other authorities cited upon this point by counsel for appellee. 
We are of opinion that the question to be considered is simpls 
that of whether confusion is likely to result from the use of appel- 
lant’s mark containing as a part thereof a figure of the terrestrial 
globe and the word “Globe” crossed by a zigzag line as described. 
That the word “Globe” has a broader meaning than that of a 
figure of the terrestrial globe is clear. ‘The primary definition of 
the word given in Webster’s New International Dictionary is: “A 
round or spherical body, solid or hollow; a body whose surface is 
in every part equidistant from the center; a ball; a sphere.” The 
same authority informs us that the word is derived from the Latin 
word globus, a word which existed, according to history, long before 
the somewhat globular shape of the earth was known. 
Nevertheless we think it true that whenever the simple word 
“globe” is used, the first impression made upon the mind is that 
of the commonly accepted idea as to the shape of the earth. In 
stinctively and subconsciously, that is the primary meaning which 
the mind attaches to the word. Such being the case, we are of the 
opinion that the figure is an alternative, or practical equivalent, of 


the word, and hence the general rule relative to words and pictorial 


alternatives must be here considered. Numerous authorities might 


be cited, but we content ourselves with a reference to the com- 
panion cases of Derby Oil Co. v. White Star Refining Co., 20 C. C. 
P. A. (Patents) 816 and 820, 62 F. (2d) 984 and 987 [23 T.-M. 
Rep. 102], with the authorities therein cited. These cases serve 
also as authorities upon the question of publicit juris suggested by 
appellee during the prosecution of the instant case. 
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It may be, indeed it seems to be, a fact that appellant’s spark 
plugs are practically always referred to by the name “Champion” 
and never by the name “Globe,” but this does not alter the other 
fact that a figure of the terrestrial globe is a prominent part of 
appellant’s mark which was registered and used upon its cartons 
and in connection with much of its advertising prior to the time of 
any claimed use of the word “Globe” by appellee. It does not seem 
to us to be material whether or not appellant has practically aban- 
doned use of the figure of the globe alone. The figure is retained 
in, and is a conspicuous part of, the mark which it did register and 
use in the manner indicated. That there is room for confusion 
seems obvious and, in our opinion, there is sufficient doubt with re- 
spect to likelihood of confusion to require application of the rule 


against appellee as a newcomer in the field. 


It is unnecessary to discuss the ex parte ground of rejection. 


We hold that the opposition should be sustained and appellee 
denied the registration sought. 

Accordingly, the decision of the Commissioner of Patents is re- 
versed. 


HatriE tp, J., did not participate in the decision of this case. 


DeEcISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register 
as a trade-mark for dog and cat food, the word “Strongheart” in 
view of the prior adoption and use by opposer of the notation “Mor- 
rell’s Red Heart,’ sometimes in association with the conventional 
heart design, as a trade-mark for the same goods. 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision the Assistant Commissioner said: 

Undoubtedly, the common feature “Heart” is the most easily remem- 


bered of both marks, and the one upon which purchasers would be most 
likely to rely in attempting to distinguish the goods of the opposer from 
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those of other traders. The incorporation of the notation “Morrell’s” in 
the mark of the opposer has but little effect upon the distinction or lack 
of distinction between the marks; so that, when the marks are considered 
in their entireties there is, I think, evident likelihood that confusion would 
arise from their simultaneous use in trade upon identical goods. 


He then further said: 


Applicant argues that its mark is always used in association with a rep- 
resentation of the dog of movie fame that it is intended to suggest; but the 
mark sought to be registered includes no such representation to distinguish, 
if it would, the mark of the applicant from that of the opposer.’ 


Descriptive Terms 


Frazer, A. C.: The Examiner of Trade-Mark Interferences 
dismissed the opposition in the above-entitled proceeding, but never- 
theless denied applicant the registration applied for. Both parties 
have appealed. 

Opposer’s position, as gathered from the brief on appeal, is that 
only in the event it should be determined that applicant is otherwise 
entitled to registration “then the opposition should be sustained and 
registration refused on the grounds set forth in the notice of opposi- 
tion.” In the view I take of applicant’s case it therefore seems 
unnecessary to discuss the several questions involved in the opposi- 
tion, other than to say that I think they were all properly disposed 
of by the Examiner of Interferences, and that I am in substantial 
agreement with his reasoning in that regard. 

The alleged trade-mark sought to be registered is the notation 
“Frigicar,’ and the goods with which it is used are described in the 
application as railroad cars. From the evidence of record in this 


proceeding, however, it conclusively appears that the mark is actu- 


ally applied only to mechanically cooled refrigerator cars employed 
in the transportation of perishable merchandise. These care are 
not sold by applicant, but are owned by it and leased to others to 
be so used. The Examiner of Interferences was of the opinion that 
this does not amount to trade-mark use by applicant of the mark 
sought to be registered. In his decision he said: 


It appears from applicant’s record that applicant does not sell the cars 
herein above referred to but rather that such equipment is merely leased by 


1 John Morrell & Company v. B. W. Doyle, Opp’n No. 12,608, February 
19, 1936. 
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the applicant, especially to packers of products requiring refrigerated trans- 
portation. Registration, therefore, is refused on the ground that the mark 
sought to be registered is merely emblematic of service and is not used 
as a trade-mark by the applicant. 

I am unable to agree with the Examiner’s conclusion, nor do I 
think the cases relied on in support thereof are applicable. Those 
were all cases in which the purported owner of the mark had failed 
to apply it to a commodity in which he was dealing commercially 
as such. The mere fact that one employs an article of commerce in 
his business and brands it with this trade-name is of course in- 
sufficient to constitute a trade-mark use of the name; but that is 
not the situation here. The Trade-Mark Act provides for the 
registration of marks “used in commerce,” and I think the leasing 
of merchandise bearing the owner’s trade-mark is a use in com- 
merce of the mark, just as truly as would be the sale of such 
merchandise. 

In the case of Vulcan Steam Shovel Co. v. Flanders, 205 Fed. 
102, it was held by the District Court for the Eastern District of 
Michigan that the leasing of a steam shovel, which resulted in its 
transportation from one State to another, was a transaction in inter- 
state commerce; and in Butler Bros. Shoe Co. v. United States Rub- 
ber Co., 156 Fed. 1, the Circuit Court of Appeals for the Eighth 
Circuit reached a similar conclusion with respect to certain factor- 


age contracts between citizens of different States. The rule an- 


nounced in this latter case, which has been expressly approved by 
the Supreme Court of the United States on at least two occasions 
(International Textbook Co. v. Pigg, 217 U. S. 91 and Furst v. 


Brewster, 282 U. S. 493), is stated in the opinion as follows: 


Nor is the fact that these contracts did not evidence sales of the goods 
determinative of this question. A sale is not the test of interstate com- 
merce. All sales of sound articles of commerce, which necessitate the 
transportation of the goods sold from one state to another, are interstate 
commerce; but all interstate commerce is not sales of goods. Importation 
into one state from another is the indispensable element, the test of inter- 
state commerce; and every negotiation, contract trade, and dealing be- 
tween citizens of different states, which contemplates and causes such im- 
portation, whether it be of goods, persons, or information, is a transaction 
of interstate commerce. 
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[1] Applying that rule to the facts before me I have no hesi- 
tancy in holding that when applicant leased its car to others it was 
engaged in commerce, and that when, pursuant to such leases, the 
cars were moved from the State of their origin, interstate commerce 
was involved. It follows of course that the notation impressed up- 
on the goods, were it capable of trade-mark appropriation for such 
goods, would be registrable to applicant. 

{2] Registration must be refused, however, because the mark 
is manifestly descriptive of the goods. ‘“‘Frigicar” is merely a con- 
traction of “frigid car,’ and would necessarily be so understood by 
the average individual. Applicant’s mark is therefore nothing more 
than the name of its goods in combination with the adjective most 
aptly describing their distinguishing characteristic. The registra- 
tion of such marks is expressly prohibited by section 5 of the Trade- 
Mark Act. 

For the reasons stated the decision of the Examiner of Trade- 
Mark Interferences dismissing the opposition and refusing the 
registration applied for is affirmed.” 


Goods of Different Descriptive Properties 


Frazer, A. C.: California Packing Corporation appeals from 


the decision of the Examiner of Trade-Mark Interferences dismiss- 


ing its opposition to a trade-mark registration applied for by Silver 
Swan Liquor Corporation. 

Applicant’s mark is “Gold Bar,” used by applicant on whisky, 
for which goods registration is sought since September 1, 1934. 
Opposer used the same mark on a line of grocery products, includ- 
ing canned fruit juices, canned vegetable juices and canned fruit 
cocktail flavored with brandy. ‘The decision appealed from is based 
upon a holding that none of these items is of the same descriptive 
properties as applicant’s whisky. In so holding I think the Ex- 
aminer of Interferences was right; but there is another point to be 
determined which is not referred to in the decision, and which, it 
should be stated in fairness to the Examiner, is not particularly 
stressed by opposer's counsel. 


2 Frigidaire Corporation v. North American Car Corporation, December 
24, 1936. 
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Opposer pleaded and proved its ownership of a registration of 
this same mark, issued September 1, 1931, for ginger ale. The 
record discloses that this product has been dealt in by opposer only 
to a limited extent, but the statute contains no requirement that 
the use of a registered trade-mark shall have been extensive in 
order to preclude registration of an identical trade-mark for goods 
of the same descriptive properties as those to which the registered 
mark is appropriated. It need merely be “owned and in use by an- 
other.” Hence, if whisky and ginger ale are of the same descrip- 
tive properties within the meaning of the statute, applicant’s mark 
should not be registered. 

In the case of Meredith Publishing Co. v. O. M. Scott & Sons 
Co., decided March 1, 1937 [27 T.-M. Rep. 183], the United States 
Court of Customs and Patent Appeals carefully reviewed its prior 
decisions relating to the construction which should be given the 
phrase “same descriptive properties” as used in the Trade-Mark 
Act; and pointed out that the court has intended “that a more 
flexible and liberal meaning should be given to the words, so that, 
in-so far as possible, confusion in the mind of the public might be 
avoided.” ‘The court has thus refused to restrict itself to a com- 
parison of the essential characteristics of the goods involved in any 
particular case, but has considered as well such matters as the in- 
tended use of the goods, their physical appearance, the type of 
packages or containers in which they are marketed, the place where 


and the class of purchasers to whom they are likely to be sold, 


and the care or lack of care that is likely to be exercised by such 


purchases. If upon such consideration the court has believed con- 
fusion to be probable, it has consistently held the goods to be of 
the same descriptive properties, especially in cases where, as here, 
such goods are sold under identical trade-marks. Thus, for ex- 
ample, in the recent case of Three in One Oil Co. v. St. Louis Rub- 
ber Cement Co. (C. C. P. A.) [27 T.-M. Rep. 167], it was held that 
a lubricating oil is of the same descriptive properties as a combina- 
tion adhesive cement, the court saying in its opinion: 


This record shows that “3 in 1” oil is an article of common everyday 
household use. ... A cement for repairingf shoes, rubber boots, and other 
household articles containing rubber, leather, or cloth, doubtless would be 
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used by the same class of people, sold in the same class of stores, at a low 
price, and by reason of the nature of the article, purchased casually without 
much investigation. Obviously a hardware store which sold a_ repair 
cement of this character would handle a household oil like the “3 in 1” (the 
testimony is to this effect); that a casual purchaser seeing “3 in 1” oil and 
“3 in 1” repair liquid cement in cans of substantially the same size (and for 
that matter they might be identical in size and appearance) would conclude 
that there was a common origin of the two articles. 

Applying this doctrine to the facts of the instant case, I think 
it must be held that whisky and ginger ale are merchandise of the 
same descriptive properties. Not only are they both contained in 
bottles, and sold by the same dealers to the same class of purchasers, 
but they are frequently mixed together and imbibed from the same 
glass. Certainly they are closely associated in the mind of the 
drinking public, and in my opinion confusion may well result from 
their sale under identical marks. 

For the reasons stated the decision of the Examiner of Trade- 
Mark Interferences is reversed, and the opposition is sustained.” 


Goods of Same Descriptive Properties 


Frazer, A. C.: This is an appeal from a decision of the Ex- 
aminer of Trade-Mark Interferences dismissing the notice of op- 
position filed by Williams Oil-O-Matic Heating Corporation, and 
adjudging United Furnace Engineering Company, Inc., entitled to 
the registration applied for. 

Applicant’s trade-mark is the coined word “Meltomat,” and is 
used on “melting, metallurgical and heating furnaces and liquid 
fuel burning devices for such furnaces.” Use is alleged since Janu- 
ary, 1933. 

Opposer relies on three registered marks, namely, ‘“Oil-O- 
Matic,” “Dist-O-Matic,” and ‘“Gas-O-Matic”’; but confines its argu- 
ment almost exclusively to the first of these, which it applies to 
“liquid fuel burning devices,’ and which it has admittedly used 


since a date long prior to applicant’s date of first use. 


Obviously the goods of the parties are of the same descriptive 


properties within the meaning of the Trade-Mark Act, so that the 


’ California Packing Corp. v. Silver Swan Liquor Corp., Opp'n No. 
14,386, March 8, 1937. 
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only question for determination is whether, upon the facts disclosed 
by the record, their respective trade-marks are confusingly similar. 

While there doubtless exists some slight overlapping in their 
fields of operation, it cannot fairly be said that applicant's business 
and that of opposer are in any substantial sense competitive. Ap- 
plicant’s device is designed and sold exclusively for use in the 
melting and conversion of non-ferrous metals, whereas opposer is 
chiefly interested in household heating plants, and to a lesser extent 
in commercial and industrial systems of the same character. It is 
not disputed that the installations of both parties entail considerable 
expense to the purchaser, and that their selection is attended with 
unusual care and discrimination. This fact must, of course, be 
given weight in determining the question of probable confusion be- 
tween the marks. Williams Oil-O-Matic Heating Corporation v. 
Bliss (C. C. P. A.), 54 Fed. (2d) 430 [22 T.-M. Rep. 22]. 

In the cited case it was held that there was no likelihood of con- 
fusion between the marks “Oil-O-Matic” and “Thermatic”’ applied 
to goods of the same class. In my opinion the marks here involved 


are at least as dissimilar as were those. Here as there we have 


two syllables in common and there the resemblance ends, not only 


in spelling but in sound, appearance and suggested meaning. Upon 
the authority of that case, with which I am in entire agreement, I 
am constrained to hold that there is no reasonable likelihood of con- 
fusion between the marks “Oil-O-Matic’”’ and “Meltomat.” It fol- 
lows, of course, that the same opinion is held with respect to the 
other marks referred to in the notice of opposition. 

The decision of the Examiner of Trade-Mark Interferences is 


afirmed.* 


Non-Conflicting Marks 


Spencer. F. A. C.: The applicant appeals from the decision 
of the Examiner of Trade-Mark Interferences sustaining an oppo- 
sition instituted by Champion Spark Plug Company seeking to pre- 
vent registration by the applicant, Globe-Union Mfg. Co., of a 


* Williams Oil-O-Matic Heating Corp. v. United Furnace Engineering 
Co., Inc., Opp’n No. 13,188, January 29, 1936. 
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trade-mark for spark plugs for internal combustion engines, and 
further refusing registration in view of earlier registration Nos. 
148,194 and 141,189 issued to third parties. 

Inasmuch as the goods of the applicant and the opposer are 
identical, the only inter partes question here to be determined is 
whether the marks are confusingly similar. 

The mark used by the opposer consists of a representation of a 
globe of the world across which is printed the word “Champion” such 
as is shown in its registration No. 120,167. Although the opposer 
has made profert by way of soft copy of its registration No. 92,949 
which shows the globe alone without the word “Champion” appear- 
ing thereon, it affirmatively appears that the globe has never been 
used by the opposer without the “Champion.” 

The applicant’s notation comprises the word ““Globe’’ somewhat 
fancifully displayed and associated with the words “Full Spark’’ 
which have been disclaimed. 

While the word “Globe” may be more or less suggestive of the 
terrestrial globe, I am nevertheless of the opinion that there is no 
confusing similarity between the marks here involved. Purchasers 
buying the opposer’s product would call for it by the designation 
“Champion” where as the applicant's customers would employ the 
appellation “Globe.” In appearance, sound, and significance these 
two terms are distinct from one another. The only possibility of 


confusion is between the background of the opposer’s mark, namely, 


a pictorical representation of a terrestrial globe and the applicant’s 
name “Globe,” but, in my opinion, any confusion brought about by 
the simultaneous use of these two devices would be so remote and 
conjectural that it cannot be given consideration. In my opinion, 
when a mark has a word distinctively displayed upon it, purchasers 
employ that word in buying and do not rely upon backgrounds or 
borders. Under the circumstances, I am constrained to hold that 
the marks are not confusingly similar. 

For the same reasons the mark here sought to be registered is 
distinct from the registrations referred to, which disclose additional 
representations of terrestrial globes with other printed matter 
prominently displayed thereon. 
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The decision of the Examiner of Trade-Mark Interferences, 
holding that the opposition must be sustained and that registration 
must additionally be refused ex parte in view of the prior registra- 
tions therein referred to is reversed.” 


Non-Use 


Spencer, F. A. C.: Held that applicant is not entitled to regis- 
ter as a trade-mark for whiskey the notation “Old Time Distillers.” 

In his decision the First Assistant Commissioner stated that the 
opposer had contended that the applicant’s mark comprised _ its 
corporate name and that applicant was not using the mark in com- 
merce at the time he filed his application. 

Then, after noting that the date of incorporation of the opposer 
is subsequent to the date of filing of the application here involved, 
he said: 

To my mind this fact is clearly sufficient to defeat the right of the 
opposer to object to the registration on the ground that the applicant is 
seeking to appropriate its corporate name. In other words, it would 
appear too clear to permit of reasonable argument, that in order for an 
opposer to defeat registration of its corporate name it must be in existence 


at the time the application is filed. To hold otherwise would be to approve 
ex post facto oppositions. 


With reference to the second ground of opposition after noting 
that the applicant adopted its mark in 1905, stopped using it when 
prohibition was passed and had not commenced to use it at the time 
it filed its application for registration of the mark, he said: 


Furthermore, at the time the instant application was filed the applicant 
had not again commenced the manufacture or sale of whiskey. It was, 
however, in contemplation of so doing that the application was _ filed. 
Here again, I consider it too clear to permit of reasonable argument that 
the mark must be in actual use at the time the registration is filed in order 
for registration to be granted. One cannot register an intention to use the 
mark at some future date. 


* . * 


Suffice to say that the goods were not being made and the mark was not 
being used. To my mind this is sufficient regardless of the cause.® 


*Champion Spark Plug Company v. Globe-Union Mfg. Co., Opp’n 
No. 13,309, January 17, 1936. 

®Oldetyme Distillers, Inc. vy. Lem Motlow, Opp’n No. 13,922, January 
13, 1936. 
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O pposition—Reopening 


Frazer, A. C.: Stephen J. Reynolds Distillery, opposer in 
the below entitled proceedings, petitions that the Examiner of 
Trade-Mark Interferences be directed to vacate his decision of 
January 30, 1937, dismissing the opposition, “and to examine and 
decide the above-entitled cause on its merits.” An oral hearing is 
requested, but as such matters are not usually set for hearing, and 
there appears to be no reason why an exception should be made in 
this case, the request is denied. 

After opposer’s time to take testimony had expired it filed a 
series of motions, three in number, that such time be extended. 
These motions were all denied, and I think properly so, by the 
Examiner of Interferences. In the meantime the party United 
Distillers Corporation had moved for judgment; and in an action 
dated January 9, 1937, opposer was notified “that judgment on the 
record will be entered against the opposer because of its failure to 
take any testimony within the time allowed for that purpose, unless 
good and sufficient cause is shown on or before January 25, 1937. 
why such action should not be taken.” Opposer’s response was a 


“notice to dismiss motion for judgment,’ and a renewal of its 


thrice-denied motion for an extension of time to take testimony. 


The decision now complained of ensued, in rendering which th: 


Examiner set a limit of appeal to expire February 19, 1987. No 
appeal has been taken. 

It may be added to the foregoing recital that in my opinion the 
notice of opposition is fatally defective, which fact does not tend 
to strengthen opposer’s position. 

Upon the showing before me I can find no sufficient reason to 
reopen the case, and the petition is accordingly denied.’ 


8 Stephen J. Reynolds Distillery v. United Distillers Corporation, Opp’n 
No. 15,857, March 2, 1937. 
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NaTIONAL Biscurir Company v. KELLoGG CoMPANY 
United States Circuit Court of Appeals, Third Circuit 
April 12, 1937 


Unram Competirion—“Sureppep WHEAT” ON WuHote Wueat Biscuit— 
Non-Descrietive TERM. 

The words “Shredded Wheat,” used as a trade-mark for a pillow- 
shaped biscuit formed of wheat threads made and baked under a 
patented process held suggestive, but not descriptive of the goods. 

Unrair ComPetirion—“SHREDDED WHEAT’—NAME OF PaTrEeNTED PRopucT— 
DepicaTIon To Pusiic—SeconpaRY MEANING. 

The name by which a patented product is known becomes on the 
cessation of the monoply, publici juris, with certain restrictions, but if 
the public wish to retain this right it must avail itself thereof within a 
reasonable time after the expiration of the patent. Where, however, 
the defendant did not avail itself of the right to use the words “Shredded 
Wheat” on the expiration of the patent, but waited for fifteen years 
before adopting the words for a similar product, during which time 
plaintiff had expended large sums in advertising its mark, giving it 
thereby a secondary meaning as indicating its product exclusively, held 
that appellee should be enjoined from further use of the said words on 
its product. 

Unrair Competirion—Use or Deceptive Worpine. 

The use by defendant of the words “The original has this signature, 
W. K. Kellogg,” on its cartons, held to have the object of deceiving the 
public and securing trade which in equity belonged to the plaintiff. 

Unram Competrrion—Coryinc Form or Goons. 

In the case at issue, defendant appropriated not only the name of 
plaintiffs’ product, but also the form and shape which characterized the 
biscuit for more than forty years. Plaintiff held entitled to an injunc- 
tion. 


In equity. Action for unfair competition. Appeal from the 


United States District Court, District of New Jersey, on reargu- 
ment vacating original opinion reported in 26 T.-M. Rep. 123. 


Cooper, Kerr & Dunham, Hugh M. Morris, Charles A. Vilas 

and Thomas G. Haight, all of New York City, for appellant. 

Edward §. Rogers, Crichton Clarke, Jones, Addington, Ames & 

| Seibold and Ward & Gray, all of New York City, for ap- 
pellee. 


}| Before Burrinaton, Davis and THompson, Circuit Judges. 


Davis, C. J.: When this case was here before we affirmed the 
deciee of the District Court by a per curiam adopting the opinion of 
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that court. It is before us now on reargument. The District Court 
and this court felt that the case was controlled by Singer v. June, 
163 U. S. 169, on the ground that the name, “Shredded Wheat” was 
a descriptive term, describing the product of the plaintiff and that, 
in any event, upon the expiration of the Perky patent No. 548,086, 
issued October 5, 1895, the name passed into the public domain, 
remained there and became public property. Consequently we held 
that the appellant, hereinafter called plaintiff, did not have the 
right to the exclusive use of the name. 

After exhaustively reviewing the authorities, Mr. Justice White 
in Singer v. June, supra, declared the law on this subject to be as 
follows: 


The result, then, of the American, the English and the French doctrine 
universally upheld is this, that where, during the life of a monopoly created 
by a patent, a name, whether it be arbitrary or be that of the inventor, 
has become, by his consent, either express or tacit, the identifying and 
generic name of the thing patented, this name passes to the public with the 
cessation of the monopoly which the patent created. Where another avails 
himself of this public dedication to make the machine and use the generic 
designation, he can da so in all forms, with the fullest liberty, by affixing 
such name to the machines, by referring to it in advertisements and by 
other means, subject, however, to the condition that the name must be so 
used as not to deprive others of their rights or to deceive the public, and, 
therefore, that the name must be accompanied with such indications that 
the thing manufactured is the work of the one making it, as will unmistak- 
ably inform the public of that fact. 


Therefore, upon the expiration of the patent the defendant was 
free to adopt the name of “Shredded Wheat” to designate its product 
with some adequate explanation that the product was made by it 
and not by the plaintiff. This, however, it did not do, but waited ten 
years and then when it attempted to do so immediately stopped upon 
complaint of the plaintiff and did not start again for five years. 

In or about the year 1893 Henry D. Perky put into commercial 
use a new process for a form of food manufactured out of whole 
wheat and called the product “Shredded Wheat.” The evidence 
shows that the process consisted in cleaning, curing, drying and 
boiling the wheat and thereafter passing the softened grains between 
two rollers. The surface of one of these was flat and the other 


contained grooves. The rollers exerted great pressure upon the 
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wheat which came out in long filaments or threads which were later 
cut, made in the form of a pillow-shaped biscuit placed in an oven 
at a temperature of approximately 500 degrees Fahrenheit and 
baked until all but a small percentage of the moisture had been 
removed. The biscuits were then sold under the name of “Shredded 
Wheat,” and “Shredded Wheat Biscuit.” 

With the exception of the Ross Company, for a short time in 
1915, and the defendant, for a short time in 1922, no one, in the 
fifteen years after the expiration of the patent, used the name 
‘Shredded Wheat,” to designate his product and they both im- 
mediately stopped on complaint of plaintiff. 

In 1927, however, the defendant began again to manufacture 
biscuits and sell them under the name of “Shredded Whole Wheat 
Biscuit.” Suit was brought against it in the District Court of Con- 
necticut. While that suit was pending, the defendant in 1930 
abandoned the name of “Shredded Wheat” to designate its product 
and instead used the name of “Kellogg’s Whole Wheat Biscuit.” 
Thereupon the suit was discontinued. 

But in 1982, the defendant started to use in its advertisements 
the name “Shredded Wheat’ and the plaintiff's trade-mark con- 
sisting of a dish, containing two biscuits submerged in milk, to 
identify its product. 

During that period of fifteen years, after the expiration of the 
Perky patent in 1912, the plaintiff and its predecessors spent more 
than $17,000,000 in advertising, and creating good-will in the 
name of “Shredded Wheat’ and in its trade-mark. 

They thus built up a large business and a very valuable good- 
will. Between 1896 and 1932 they sold in the United States 45,353,- 
320 cases, containing 19,592,634,240 biscuits. In 1932, the prod- 
uct was found upon the breakfast tables of more than 25,000,000 
families. It is undisputed that at the time defendant adopted the 
name “Shredded Wheat,” and the trade-mark of the plaintiff to 
designate its product, the trade and consumers generally had come 
to regard the name and trade-mark as identifying the plaintiff's 
biscuit. 
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If the name “Shredded Wheat” were purely descriptive of plain- 
tiff's product it could not have been the subject of a patent for 
“whatever is mere description is open to all the world.” Cheavin v. 
Walker, 5 Ch. Div. 850; Singer v. June, supra, 163 U. S. 169, 194. 
Defendant contends that the name is descriptive, and may be used 
by it, but we do not think it is. The evidence shows that in reducing 
the grains of wheat to the product called “Shredded Wheat” there 
is no cutting or tearing into small pieces or shreds. As above stated, 
after the wheat has been cleaned, cooked, cured and partially dried, 
it is passed between two rollers of highly tempered steel in contact 
at high pressure, one roller having a flat surface and the other 
having grooves in its circumference varying in depth from .017 to 
.024 inches. The grains of wheat are thus forced into the grooves, 
mashed and the component parts thoroughly macerated. They come 
from the rolls in the form of long filaments or threads. These 
threads of wheat come out or extrude from the rollers just as steel 
rails do when steel is passed between rollers, and just as copper 
wire does when copper is passed between rollers. But it has never 
been suggested that in making steel rails or copper wire the steel 
or wire was “shredded.” Neither can it be said that the wheat is 
“Shredded,” in the plaintiff’s process. It is mashed and mangled. 
The name at most is merely suggestive, and words suggestive of the 
qualities or characteristics of an article may be used as valid trade- 
marks. Pennsylvania Salt Co. v. Myers, 79 Fed. 87; Globe- 
Wernicke Co. v. Brown, et al., 121 Fed. 185; Trinidad Asphalt 
Manufacturing Co. v. Standard Paint Co., 163 Fed. 977 [1 T.-M. 
Rep. 10]; Van Camp Sea Food Co. v. Stewart Organizations, 50 
Fed. (2d) 976 [21 T.-M. Rep. 414]. The true descriptive name for 
this product is “whole wheat biscuit.” This has been recognized 
by the appellant’s competitors and many others. Twenty-seven 
states, including Delaware, and many foreign countries have ac- 
cepted and registered the word “Shredded Wheat” as a legitimate 
trade-mark which could not properly be done if the name were 
simply descriptive. 

But assuming, merely for the sake of argument, that the word 
“shredded” was originally a descriptive term and used to describe 
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the action upon the wheat, it would manifestly be unfair after all 
these years and the expenditure of vast sums of money, when the 
name has acquired a secondary meaning, and has come to stand for 
the product itself, to allow the defendant to use it as it has done 
and thus acquired the trade which rightfully belongs to plaintiff. 

In 1912, when the Perky patent expired, the defendant or any 
competitor might have used the name and form of the biscuit under 
proper restrictions, to designate his product, but the fact is that 
nobody did it, and nobody attempted to do it, with the exception of 
the defendant and the Ross Company, as above stated. During all 
this time the defendant and all other competitors sat by and allowed 
the plaintiff at great expense to make “Shredded Wheat” a house- 
hold word and the form of its biscuit known throughout the world 
as its own product. Some competitors sold their product which in 
a sense is similar to the plaintiff's under descriptive names. For 
instance, the defendant called its product “Kellogg’s Whole Wheat 
Biscuit.”” This is exactly what it is. It is a biscuit made from 
whole wheat by Kellogg. But this did not enable the defendant to 
get the property which the plaintiff had built up in the name of 
“Shredded Wheat” and so it abandoned its effort to sell its product 
as ‘“‘Kellogg’s Whole Wheat Biscuit.’ The Quaker Oats Company 
manufactured a biscuit in accordance with the process of the 
Perky patent and called it “Muffets.”. The Ross Company called 
its biscuit “Whole Wheat Biscuit’’ and the Loose Wiles Biscuit 
Company called its biscuit, “Rippled Wheat.” 

The case now stands in equity just as it would have stood if there 
had been no patent before 1912 and the plaintiff's competitors had 
sat by and allowed it from that time on to build up at great expense 
a valuable good-will in the name. If defendant had desired to use 
the name at the expiration of the patent, it should have seasonably 
done so, but it did not. It rather slept away its rights for fifteen 
years and now comes in, adopts the name and trade-mark and tries 
to appropriate the fruit of the plaintiff’s labor and money. The 
adoption by any one of the name and form of an article under 
which a competitor has been selling it, carries with it the presump- 
tion that he expects to derive benefit from this adoption and intends 
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to mislead the public with probability of success. Shredded Wheat 
Company v. Humphrey Cornell Co., 244 Fed. 519, affirmed in 250 
Fed. 960 [8 T.-M. Rep. 369}. 

When a person, after the expiration of a patent, has spent such 
enormous amounts of money during a period of fifteen years to 
create a valuable property right in the name and form of his product, 
equity today will not permit another to apply the name and form 
of the merchandise to his product and thus appropriate it to his 
own use and advantage and to the injury of the one who has created 
the good-will. Upon the expiration of the patent, the property right 
in the name passed to the public, but if the public wished to retain 
this right in its domain, it had to avail itself of the right within a 
reasonable time. 18 Corpus Juris 72. 

This is a case of unfair competition and not of the infringement 
of a patent. When a name, admittedly descriptive, has acquired a 
secondary meaning and has come to stand for the article itself, 
equity will not permit a competitor to use the term as a trade-name, 
as defendant in this case has done. In the case of Barton v. Rex-Oil 
Co., 29 Fed. (2d) 474 [18 T.-M. Rep. 267], the word ‘‘Dyan- 
shine” was involved. This was a purely descriptive term and in the 
beginning was open to the world, but it had been used long enough to 
acquire a secondary meaning and was a trade-name for the shoe 


polish itself which dyed and shined shoes at the same time. In 
that case we said: 


At the rehearing the appellants contended, and have succeeded in convine- 
ing us, that as a matter of fact the only way to prevent such confusion and 
deception in this case is to enjoin the appellee from using these words 
as the name of its product and from using them so positioned, spelled and 
printed on its cartons and advertising matter as to resemble a name for its 
product. Moreover, the complainants have satisfied us that on a definite 
and unequivocal finding of fact of this kind the law affords the remedy of 
injunction against the use of words which in instances such as this have 
acquired only a secondary meaning when those words are used as the 
name of a product as distinguished from their use in describing it. 


We held that the defendant was guilty of unfair competition and 
enjoined it “from using the words ‘dye and shine’ in any way, form, 
arrangement, or manner of spelling as the name, or as resembling 


a name, of its product, leaving it free, of course, to use these words, 
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merely and exclusively, in describing the qualities and characteris- 
tics of the product.”’ This the defendant in the case at bar is free 


to do, but may not, as it has been doing, use the words “Shredded 
Wheat” as the trade-name of its product. 


In the case of Nu-Enamel Corp. v. Armstrong Paint & Varnish 
Works, 81 Fed. (2d) 1 [26 T.-M. Rep. 73], Judge Evans speaking 
for the Circuit Court of Appeals for the Seventh Circuit said: 


Some there are whose conception of business integrity and fair play is 
rather hazy, and generally ruled by self-interest, who attempt to justify 
efforts to acquire the business which another has developed through many 
years of fair dealing and through the expenditures of vast sums in adver- 
tising and in establishing a good-will. This illegitimate activity has in- 
creased because in the past few decades the practice has grown among 
established enterprises of giving a name, or a particular form of container, 
or form of product, or other mark of identification to a product it makes 
or sells so that the public may know its product. Good-will has followed 
familiarity with and use of the commodity. In some instances, the product 
has been patented. After the patent has expired, the same strenuous efforts 
are made to familiarize the users with the name or a word, which in its 
beginning may have been descriptive, but which because of form of con- 
tainer, combination of letters, etc., has identified it as the product of a 
certain individual or company. By so doing a property right is developed 
which should be respected. 


In Scandinavia Belting Co. v. Asbestos §& Rubber Works, 257 
Fed. 987 (C. C. A. 2) [9 T.-M. Rep. 136], it was contended that 
the trade-mark, “Scandinavia,” in addition to being invalid because 
it was geographical, had passed into the public domain and had 
become public property upon the expiration of the patent covering 
the product to which the trade-mark had been applied during the life 
of the patent. In disposing of that contention the court said: 


But there is another and conclusive reason why this claim that the name 
“Scandinavia” became open to the public on the expiration of the patent is 
of no avail to the defendant, for if it were to be conceded that the doctrine 
of the Singer Case originally applied the evidence shows that the public 
did not avail itself of the right, and that now because of the registration of 
the trade-mark under the ten years’ clause it is not at liberty to violate 
the plaintiff's exclusive right. 


In the case of McKesson & Robbins v. Phillips Chemical Co., 
23 Fed. (2d) 763 [22 T.-M. Rep. 1], the validity of the registration 
of the trade-mark “Milk of Magnesia” was involved. The product 
manufactured by the owner of the mark was patented but the patent 
had expired. The owner of the mark had exclusive use of the trade- 
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mark for ten years preceding the Trade-Mark Act of 1905. The 
Court of Appeals of the District of Columbia in discussing the effect 
of the expiration of the patent and the doctrine of Singer v. June 
as applied to the facts of that case said: 


Where the public fails to avail itself of the right to manufacture the 
patented article and use the name by which it was designated, and ten 
years’ exclusive use of the mark intervenes prior to the Trade-Mark Act of 
1905, the party using the mark is entitled to registration under the ten-year 
clause of the Act. 

Section 5 of the Trade-Mark Act of 1905 (U.S. C. A. Title 15, 
Section 85) provides that when the applicant for the registration of 
a trade-mark or his predecessor has had actual and exclusive use of 
the mark as a trade-mark for ten years prior to the passage of the 
Act, nothing in the Act should prevent its registration. This provi- 
sion of the Act was in effect declaratory of the equitable doctrine 
that the exclusive use of a trade-mark by a person for ten years after 
the expiration of the patent entitles him to the exclusive use of it 
thereafter. 

The defendant appropriated not only the name of the plaintiff's 
product, but also its form and shape which has characterized the 
biscuit for more than forty years. The expiration of the design 
patent did not confer any rights upon the defendant for the reason 
that the patent was held by Judge Kohlsaat to be invalid before its 
expiration on the ground that the design had been in use for more 
than two years prior to filing the application for the patent and for 
the further reason that if it had not been declared invalid for that 
reason, the plaintiff and its predecessors used the particular form, 
appropriated by defendant, for its biscuit for forty years and 
equity will not permit the defendant to use the name and trade-mark 
to designate its product. The case stands as it would have stood if 
there had been no patent and the plaintiff had started with a new 
and unpatented product, in 1912, calling it by the trade-name of 
“Shredded Wheat” which it had sold in a particular form and for 
fifteen years had spent $17,000,000 in advertising it and had built 
up an invaluable good-will in the name which it had exclusively 


used. 


| 
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In order to secure the property of the plaintiff in the name and 
form of its product, the defendant placed upon its cartons the words, 
“The original has this signature: W. K. Kellogg.” That is, de- 
fendant not only adopted the name and form of plaintiff’s product, 
but also claimed that its product was the original and by implica- 
tion that the plaintiff's was an imitation. There could have been 
but one object for doing this, and that was by unfair competition 
and untruthful statements, to deceive the public and secure the trade 
which in equity and good conscience belonged to the plaintiff. This 
equity will prevent by injunction. 

In view of the fact, that “Shredded Wheat” is the plaintiff's 
trade-name, that defendant deliberately started out to acquire by 
unfair competition and misstatements the trade which equitably 
belonged to the plaintiff and that it is practically impossible for the 
defendant to use the name and form of plaintiff’s biscuit to designate 
its product without confusion, deception of the public and unfair 
competition with the plaintiff, a decree will be entered vacating our 
former decree and reversing the decree of the District Court with 
directions to the court to enter a decree enjoining the defendant from 
the use of the name “Shredded Wheat” as its trade-name and from 
advertising or offering for sale its product in the form and shape of 
plaintiff's biscuit in violation of its trade-mark; and with further 
directions to order an accounting for damages and profits. 


Tue Paris Mepicine Company v. Brewer & Company, INc. 
United States District Court, District of Massachusetts 


November 23, 1936 


Unrain Competirion—Lasets—DIrrerENTIATING CoLors. 
Plaintiff put out its cold tablets under labels bearing the words 
Laxative Bromo Quinine,” the signature “E. W. Grove, Inventor,” in 
black, and the letters “L. B. Q.” in circle in black. Defendant’s label, 
on the other hand, consisted of the words “Laxative Phospho Quinine” 

in blue and red letters on a green coat-of-arms, and the letters “L. P. Q.” 
arranged around it in green. Held that, as there was no confusing 
similarity in the labels, there was no unfair competition. 
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Trave-Marks—Inrrincement—“L,. B. Q.” ann “L. P. Q.” on Coin Tasers 
—ConrFvusinG SIMILARITY. 

“L. B. Q.” held a valid trade-mark for cold tablets and infringed by 

the use of the initials “L. P. Q.” on a similar preparation. ; 
Unram Competirion—Svuirs—Lacues. 

A delay of twenty years on the part of plaintiff before bringing 
suit and after its predecessors knew of defendant’s product and labels, 
held laches sufficient to disentitle it to damages. 

Trape-Mark INFRINGEMENT AND Unrair Competirion—Svuirs—Derense— 
“UncLEAN Hanps.” 

The fact that plaintiff exaggerated the curative properties of its 
cold tablets held not to justify the defense of “unclean hands.” 

In equity. Action for trade-mark infringement and unfair 
competition. Injunction granted as to infringement; bill dismissed 


as to unfair competition. 


W. Keane Small, of St. Louis, Mo., George P. Dike, Cedric W. 
Porter, and Dike, Calver § Gray, all of Boston, Mass., for 
plaintiff. 

Southgate, Fay & Hawley (Albert E. Fay, of counsel), Thayer, 
Smith & Gaskill, and (Frank I. Smith, Jr., of counsel), all of 
Worcester, Mass., and Choate, Hall &§& Stewart and Claude 
R. Branch, of Boston, Mass., for defendant. 


Brewster, J.: In this suit the plaintiff charges the defendant 
with infringement of registered trade-marks and unfair competi- 
tion. 

The defendant attacks the validity of the trade-mark, denies 
infringement and unfair competition and urges the impropriety of 
granting equitable relief because of laches and also because the 
plaintiff comes into court with unclean hands. 

The case was submitted wholly upon depositions and written 
briefs upon the facts and the law. In view of observations of 
attorneys in the briefs, I would assure them that I have carefully 
read all of the depositions except that part deleted under order of 
court. 

Statement of Facts 


1. The plaintiff is a Delaware corporation, organized in 1919. 


It succeeeded to the assets and business of the Paris Medicine 
Company, a Tennessee corporation organized in 1899. The Ten- 
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nessee corporation in turn succeeded to the business of the Paris 


Medicine Company, a Missouri corporation. Since the bringing 
of the suit, the name of the plaintiff corporation has been changed 
to Grove Laboratories, Inc. 

2. All of these corporations were engaged, and the plaintiff 
still is engaged, in manufacturing and selling proprietary remedies. 
Among its products was a tablet known as “Laxative Bromo 
Quinine,’ which was a medicinal tablet for the relief of colds, 
coughs, headaches and La Grippe. 

It has not been affirmatively established when the plaintiff's 
predecessors first began the manufacture of this tablet. There is 
evidence that as early as 1902 the Tennessee corporation was manu- 
facturing the tablets and using the trade-marks and labels hereafter 
referred to. It is a fair inference that the statements of the plaintiff 
and its predecessors filed in connection with trade-mark registra- 
tions, to the effect that the trade-mark had been in continuous use 
since 1898 are approximately correct. It is not possible to determine 
from the evidence in what quantities they were manufactured, or 
how widely they were distributed in the trade, prior to 1902. There 
can be no doubt that, at the time of bringing this suit and for some 
years prior thereto, plaintiff had a wide market for its products 
including the cold tablet. 

The size, type and shape of boxes in which the tablets were sold 
were similar to containers used by many other manufacturers of 
similar products. The label used by plaintiff was distinctive, as 
will later appear. With the possible exception of immaterial 
changes in the printed matter on the labels, the label now in use by 
the plaintiff has the same appearance as those which have been con- 
tinuously in use since 1902. 

I find that before the defendant’s predecessor entered the field, 
the plaintiff's predecessor was using the initials “L. B. Q.” em- 
bossed upon its tablets, and was using labels substantially similar to 
those now employed by it. 

3. The history of the trade-marks registered by the plaintiff 


and its predecessors is as follows: 
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In 1894, L. W. Grove undertook to register as a trade-mark the 
words “Bromo Quinine.” He failed in this because the words were 
descriptive and could not be adopted as a legal trade-mark, and, 
furthermore, since the tablets at that time contained no bromide, the 
words were not only descriptive but were also deceptive. 

In 1897, the words “Laxative Bromo Quinine” and the letters 
“L. B. Q.” were registered by the Missouri corporation. This regis- 
tration was declared invalid in Paris Medicine Co. v. W. H. Hill 
Co., 102 F. 148, as being both descriptive and deceptive. 

In 1898, the Missouri corporation, and in 1899 the Tennessee 
corporation registered as a trade-mark the letters “L. B. Q.” en- 
closed in a circle. According to the statement accompanying the 
applications, the distinctive feature was the letters “L. B. Q.” 
usually arranged as shown in the accompanying facsimile in which 
is shown an elevation of a lozenge, or tablet, the letters “L. B. Q.” 
appearing thereon surrounded by a circle. The trade-mark was 
applied to the tablet by pressing the compound and producing the 
letters either in elevation or in depression. The trade-mark was 
also used in the advertising matter and office stationery. 

In 1905 the Tennessee corporation registered as a trade-mark 
the words “Laxative Bromo Quinine,” the letters “L. B. Q.” in a cir- 
cle and the signature “E. W. Grove.” This trade-mark was in- 
tended for use on the labels on the boxes in which the tablets were 
put up. 

It was not until 1933 that the letters “L. B. Q.” alone were 
registered as a trade-mark for use on such labels. In the same 
year also the plaintiff filed with the Secretary of the Commonwealth 
of Massachusetts a trade-mark comprising the spaced letters 
“L. B. Q.” in connection with its medicinal tablets. 

4. About 1901 Billings Clapp Company, a manufacturer of 
proprietary medicines, made and sold a tablet for the relief of colds, 
headaches and La Grippe. This tablet in shape, size and color 
resembled the plaintiff's and was known to the trade as “Laxative 
Phospho Quinine.”” The color of the tablets is natural and is due to 
the presence of gamboge, the laxative ingredient in the tablet. These 
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tablets carried the embossed letters “L. P. Q.” and were put up in 
boxes of the usual size and shape. These boxes carried two labels, 
one used when the tablets were sold under the name “Billings 
Clapp Company,” and the other when sold under the name of the 
customer, or with the so-called ‘“‘customer’s imprint.” 

In 1911 Brewer & Company, a partnership, purchased from 
Billings Clapp Company its tangible assets, good-will, trade-names 
and trade-marks, formulas and the right to use the name “Billings 
Clapp Company.” While the Billings Clapp Company proceeded to 
collect in its receivables, and to liquidate, it nevertheless sold its 
business of manufacturing proprietary medicines as a going con- 
cern, and the ownership of the trade-marks passed to the purchaser. 
Billings Clapp Company had succeeded in establishing a wide 
market for its tablets, and immediately upon the transfer of its 
business to Brewer & Company orders were received from all the 
New England states, and several of the mid-western states, which 
were received by Billings Clapp Company and turned over to 
Brewer & Company, the latter company filling the orders. 

In 1918 Brewer & Company (partnership) transferred its assets 
and business to the defendant corporation which succeeded to all 
the good-will, rights in trade-mark and trade-names which the 
partnership had previously acquired from Billings Clapp Company, 
and the partnership and the defendant corporation continued to use, 
in connection with the business of selling its Laxative Phospho 
Quinine tablets, the labels which had been used by Billings Clapp 
Company. 

The defendant also manufactures a cold tablet under the name 
of ““Laxan’” which contains the same ingredients as its Laxative 
Phospho Quinine tablets. These tablets are sold in bulk and are 


plain, without any letters being embossed or depressed upon them. 


5. There is no confusing similarity in the appearance of the 
labels of plaintiff and defendant. The distinctive features of the 
plaintiff’s label are the words ‘Laxative Bromo Quinine,” in black 
and red, the signature “E. W. Grove, Inventor” in black, and the 
letters “L. B. Q.” in a circle in black. 
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The distinctive feature of the label used by the defendant on 
boxes other than customer’s imprint are the words “Laxative 
Phospho Quinine” in blue and red type imposed upon a green coat- 
of-arms, with the letters “L. P. Q.” distributed around it in green. 
The letters “L. P. Q.” on this label are not prominently featured. 

The distinctive features of defendant’s packages showing the 
customer’s imprint are the letters “L. P. Q.” in white imposed upon 
a yellow background, and the words ‘Laxative Phospho Quinine”’ 
in black imposed upon a green eagle. 

6. The plaintiff introduced evidence from which I find that an 
unscrupulous druggist in New York purchased from the defendant 
some of its “Laxan”’ tablets and sold them under his own labels, 
which simulated to some extent plaintiff's labels. Some of these 
represented the tablets as “Laxative Bro-Quinine” with the letters 
“L. P. Q.” enclosed in a circle. While a reasonably careful compari- 
son of this package with the plaintiff's would at once disclose marked 
dissimilarity, this druggist did not hesitate to palm off, whenever he 
could, his Bro-Quinine for Grove’s Bromo Quinine. In fact, his 
mendacity extended to the granting of extra compensation to clerks 
who were successful in making the substitution. There is no credible 
evidence, however, that the defendant, nor anyone representing the 
defendant, was aware of the trickery of this druggist. There was no 
evidence tending to show that the public was otherwise misled into 
buying the defendant’s product in the belief that it was buying the 
plaintiff's product. 

The record is barren of any evidence that anyone purchased the 
defendant’s tablets, contained in its own package, under the mis- 
taken belief that he was buying plaintiff’s tablets. The evidence 
goes no further than to prove that customers were misled only when 
the Laxan tablets were sold in packages, dressed up in labels pro- 
vided by a dishonest retailer which packages he intentionally devised 
to simulate plaintiff's packages in order to render substitution easy. 

There is no evidence entitled to weight that the defendant in- 
tended or suggested that its tablets should be palmed off for those 
of the plaintiff. Whether the name “Laxative Phospho Quinine,” 
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or the initials “L. P. Q.” were conceived and adopted by Billings 
Clapp Company with any intent to ride upon the reputation of 
plaintiff's product is purely a matter of speculation. The evidence 
falls short of sustaining the plaintiff’s allegation respecting the 
fraudulent character of the use by the defendant of the name and 
initials. 

One of the controversies between the parties was as to the extent 
to which the plaintiff's product was known as “L. B. Q.” tablets. 
From printed stationery, used by the plaintiff, the tablet was re- 
ferred to as “Laxative Bromo Quinine” tablet, but frequently orders 
received by telegram, and sometimes by letter, designated them as 
“L. B. Q.” tablets. It is reasonable to infer that in the trade 
plaintiff's product was not only identified by the words “Laxative 
Bromo Quinine”’ but also by the letters “L. B. Q.” 

It is quite obvious from the record, and I so find, that the plain- 
tiff’s trade-mark was always used on its labels and advertising matter 
associated with the facsimile of the signature “E. W. Grove, Inven- 
tor,” and the circular accompanying each box of plaintiff's tablets 
refers to this signature as identifying the “‘true and original” Grove 
Laxative Bromo Quinine tablet. 

6. On the question of laches, I find that soon after 1902, at 
any rate before 1911, the plaintiff's predecessors knew that Billings 
Clapp Company was manufacturing and selling its Laxative Phospho 
Quinine tablets and was aware of the labels which Billings Clapp 
Company were using upon its packages. No action was taken to 
prevent Billings Clapp Company from manufacturing and selling 
this tablet, and it was permitted, without objection, to build up a 
trade in its tablets extending throughout the country. It was not 
until November, 1933, that defendant first learned that plaintiff 
claimed any infringement of its trade-marks, and suit for injunc- 
tion was commenced June 21, 1934. 

614. Defendant was not able to segregate sums paid for ad- 
vertising its tablet from the expenditures made in advertising all of 
its products. It is quite apparent, however, from the record that its 
advertising consisted principally in catalogues, display cards, and in 
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prominently displaying its product in drug stores. Apparently it 
never entered upon an intensive compaign of advertising, such as 
seems to have been carried on by the plaintiff during the last five 
years. 

There is no evidence bearing upon plaintiff's expenditures for 
advertising its tablets prior to 1931. From that date up to April, 
1935, the plaintiff appears to have spent approximately one-half 
million dollars annually for advertising its tablet throughout the 
United States in papers, magazines and over the radio. 

7. The plaintiff has alleged in its bill of complaint that the 
tablets of the defendant are greatly inferior to the plaintiff's. This 
allegation is denied, and expert testimony was offered by both parties 
upon this issue. It appeared in evidence that the plaintiff's tablet 
contained three-fourths of a grain of quinine in the form of quinine 
hydro-bromide, whereas the defendant’s tablet contained only one- 
tenth grain of quinine. It also appeared that the plaintiff’s tablet 
contained one grain of acetanilide, whereas the defendant’s con- 
tained one-half grain. If quinine is an efficacious remedy for colds, 
which defendant’s experts deny, then of course the plaintiff's tablet 
is superior. On the other hand, if acetanilide is a harmful in- 
gredient, the plaintiff's tablet is the more harmful. I gather, from 
the testimony of the experts, that all agree that neither tablet would 
be prescribed for a cold, this opinion being obviously based upon 
prejudice of doctors against self-medication. 

So far as the relative merits of the two tablets are in con- 
troversy, I am inclined to leave the question to the medical profes- 
sion, where it more properly belongs. 

In view of my conclusions, the comparative worth of the two 
remedies becomes a matter of no legal significance. 

8. The defendant charges the plaintiff with unclean hands be- 
cause, in the pamphlets accompanying the packages and in its ad- 
vertising it has misrepresented the therapeutic efficiency of its 
tablets. Undoubtedly, the plaintiff has indulged in “puffing’’ its 
product and has made representations which somewhat exaggerate 
the therapeutic value of its remedy. It is said that the tablet “meets 
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the requirement of a complete and reliable cold remedy” because it 
does four distinct things. “It opens the bowels gently but thor- 
oughly; destroys the infection in the system; relieves the headache, 
and tones the entire system.” 

From the evidence it is possible to find, and I do find, that the 
tablet does not meet the requirements of a complete and reliable 
cold remedy; that it does not destroy the infection in the system. 
It is also claimed by the plaintiff that the tablet is entirely harmless. 
I am inclined to accept the statement of defendant’s expert that 
tablets containing a grain of acetanilide, taken in quantities of eight 
grains during the day, are not absolutely harmless in the sense that 
everyone could take such a quantity of acetanilide within that time 
without feeling any injurious effects. For some, the tablet might 
be harmless; for others it would not be. 


Conclusions of Law 


This suit charges both infringement of a technical trade-mark, 
registered in Massachusetts and in Washington, and also charges 
the defendant with acts amounting to unfair dealing in the manu- 
facture and sale of defendant’s “Laxative Phospho Quinine” tablets. 

Laying to one side for the moment the question of infringement of 
a technical trade-mark and considering solely the question of unfair 
competition, it is my opinion that the facts do not warrant the court 
in granting relief, and this for two reasons: 

First: While the plaintiff was the first in point of time to adopt 
its alleged trade-mark, nevertheless the record fails to disclose any 
intention on the part of Billings Clapp Company to encroach upon 
whatever good-will plaintiff's predecessors may have acquired at 
the time Billings Clapp Company began to manufacture and sell its 
tablets. The marked dissimilarity between the labels used by the 
predecessors of the parties hereto would seem to negative the idea 
of any such attempt. 

The defendant is quite within its rights in manufacturing and 
selling a remedy for colds in tablet form. It may even manufac- 


ture them according to plaintiff's formula, provided it sells them as 
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its own product and not as that of the plaintiff. Plaintiff, by regis- 
tering its trade-mark, acquires no monopoly either in cold tablets or 
in the combination of ingredients in them. Manufacturing Co. v. 
Trainer, 101 U.S. 51; Sazlehner v. Wagner, 216 U. S. 375; Warner 
§ Co. v. Lilly & Co., 265 U.S. 526 [14 T.-M. Rep. 247]; American 
Trading Co. v. Heacock Co., 285 U. S. 247 [22 T.-M. Rep. 127]. 

Defendant exceeds its lawful bounds only when it attempts to 
palm off on the public its tablets as those of the plaintiff. The 
defendant has not done this, nor has any purchaser ever been de- 
ceived or led to purchase defendant’s for plaintiff's tablets as a 
result of any act of the defendant. The defendant cannot be held 
responsible for frauds practiced upon the public by a dishonest 
druggist who purchased, in bulk, defendant’s plain tablets known as 
“Laxan” and who dressed them up in packages to simulate the 
labels, with the deliberate purpose of substituting these Laxan 
tablets for the plaintiff's. 

I am aware that it is not necessary to prove actual deception 
when the natural and probable result of the use of labels would de- 
ceive the ordinary purchaser exercising ordinary care and purchas- 
ing under ordinary conditions. Wolf Bros. & Co. v. Hamilton Brown 
Shoe Co., 206 F. 611 [3 T.-M. Rep. 415]; Aluminum Cooking Uten- 
sil Co. v. National Aluminum Works, 226 F. 805 [6 T.-M. Rep. 42]; 
Notaseme Hosiery Co. v. Straus, 201 F. 99 [4 T.-M. Rep. 425]. 

The findings of fact, however, do not bring this case within the 
rule. The labels employed by the defendant in selling its Laxative 
Phospho Quinine tablets are so far unlike the labels used by the 
plaintiff that there can be no reasonable probability that a purchaser 
would be confused. This view, I think, is strengthened somewhat 
by the fact that plaintiff's label prominently features the facsimile 
of the signature of L. B. Grove as the inventor. 

Second: Since the defendant may lawfully use the name descrip- 
tive of the ingredients in its tablet, and is only required to refrain 
from imitating plaintiff’s labels, it is clear, from the authorities, that 
it is now too late for the plaintiff to complain that the labels used 
are not sufficiently distinguishable. This statement is made on the 
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authority of Beech-Nut Co. v. Lorillard Co., 273 U. S. 629. In 
that case the defendant in 1911, adopted the word “Beech-Nut” as 
a brand for tobacco. In 1921 the plaintiff sought to enjoin further 
use of this trade-mark. It was held that the plaintiff was not en- 
titled to relief and Mr. Justice Holmes, in the course of his opinion, 


said: 


It may be true that in putting a hyphen between Beech and Nut, 
framing its label with an oval and substituting a beechnut for a squirrel 
in the center the defendant was trying to get an advantage from the 
plaintiff's good-will and if challenged at once might have been required 
to make it even plainer than it was made by the word “Lorillard’s,” in 
large letters upon the label, that the plaintiff had nothing to do with the 
goods. But the plaintiff waited until 1921 .... the time and the need 
for that additional precaution has gone by. 

See also—Sazlehner v. Eisner § Mendelson Co., 179 U.S. 19; 
Coats v. Merrick Thread Co., 149 U. S. 562. 

In the case at bar the plaintiff waited thirty-two years after the 
defendant’s predecessor had adopted its label before it raised any 
objections and at least twenty years after plaintiff's predecessor 
knew of defendant’s product and the labels used by it in the sale 
thereof. 

Coming to the question whether the defendant has infringed a 
legal technical trade-mark, it is quite apparent that plaintiff relies 
upon a trade-mark consisting of the letters “L. B. Q.” enclosed 
within a circle impressed or embossed upon its tablets, and the same 
symbol employed upon its labels. The trade-marks in evidence, 
showing the words “Laxative Bromo Quinine” must be disregarded 
as not revealing proper subject-matter for a trade-mark since the 
words are descriptive of the compound. Paris Medicine Co. v. W. H. 
Hill Co., 102 F. 148; Warner & Co. v. Lilly § Co., supra. 

If it should be urged that the words “Laxative Bromo Quinine” 
have acquired a secondary meaning from the long-continued use by 
the plaintiff, the complete answer to that is that the defendant does 
not use these words and, as already indicated, the use by the plain- 
tiff cannot deprive the defendant of its right to use words descrip- 
tive of the ingredients in its tablets. 
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It is argued by the defendant that the trade-mark, consisting 
only of the letters “L. B. Q.” surrounded by a circle, must fall with 
those trade-marks which include the descriptive words “Laxative 
Bromo Quinine.’” The cases cited to support the defendant’s con- 
tention seem to me to go no further than to hold that no one can ap- 
propriate letters if they are meant to indicate only the quality of 
the goods to which the letters are applied. Manufacturing Com- 
pany v. Trainer, supra. That is not the situation which confronts 
the court in this case. The letters “L. B. Q.” were never used for 
the purpose of signifying the quality of the tablet. As used in the 
circle and upon the tablet they become a symbol identifying the 
tablets as those manufactured by the plaintiff and its predecessors. 

As to infringement, it is quite apparent that the letters “L. B. Q.” 
and “L. P. Q.,”” when embossed upon tablets of the same size and 
color, present a similarity, both to the eye and to the ear, which 
could easily be confusing. It has appeared in the findings that the 
plaintiff's tablets are in the trade often known as “L. B. Q.” tablets. 
In order to sustain a charge of infringement of a trade-mark, it is 
not necessary that the infringing mark be in all respects identical 
with the mark infringed. McLean v. Fleming, 96 U. S. 245. 

I rule, therefore, that the trade-mark “L. B. Q.” with a circle is 
a valid trade-mark and is infringed by imposing upon the de- 
fendant’s tablets the initials “L. P. Q.” 

Here again the laches of the plaintiff materially affect the 
equitable relief to which it may be entitled. It is well settled law 
that, even though a plaintiff has not abandoned by acquiescence its 
trade-mark, thereby creating new rights in the defendant, neverthe- 
less long delay will deprive it of its right to recover damages for 
past infringement. McLean v. Fleming, supra; Menendez v. Holt, 
128 U. S. 514; Sarlehner v. Eisner & Mendelson Co., supra. 

It is said that these cases illustrate the rule that when proof 
of infringement is clear, a court of equity will not refuse injunc- 
tive relief, even when acquiescence or laches disentitle one to 
damages. 

In view of my findings of fact that the good-will, including 
the right to use trade-mark and trade-names appropriated by Bill- 


“her. 
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ings Clapp Company, passed with an existing business to the de- 


fendant, it is not necessary to deal with the plaintiff's argument, 
based upon the well established rule that there can be no acquisition 
of trade-mark rights as property, except as a right appurtenant to 
an established business or trade in connection with which the trade- 
mark is employed. United Drug Co. v. Theodore Rectanus Co., 
248 U. S. 90, 97 [9 T.-M. Rep. 1}. 

It is necessary to dispose of defendant’s contention that the 
finding to the effect that the plaintiff has over-stated the therapeutic 
merits of its remedy precludes the plaintiff from obtaining equitable 
relief because of the maxim that he who comes into equity must 
come with clean hands. I do not think this contention can be sus- 
tained, especially in view of what the court has declared to be the 
law in Keystone Driller Co. v. General Excavator Co., 290 U.S. 240. 
In that case the maxim, its meaning and application, are fully con- 
sidered. It is there stated that one who asks relief from a court of 
equity must have acted in good faith. 


The equitable powers of this court can never be exerted in behalf of one 
who has acted fraudulently or who by deceit or any unfair means has 
gained an advantage. ‘To aid a party in such a case would make this 
court the abetter of iniquity. 


It is further observed: 


But courts of equity do not make the quality of suitors the test. 
They apply the maxim requiring clean hands only where some uncon- 
scionable act of one coming for relief has immediate and necessary relation 
to the equity that he seeks in respect of the matter in litigation. They do 
not close their doors because of plaintiff's misconduct, whatever its 
character, that has no relation to anything involved in the suit, but only 
for such violations of conscience as in some measure affect the equitable 
relations between the parties in respect of something brought before the 
court for adjudication. Story, id., para. 100. Pomeroy, id., para. 399. 
They apply the maxim, not by way of punishment for extraneous trans- 
gressions, but upon considerations that make for the advancement of right 
and justice. They are not bound by formula or restrained by any limitation 
that tends to trammel the free and just exercise of discretion. 


In the light of this limitation upon the application of the maxim, 
it would seem that any extravagant statements made by the plain- 
tiff respecting the merits of its product, even though not strictly 


true, would not be such a wrong as would entitle the defendant to 
invoke the maxim. 
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The plaintiff may have an injunction enjoining and restraining 
the defendant from hereafter embossing upon its tablets the initials 
“L. P. Q.” In all other respects the prayers of the plaintiff for 
equitable relief, including an accounting, are denied. 

The defendant’s request for findings of fact and rulings of law 
are granted so far as consistent with the foregoing; otherwise they 
are denied. 


Western Auto Suppty Company v. Cuar.es E. Knox, doing busi- 
ness as WesTERN Auto SaLvaGE ComMpaANY; SAME V. JACK 
Kenyon AND GLEN Kenyon, doing business as WEesTERN 
Auto Parts CoMPANY 


United States District Court, Western District of Oklahoma 
March 17, 1937 


Unrar Competirion—“WesrernN Avto Suppty Company”—‘“WESTERN 
Auto SatvaGe Company”—Use or GEOGRAPHICAL TERM IN Cor- 
PORATE NAME. 


The use by defendant, operator of a store in Enid, Oklahoma, of 
the word “western” in his firm name “Western Auto Salvage Company,” 
held not to be unfair competition as against plaintiff, which operates 
173 stores under the corporate name “Western Auto Supply Company,” 
inasmuch as the word “western” is a geographical term in general use 
west of the Mississippi, and cannot, therefore, be monopolized by any- 
one. Moreover, the word “Salvage” in defendant’s trade-name is suf- 
ficient to distinguish his business from plaintiff's. 

In equity. Action for alleged unfair competition in the use of a 


trade-name. Bill dismissed. 


Broaddus and Fite, of Muskogee, Oklahoma, Simons, McKnight, 
and Simons and Mitchell & McKnight, of Chicago, IIl., for 
plaintiff. 


McKeever, Stewart & McKeever, of Enid, Okla., for defendant 
Charles E. Knox; Richardson & Cline, for defendants Jack 


Kenyon, et al. 


Vavuaut, D. J.: In the first case above described the plaintiff 
alleges that the Western Auto Supply Company was organized in 
the year 1909, operating until 1914 as an unincorporated company 
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engaged in furnishing auto supplies and accessories for all makes 
of automobiles, and the latter year the said company was organized 
as a corporation; that it has done business throughout the United 
States, having two stores in Alabama, one in Arkansas, four in Con- 
necticut, four in the District of Columbia, three in Florida, three in 
Georgia, four in Illinois, five in Indiana, three in Iowa, four in 
Kansas, three in Kentucky, five in Maryland, nine in Massachusetts, 
twelve in Michigan, eight in Minnesota, fourteen in Missouri, three 
in Nebraska, eight in New Jersey, eleven in New York, twenty- 
two in Ohio, three in Oklahoma, seven in Pennsylvania, three in 
Rhode Island, four in Tennessee, twenty-one in Texas, two in 
Virginia, and one in Wisconsin. In other words, the plaintiff is 
operating in twenty-eight states, with one hundred and seventy-three 
stores in one hundred and three cities. 

The plaintiff further alleges it has adopted the name, Western 
Auto Supply Company, and in addition the name of Western Auto 
Stores. 

That it has expended approximately $7,200,000, and it has built 
up its business by virtue of the publicity and popularity of its name. 

That the defendant, in 1933, established a store in the city of 
Enid, Okla., under the name of Western Auto Salvage Company and 
is carrying on such business under such name, and the said com- 
pany has also installed stores in the cities of Perry, Kingfisher, 
Woodward, Ponca City and Blackwell, Okla.; that the name, West- 
ern Auto Salvage Company, is deceptively similar to the trade- 
names of the plaintiff, and that by reason thereof great confusion is 
caused to the public and to the customers and patrons of the plain- 
tiff, not only as to the identity of the plaintiff, but also as to the 
quality of the automobile accessories, tires, and supplies furnished 
by the plaintiff to its customers. 

That the acts above alleged constitute unfair competition on the 
part of the defendant to the damage of the plaintiff and to the con- 
fusion of the general public; that the said damage and injury to the 
plaintiff can only partially be estimated and ascertained ; that if the 


defendant is permitted to continue in the use of the similar trade- 
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name, Western Auto Salvage Company, the plaintiff will be ir- 
reparably damaged; is without an adequate remedy at law; prays 
for injunctive relief against the defendant, enjoining it from 
operating under the name of Western Auto Salvage Company, and 
that it has been damaged in the sum of $25,000, for which it seeks 
judgment. 

In the second case, No. 1833 Equity, the plaintiff makes allega- 
tions with reference to the Western Auto Parts Company in similar 
language to that contained in the first bill and seeks similar relief. 

The defendant in each case has filed a motion to dismiss for the 
reason that the bill does not state facts sufficient to entitle the plain- 
tiff to that relief asked against the defendants and that the bill 
is wholly lacking in equity. 

The parties have filed briefs in addition to the oral arguments 
which were made at the hearing. 

The contention of the plaintiff is that it has the right to use the 
name, Western Auto Supply Company, without interference; that 
the names used by the defendants are so deceptively similar that the 
public is misled; and that the plaintiff is injured in a substantial 
manner by the use of the names, Western Auto Salvage Company 
and Western Auto Parts Company, by the defendants. 

The term “‘western” covers a large territory and is usually ap- 
plied to that section of the country west of the Mississippi River. 
It is a name of which the inhabitants of that section are particularly 
proud and there is hardly a western village, town or city that does 
not have a business of some character using the name, “western.” 
It is not only a geographical name but it is a name definitely at- 
tached to the territory to which it is applied. In a city of 10,000 
people in Oklahoma there would perhaps be many business concerns 
that used the name “western.” 

The word “automobile” (or in its abbreviated form “auto’’), is 
also a word of such general use that it would be difficult to find a 
commodity name more generally used. The words “auto” and 
“automobile” are as common as “bread” or “milk” or “flour,” and 
pathetic as it may seem, many people own automobiles who are not 
able to buy the other commodities mentioned. 
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‘Western auto,” therefore, is a term so generally used that one 
naturally would expect to see the name in any character of business 
located in the West and handling automobiles, automobile parts, or 
supplies of any character. 

The purpose of the copyright and patent laws is to encourage 
ingenuity, genius and diligent effort and the purpose of the law 
regulating fair competition is not only to make competition possible 
but to destroy monopoly. If the contention of the plaintiff were 
carried to the extreme, it would mean that, since it has the use of 
the name, Western Auto Supply Company, nobody in the West 
could handle auto supplies, who sold or dispensed same under a 
name carrying either “western” or “‘auto.”” This is neither reason- 
able nor right. 

The defendant in the first cause uses the word, “salvage.” The 
word salvage has a distinct meaning in the auto supply business and 
it is understood generally to mean that automobiles are purchased 
and dissembled, the parts that are in good condition are preserved 
and offered to the public for sale. It has distinctly the idea of 
second-hand parts. Auto supplies are manufactured by the various 
automobile factories and their purpose is to supply a trade, so that 
automobiles needing repairs can have repairs at a reasonable cost. 

The court has examined the authorities submitted by the plaintiff 
and, while some of the district court cases tend to support the plain- 
tiff’s contention, the leading cases by the higher courts do not sup- 
port this tendency toward monopoly. 

It is admitted in the pleading that the plaintiff has stores only in 
Tulsa and Oklahoma City, in the state of Oklahoma. Certainly, 
these would be inadequate to supply more than one hundred towns 
and cities in the state of Oklahoma, which are the centers of com- 
munities, which attempt to provide automobile parts for their cus- 
tomers. 

The term “automobile parts,” or “‘auto parts,” is a term so gen- 
eral in its use and so definite in its description that as the automobile 
industry has developed these terms have become as common as the 


names of any other commodities in general use. 
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It is true that the plaintiff might suffer damage, if it is conceded 
that it has a right to supply the entire western portion of the United 
States with auto supplies. The court challenges this right and it is 
evident that if such a right were to exist, courts or laws could be used 
merely for the establishment of monopolies instead of limiting their 
operations. In fact, the very contention of the plaintiff would 
destroy legitimate and fair competition. 

For the reasons stated above, in each of the cases the motion to 
dismiss will be sustained and a proper order may be submitted by 


the respective defendants. An exception is allowed to the plaintiff 
in each case. 


HersHEY CHOCOLATE CoRPORATION V. Pirr CHOCOLATE COMPANY 
AND Roy Z. HersHry 


United States District Court, Western District of Pennsylvania 
January 20, 1937 


Trape-MarKs—ABANDON MENT —-INTENT. 


In order to constitute abandonment, there must be evidence of intent. 
Unrar Competrrion—“E armors” anp “Eaties”—Use or SIMILAR LABELS. 
The use by defendants, who put out chocolate under the trade-mark 
“Katies,” of labels and containers similar to those used by plaintiff in 
putting out its “Eatmors” chocolate, held unfair competition. 


In equity. Action for unfair competition. Injunction granted. 

Brown, Critchlow & Flick (John Dashiell Myers, of counsel), 
all of Pittsburgh, Pa., for plaintiff. 

Reed, Smith, Shaw & McClay (by Carl E. Glock) and Shrum, 


Harrison & Craig (by Bruce Harrison), all of Pittsburgh, 
Pa., for defendants. 


McVicar, D. J.: This is a suit in equity for an injunction and 
an accounting by reason of alleged infringement of a trade-mark 
and an unfair trade competition. The court makes the following 
findings of fact and conclusions of law. 


Findings of Fact 


1. The plaintiff, Hershey Chocolate Corporation, is a corporation duly 
organized and existing under the laws of the State of Delaware, and a 
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citizen and resident of such state, with a place of business at Hershey, in 
the County of Dauphin, and State of Pennsylvania; and the defendant, 
Pitt Chocolate Company, is a corporation duly organized and existing under 
the laws of the State of Pennsylvania, and a citizen and resident of such 
state, with its principal place of business at Thirtieth and Wiggins Streets, 
in the City of Pittsburgh, in the County of Allegheny, and State of Penn- 
sylvania, and the defendant, Roy Z. Hershey, is a citizen and resident of 
the City of Pittsburgh, in the County of Allegheny and State of Pennsyl- 
vania. 

2. The jurisdiction of the Court depends: In the cause of action for 
infringement of plaintiffs trade-mark registered under the trade-mark 
laws of the United States, upon the provisions of such trade-mark laws; in 
the cause of action for unfair competition with plaintiff, upon diversity of 
citizenship of the parties and the facts that the value of the matter in dis- 
pute under such cause of action is in excess of Three Thousand Dollars 
($3,000.00) exclusive of interest and costs. 

3. Plaintiff, Hershey Chocolate Corporation, is now, and it and certain 
of its predecessors have been continuously since the founding of the business 
in about 1893 by Milton S. Hershey, engaged in the business of manufactur- 
ing and selling or shipping on a large scale in interstate, intrastate and 
foreign commerce, chocolate, cocoa and preparations thereof, including 
chocolate, sweet chocolate and milk chocolate. 

4. On or about September 30, 1907, Pennsylvania Chocolate Company, a 
corporation of the State of Pennsylvania, adopted and began to use the 
word “Eatmors” to identify and distinguish one of its products, to wit, 
chocolate, and to apply the same thereto and use it as a trade-mark therefor, 
and the said word “Eatmors” was thereafter continuously applied to and 
used as a trade-mark for such product in interstate and intrastate com- 
merce by the said Pennsylvania Chocolate Company until it was succeeded 
in business by Hershey Brothers. The corporation, Hershey Brothers, was 
not connected in any way with Hershey Chocolate Corporation, plaintiff in 
this suit. 

5. On August 28, 1917, certificate of registration No. 118,325, in and for 
the United States, was lawfully granted to said Pennsylvania Chocolate 
Company for the word “Eatmors” as a trade-mark for chocolate, which 
registration is in full force and effect. 

6. The trade-mark “Eatmors” as adopted and used by said Pennsylvania 
Chocolate Company, together with the good-will of the business in which 
said trade-mark was used, was transferred to Hershey Brothers, a Penn- 
sylvania corporation, by assignment dated September 24, 1923, and duly 
recorded January 19, 1924, in the United States Patent Office in Liber A-121, 
page 252 of Tranfers of Patents. 

7. On May 19, 1926, Hershey Brothers, by appropriate action, changed 
its corporate title to Eatmor Chocolate Company. The certificate of 
change of name was filed with the Secretary of the Commonwealth on June 
4, 1926, and was recorded in Charter Book 218, page 490. 

8. Following the transfer of the trade-mark “Eatmors” to Hershey 
Brothers, it was continuously applied to and used as a trade-mark for 
chocolate in interstate and intrastate commerce by said Hershey Brothers 
and by Eatmor Chocolate Company, to which said Hershey Brothers had 
changed its name, until about July 17, 1933, when the receivers for said 
Eatmor Chocolate Company were appointed. 
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9. For some years prior to July 17, 1933, said Eatmor Chocolate Com- 
pany continuously used, in interstate and intrastate commerce, a distinctive 
style and dress of package for one of its products to identify and distinguish 
the same, said product being generally referred to as chocolate “stars,” and 
being little pieces of chocolate having a substantially conical shape with 
ridges extending from the apex to the base. The said distinctive style and 
dress of package was as shown in Plaintiff’s Exhibit Nos. 2 and 3, and com- 
prised the following features: a sealed tube closed at its ends with red 
or other colored caps and covered between its ends with a maroon colored 
wrapper or label which bore thereon the trade-mark “Eatmors,” in block 
type, and had borders of distinctive design. 

10. On or about July 17, 1933, upon petition filed with the Court of 
Common Pleas of Allegheny County, Pennsylvania, in a cause entitled 
“Central Lithograph Company, a corporation, plaintiff vs. Eatmor Chocolate 
Company, a corporation organized and existing under the laws of the 
State of Pennsylvania, defendant,” and identified as October Term, 1933, 
No. 655, said court appointed Herbert M. Kidner and Engle E. Hershey 
temporary receivers for the said Eatmor Chocolate Company, and on 
August 1, 1933, the said Herbert M. Kidner and Engle E. Hershey were 
appointed permanent receivers of the said Eatmor Chocolate Company, and 
duly qualified as such. 

11. The said receivers continued the sale and shipment of said chocolate 
“stars” and the use of the trade-mark “Eatmors” and of the distinctive 
style and dress of package through October, 1934. 

12. The Eatmor Chocolate Company and its receivers have used, 
however, wrappers of other colors than maroon, such as a red label, a blue 
label, an orange label, and a red, white and blue label. The shade of 
maroon varied from time to time. Specimens of the various type, sizes and 
colors of labels used for Eatmors and for other Eatmor products are 
Exhibits “E,” “H,” “I,” and “J-1” to “J-7,” inclusive. The tubular car- 
tons varied in size from time to time. The paper boxes in which the tubes 
were packed in two-dozen lots and frequently displayed for retail sale 
were put out in different colors such as red, red and white, blue and orange, 
etc., to match the labels being used at the time. A tubular container of the 
same size and shape was used by another maker of chocolate and candies. 
A number of other chocolate manufacturers have used maroon colored 
labels. 

13. Pursuant to order of the said court and after due notice, the said 
receivers did on December 20, 1934, sell to Jacob Horn, of Pittsburgh, Penn- 
sylvania, all the property (other than realty which had been foreclosed) of 
the said Eatmor Chocolate Company including the trade-marks, trade- 
names, and corporate title and name, of the Eatmor Chocolate Company, 
which trade-marks included, inter alia, the said trade-mark “Eatmors,” 
and such sale was duly confirmed by the said court on December 21, 1934. 

14. The order of said court confirming such sale recites that notice of 
the sale was given to all known creditors, stockholders and others interested 
in the purchase thereof, confirmed the sale by the Receivers of all the 
assets as a whole, enumerating specifically “copyrights, patents, trade- 
names, trade-marks, corporate title and name” and authorized the Receivers 
to deliver their Bill of Sale therefor to the purchaser. 

15. Pursuant to such order of December 21, 1934, the said Receivers 
Herbert M. Kidner and Engle E. Hershey did execute and deliver on 
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December 21, 1934, to said Jacob Horn a bill of sale which specifically in- 
cluded good-will of the business of Eatmor Chocolate Company, corporate 
franchise and title, trade-marks, patents and copyrights. 

16. The said receivers, Herbert M. Kidner and Engle E. Hershey, did 
by a separate instrument of assignment under date of December 21, 1934, 
duly recorded in the United States Patent Office in Liber 1-162 at page 469 
of Transfers of Patents, transfer to the said Jacob Horn all the right, title 
and interest of the Eatmor Chocolate Company and of the receivers of 
said corporation to, inter alia, the trade-mark “Eatmors” and the said 
registration thereof, together with the good-will of its business and _ its 
corporate name, Eatmor Chocolate Company. 

17. Jacob Horn, the purchaser at the receivers’ sale, was employed by 
the Commonwealth Trust Company to buy in the assets for the Trust Com- 
pany. 

18. Said bill of sale was endorsed over by the said Jacob Horn on Decem- 
ber 22, 1934, to the Commonwealth Trust Company of Pittsburgh. 

19. Said trade-mark “Eatmors,” the said registration thereof, and said 
corporate name, Eatmor Chocolate Company, together with the good-will 
of said business, inter alia, were transferred to the Commonwealth Trust 
Company of Pittsburgh, by a separate assignment dated January 23, 1935, 
and duly recorded in the United States Patent Office in Liber I-162 at 
page 472 of Tranfers of Patents. 

20. Upon purchasing the assets at the receivers’ sale through Jacob 
Horn, the Commonwealth Trust Company which had previously foreclosed 
its mortgage on the building and machinery (which was part of the free- 
hold), owned everything that the Eatmor Chocolate Company had previously 
owned. 

21. The Union Confectionery Machinery Co., Inc., bid Thirty-five 
Thousand Dollars ($35,000.00) for the machinery from the Commonwealth 
Trust Company, who had bought in all the assets in the receivers’ sale, as 
trustee for a mortgage pool which held the mortgage on the premises of 
the Eatmor Chocolate Company (which mortgage was also held to cover 
most of machinery in the building). The said trust was under the juris- 
diction of the Orphans Court of Allegheny County, Pennsylvania, and the 
judges of the court were consulted by the officers of the said Common- 
wealth Trust Company, with the result that the patents, trade-names, trade- 
marks, good-will and other intangible property of Eatmor Chocolate 
Company, were included, and as a result of such inclusion the offer of the 
Union Confectionery Machinery Co., Inc., was raised to Forty Thousand 
Dollars ($40,000.00). 

22. On April 10, 1935, the Commonwealth Trust Company of Pittsburgh 
executed and delivered to the Union Confectionery Machinery Co., Inc., a 
bill of sale including practically all of the machinery and specifically in- 
cluding the good-will of the business of the Eatmor Chocolate Company, 
its corporate name, and certain patents, copyrights, and trade-marks, as 
specified therein, including the trade-mark “Eatmors.” 

23. Said trade-mark “Eatmors,” the said registration thereof, and said 
corporate name, Eatmor Chocolate Company, together with the good-will 
of the said business, inter alia, were transferred to the Union Confectionery 
Machinery Co., Inc., by a separate assignment dated April 10, 1935, and 
duly recorded in the United States Patent Office in Liber X-162 at page 373 
of Transfers of Patents. 
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24. On May 13, 1935, the said Court of Common Pleas of Allegheny 
County, did amend its said order of December 21, 1934, confirming the 
sale of assets of the Eatmor Chocolate Company, by eliminating the words 
“trade marks” and substituting therefor “trade-marks and good-will,” 
and made such order nunc pro tunc of December 21, 1934. 

25. Subsequently, on May 18, 1935, said receivers Herbert M. Kidner 
and Engle E. Hershey did make and execute a supplemental assignment to 
said Jacob Horn of, inter alia, the trade-mark “Eatmors,” the said regis- 
tration thereof, and said corporate name, Eatmor Chocolate Company, to- 
gether with the good-will of the said business, which said assignment was 
duly recorded in the United States Patent Office in Liber S-163 at page 293 
of Transfers of Patents. 

26. On May 20, 1935, said Jacob Horn did make and execute a supple- 
mental assignment to the Commonwealth Trust Company of Pittsburgh, 
of, inter alia, the trade-mark “Eatmors,” the said registration thereof, and 
said corporate name, Eatmor Chocolate Company, together with the good- 
will of the said business, which said assignment was duly recorded in the 
United States Patent Office in Liber S-163 at page 298 of Transfers of 
Patents. 

27. On May 20, 1935, said Commonwealth Trust Company did make and 
execute a supplemental assignment to Union Confectionery Machinery Co., 
Inc., of New York, of, inter alia, the trade-mark “Eatmors,” the said 
registration thereof, and said corporate name, Eatmor Chocolate Company, 
together with the good-will of the said business, which said assignment was 
duly recorded in the United States Patent Office in Liber S-163 at page 300 
of Transfers of Patents. 

28. On May 29, 1935, Union Confectionery Machinery Co., Inc., executed 
and delivered to Hershey Chocolate Corporation a bill of sale for property 
located at the plant of the Eatmor Chocolate Company and specified in 
Schedules A and B annexed to such bill of sale, which property included 
laboratory equipment, tube making and labeling machinery, all molds with 
the “Eatmor” and “Eatmors” names on them, all printed material with the 
“EKatmor” and “Eatmors” names, all finished and unfinished tubes, all 
formulas, sales and customers lists and records, and all unfilled orders. 

29. On May 29, 1935, the said Union Confectionery Machinery Co., Inc., 
did by separate assignment transfer to Hershey Chocolate Corporation, the 
plaintiff herein, inter alia, the trade-mark “Eatmors,” the said registration 
thereof, and said corporate name, Eatmor Chocolate Company, together 
with the good-will of the said business, which said assignment was duly 
recorded in the United States Patent Office in Liber S-163 at page 303 of 
Transfers of Patents. 

30. Neither Jacob Horn nor the Commonwealth Trust Company of 
Pittsburgh nor the Union Confectionery Machinery Company was engaged 
in the business of manufacturing chocolate, nor did any of them at any 
time during their ownership of the subjects of the sales make any attempt 
to manufacture or sell Eatmors or other chocolate products. 

31. Prior to the purchase of the trade-mark “Eatmors” by Hershey 
Chocolate Corporation, and prior to its purchase of certain machinery, 
Jacob Horn, the Commonwealth Trust Company and the Union Confec- 
tionery Machinery Company, Inc., and the receivers before them, had dis- 
posed of machinery and equipment in the chocolate plant piecemeal to many 
purchasers. Union Confectionery Machinery Company, Inc., alone, made 
sales to as many as forty or fifty purchasers and had continued to advertise 
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the Eatmor Chocolate Company machinery in a candy trade magazine long 
after the sale to Hershey Chocolate Corporation. These sales did not in- 
clude machinery for the making of the Eatmor tubes, which was kept intact. 

32. Plaintiff acquired the rights aforesaid May 29, 1935, but due to the 
fact that a new item in the chocolate line is not introduced in the summer, 
during the hot weather, and that plaintiff required time to overhaul the 
machinery and make preparations to market the product, plaintiff did not 
place its “Eatmors” chocolate “stars” on the market until December, 1935, 
which was as soon as plaintiff could get everything ready for production. 

33. In December, 1935, the plaintiff began to put out and sell everywhere 
in the United States a product called chocolate “stars,” using the word 
“Eatmors” as a trade-mark for the said product and the distinctive style 
and dress of package shown in Plaintiff's Exhibits Nos. 20 and 21. The 
said product is distributed exclusively by the Chocolate Sales Corporation, 
a fully owned subsidiary of the plaintiff, which in turn sells it to wholesale 
confectioners over the United States. 

34. The distinctive style and dress of package shown in Plaintiff's Ex- 
hibits Nos. 20 and 21 is the same distinctive style and dress of package 
used by the Eatmor Chocolate Company as referred to in Finding No. 9 
and shown in Plaintiff's Exhibits Nos. 2 and 3. 

35. The product put out by the plaintiff under the trade-mark “Eat- 
mors,” and using the style and dress of package described in Finding No. 
33, is substantially the same product as previously put out by the Eatmor 
Chocolate Company having the following elements common to both products: 
both were made by substantially the same formula; both have substantially 
the same appearance and color; both are sold to the same general trade; 
both are confections of the same kind. There is a difference in taste due 
to the use of liquid milk by plaintiff instead of powdered milk used by the 
Eatmor Chocolate Company, and plaintiff's product is of improved quality. 

36. Plaintiff, in manufacturing and distributing its said chocolate 
“stars,” used substantially the formula employed for the Eatmor Chocolate 
Company’s “stars,” used the trade-mark “Eatmors” therefor, used the 
distinctive style and dress of package employed by the Eatmor Chocolate 
Company for its “stars,” used the tube making and labeling machinery em- 
ployed by the Eatmor Chocolate Company for producing the tubular 
packages for its “stars,” and the customers lists of the Eatmor Chocolate 
Company, all of which it had acquired by mesne transfers from the Eatmor 
Chocolate Company. 

37. Plaintiff has made extensive sales of its said product under the 
trade-mark “Eatmors,” and in such distinctive style and dress of package, 
the sales from December, 1935, up to October 19, 1936, being about four 
and one-quarter million tubes. 

38. The said trade-mark consisting of the word “Eatmors” has, since 
the adoption thereof and throughout its use, been applied by plaintiff’s 
predecessors in said business and by plaintiff directly to the containers in 
which their said product was and is sold, by means of printed wrappers or 
labels bearing the same; and plaintiff and its said predecessors in said 
business have given notice to the public of the registration of said trade- 
mark in the United States Patent Office by marking on said wrappers or 
labels the statutory notice “Reg. U. S. Pat. Off.” 

39. Plaintiff and its predecessors in such business have spent consider- 
able amounts in making the said trade-mark “Eatmors,” and the said 
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distinctive style and dress of package, known to the trade and the pur- 
chasing public by various forms of advertising and publicity. 

40. Since acquiring the rights to the trade-mark “Eatmors,” the said 
distinctive style and dress of package and the good-will of the business 
of Eatmor Chocolate Company, the plaintiff has not parted with such rights. 

41. The trade-mark “Eatmors” and the distinctive style and dress of 
package have been for many years past and are now recognized by the 
trade and the purchasing public as identifying the product of plaintiff and 
its predecessors in such business. 

42. The plaintiff's exclusive rights in and to the trade-mark “Eatmors” 
and the said distinctive style and dress of package have been generally 
acquiesced in and respected by the trade. 

43. The defendant, Roy Z. Hershey, was the treasurer of the Eatmor 
Chocolate Company for many years prior to July 17, 1933, the date of the 
receivership, had charge of the manufacturing and had knowledge of the 
business of the company, its processes, its trade, its trade-marks and its 
distinctive style and dress of package. 

44. The defendant, Roy Z. Hershey, was the largest individual stock- 
holder and also the largest creditor of the Eatmor Chocolate Company. 

45. In April, 1935, said defendant, Roy Z. Hershey, either personally 
or acting through his wife, Miriam E. Hershey (Mrs. Roy Z. Hershey), 
established a business at Pittsburgh, Pennsylvania, for the manufacture 
and sale of chocolate products, and carried on the same under the name, Pitt 
Chocolate Company, an unincorporated company. 

46. Said defendant, Roy Z. Hershey, acting through his said Pitt Choco- 
late Company, the unincorporated company, adopted and began to use the 
word “Eaties” for chocolate, generally referred to as “stars” and similar 
to the product referred to in Finding No. 9, and marketed said product in 
a sealed tube closed at its ends with red caps and covered between its ends 
with a maroon colored wrapper or label which bore thereon the word 
“Katies” in block type and had borders of a distinctive design. 

47. On October 4, 1935, said defendant, Roy Z. Hershey, organized the 
defendant corporation, Pitt Chocolate Company, with himself as president 
and treasurer, and with himself in control, which company succeeded to 
the business of the unincorporated Pitt Chocolate Company. 

48. Defendant, Pitt Chocolate Company, following its incorporation, 
and acting under the domination of the defendant, Roy Z. Hershey, con- 
tinued the said business of the Pitt Chocolate Company, the unincorporated 
company, and has continued the use of the word “Eaties” for the product, 
and continued the use of the style and dress of package, referred to in 
Finding No. 46 and as shown in Plaintiff's Exhibits 5 and 6. 

49. Defendants have marketed their chocolate “stars” using the word 
“Eaties” for said product and using the style and dress of package as shown 
in Exhibits 5 and 6, in interstate and intrastate commerce. 

50. Defendants first sold chocolate “stars” in tubes under the name of 
“Eaties” on August 27, 1935, which was after the assignment to the plaintiff, 
of the trade-mark “Eatmors” and the good-will of the business in which the 
mark had been used, was recorded in the Patent Office. 

51. The product put out by the defendants under the name “Katies,” 
and the product put out by the plaintiff and its predecessors in such busi- 
ness, under the name “Eatmors,” are both chocolate “stars” and are sub- 
stantially the same product. 








eR = SNe aes 
" os’ pecan 
. — a ; 
= =. 


a 









HERSHEY CHOCOLATE CORP. V. PITT CHOCOLATE CO., ET AL 313 


52. Defendant, Roy Z. Hershey, attended the receivers’ sale and knew 
that all of the assets of the Eatmor Chocolate Company were included in 
the sale. 

53. After the receivers’ sale, the defendant, Roy Z. Hershey, bought more 
than three million labels of the Eatmor Chocolate Company, because he 
thought there might be a chance later to buy the molds and molding 
machinery and the trade-mark from the Union Confectionery Machinery 
Co., Ine. 

54. Defendant, Roy Z. Hershey, tried to buy from Union Confectionery 
Machinery Co., Inc., the trade-mark “Eatmors” and the good-will of the 
business, and also all of the machinery of the old Eatmor Chocolate Com- 
pany for making the “Eatmors” package, but did not succeed in doing so. 

55. Defendant, Roy Z. Hershey, did not buy any machinery of the 
Eatmor Chocolate Company for making chocolate liquor, or for cracking, 
for cleaning, for roasting, or for breaking the cocoa beans, or for grinding 
the nibs, or for pressing cocoa butter, all of which machinery the Eatmor 
Chocolate Company had used in producing “Eatmors” chocolate “stars.” 

56. The defendants bought the finished chocolate liquor and cocoa 
butter, and mixed the ingredients in making “Eaties.” 

57. Defendant, Roy Z. Hershey, sought a name for his product contain- 
ing the syllable “Eat,” and first had the word “Eatums” searched in the 
Patent Office, then “Eatsum” and finally adopted the name “Eaties” for his 
chocolate “stars.” 

58. Defendant, Roy Z. Hershey, did not adopt and use the trade-mark 
“Eatmors” because he knew it was registered and had been sold by the 
receivers. 

59. Defendant, Pitt Chocolate Company, represented that its product 
was typical of the “Eatmor” tube and that the “Eaties” product was identi- 
cal with the same product formerly put out by the Eatmor Chocolate Com- 
pany with the exception that the quality of “Eaties” was improved very 
much. 

60. The defendants’ action in adopting and using the trade-mark 
“Eaties” and their style and dress of package, tended to create the errone- 
ous impression in the trade that defendants had succeeded to the business 
of the Eatmor Chocolate Company. 

61. An examination of the package used by defendants and the style 
and dress of package used by plaintiff and its predecessors, shows that 
defendants’ package is likely to and is calculated to mislead and deceive 
the purchasing public as to the origin of the defendants’ product and con- 
fuse the same with plaintiff's. 

62. The Eatmor Chocolate Company was a pioneer in this country in 
marketing chocolate “stars” in sealed tubes and widely advertised itself 
as “The house that markets confections in sealed tubes.” 

63. The trade-mark “Eatmors” was always used by the Eatmor Choco- 
late Company on its tubes of milk chocolate “stars” and not on its other 
products. 


64. The “Eatmors” chocolate “stars” are sold both to adults and 
children. 

65. The receivers did not intend to abandon the trade-mark “Eatmors” 
or the style and dress of package, or the good will of the business in which 
they were used. 

66. Commonwealth Trust Company did not intend to abandon any rights 


to the trade-mark or the good-will of the business in which the same had 
been used. 
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67. The Union Confectionery Machinery Co., Inc., did not intend to 
abandon the trade-mark “Eatmors” and the good-will of the business in 
which it had been used. 

68. Jacob Horn, the Commonwealth Trust Company of Pittsburgh, and 
the Union Confectionery Machinery Co., Inc., were conduits of title. 

69. On April 26, 1936, the plant of the defendant, Pitt Chocolate Com- 
pany, was destroyed by fire, and this action was begun on May 26, 1936. 
The defendant has not yet resumed business, pending securing a new loca- 
tion and additional capital. 


Conclusions of Law 


1. The plaintiff acquired and has good title to the trade-mark 
“Eatmors” and the good-will of the business in which the same was 
used, including the distinctive style and dress of package. 

2. The good-will of the business of the Eatmor Chocolate Com- 
pany included the distinctive style and dress of package referred to 
in Finding of Fact No. 9. 

3. Plaintiff and its predecessors in title did not abandon the 
trade-mark “Eatmors”’ or the good-will of the business. 

4. Defendants have been and are competing unlawfully with the 
plaintiff by their use of the trade-mark “Eaties” in connection with 
the style and dress of package referred to in Findings of Fact Nos. 
46 and 48. 

5. Plaintiff is entitled to an injunction restraining defendants 
from copying or simulating in any way plaintiff's said distinctive 
style and dress of package. 

6. Plaintiff is entitled to an order for an accounting. 

7. Plaintiff is entitled to recover the costs of this suit. 


O pinion 


The facts are stated in the foregoing findings of fact. Only two 
questions are involved which require discussion: The first is, did 
plaintiff acquire title to the trade-mark “Eatmors” and the good- 
will of the Eatmor Chocolate Company as to that part of the busi- 
ness in which the foregoing trade-mark was used. It is conceded 
that plaintiff has paper title to said trade-mark and good-will. 
Defendants contend, however, that the good-will and trade-mark 
aforesaid were not transferable without the transfer of the entire 
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business of the Eatmor Chocolate Company. Plaintiff contends 


that said trade-mark and good-will were transferable with the 
transfer of that part of the business to which the trade-mark re- 
lated. 

On May 29, 1935, there was transferred to the plaintiff by bill 
of sale, property formerly of the Eatmor Chocolate Company, which 
property included laboratory equipment, tube making and labelling 
machinery, all molds with the “Eatmor’ and “Eatmors” names on 
them; all printed material with the “Eatmor” and “Eatmors” names, 
all finished and unfinished tubes, all formulas, sales customers lists 
and records and all unfilled orders. On the same date by a separate 
assignment there was transferred to the plaintiff the trade-mark 
‘“‘Eatmors,” the registration thereof, the corporation name, Eatmor 
Chocolate Company, together with the good-will of said business. 
Plaintiff did not acquire the chocolate making machinery of the Eat- 
mor Chocolate Company (which was standard machinery of which 
plaintiff already had an ample supply). Plaintiff did acquire all 
that was necessary to enable it to produce and sell Eatmor “Stars.” 

We are of the opinion that the transfers made were sufficient to 
vest the title to the trade-mark ‘“‘Eatmors”’ and the good-will in rela- 
tion to which the trade-mark ““Eatmors’’ was used, in the plaintiff. 
American Crayon Co. v. Prang Co., 28 Fed. (2d) 515 (D.C. Del.) 
[18 T.-M. Rep. 524]; American Crayon Co. v. Prang Co., in the 
Circuit Court of Appeals of this Circuit, 38 F. (2d) 448 [21 T.-M. 
Rep. 441]; Andrew Jergens Co. v. Woodbury, Inc., 273 F. 952 
(D. C. Del.) [11 T.-M. Rep. 192]; same case in the Third Circuit 
Court of Appeals, 279 F. 1016; U. S. Ozone Co., et al. v. U. S. 
Ozone Co. of America, 62 F. (2d) 881 (C. C. A. 7). 

The evidence does not warrant a finding of an intention to 
abandon title to the good-will or trade-mark involved by the plain- 
tiff or its predecessors in title. There must be evidence of such an 
intent in order to constitute an abandonment. Royal Baking Powder 
Co. v. Raymond, 70 F. 876 (C. C., N. D. IIl.). 

The second question involved is whether defendants have been 


guilty of unfair trade competition. Plaintiff and its predecessors 
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in title have made and used in interstate and intrastate commerce a 
distinctive style and dress of package for one of its products to 
identify and distinguish the same, said product being generally 
referred to as chocolate ‘‘stars’’ and being little pieces of chocolate 
having a substantially conical shape with ridges extending from the 
apex to the base. The said distinctive style and dress of package 
have the following features: a sealed tube closed at its ends with 
red or other colored caps and covered between its ends with a 
maroon colored wrapper or label which bore thereon the trade-mark 
“Eatmors,” in block type, and had borders of distinctive design. 

Defendants have made and used the name “‘Eaties” for chocolate 
generally referred to as “Stars” and similar to the product referred 
to in Finding No. 9, and marketed said product in a sealed tube, 
closed at its ends with red caps and covered between its ends with a 
maroon colored wrapper or label which bore thereon the word 
“Eaties” in block type and had borders of a distinctive design, and 
has continued the use of the word “Eaties” and the style and dress 
of the package aforesaid until the burning of its factory April 26, 
1936. 

An examination of the package used by defendants and of the 
package used by plaintiff and its predecessors in title shows that 
the defendants’ package is likely to, and is calculated to mislead and 
deceive the purchasing public as to the origin of the defendants’ 
product and confuse the same with plaintiff's. These facts con- 
stitute unfair trade competition. E. Kahn’s Sons Co. v. Columbus 
Packing Co., 82 F. (2d) 897 (C. C. A. 6 [26 T.-M. Rep. 303]; 
Florence Mfg. Co. v. J. C. Dowd & Co., 178 F. 738 (C. C. A. 2) 
[1 T.-M. Rep. 289]; Holeproof Hosiery Co. v. Fitts, et al., 167 F. 
878 (C. C., D. N. J.); Little, et al. v. Kellam, et al., 100 F. 353 
(C.. Cy, B: BD. A. 7). 

Let a decree be prepared in accordance with the foregoing find- 
ings of fact, conclusions of law and this opinion. 
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DorotHy Gray Satons v. Mitts Sates Company or New York, 


; INc. 
New York Supreme Court, New York County, Special Term 
4 April 23, 1937 


Unram Comprtition—“Dororny Gray” anp “Dororny Jay”—Use or 
Deceprive TRADE-NAME. 
ia Plaintiff prior to 1916 began to put out toilet articles under the 
‘ trade-mark “Dorothy Gray,” which name was used extensively there- 
| after, both as a trade-mark and as the salient feature of the corporate 
name. The defendant subsequently thereto began to put out beauty prep- 
arations under the trade-name “Dorothy Jay Beauty Institute,” although 
; no such instituted existed. Held that defendant’s conduct and intent was 
; to prey on plaintiff's business and to confuse and deceive customers as 
to the identity of defendant’s preparations; and an injunction was 
ordered. 
Unram Competirion—WroncGrut Use or Trape-Name. 
A trade-name is a valuable and sensitive property right which the 
courts will not permit to be obstructed or diluted by any colorable imita- 
tion. 


In equity. Action for unfair competition in the wrongful use 
a of a trade-name. Injunction granted. 


Briesen & Schrenk (Karl Pohl, of counsel), all of New York 
City, for plaintiff. 
Nathan Gross, of New York City, for defendant. 


SuientaG, J.: This is an application for an injunction pendente 
lite in an action for trade-mark infringement and unfair competition. 

As the affidavits show, the plaintiff at considerable cost has 
established and built up an extensive business in the manufacture 
and sale of a high-grade and popular line of toilet preparations 
which it sells under its trade-mark “Dorothy Gray.” It also 
operates a number of beauty salons known as “Dorothy Gray 
Salons.” 


Pare ernssreeenee en” 


This business was founded prior to 1916 by Miss Dorothy Gray. 
In 1927 the plaintiff purchased the business for a large sum of 
money as a going concern and, together therewith, acquired from 
Miss Dorothy Gray the right to the exclusive use of the name 
3 “Dorothy Gray,’ her secret formulas and processes, customers’ 
lists, and good-will. Plaintiff has since conducted this business in 








318 TWENTY-SEVEN TRADE-MARK REPORTER 


substantially the same manner in which it had been conducted previ- 
ously by Miss Gray. 

In addition to its large original investment, plaintiff has spent 
in excess of $2,500,000 in advertising its “Dorothy Gray” products 
and services. The sales of “Dorothy Gray” products in the last 
ten years have been in excess of $12,000,000, representing many 
millions of packages of “Dorothy Gray” preparations. 

Among the “couple of hundred different items” of merchandise 
which the defendant sells is a line of toilet preparations which it 
purveys under the title “Dorothy Jay Beauty Institute.” It is 
charged and not denied that there is no such “Beauty Institute.” 
That in itself is a fraud. Here the two products are competitive 
and the defendant’s desire to trade upon the plaintiff company’s 
good-will and business reputation—an evil all too prevalent in this 
era of national advertising—is clear. Various justifications, how- 
ever, are attempted. 

The president of the defendant corporation, whose affidavit is 
submitted in opposition to the motion, is named David Jacoby. He 
says Dorothy Jay is a “modification” or “variation” of the name 
David Jacoby, made up to fit a line of toilet preparations for women. 
In one place Mr. Jacoby goes so far as to say that “My use of the 
expression ‘Dorothy Jay Beauty Institute’ is merely the use of my 
own name.” This contention is so naive that it may be dismissed 
without comment. The reason for the selection is not hard to find 
when one compares Dorothy Gray with Dorothy Jay (See Handler 
and Pickett, T’rade-Marks and Trade-Names (1930) 30 Columbia 
Law Review, 168, 196). The latter is so plainly a colorable imita- 
tion of plaintiff’s nationally advertised trade-mark “Dorothy Gray” 
that the intent with and the purpose for which it was adopted are 
clear. The intent was to prey on plaintiff's business, and the pur- 
pose to confuse and deceive customers into the erroneous belief that 
the “Dorothy Jay” toilet preparations are “Dorothy Gray” toilet 
preparations, and to profit from the resulting confusion. 


The defendant says he uses “Dorothy Jay” in such a manner 


that confusion is unlikely. This contention is based on the fact 
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that the packages are different and that, in addition to the designa- 


tion “Dorothy Jay” complained of, there appears on the labels of 
the defendant's toilet preparations the unobjectionable name 
“Happy Hours. 

It is conceded that the packages are different, particularly in 
the color scheme and design features of the labels, but such dif- 
ferences do not help the prospective purchasers of the plaintiff’s 
products—“next year’s customers,’—because they do not usually 
know the trade dress of plaintiff's packages. Plaintiff's advertise- 
ments do not feature the color scheme or design features, save in 
rare instances. They do, however, always feature the trade-mark 
“Dorothy Gray’ and the line is known as the “Dorothy Gray” 
line. Plaintiff’s products are recommended by users to their friends 
by what is known as “word-of-mouth” advertising, and here again 
the name is the important means of identification. 

As for the name “Happy Hours” on the defendant’s labels, 
defendant’s window sign and catalogue make it clear that the line 
is called by the defendant the “Dorothy Jay’ line and not the 
“Happy Hours” line, as shown by such statements as: 


Famous “Dorothy Jay” Line of Cosmetics 


This practice indicates by what name the defendant wants to have 
the goods sold to the public. The mere fact that a non-offending 
name has been added to the deceptive one does not relieve the 
situation. The contention that the deceptive potentialities of the 
name “Dorothy Jay’ are neutralized by the factors referred to, 
flies in the face of common experience and is not advanced in good 
faith. 

It is not necessary to show instances of actual confusion in the trade 
to establish plaintiff's right to relief in a cause of this kind for potentiality 
of confusion is sufficient in causes of unfair competition. (Industrial Rayon 
Corp. v. Dutchess Underwear Corporation, 17 Fed. Supp. 783, 785, per 
Woolsey, J. Helmet Co. v. Wm. Wrigley, Jr. Co., 245 Fed. 824, 829 [8 
T.-M. Rep. 1]. See also Bass, Ratcliff & Gretton v. Feigenspan, 96 Fed. 
206; Walter Baker & Co., Ltd. vy. Puritan Pure Food Co., 139 Fed. 680; 
Smith & Wesson, Inc. v. Galef, 292 Fed. 314.) 

The defendant’s contention that it has a right to the use of the 
designation “Dorothy Jay” because that name is a variation or 
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modification of the name of the defendant’s president David Jacoby 
is untenable (Maison Prunier v. Prunier’s Restaurant, 159 Misc. 
551). This claim is a hollow pretense. The name “Dorothy Jay” 
was adopted in bad faith. Even the use of one’s own family name 
will be enjoined if improper use is made thereof (Paul Westphal v. 
Westphal’s World’s Best Corp., 216 App. Div. 53; affd. 243 N. Y. 
639) [16 T.-M. Rep. 189]. See also Oakite Products, Inc. v. 
Boritz, et al., 161 Misc. 807 [26 T.-M. Rep. 654]; R. H. Macy & 
Co., Inc. v. Macys, Inc., 89 Fed. (2d) 186 [20 T.-M. Rep. 165]. 

A trade-mark or trade-name is a valuable and sensitive property 
right which the courts will not permit to be obstructed or diluted by 
any colorable imitation (Bourjois v. Katzel, 260 U. S. 689 [138 
T.-M. Rep. 69]; Northam Warren Corp. v. Universal Cosmetic 
Co., 18 Fed. (2d) 774, C. C. A. 7th Circuit; Lambert Pharmacal 
Co. v. Bolton Chemical Corp., 219 F. 325 [5 T.-M. Rep. 38]. 

In Maison Prunier v. Prunier’s Restaurant and Cafe, Inc., 159 
Mise. 551, 554, this court said: 


The courts have frowned upon cases where the appropriation of the name 
or mark of another was intentional or in bad faith, and especially where 
such appropriation was accompanied by acts calculated to deceive or to 
defraud the public, and to convey the impression that the business of the 
appropriator was either the same business of the originator of the name or 
mark or identified with it in interest. “There is no part of the law which 
is more plastic than unfair competition, and what was not reckoned an 
actionable wrong twenty-five years ago may have become such today.” 
“There is no fetish in the word ‘competition. The invocation of equity 
rests more vitally upon the unfairness.” “Many earlier dicta, probably 
some earlier decisions, are not now safe guides.” These vigorous judicial 
expressions of impatience with the old theories of trade-mark protection 
are indicative of a desire to keep abreast of and to serve the needs of modern 
business. They reflect a consciousness of the need for breadth and liberality 
in coping with the progressive ingenuity of commercial depravity. But 
forward strides in trade-mark protection are being attained by appeals to 
“good conscience” and “judicial sensibilities” rather than to strictly legal 
principles derived from a critical analysis of the real tort involved.” 
(Schechter, The Rational Basis of Trade-mark Protection, 40 Harvard 
Law Review, 813.) 


Let it be said in language clear and unmistakable that a court 
of equity will not tolerate the unfair competition and unethical busi- 
ness conduct practiced in this case. It will lend its aid promptly, 


effectively and with a minimum of expense to an injured party to 
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put an end to such trade methods. It will strip from such practices 
the veil of pretense so often astutely thrown around them and 
expose them for the shabby frauds they really are. Equity will 
frown upon cleverness and adroitness in resorting to unfair 
trade methods. It will not be misled by “smart” practices or allow 
itself to be imposed upon by subtle and tenuous distinctions plausible 
on the surface but for the most part fictitious and inconsequential 
in essence, 

The defendants are deliberately and wrongfully simulating the 
trade-name of the plaintiff. The only purpose for which this is 
being done is to mislead the public and to appropriate unto itself 
some measure of the good-will built up by the plantiff as the result 
of years of effort and large expenditure of moneys. An injunction 
will issue to prevent the defendant from continuing this wrong. It 
may have ten days in which to change to some suitable name for 
this line of products. 

Bond is fixed in the sum of $250. 

Settle order on one day’s notice. 


Isaac J. GerFen, trading as Gerren Tea Company v. BAaLtTImMore 
Markets, INc. 


Pennsylvania Supreme Court, Eastern District 


March 22, 1937 


Trape-Mark INrRINGEMENT—SvuBSTITUTION—“GEFFEN’s” ON TEA—STATE 
SraTurEs— PENNSYLVANIA. 

Defendant for one year prior to March 14, 1933 had, by arrange- 
ment with the plaintiff, sold the latter’s “Geffen’s Tea” in the original 
packages. On the expiration of the contract defendant began to sell a 
different kind of tea in cartons similar to plaintiff’s, offering same to 
customers as “Geffen’s Tea.” Defendant held guilty of violating the 
Act of June 20, 1901 (P. L. 582), and the decision of the lower court 
was affirmed. 

Trave-Mark InrrINGeEMENT—SvITs—Damaces. 

In the case at issue, where twenty-five separate and distinct viola- 
tions of the Act were proven, the plaintiff held entitled to $5,000.00 
damages, or $25.00 for each violation. 

Trape-Mark INrrincementTs—Svuirs—LiaBiniry—INTENT or Act. 
Under the Pennsylvania trade-mark act, liability for violation 
thereof held to apply to co-partnerships and corporations. Although 
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the words “co-partnership and corporation” were omitted from the 

Pennsylvania trade-mark act when defining responsibility, the intent of 

said Act held to be to make a co-partnership or corporation equally 

liable with individuals. 

In equity. Action in assumpsit to recover penalties for violation 
of the Pennsylvania Trade-Mark Act. Appeal from the Court of 


Common Pleas, No. 4, for Philadelphia County. Affirmed. 


Richard K. Steven, of Philadelphia, Pa., for plaintiff. 
Witkin & Egan, of Philadelphia, Pa., for defendant. 


Drew, J.: This is an action in assumpsit to recover penalties 
for twenty-five separate and distinct violations of the Act of June 
20, 1901, P. L. 582, as amended, better known as the Pennsylvania 
Trade-Mark Act. The jury returned a verdict for $5,000 and, after 
motions for a new trial and judgment n. o. v. as to $4,800 were 
dismissed, and judgment entered on the verdict, this appeal was 
taken. 

The plaintiff, Isaac J. Geffen, is a tea merchant, and for many 
years traded as Geffen Tea Company, during which time he built 
for himself a substantial and well-known business. Shortly before 
1932 he adopted a distinctive and attractive label for the cartons 
in which his tea was sold, and his product became generally known 
as “Geffen’s’” tea. 

The defendant, Baltimore Markets Company, a corporation, 
operating a chain of thirty-one stores located in different districts 
of the city of Philadelphia, sold ‘“Geffen’s”’ tea in these cartons, with 
plaintiff's consent, from June 14, 1932 to March 14, 1933, when 
that arrangement was terminated and defendant notified that it no 
longer had authority to sell. Defendant then began to sell a dif- 
ferent kind, using a carton of its own which obviously was designed 
to imitate plaintiff's and intended to deceive purchasers into be- 
lieving they were buying “Geffen’s’’ tea. 

On August 28, 1933 the plaintiff registered with the Secretary of 
the Commonwealth of Pennsylvania, under the Trade-Mark Act, 


its label, adopted prior to 1932, consisting of an entire tea carton 


characterized by a distinctive color combination and arrangement 











—— 
a eee 





ISAAC J. GEFFEN V, BALTIMORE MARKETS 
of words and symbols, including the name “Geffen’s” displayed in 
Japanese letters. 

A week after plaintiff's registration defendant was discovered 
selling tea in its cartons as “Geffen’s” tea at twenty-five of its thirty- 
one stores. Sales were made at each of these stores to a customer 
who specifically asked for “Geffen’s” tea, by name; the clerk ac- 
tually selling to him a carton of defendant's tea, sometimes without 
comment and sometimes with the false statement, “This is “Geffen’s’ 
tea with our own name on it.” 

The jury found that this fraudulent practice was carried on at 
twenty-five separate stores in different sections of the city of 
Philadelphia, and accordingly applied the penalty of $200 pre- 
scribed by the Act for each separate and distinct violation thereof, 
and returned a verdict for plaintiff of $5,000. 

On May 2, 1933, the defendant registered with the Secretary of 
the Commonwealth, under the Trade-Mark Act, a photostatic copy, 
in black and white, of the carton it had in use. The certificate of 
registration issued by the Secretary made no mention of colors, 
thus indicating that it was a black and white label. 

The grounds of the appeal are succinctly stated in the Statement 
of Questions involved in the brief for appellant. We will consider 
them in order: 


1. Can the owner of a duly registered trade-mark be sued for a penalty 
under the Trade-Mark Act, for alleged infringement by the registered 
trade-mark, of a label afterward filed by the plaintiff for registration with- 
out any attempt to have the earlier registration revoked? 

This question must be answered in the affirmative, since the facts 
of the case do not warrant the assumption carried in the question. 
There is no conflict between plaintiff's and defendant’s registrations. 
Plaintiff does not question defendant’s right to make use of its 
registered trade-mark. There is no similarity, to say nothing of 
deceptive similarity, between the black and white trade-mark of the 
defendant and the red, blue and gold label of the plaintiff. The 
Secretary of the Commonwealth so decided, as it was his duty under 
Section 1 of the Act to do, when he issued a certificate of registra- 


tion to plaintiff after having issued one to defendant. This section 
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provides: ‘No label, trade-mark ... . shall be recorded that 
would reasonably be mistaken for the label, trade-mark .. . . already 
filed of record.”” For the same reason—because of the utter lack 


of similarity between them—it would have been futile to have asked 
that the earlier registration be revoked. Such a request would cer- 
tainly have been refused. 


2. Can the penal section of a statute be construed to reach corpora- 
tions, when persons and corporations are mentioned everywhere in the act 
except in the penal section, which applies only to persons? 


It is clear from a reading of the entire Act that liability for 
violation applies in every instance to “a person or persons, co- 
partnership or corporation.’ Section 3 declares it to be unlawful 
and a violation for “‘a person or persons, copartnership or corpora- 


tion” to commit the following offenses: 


(a) “to make any use, sale, offer for sale or display of the genuine 
label . . . . or any such likeness or imitation thereof as shall be calculated 


” 


or liable to deceive ... .” or 
(b) “to make any wrongful use whatever of any such genuine label 
. or any such likeness or imitation thereof... .” or 
(c) “to, in any way, use the name or seal of any such person or persons, 


copartnership or corporation, or any other likeness or imitation there- 
OF eG 


And at a later point that Section provides: 


(d) “And it shall be unlawful for any other person or persons, firm, 
copartnership, or corporation to make any use of such label, trade-mark, 
trade-name, device, shopmark, designation, or form of advertisement, so 
filed, or any such likeness or imitation thereof, or utter or display the same 
orally or in any printed or written form in the conduct of his business or 
in any business transaction, attached to merchandise or products of labor, 
or detached from and independent of the same, on invoice, letterheads, 
bills, or advertisements, without express consent, license and authority of 
the person or persons, copartnership or corporation, so filing the same; 
and any such license, consent or authority may be revoked and terminated 
at any time, upon notice, and thereafter any use thereof shall be a violation 
of this act, and subject those violating the same to all the liabilities and 
penalties herein provided against any violation thereof.” (Italics added.) 


The penalties referred to are specifically expressed in Section 
4, which declares that for any violation “prohibited or declared 
unlawful by Section 3 of this Act [the violator], shall be subject 


to a penalty of $200, to be sued for in any court having jurisdiction 


of an action for a fine or penalty, by any person or persons, co- 
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partnership or corporation, aggrieved in the matter.” It is true 
that Section 4+ mentions only ‘“‘a person or persons” as being liable 
for the penalties prescribed. The omission of “copartnership or 
corporation” was obviously a mistake, not intended by the Legisla- 
ture. A reading of the Act as a whole conclusively shows this. It 
is unthinkable that the legislative intention was to render the 
penalty section of the Act unenforceable against corporations. 
There is no possible reason in law or logic for such an exception. 
Even if this omission were intentional, it would not bar plaintiff here, 
since he seeks recovery under Section 3 which expressly embodies 
‘all the liabilities and penalties” of Section 4 and applies them to 
coporations by express inclusion. 

The defendant committed the offenses designated above by (a), 
(b), (¢) and (d) which are declared unlawful whether performed 
by a “‘person or persons, copartnership or corporation.” The jury 
found to this effect and the verdict was substantially supported by 
the evidence. The testimony shows that on different occasions in 
twenty-five stores operated by the defendant, “Geffen’s” tea was 
asked for and a different product sold in a package of almost 
identical size, with the same color scheme and style of writing as 
the genuine “Geffen’s” carton. In some instances the clerk asserted 
that the tea was “Geffen’s” and that it was being sold under 
defendant’s name. All of the twenty-five sales violated (d) in that 
each was made after the authority to sell “Geffen’s” tea had been 
revoked, and also because the tea sold was represented as ‘“Geffen’s.”’ 
The question of deceptive similarity is one of fact. On appeal from 
dismissal of a motion for judgment n. o. v., all facts and inferences 
must be resolved in favor of the party for whom the verdict was 
rendered: O’Farrell v. Mawson, 320 Pa. 316. In this light it is 
proper to say the jury found that the carton of the defendant was 
deceptively similar to that of the plaintiff. Since the evidence on 
this point was substantial, there was no error in refusing a new 
trial. 

While the cartons are not exactly similar, the test is whether 


or not the resemblance is such as would be likely to deceive pur- 
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chasers of the perceptive and analytical capacity ordinarily en- 
countered in the usual course of business in the particular trade. 
Worded otherwise, is the resemblance likely to deceive an ordinary 
purchaser of the article, leading him to believe he was purchasing 
someone else’s goods. This was so before the Act of 1901 (Pratt’s 
Appeal, 117 Pa. 401; Heinz v. Lutz, 146 Pa. 592) and is the law 
today (B. V. D. Co. v. Kaufmann & Baer Co., 272 Pa. 240 [ 14 T.-M. 
Rep. 203]; Klepser v. Furry, 289 Pa. 152). The true criterion is 
the effect of the ensemble. Comparison, of course, discloses dif- 
ferences, but the average purchaser does not have the advantage of 
actual comparison. He is more likely to observe general similarities 
than notice specific differences. Especially is this true where, as 
here, while there are differences, the general appearances are almost 
identical. The differences are of the kind usually introduced where 
there is an attempt to make use of an established trade-mark, and at 
the same time so far depart therefrom as to possibly avoid liability. 
No legal argument can strengthen the conviction of deceptive 
similarity between the two cartons that arises from the mere sight 
of them. 


3. Under a clause inflicting a $200.00 penalty for any violation of the 
preceding provisions of the Trade-Mark Act, can cumulative penalties be 
awarded to the plaintiff for every package of merchandise sold in a box 
claimed to infringe a label, especially when the act provides, in addition, 
for the collection of damages for, and the forfeiture of profits accruing 
from, an infringement? 

The answer depends entirely on the language of the Act. As a 
general rule, courts are loath to permit cumulative penalties. This 
policy has been expressly recognized by this court: Central Rail- 
road Co. of New Jersey v. Green, 86 Pa. 427; Porter v. Dawson 
Bridge Co., 157 Pa. 367. Nevertheless, where it is plainly the 
intention of the Legislature to allow a plaintiff to recover a penalty 
for a definite act, courts will enforce the penalty for each act: 
Bartolett v. Achey, 38 Pa. 273; see Commonwealth v. Cooke, 50 
Pa. 201; Porter v. Dawson Bridge Co., supra. It is true that in 
each of these cases the statutes involved specifically provided a 
penalty for “every” offense; it is equally true that the language of 
the statute here clearly compels a similar result. As plainly as 
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words can express it, a penalty of $200 is imposed on one wrong- 
fully performing “any act” expressly prohibited or declared wrong- 
ful under Section 3. This clearly means “every act.” Irrespective 
of the words chosen by the Legislature, the courts of Pennsylvania 
have consistently held that the penalties provided by penal statutes 
are incurred according to the number of truly separate and distinct 
transgressions: Bartolett v. Achey, supra; Friedeborn v. Common- 
wealth, 113 Pa. 242; Porter v. Dawson Bridge Co., supra; see also 
the opinion of Lord Mansfield in Crepps v. Durden, 2 Cowper 640. 

A distinction is drawn between cases where “the penalty is im- 
posed in respect to a complex and continuous act and those where 
it is imposed in respect of a single uncomplicated offense which is 
complete and may be proved by evidence of one isolated act.” 
Milnes v. Bale, L. R. 10, C. P. 391. So where a statute forbade 
worldly employment on Sunday, there could be but one offense re- 
gardless of the number of sales made: Friedeborn v. Commonwealth, 
supra. On the contrary, where a penalty is imposed for the taking 
of illegal fees (Bartolett v. Achey, supra) or for the collection of 
unauthorized tolls (Porter v. Dawson Bridge Co., supra), each 
taking and each collection constitutes a single complete offense. In 
this case there were twenty-five separate sales in twenty-five dif- 
ferent stores at as many different times. Each sale constituted a 
separate and complete violation of the Act. While all the stores 
were owned by the defendant, each was a complete unit drawing 
its trade from patrons not likely to ordinarily purchase from any of 
the other twenty-four units. We have no doubt the intention of the 
Legislature was to exact the penalty for each such violation, and as 
said before, such intention is all-controlling. 

The application of the statute to the facts of this case does not 
violate Article I, Section 13, of the Pennsylvania Constitution, 
prohibiting the imposition of excessive fines. This section applies 
only to criminal proceedings: Chester School District’s Audit, 301 
Pa. 208, 220. We have declared, however, that the legal principle 
embodied in this provision is applicable to all proceedings, civil as 


well as criminal: City of Scranton v. People’s Coal Co., 274 Pa. 63, 
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71. Since this is not a criminal prosecution the Constitutional provi- 
sion has no application. Nor was the judgment below contrary to 
the legal principle that excessive penalties will not be favored by 
the law. We do not regard the penalties as excessive. 

We find no merit in the contention that plaintiff should have 
sought his penalties in the equitable proceeding which was brought 
to restrain defendant from further violation. The principle that 
equity, once jurisdiction is obtained, will grant full relief, does not 
extend to recovery of the statutory penalty, because the Act itself 
specifies that the suit must be brought “in any court having juris- 
diction for a fine or penalty’’: United Drug Co. v. Kovacs, 279 Pa. 
132 [12 T.-M. Rep. 354]; B. V. D. Co. v. Kaufmann & Baer Co., 
279 Pa. 152 [14 T.-M. Rep. 203]. 

Judgment affirmed. 


GENERAL Mitts, Inc. v. Rupotenw J. FREED 
United States Court of Customs and Patent Appeals 
Opposition No. 13,847 
May 3, 1937 


Trape-Marxs—Opposirion—-“Sure-Dov” ann “Surecrow”’—DextRinizep 
AND GELATINIZED STARCHES AND Povuitry anv Srock Foops— 
Goons or Dirrerent Descriptive PROPERTIES. 

Dextrinized and gelatinized starches for retaining moisture in all 
bakery products held to have different descriptive properties from 
poultry and stock foods, particularly as the respective goods are sold 
to a different class of purchasers. 

Appeal from a decision from the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commissioner’s 


decision see 26 T.-M. Rep. 169. 


Oscar W. Giese, and Paul, Paul & Moore, of Minneapolis, Minn., 
and Edmund H. Parry, of Washington, D. C., for appellant. 
Myron B. Stevens, of Washington, D. C., for appellee. 


Harrietp, J.: This is an appeal in a trade-mark opposition 


proceeding from the decision of the Commissioner of Patents 
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afirming the decision of the Examiner of Interferences dismissing 


the notice of opposition of appellant and holding that appellee was 
entitled to the registration of the trade-mark “Sure-Dou,” for use 
on “dextrinized and gelatinized starches for retaining moisture in 
all bakery products.” 

In his application appellee stated that he had used his trade- 
mark on his goods in interstate commerce since May 16, 1933. 

In its notice of opposition appellant alleged that it is the 
owner of flour and cereal mills, and elevator properties located in 
various places throughout the United States; that it is the owner of 
the entire capital stock of various subsidiary corporations in the 
United States; that it is the owner of several trade-marks used on 
the products manufactured in its mills, and sold in interstate and 
foreign commerce by and through its subsidiary corporations; that, 
long prior to appellee’s alleged date of adoption and use of his mark, 
appellant and its predecessor—Sperry Flour Company, now a sub- 
sidiary corporation—adopted and used a number of trade-marks on 
poultry and stock foods, each of which consists of the prefix “‘Sure”’ 
followed by suffixes suggestive of the goods to which the marks were 
applied ; that each of those marks was registered in the United States 
Patent Office under the Trade-Mark Act of February 20, 1905— 
Registration No. 217,026, issued August 24, 1926, on an applica- 
tion filed April 13, 1926, for the trade-mark “Surefat” for use on 
poultry food; Registration No. 128,524, issued January 6, 1920, on 
an application filed June 16, 1919, for the trade-mark “Suregrow” 
for use on poultry food; Registration No. 128,523, issued January 
6, 1920, on an application filed June 16, 1919, for the trade-mark 
“Surelay” for use on poultry food; Registration No. 181,550, issued 
March 25, 1924, on an application filed October 23, 1923, for the 
trade-mark “Surelive” for use on baby chick food; Registration No. 
128,522, issued January 6, 1920, on an application filed June 16, 
1919, for the trade-mark “‘Suremilk’’ for use on stock food; Regis- 
tration No. 1538, 622, issued March 21, 1922, on an application filed 
May 25, 1921, for the trade-mark “Surepork” for use on stock food; 
Registration No. 275,841, issued September 80, 1930, on an ap- 
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plication filed May 31, 1930, for the trade-mark “Sureturk’”’ for use 
on poultry food; Registration No. 275,639, issued September 30, 
1930, on an application filed May 31, 1980, for the trade-mark 
“Suregobble” for use on poultry food; Registration No. 275,833, 
issued September 30, 1930, on an application filed May 31, 1930, for 
the trade-mark “Surepoult” for use on poultry food; Registration 
No. 302,765, issued April 25, 1933, on an application filed Decem- 
ber 19, 1982, for the trade-mark “Surecalf” for use on stock food; 
that appellant and the Sperry Flour Company have expended 
large sums of money in advertising appellant’s trade-marks, and 
have built up an extensive business in interstate commerce; that the 
public associates appellant’s marks with its goods; that the goods 
on which appellee uses his trade-mark are of the same descriptive 
properties as those on which appellant uses its trade-marks; that 
the trade-mark of appellee so closely resembles the several trade- 
marks of appellant that if used on his goods, confusion in trade 
would result, and the public would be deceived into believing that 
appellee’s goods originated with appellant; and that appellant would 
be damaged by the registration of appellee’s trade-mark. 

Appellee filed a motion to dismiss the notice of opposition, alleg- 
ing that the goods of the parties were not of the same descriptive 
properties, and that the marks were not confusingly similar. 

The motion was denied by the Examiner of Interferences. 

Thereupon, appellee filed an answer to the notice of opposition, 
and “particularly to the question of confusion in trade, which the 
opposer alleges, might arise in the event of registration of ap- 
plicant’s mark.”” Appellee further alleged in his answer that the 
goods on which he used his trade-mark “Sure-Dou” were not goods 
of the same descriptive properties as the goods on which appellant 
used its trade-mark, to wit, poultry and stock foods; that appellee's 
dextrinized and gelatinized starches are used by bakers for retaining 
moisture in all bakery products; that, whereas appellant’s goods 
are usually distributed through wholesale and retail grocers, feed 
stores, and the like, appellee’s goods are sold directly to bakers, 
and not through wholesale and retail grocers, and other concerns 


handling products for human consumption; that those engaged in 
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making bakery products would not believe that appellee’s product 
originated with appellant; and that appellee’s use of his mark on 


treated starches would not be likely to confuse purchasers as to the 
origin of appellant’s products. In his answer, appellee cited and 
quoted from several decisions, all but one of which—Chilton Print- 
ing Co. v. The Class Journal Co., C. D. 1912, 251, 182 O. G. 510— 
relate to the subject of “merchandise of the same descriptive 
properties,” as used in section 5 of the Trade-Mark Act of February 
20, 1905, in support of his “contention that confusion in trade 
could not arise in the event of registration of his trade-mark.” Ap- 
pellee quoted the following from the headnotes in the Chilton case, 
supra: 

Where an opposer used neither the mark sought to be registered by the 
applicant nor one so similar thereto as to be liable to cause confusion in 
the mind of the public, he has no standing in the opposition proceedings 
(citing Underwood Typewriter Co. v. A. B. Dick Co., C. D. 1911, 298, 163 
O. G. 730, 36 App. D. C. 175) [1 T.-M. Rep. 35]. 

On this record, the tribunals of the Patent Office held that appel- 
lee was entitled to the registration of his mark. In so holding, the 
Commissioner of Patents stated that, although appellee’s mark 
“Sure-Dou” was “clearly confusingly similar” to appellant’s mark 
“Suregrow,” the goods of the respective parties did not possess 
the same descriptive properties, and, therefore, appellee was en- 
titled to the registration of his mark. (Italics ours.) Accordingly, 
the notice of opposition was dismissed. 

It is contended by counsel for appellant that appellee admitted 
in his answer that the products of the parties were derived from the 
same “raw material source,’ and that appellant’s stock and poultry 
foods contain cereals and starch providing substances; that appellee 
also admitted that he was aware of the fact that appellant was 
engaged in the milling of flour which was sold to bakers; and that 
appellee failed to deny in his answer that his trade-mark so closely 
resembles the trade-marks of appellant “that the public will be con- 
fused and deceived into believing” that appellee’s goods bearing his 
mark originated with appellant. It is further contended that the 
goods of the parties possess the same descriptive properties, and 

that the involved marks so closely resemble one another that the 
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use by appellee of his mark on his goods concurrently with the use 
by appellant of its marks on its goods would be likely to cause con- 
fusion in the trade and result in injury to appellant. 

It is conceded in the brief of counsel for appellee that appellee 
inadvertently failed to deny in his answer the allegation, contained 
in the notice of opposition, that his mark so closely resembled the 
marks of appellant as to cause confusion in the trade. It is argued 
by counsel, however, that the goods of the respective parties do not 
possess the same descriptive properties, and that confusion in trade 
will not result in the concurrent use by the parties of their respec- 
tive marks on their goods. 

At the outset, attention should be called to the fact that appel- 
lant, in paragraph 11 of its notice of opposition, declared that the 
goods of the respective parties possess the same descriptive proper- 
ties, and that, in paragraph 12, it was alleged that the marks of 
the parties so closely resemble one another that, if used by them on 
their respective goods, “the public will be confused and deceived 
into believing’”’ that appellee’s goods originated with appellant. 

We think it was the purpose of appellant to allege that the 
goods of the parties possess the same descriptive properties, and 
that, therefore, confusion in trade will result because of the simi- 
larity of the marks of the parties. 

It is clear from the provisions of section 5 of the Trade-Mark 
Act of February 20, 1905, that if the marks closely resemble one 
another, or even if they are identical, confusion in trade will not 
be likely to result in a statutory sense, unless the goods of the 
parties possess the same descriptive properties. 

We think appellee’s answer is sufficient to raise the question of 
the confusing similarity of the involved marks when used on the 
goods of the respective parties which, appellee alleged, did not 
posses the same descriptive properties. 

Although the notice of opposition contains an allegation that 
appellant’s marks are used on, or in connection with, flour and other 


cereal products of appellant, there is no statement therein as to 


when such marks were so used. (It will be noted that the regis- 
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trations hereinbefore set forth, relate only to stock and poultry 
foods. ) 

Although appellee conceded in his answer that the goods of the 
respective parties were derived from the same raw material source, 
he qualified that concession by stating that appellant’s stock and 
poultry foods, although containing cereals and starch, usually con- 
tain ‘other products that are supposed to be beneficial to the 
health and growth of live stock and poultry.” 

We are in agreement with the contention of counsel for appellant 
that appellee’s trade-mark “‘Sure-Dou” closely resembles at least 
one of appellant’s trade-marks—‘“Suregrow.” However, we are 
not in accord with their contention that the goods of the respective 
parties possess the same descriptive properties. 

Appellee’s “dextrinized and gelatinized starches,’ used by 
bakers for the purpose of retaining moisture in bakery products, 
are sold directly to the consumers—bakers, and not to wholesale or 
retail grocers; whereas, it is alleged in appellee’s answer and not 
denied by appellant that appellant’s goods are “usually distributed 
through wholesale and retail grocers, feed stores and the like.” 

It is true that appellant refers in its notice of opposition to its 
products as cereal products. However, there is nothing in the notice 
of opposition from which it may properly be deduced that other 
materials are not used in its poultry and stock foods, as alleged in 
appellee’s answer. 

We find nothing of record which tends to establish that the 
use by appellee of his mark on his goods, concurrently with the 
use by appellant of its marks on its goods, would be likely to cause 
confusion or mistake in the mind of those who purchase the goods 
of the respective parties. 

Considering the differences in their description, character, and 
use, and the people to whom they are sold, we are of opinion that 
the goods of the respective parties do not possess the same descrip- 
tive properties. 

Although appellee’s mark “Sure-Dou” closely resembles ap- 


pellant’s mark “Suregrow,” we are not in accord with the holding 
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of the Commissioner of Patents that those marks are ‘confusingly 
similar,” in view of the fact that the goods of the parties do not 
possess the same descriptive properties. 

For the reasons stated, the decision of the Commissioner of 
Patents is affirmed. 


Tue Emerson Evectric MANuracturinGc Co. v. Emerson Rapio 
& PHonoGraPH Corp. 


United States Court of Customs and Patent Appeals 
Opposition No. 13,308 
April 5, 1937 


Trape-Marxs—Opposition— Rapio anv TELEVISION Sets, Evecrric Morors, 
Exvecrric Fans anp Orner E ecrricatty-Oreratep APPARATUS 
Goons or Dirrerent Descriprive Properties. 

Radio and television sets and apparatus, and certain electrically- 
operated goods, such as motors, fans, forges, blowers, generators, 
switches and air or water pumps, held to be of different descriptive 
properties. 

Trape-Marxs—Opposirion—“EMERSON” ON ELecrricaLLy-Operarep Ap- 
PARATUS. 

Appellee and its predecessors had in about the year 1916 began the 
manufacture of phonograph and radio products under the name 
“Emerson,” which name it had several times registered as a trade-mark 
for these and similar goods. Appellant, a manufacturer since about 1890 
of electrically-operated tools and machinery, not including radio and 
phonograph apparatus or parts thereof, began about the year 1932 to 
put out a dynamotor for radio apparatus under the name “Emerson 
B. Power Unit.” Held, that inasmuch as both parties had used their 
respective names concurrently for several years without evidence of 
serious confusion, they should be permitted to continue such use. The 
Commissioner’s decision dismissing the opposition was, accordingly, 
affirmed. 


Appeal from a decision of the Commissioner of Patents dis- 
missing an opposition proceeding. Affirmed. For the Commis- 
sioner’s decision see p. 351 post. 


Lawrence C. Kingsland, and Edmund C. Rogers, both of St. 
Louis, Mo., for appellant. 


Samuel E. Darby, Jr., of New York City, for appellee. 
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GraHaM, P. J.: Emerson Radio & Phonograph Corporation, a 
corporation of the State of New York, applied to the United States 
Patent Office for the registration of a trade-mark for radio sets 


and apparatus, television sets and apparatus, etc., on September 
12, 1983. It is said in the application that this mark has been 
used in connection with the selling of radio sets and apparatus, 
television sets and apparatus, radio television sets and apparatus, 
and radio phonograph combinations, since about July 1, 1927. 

The mark consists of a representation of a treble clef, together 
with the words “Emerson Radio and Television.” No claim is 
made to the words “Radio and Television” apart from the mark, 
as shown. The words are superimposed upon the lower part of 
the clef. 

The Emerson Electric Manufacturing Company, a corporation 
of the State of Missouri, filed notice of opposition to the applica- 
tion, alleging that it is the manufacturer of electrical equipment, 
including, among other items, the following: 


Electric motors, electric fans, including portable, wall, ceiling, floor 
and exhaust types, furnace blowers, forge blowers, organ blowers, and 
hair driers, electric generators, electric motor-generators, electric switches, 
including manually operated and automatically controlled types, rotary 
transformers, illuminating cylinders, electrically-operated coffee mills, 
electrically-operated air and water pumps, electrically-operated lathes, 
electrically-operated buffers and grinders, electrically-operated dental 
engines, electric power units for sewing machines, electrically-operated 
humidifiers, electrically-operated air washers, and radio “B” power units. 

The opposer states that since in or about 1890, its business 
has been conducted under the present or substantially the same 
name, including prominently the word “Emerson” as its distinc- 
tive feature; that its products have been marketed with and known 
by the name “Emerson,” and have been extensively advertised ; that 
this name has been used continuously since its initiation; and that it 
has built up a valuable good-will. 

The opposer also states that it is the owner of three registered 
trade-marks, namely, a trade-mark consisting of the block letters 
“Emerson,” registered August 15, 1916, for the following: 


: . electric motors, electric fans, including fans of portable, wall, 
ceiling, and floor types, electric exhaust-fans, electric forge-blowers, electric 
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generators, electric motor-generators, knife-switches, switchboards, panel- 
boards, fuse-boards, transformers, rotary transformers, illuminating- 
cylinders, watch-demagnetizers, electric organ-blowers, electric hair driers, 
electrically-operated coffee-mills, electrically-operated air and water pumps, 
electrically-operated lathes, electrically-operated buffers and _ grinders, 
electrically-operated furnace blowers, electrically-operated hacksaws, and 
electric motors and power-transmitters for sewing-machines, in Class No. 
21, electrical apparatus, machines, and supplies; a trade-mark consisting 
of the word “Emerson,” registered September 5, 1916, “for dental lathes, 
dental engines, and buffers and grinders for dentists’ use, . . . Dental, medi- 
cal, and surgical appliances.” 

Both of the foregoing trade-marks were registered under the ten- 
year clause of the trade-mark act of 1905. Ownership is also 
pleaded of a trade-mark consisting of a representation of a pyramid, 
with the words 

Fans 
EMERSON 
Motors 
Built to Last 
registered June 9, 1925, “for nonoscillating electric fans, oscillating 
electric fans, electric ceiling fans, electric column fans, electric 
ventilating fans, electric exhaust fans, and electric motors.” 

The ordinary allegations of confusion in origin are made. 

The parties took testimony. The appellant, on its part, showed 
that the scope of the distribution of its products was nation-wide 
and had been such for a long period; that distribution was initiated 
in 1900 and extended to 1905; that extensive advertising had been 
carried on; that the mark “Emerson” for dental, medical, and 
surgical appliances had been used continuously since 1924, the same 
name plate having been used on generators, fans, and electrical 
appliances; that the same name plates were used in motor genera- 
tor sets for use with radio in 1921. From 1921, motors have been 
produced which have a name plate bearing the word “Emerson” 
prominently displayed thereon. Motors have been supplied for use 


with television apparatus, showing the word “Emerson” promi- 
nently displayed. This was about 1929. 

The major part of the company’s business is electric fans, dis- 
tributed at retail through outlets which handle both radio and phono- 
graph apparatus. Herbert I. Finch, a witness, testified that during 
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the last two years quite frequently correspondence has been mis- 


carried between the two companies, to the number of, perhaps, fif- 
teen or twenty letters. 

On cross-examination, the witness Finch testified that the special 
dynamotor for radio apparatus which he had mentioned in his 
testimony was a special dynamotor for radio work, and is the same 
as was referred to as the “Emerson ‘B’ Power Unit.”” These were 
sold directly to the consumer, and were used in place of the ordinary 
‘“B” batteries or vibrators. This power unit was placed upon the 
market first in 1982. The company has not patented this product, 
and does not manufacture complete television sets, or complete 
radio television receiving sets, or radio tubes. In addition to the 
dynamotor, the company has manufactured high voltage generators 
formerly used in transmission work, and motors for driving parts of 
radio and television apparatus. The witness was of the opinion that 
the use of the products of both the appellant and appellee under the 
mark ‘““Emerson’”’ would be confusing. 

Emerson Radio & Phonograph Corporation, the appellee, filed 
an answer, alleging that the so-called radio “B” power units were 
not manufactured until long after the appellee had manufactured 
and sold its goods, bearing its aforesaid mark, and that the appel- 
lant did not at any time prior to appellee’s entry into the field sell 
or offer any radio parts or radio products of any kind; that the ap- 
pellee has established an extensive good-will, and that the various 
products which it manufactures are recognized by its name, which 
is associated with the appellee. The applicant denies that the 
goods manufactured by the opposer are of the same descriptive 
properties as those of the applicant, and denies any interference or 
confusion with the mark used by the applicant. The applicant 
claims to be the owner of five trade-mark registrations, namely, a 
mark consisting of the written signature, “Victor H. Emerson,” 
registered January 25, 1916, for use with phonographic machines 
and sound records; a mark consisting of a representation of a 
treble clef, registered May 25, 1920, for use with the sale of musical 


instruments and supplies; a mark consisting of a representation of 
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a shield with the word “Emerson,” registered April 6, 1920, in con- 
nection with the sale of phonograph records; a representation of a 
treble clef, superimposed upon the words “Emerson Records,’ 
registered May 30, 1922, in connection with the sale of phono- 
graphs and phonograph records; and a trade-mark consisting of a 
representation of a treble clef with the words “Emerson Phono- 
radio,” registered May 29, 1927, in connection with the sale of com- 
plete radio receiving sets adapted to combination with phonographs. 

It appears from the testimony of the witness Benjamin Abrams, 
who is the president of the Emerson Radio & Phonograph Corpora- 
tion, that he has been connected with the sale of products under the 
name “Emerson” since 1916. In 1916 Abrams was associated with 
the company as jobber of “Emerson” phonographs and records. 
These records were at first sold with the trade-mark “Victor H. 
Emerson,” and about a year after business was started a trade-mark 
showing a clef and accompanied with the words ‘““Emerson Records,’ 
was submitted. 

At that time approximately six advertisements were issued of 
various phonographs sold by the company, by which they were made 
known to the public. Among other advertisements at the time was one 
of January 10, 1920, in the Saturday Evening Post. Sometime in 
1921, the Emerson Company went into the hands of a receiver, 
and, in 1922, the company went into bankruptcy and the assets of 
the company were offered for sale. Abrams then purchased the 
assets, including the trade-marks, patents, good-will, machinery, 
equipment, and inventory, with the exception of one patent, which 
were included within the company’s property. Thereupon Abrams 
caused a new corporation to be formed, known as the Emerson 
Phonograph Company, Inc., to which was at once transferred all 
the assets which had been acquired by Abrams from the Emerson 
Phonograph Company, Inc. This new company engaged in the 
business of manufacturing phonographs and phonograph records. 
In 1928, the company initiated the manufacture and sale of a com- 
bination radio and phonograph, which was called the “Emerson 
Phonoradio.” This machine was extensively advertised in trade 
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and other magazines. In 1922 Abrams made arrangements with a 
company in Peru, Ind., under the name of Wasmuth-Goodrich Com- 
pany, whereby Emerson Phonograph Company, Inc., granted to 
Wasmuth-Goodrich Company the right to manufacture a phono- 
graph and use the “Emerson” name thereon. In 1923 it was decided 
by the Emerson Phonograph Company, Inc., to manufacture a 
combination radio and phonograph, using the phonograph that 
Wasmuth-Goodrich Company manufactured, and attaching thereto, 
in the place of business of the Emerson Phonograph Company, Inc., 
a radio set, thereby forming a combination radio and phonograph. 
At that time the Emerson Phonograph Company, Inc., found that 
an application was also pending from Wasmuth-Goodrich Company 
in the Patent Office, to register the name “Emerson” for a combina- 
tion phonograph and radio. Opposition proceedings were started, 
and finally the proceedings resulted in a settlement whereby the 
Emerson Phonograph Company, Inc., acquired the rights claimed 
by Wasmuth-Goodrich Company. The trade-mark was assigned 
and transferred to Emerson Phonograph Company, Inc. 

In 1924 the Emerson Radio Corporation and the Emerson 
Phonograph Company, Inc. merged under the name of Emerson 
Radio & Phonograph Corporation. The former corporation was 
formed for the purpose of segregating the phonograph business from 
the radio business. After the separate corporations were formed, 
it was decided by the companies to abandon the plan of operating 
two separate units, because of overhead and other reasons. Emerson 
Radio & Phonograph Corporation, since its organization, has been 
engaged in the business of manufacturing and selling radios, with a 
small percentage of phonograph business. Many of its products 
have been marketed with the treble clef as a trade-mark associated 
with the name “Emerson.” The advertising of the company amounts 
to as much as $100,000 a year, and its goods have been extensively 
advertised throughout the country. The mark has been continued 
upon all of its products, and at the time of hearing approximately 
12,000 dealers were engaged in the selling of these products, in ten 
or twelve countries. Mr. Abrams stated that in his knowledge of 
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the business he had never known of any confusion in mail, or 
otherwise, between the two contesting companies. The products 
are sold in music, radio, hardware and automotive stores, and in some 
cases, drug, department, and furniture stores. The company sells 
only repair parts for the instruments it also sells, and does not make 
a business of manufacturing parts. The parts are largely purchased 
from other manufacturers. 

The Examiner of Interferences was of the opinion that the oppo- 
sition should be sustained and that the registration ought not to 
be allowed. On appeal, the Commissioner of Patents reversed the 
decision of the Examiner. 

The principal controversy in this case arises out of the date 
when the parties entered the particular field in which the appellee 
is now engaged, namely, the manufacture of radios and phonographs. 
The opposer, by its testimony, attempts to prove that it was in this 
field at least as early as the appellee. This the appellee denies. 
Both parties took testimony. The Commissioner of Patents made 
these observations upon the point at issue: 


It seems to me the goods involved in the instant proceeding are as dif- 
ferent as were those disclosed in either of the cited cases. It is to be 
noted that applicant’s description of goods is quite specific, and that the 
only “parts” of its various receiving sets to which its mark is applied are 
tubes, eliminators and loud speakers. Probably opposer’s “radio ‘B’ power 
units” could properly be called radio parts, though the record is somewhat 
hazy in that regard; but it is fairly apparent that their manufacture was 
only temporary, that it occurred after applicant’s established use of its 
mark on the goods described in the application, and that it had been perma- 
nently discontinued before the application was filed. It follows that with 
respect to this particular item opposer’s trade-mark was not “owned and 
in use” by it so as to prevent registration to applicant under the provisions 
of Section 5 of the Trade-Mark Act, even though it be assumed that the 
goods were of the same class as those of applicant. 


Counsel for appellant contend that radio parts were made by it 
before the appellee engaged in the general making of radio parts. 
The testimony of the witnesses shows that in a circular issued by 
the appellant in 1922, a motor generator adapted for radio work, 
was advertised for sale. We have examined the circular with some 
care, and find an illustration of such a motor. However, there is 
no statement that this motor generator is not suitable for other pur- 
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poses, and in so far as its appearance is concerned, it might well 
be used for other purposes. It does not appear that the appellant 
engaged in the making of any apparatus, especially adapted to and 
suitable for radio purposes, until 1930, when fans, with radio 
speakers attached, were offered for sale in the catalogs of the ap- 
pellant. On one occasion, in January, 1924, the appellant offered 
for sale what was called “Gabel’s Automatic Entertainer,” a sort 
of a music box, similar to a phonograph. 

The real production of radio power units by the appellant began 
about 1932, and consisted of sales of special dynamotors which were 
used in lieu of “B” batteries or vibrators, in conjunction with small 
independent units of electric energy production. The testimony 
shows that the appellant has never been actively engaged in the 
production of radio receiving sets, or in any radio parts, except 
such production as has been mentioned in radio dynamotors. 

This production was entered upon at a time long succeeding the 
entrance of the appellee into the field. Since 1924 it had been 
continuously and increasingly producing radio receiving sets, until 
its reputation and business had largely increased along these lines. 

These corporations have been following their chosen lines for 
many years, without apparent conflict. A few letters have mis- 
carried in the mails or have been misdirected, but such confusion 
seems to have been without serious consequences. Both parties have 
honestly built up valuable and extensive businesses. There seems 
to be no reason why they should not be permitted to continue to do 
so and to use the marks which have become familiar to the users of 
their goods. 

The particular trade-mark which the appellee is attempting to 
register at this time is distinctive. The mark consists of several 
features, a striking feature of which seems to be the representation 
of a treble clef associated with the word ‘““Emerson.” The appellee 
entered the radio field first, and considering the character of the 
goods of the respective parties at that time, no good reason appears 
why it should not be permitted to register its mark. 
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We observe that the mark sought to be registered contains the 
words “Radio and Television,’ which are disclaimed. We fail to 
find in the record any statement that the appellee is engaged in the 
sale or manufacture of television equipment. It is suggested to the 
Commissioner of Patents that it may be necessary to cause this ap- 
plication to be so amended as to omit the word “Television” on the 
return of the case to the Patent Office. 

In our opinion the Commissioner of Patents came to the right 
conclusion, and his decision is affirmed. 


Hatrievp. J., did not participate in this case. 


DeEcISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation 


Frazer, A. C.: Held that a petition by Glendale Beverage 
Company to cancel registration No. 51,818, owned by Duffy-Mott 
Company, Inc, was improperly dismissed. 


In his decision after noting that petitioner's application for 
registration of a trade-mark had been rejected on the registration 
now sought to be cancelled, and that the present petition was filed in 
view of that action, the Assistant Commissioner said: 


Only the testimony filed on behalf of respondent need be considered. 
I quote from that given by H. Eugene Meinhold, respondent’s vice-president 
and treasurer: 

“Q. Will you explain the circumstances attending the acquisition by the 
company of Trade-Mark No. 51,818? 

“A. The company records show that prior to June of 1919 a registration 
of ‘White Seal’ for cider was refused to our company by the Patent Office 
on the grounds that an old registration in the name of Holthusen for ginger 
ale was still on record. That registration had apparently been abandoned 
and Holthusen was no longer in business at that time. On advice of coun- 
sel, to avoid the necessity of proving to the Patent Office that the Holthusen 
brand was no longer in use, our company secured an assignment of said 
trade-mark. 

* * * 
“Q. Has Duffy-Mott Company, Inc., ever made use of this trade-mark? 
“A. No.” 


Then, after noting respondent’s argument that that testimony 
did not prove abandonment, he said: 
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Abandonment presupposes ownership, and in the admitted absence of 
use respondent’s asserted ownership of this mark has no other possible basis 
than the assignment from Holthusen. Under the circumstances related by 
Mr. Meinhold the assignment, as such, was a nullity, the only result of which 
was the abandonment by Holthusen of any title theretofore claimed by him 
in the mark attempted to be assigned. In other words it was not respondent, 
but Holthusen, who abandoned the mark, respondent having acquired no 
interest to abandon. 


He then noted the respondent’s argument that its use of a 
somewhat similar mark on goods said to be of the same descriptive 
properties as the registered mark has saved the latter from abandon- 
ment, and said: 


I am unable to adopt this reasoning. Holthusen’s abandonment of his 
trade-mark made its registration subject to cancellation, and respondent's 
adoption of a similar mark, or even of the same mark, could not in my 
opinion have any bearing upon the propriety of such cancellation. 


With reference to the argument that petitioner had not shown 
injury, he said: 


This argument is predicated upon the fact that respondent has used 
another mark on goods of the same descriptive properties as those set 
forth in petitioner’s application for registration, which is claimed to be so 
similar to petitioner's mark as to bar such registration even were the 
Holthusen certificate canceled. I do not think that this point may properly 
be adjudicated in the present proceeding. The only ground upon which the 
Examiner of Trade-Marks refused to register petitioner's mark was that 
it conflicted with the abandoned mark here under consideration. That 
fact sufficiently establishes injury. If respondent can show other reasons 
why registration should be refused its remedy is by opposition, and I do 
not think the merits of such a possible proceeding should be prejudged now.' 


Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the act of 1905, a certain trade-mark for furniture. 

In his decision the Assistant Commissioner stated the facts as 
follows: 


The mark sought to be registered comprises applicant’s corporate name 
and place of business and the additional wording “Furniture by Sligh,” 
together with certain design features, all enclosed in a rectangular border. 
Registration was refused in view of a mark previously registered for the 
same goods, with which the Examiner held applicant’s mark to be in conflict. 
The registered mark is outlined by a rectangular border of substantially the 


1 Glendale Beverage Company v. Duffy-Mott Company, Inc., Canc. No. 
2908, 159 M. D. 851 February 26, 1937. 
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same proportions as that of applicant, and in addition to a pictorial design 
displays the name of the proprietor, “Sligh Furniture Co.,” and the words 
“Sligh Furniture.” In applicant’s mark the name “Charles R. Sligh” ap- 
pears in relatively large letters, as does the word “Sligh” in the registered 
mark. 


Then, after noting applicant’s argument as to the likelihood of 
confusion, he said: 


Because of certain alleged trade practices, and the asserted fact that 
Sligh Furniture Co. is no longer in business, applicant argues that confu- 
sion is impossible. Mere statements in the brief may not, however, be 
regarded as evidence; and upon the present showing it cannot be presumed 
that the registered mark has been abandoned, or even that it is not in use. 
Nor would the absence of confusion in the minds of furniture dealers be of 
controlling importance even were it an established fact. Likelihood of “con- 
fusion or mistake in the mind of the public” is the criterion prescribed by 
the statute. 


Then, after stating that it would be apparent that those casually 
familiar with the trade-marks of the Sligh Furniture Co., seeing 
applicant’s mark for the first time, would be likely to think both 
were of the same origin and noting applicant’s argument, he said: 


I am not prepared to agree that these two marks are “completely dis- 
similar in appearance.” In addition to the common word features each dis- 
plays a scroll and the representation of a person and as already noted both 
have rectangular borders of substantially the same proportions. Placed side 
by side they are, of course, easily distinguishable; but the impression left on 
the mind by a casual inspection of one may, I think, not unreasonably lead 
the observer to confuse the two upon seeing the other after a short interval. 

Applicant stresses the fact that “Charles R. Sligh” is the name of its 
president and general manager, but that does not remove the objection to 
registration if the name is so employed as to render the mark as a whole 
confusingly similar to the registered or known trade-mark of another used 
for goods of the same descriptive properties. J. B. Williams Co. v. Williams, 
18 C. C. P. A. 1133, 48 Fed. (2d) 398 [21 T.-M. Rep. 188].2 


Frazer, A. C.: Held that applicant is not entitled to register 
the term “Silver Bar,’ displayed in association with a pictorial 
design, as a trade-mark for whisky, gin, rum, brandy and cordials, 
in view of the prior adoption and use by opposer, of the term 
“Silver Shield” for the same goods. 

In his decision the Assistant Commissioner said: 


Opposer’s mark is “Silver Shield.” The mark sought to be registered is 
“Silver Bar,” displayed in association with a pictorial design. While the 
2 Ex parte Charles R. Sligh Company, Ser. No. 374,805, 159 M. D. 843, 
February 10, 1937. 
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design must, of course, be considered as a part of the composite mark, the 
fact remains, as pointed out by the Examiner of Interferences, “that pur- 
chasers would recognize and call for the applicant’s goods by the only 
spoken symbol included in the mark affixed thereto, namely, the notation 
‘Silver Bar.’” As purchasers of the goods here involved frequently order 
by the drink, and have no opportunity to see the labels, this becomes a mat- 
ter of considerable importance in determining the probability of confusion. 
While the existence of such probability in this case is not entirely free from 
doubt, that doubt must be resolved in favor of the first user.® 


Frazer, A. C.: Held that applicant is not entitled to register 
the mark “Glo-Lox,” in view of the prior adoption and use by 
opposer of the term “Oloxo’ on goods of the same descriptive 
properties. 

In his decision, after noting that the opposer had cited four 
registrations but that the mark “Oloxo” was more nearly like ap- 
plicant’s mark than any of the others, the Assistant Commissioner 
said: 

In my opinion the concurrent sale of such goods under the respective 
trade-marks “Oloxo” and “Glo-Lox” would be likely to lead to confusion; 
and while the question is not entirely free from doubt, that doubt must be 
resolved in favor of the first user. To the numerous cases cited in opposer’s 
brief in support of this view may be added Abel v. Beatrice Creamery Co., 


23 C. C. P. A. 735, 79 Fed. (2d) 751, and Skelly Oil Co. v. Powerine Co., 
(C. C. P. A.), 86 Fed. (2d) 752 [27 T.-M. Rep. 78].4 


Frazer, A. C.: Held that applicant is not entitled to register 
the term “Un-Lax,” in view of the prior adoption and use by op- 
poser of the term “Ex-Lax.” 

The ground of the decision is that the goods are the same and 
the marks are confusingly similar. 


In his decision the Assistant Commissioner noted that the 
Examiner of Interferences said in his decision that the term “lax” 
was descriptive of the goods and there was sufficient difference be- 
tween the syllables “un” and “lax” to prevent the conclusion that 
the use of these two marks would result in confusion in trade. 

He then noted the case of Skelly Oil Co. v. The Powerine Co. 
(C. C. P. A.), 86 F. (2d) 752 [27 T.-M. Rep. 78], in which a 


’ Continental Distilling Corporation v. Jacob Englander, Opp’n No. 
14,756, 159 M. D. 846, February 11, 1937. 

* Inecto, Inc. v. Beauty Products, Inc., Opp’n No. 14,930, 159 M. D. 847, 
February 16, 1937. 
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similar ruling had been made with respect to “Powerine” and 
““Powermax” and the decision reversed by the Commissioner, and 
the latter’s decision sustained by the Court of Customs and Patent 
Appeals and that court laid down certain rules with respect to the 
consideration of such marks. One of these rules was that the marks 
must be considered as a whole. 

He then said: 

Applying these rules to the marks before me, I am constrained to hold 
that “Ex-Lax” and “Un-Lax,” applied to identical merchandise of the class 
here involved, are so nearly similar that their concurrent use would in- 
evitably lead to confusion. 

He further noted applicant’s argument that the word “lax” had 
become public property as applied to such goods and therefore 
could not be used by the opposer to prevent the registration of a 
mark using the same syllable, and said: 


As already appears a categorical answer is found in Skelly Oil Co. v. 
The Powerine Co., supra, which is strictly in line with many earlier cases 
from the same court. (Citing the decision of the Court of Customs and 
Patent Appeals in The Pepsodent Company v. Comfort Manufacturing Co., 
23 C. C. P. A. 1224, 83 Fed. (2d) 906 [26 T.-M. Rep. 481]. 


He further said: 


The two registered marks, held by the Examiner of Interferences to 
bar the registration here sought by applicant, are “Re-Lax” and “Nu-Lax.” 
As each of them is manifestly at least as nearly similar to applicant’s mark 
as is the mark of opposer, it follows from what has been said that in my 
opinion the holding in that regard was proper.’ 


Frazer, A. C.: Held that applicant is not entitled to register 
the word ““Micronized,” as a trade-mark for face and body powders, 


beautifying creams, etc., in view of the prior registration by opposer, 


of the term “Mercolized” for an ointment or cream for the com- 
plexion. 

In his decision the Assistant Commissioner, after noting that the 
goods were obviously of the same descriptive properties and the 
only question was as to the confusing similarity of the marks, said: 


I am constrained to agree with the Examiner that such confusion would 
be probable, or at least that the question is not free from doubt; and any 
doubt on this point must, of course, be resolved in favor of the first user. 


5 Ex-Lax, Inc. v. Charles C. Huitt, Opp’n No. 14,962, 159 M. D. 862, March 
12, 1937. 
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Both marks have the same number of letters and the same number of 
syllables. Both begin with the letter “M” and end in a common suffix. 
At a glance they are quite similar in appearance, and when spoken they 
are not greatly different in sound. In my opinion they are at least as 
nearly alike as the marks “Permanize” and “Simoniz,” which were held to 
be confusingly similar by the United States Court of Customs and Patent 
Appeals in The Simoniz Co. v. Permanizing Stations of America, 18 C. C. 
P. A. 1374, 49 Fed. (2d) 846 [21 T.-M. Rep. 309]. 


Frazer, A. C.: Held that the use by opposer, of the term 
“Carnation” as a trade-mark for condensed milk, malted milk, 
whole dry milk, etc., is not sufficient to justify the refusal to register 
to the applicant the same term as a trade-mark for wines and 
brandy. 

The ground of the decision is that the goods are not of the same 
descriptive properties. 

In his decision, after stating that it was not alleged in the notice 
of opposition that the goods of the parties were of the same descrip- 
tive properties but merely that confusion of origin would probably 
result in the contemporaneous use of the two marks and that 
opposer’s prohibition customers might cease altogether to be its cus- 
tomers because they would resent using a milk product having the 


same trade-name as wine products, the Assistant Commissioner said: 


In Mohawk Milk Products Co. v. General Distilleries Corporation, 469 
O. G. 775, 30 U. S. P. Q. 281 [26 T.-M. Rep. 670], it was held by this tribunal 
that canned milk and gin are of different descriptive properties, and that 
no confusion would be reasonably likely to result from their sale under 
identical trade-marks. I am clearly of the opinion that the same ruling 
must be made with respect to the goods involved in the instant case. The 
purchasing public must be credited with at least a modicum of intelligence, 
which condition would seem to be incompatible with the occurrence of 
either ground of possible damage pleaded by opposer. The Patent Office 
and the courts have gone far in construing the Trade-Mark Act so as to 
avoid the registration of marks that might lead to confusion in their use, 
but the likelihood of such confusion must be predicated on something more 
convincing than mere speculation, and there must be some rational basis 
for holding the goods with which conflicting marks are used to be of the 
same descriptive properties. Milk products and wine products differ so 
widely in all material aspects that no person could reasonably be expected 
to assign them to a single source of origin. Conceivably some few in- 
dividuals might do so, but the resulting confusion could not properly be 


6 Dearborn Supply Company v. International Pulverizing Corporation, 
Opp’n No. 14,666, 159 M. D. 865, March 13, 1937. 
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classified as “likely” within the meaning of the statute, any more than 
could the predicted resentment of opposer’s “prohibition customers.”7 

Frazer, A. C.: Held that applicant is not entitled to register 
the term ‘“‘Flexopaque” as a trade-mark for paper used as a basis 
for wax coating and wax paper, in view of the prior registration by 
opposer, of the term “Snopaque” for waxed sulphite wrapping 
paper, since the goods are obviously of the same descriptive prop- 
erties and the marks are deemed to be so similar that they are 
likely to cause confusion in the mind of the public and deceive pur- 
chasers. 

In his decision after quoting from the decision of the Examiner 
of Trade-Mark Interferences in which the latter had stated that 
‘“paque” was a misspelling of “pack” and that the words “wrap” 
and “pack” have a similar signification and the word “Flexopaque” 
would be deemed to mean the same as “Flexo-Wrap,” the Assistant 
Commissioner said: 

Even were it permissible to thus dissect the marks I would be unable to 
agree with the Examiner’s reasoning. I think the average observer would 
take these marks to be a contraction of the words “snow opaque,” and a 
combination of the words “flex opaque,” respectively, and that neither 
“pack” nor “wrap” would occur to the mind in connection with either. But 
such dissection is not permissible, nor is it proper to speculate as to the 
portions of marks upon which purchasers will probably rely. Skelly Oil 
Co. v. The Powerine Co. (C. C. P. A.), 86 Fed. (2d) 752 [27 T.-M. Rep. 78]. 


The marks must be considered in their entireties exactly as they appear, 
because it must be presumed that they will be so viewed by the public. 


He then, with reference to the likelihood of confusion, said: 


While I disagree with the reasoning upon which the Examiner’s decision 
is predicated, I am nevertheless of the opinion that the opposition was 
properly dismissed. I think that the marks “Snopaque” and “Flexopaque” 
are sufficiently different in sound, appearance and meaning to insure against 


‘any reasonable likelihood of confusion when used upon the goods here in- 
volved.® 


Frazer, A. C.: Held that applicant was not entitled to register 


“Green Brook’’ as a trade-mark for whisky, gin, brandy and 


alcoholic cordials, in view of the use by opposer of the words 


7 Carnation Company v. California Growers Wineries, Inc., Opp’n Nos. 
14,346 and 14,347, 159 M. D. 866, March 16, 1937. 

* Riegel Paper Corporation v. Port Huron Sulphite & Paper Co., Opp’n 
No. 14,737, 159 M. D. 868, March 20, 1937. 
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“Green River” as a trade-mark for whisky, on the ground that the 
two marks are confusingly similar as applied to the respective goods. 

After stating that, inasmuch as the opposer had assigned its 
interest in the “Green River’ trade-mark prior to final hearing it 
no longer had, under the common law or in equity, any cause of 
action, the Assistant Commissioner said: 


It is clearly established by the record, however, that “Green River” 
is a “known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties” as that to which applicant 
applies its mark, and had been so used for many years prior to applicant’s 
entry into the field. If, therefore, applicant’s mark is so similar thereto 
“as to be likely to cause confusion or mistake in the mind of the public or 
to deceive purchasers,” registration is prohibited by the express terms of 
the statute, regardless of the rights of opposer. 

In Hamilton Brown Shoe Co. v. Sam B. Wolf Sons Co., 17 C. C. P. A. 
921, 39 F. (2d) 272, it was held that “American Lady” is confusingly 
similar to “The American Girl”; and in Fashion Park, Inc. v. The Fair, 
18 C. C. P. A. 1399, 49 F. (2d) 830, that “Fashion Row” is confusingly 
similar to “Fashion Park.” 

I find no error in the decision of the Examiner of Trade-Mark Inter- 
ferences, and it is accordingly affirmed.’ 


Frazer, A. C.: This is an appeal from the decision of the 
Examiner of Trade-Mark Interferences in a proceeding instituted 
by L. N. Renault & Sons, Inc., seeking cancellation of trade-mark 
registration No. 319,876, issued under the Act of March 19, 1920, 
to Etablissements Leon Rigault, Société Anonyme. The Examiner 
sustained the petition for cancellation and recommended that the 
registration be canceled. 

Respondent’s mark is the name “Leon Rigault,” used on “wines 
of all kinds.” Petitioner pleaded ownership of several registrations, 
including No. 249,037 of the surname “Renault” for a “general 
tonic having a wine base,” and No. 305,203 of the corporate name 
“L. N. Renault & Sons, Inc.,” for various wines. These registra- 
tions were issued under the ten-year clause of the Act of 1905, 
prior to the earliest of use claimed by respondent. Also, peti- 
tioner’s proofs are deemed sufficient to establish its prior use of the 
mark “Renault” on certain wines, as shown by its labels submitted 


® Green River Distilling Company, Inc. v. Majestic Distilling Company, 
Opp’n No. 14,106, 31 U. S. P. Q. 101, September 30, 1936. 
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in evidence. It was held by this tribunal in the case of United Drug 
Co. v. Golden State Wines, Inc., 159 M. D. 487 [25 T.-M. Rep. 
662], that wine and wine tonic are goods of the same descriptive 
properties. It follows that both of petitioner's marks have been 
used on goods of the same descriptive properties as those to which 
respondent’s mark is applied. 

The question left for determination is whether these marks 
are so similar as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers. As pointed out by the 
Examiner of Interferences, the dominating feature of the mark used 
by respondent is the word “Rigault,” which does not greatly differ 
from the word “Renault” in either sound or appearance; and I do 
not think the inclusion of the word “Leon” in respondent’s mark suf- 
ficiently overcomes this similarity in the two marks viewed in their 
entireties. Moreover, the notation ‘““Leon Rigault” is quite similar 
in sound to “L. N. Renault,” and similarity in sound is of particular 
importance where the goods, as here, are such as will customarily be 
called for by word of mouth. The addition of “& Sons, Inc.,” in 
petitioner’s mark is not deemed of sufficient significance to over- 
come the probability of confusion otherwise present. In my opinion 
respondent’s mark is confusingly similar to both “Renault” and 
“L. N. Renault & Sons, Inc.,” disclosed in petitioner's registrations ; 
and the decision appealed from is accordingly affirmed.” 


Descriptive Terms 


Frazer, A. C.: Held that it was within the jurisdiction of the 


Examiner of Interferences, where he found that a notice of opposi- 


tion must be dismissed, to also hold applicant’s mark unregistrable 
because descriptive of the goods. 

In his decision, after stating the facts and noting applicant’s 
argument that the Examiner was without jurisdiction to consider the 
ancillary question of applicant’s right to registration, the Assistant 


Commissioner said: 


107,, N. Renault & Sons, Inc. v. Etablissements Leon Rigault, Société 
Anonyme, Canc. No. 2822, September 29, 1936. 
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Jurisdiction, in the sense in which the word is here employed, means the 
power to deal with the general subject matter involved, and is not de- 
pendent upon the sufficiency of the bill or complaint in a particular action. 
I have found no better statement of this principle than that made by 
Judge Wilkerson in the case of Olson v. Hoffman, 4 Fed. (2d) 263, where 
he said: 

“Jurisdiction is the power to hear and determine the subject-matter in 
controversy between the parties to a suit. If the law confers the power 
to render a judgment or decree, then the court has jurisdiction. Jurisdic- 
tion of the particular matter does not mean simple jurisdiction of the 
particular case then occupying the attention of the court, but jurisdiction 
of the class of cases to which the particular case belongs. Whether a 
complaint does or does not state a cause of action is, so far as concerns the 
question of jurisdiction, of no importance, for, if it states a case belonging 
to a general class over which the authority of the court extends, then 
jurisdiction attaches, and the court has power to decide whether the 
pleading is good or bad. Jurisdiction does not depend upon the rightful- 
ness of the decision. It is not lost because of an erroneous decision, how- 
ever erroneous that decision may be. If the court has jurisdiction of the 
class of cases to which the particular case belongs, it has jurisdiction to 
decide whether, so far as the particular case is concerned, the jurisdiction 
of the court attaches.” 


And then, with respect to the particular case, after noting that 
motions to dismiss the opposition had been denied and it was only 
after final hearing that the Examiner of Interferences became con- 


vinced that the notice lacked an essential allegation of fact, he said: 


The proceeding was one in which his authority to act is expressly con- 
ferred by statute; and, having assumed jurisdiction, I think he had not 
only the right, but the duty, to comply with the requirement of section 7 
of the Trade-Mark Act that he “determine the question of the right of 
registration” of applicant’s mark. Skookwm Packers Association v. Pacific 
Northwest Canning Co., 18 C. C. P. A. 792, 45 Fed. (2d) 912 [23 T.-M. 
Rep. 121]. The correctness of his ruling is, of course, not open to inquiry 
upon this petition.™ 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that applicant is entitled to register the 
term ““Emerson” in association with a musical symbol, as a trade- 
mark for radio receiving sets and parts thereof, namely, tubes, 
eliminators, etc., notwithstanding the prior adoption and use by 
opposer of the term “Emerson” as a trade-mark for electric motors, 
electric fans, furnace blowers, etc. 


1! Industrial Rayon Corp. v. American Enka Corp., Opp’n No. 15,266, 159 
M. D. 848, February 19, 1937. 
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in evidence. It was held by this tribunal in the case of United Drug 
Co. v. Golden State Wines, Inc., 159 M. D. 487 [25 T.-M. Rep. 
662], that wine and wine tonic are goods of the same descriptive 
properties. It follows that both of petitioner's marks have been 
used on goods of the same descriptive properties as those to which 
respondent’s mark is applied. 

The question left for determination is whether these marks 
are so similar as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers. As pointed out by the 
Examiner of Interferences, the dominating feature of the mark used 
by respondent is the word “Rigault,” which does not greatly differ 
from the word “Renault” in either sound or appearance; and I do 
not think the inclusion of the word “Leon” in respondent’s mark suf- 
ficiently overcomes this similarity in the two marks viewed in their 
entireties. Moreover, the notation “Leon Rigault’” is quite similar 
in sound to “L. N. Renault,” and similarity in sound is of particular 
importance where the goods, as here, are such as will customarily be 
called for by word of mouth. The addition of “& Sons, Inc.,” in 
petitioner's mark is not deemed of sufficient significance to over- 
come the probability of confusion otherwise present. In my opinion 
respondent’s mark is confusingly similar to both “Renault” and 
“L. N. Renault & Sons, Inc.,” disclosed in petitioner’s registrations ; 
and the decision appealed from is accordingly affirmed.” 


Descriptive Terms 


Frazer, A. C.: Held that it was within the jurisdiction of the 


Examiner of Interferences, where he found that a notice of opposi- 


tion must be dismissed, to also hold applicant’s mark unregistrable 
because descriptive of the goods. 

In his decision, after stating the facts and noting applicant’s 
argument that the Examiner was without jurisdiction to consider the 
ancillary question of applicant’s right to registration, the Assistant 


Commissioner said: 


107,, N. Renault & Sons, Inc. v. Etablissements Leon Rigault, Société 
Anonyme, Canc. No. 2822, September 29, 1936. 
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Jurisdiction, in the sense in which the word is here employed, means the 
power to deal with the general subject matter involved, and is not de- 
pendent upon the sufficiency of the bill or complaint in a particular action. 
| have found no better statement of this principle than that made by 
Judge Wilkerson in the case of Olson v. Hoffman, 4 Fed. (2d) 263, where 
he said: 

“Jurisdiction is the power to hear and determine the subject-matter in 
controversy between the parties to a suit. If the law confers the power 
to render a judgment or decree, then the court has jurisdiction. Jurisdic- 
tion of the particular matter does not mean simple jurisdiction of the 
particular case then occupying the attention of the court, but jurisdiction 
of the class of cases to which the particular case belongs. Whether a 
complaint does or does not state a cause of action is, so far as concerns the 
question of jurisdiction, of no importance, for, if it states a case belonging 
to a general class over which the authority of the court extends, then 
jurisdiction attaches, and the court has power to decide whether the 
pleading is good or bad. Jurisdiction does not depend upon the rightful- 
ness of the decision. It is not lost because of an erroneous decision, how- 
ever erroneous that decision may be. If the court has jurisdiction of the 
class of cases to which the particular case belongs, it has jurisdiction to 
decide whether, so far as the particular case is concerned, the jurisdiction 
of the court attaches.” 


And then, with respect to the particular case, after noting that 
motions to dismiss the opposition had been denied and it was only 
after final hearing that the Examiner of Interferences became con- 
vinced that the notice lacked an essential allegation of fact, he said: 


The proceeding was one in which his authority to act is expressly con- 
ferred by statute; and, having assumed jurisdiction, I think he had not 
only the right, but the duty, to comply with the requirement of section 7 
of the Trade-Mark Act that he “determine the question of the right of 
registration” of applicant’s mark. Skookuwm Packers Association v. Pacific 
Northwest Canning Co., 18 C. C. P. A. 792, 45 Fed. (2d) 912 [23 T.-M. 
Rep. 121]. The correctness of his ruling is, of course, not open to inquiry 
upon this petition." 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that applicant is entitled to register the 
term “Emerson” in association with a musical symbol, as a trade- 
mark for radio receiving sets and parts thereof, namely, tubes, 
eliminators, etc., notwithstanding the prior adoption and use by 
opposer of the term “Emerson” as a trade-mark for electric motors, 
electric fans, furnace blowers, etc. 


11 Industrial Rayon Corp. v. American Enka Corp., Opp’n No. 15,266, 159 
M. D. 848, February 19, 1937. 
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In his decision, after stating that he concurred in the view of the 
Examiner that the marks were confusingly similar as applied to the 
same goods, but was unable to agree that the goods were of the same 
descriptive properties in view of the decision of the Court of Cus- 
toms and Patent Appeals, in All-American Mohawk Corporation v. 
Rollinson, 77 F. (2d) 926 [25 T.-M. Rep. 400], where it was held 
that complete electric refrigerators were not of the same descriptive 
properties as relays and thermostats, the First Assistant Commis- 
sioner said: 


It seems to me the goods involved in the instant proceeding are as dif- 
ferent as were those disclosed in either of the cited cases. It is to be noted 
that applicant’s description of goods is quite specific, and that the only 
“parts” of its various receiving sets to which its mark is applied are tubes, 
eliminators and loud speakers. Probably opposer’s “radio ‘B’ power units” 
could properly be called radio parts, though the record is somewhat hazy in 
that regard; but it is fairly apparent that their manufacture was only tem- 
porary, that it occurred after applicant’s established use of its mark on the 
goods described in the application, and that it had been permanently dis- 
continued before the application was filed. 


Then, after stating that the record showed use by the applicant 
of the mark since 1923, he said: 


During all this time applicant’s mark and opposer’s have been in concur- 
rent use upon their respective goods, and yet the chairman of opposer’s board 
of directors, when asked if there had been any instances of actual confusion 
resulting from the use of the marks of the parties, was only able to say 
that mail intended for one party had occasionally been received by the 
other. It seems a fair inference from this testimony that opposer was un- 
able to produce any evidence of actual confusion between the marks; and 
absence of confusion for a period of ten years is quite convincing that its 
future occurrence is unlikely.1? 


Goods of Same Descriptive Properties 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Gold Bar’ as a trade-mark for whisky, in view of the 
ownership by the opposer, of the registration issued September 1, 
1931, of the same mark for ginger ale. 

In his decision, after stating that the Examiner of Interferences 
had held that whisky and certain grocery products specified in 


the notice of opposition were not goods of the same descriptive 


12 The Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Cor- 
poration, Opp’n No. 13,308, 159 M. D. 558, January 16, 1936. 
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properties and that opposer’s counsel had not particularly stressed 
the ginger.ale registration, the Assistant Commissioner said: 


Opposer pleaded and proved its ownership of a registration of this 
same mark, issued September 1, 1931, for ginger ale. The record discloses 
that this product has been dealt in by opposer only to a limited extent, but 
the statute contains no requirement that the use of a registered trade-mark 
shall have been extensive in order to preclude registration of an identical 
trade-mark for goods of the same descriptive properties as those to which 
the registered mark is appropriated. It need merely be “owned and in use 
by another.” Hence, if whiskey and ginger ale are of the same descriptive 


properties within the meaning of the statute, applicant’s mark should not 
be registered. 


He then referred to the case of Meredith Publishing Co. v. O. M. 
Scott & Sons Co., decided March 1, 1937 [27 T.-M. Rep. 183], 
by the Court of Customs and Patent Appeals, noting the holding 


made as to goods of the same descriptive properties, and said: 


If upon such consideration the court has believed confusion to be proba- 
ble, it has consistently held the goods to be of the same descriptive proper- 


ties, especially in cases where, as here, such goods are sold under identical 
trade-marks. 


He then cited and quoted from the decision of the Court of 
Customs and Patent Appeals in Three in One Oil Co. v. St. Louis 
Rubber Cement Co. (C. C. P. A.), 82 U. S. P. Q. 192 [27 T.-M. 
Rep. 167], and said: 


Applying this doctrine to the facts of the instant case, I think it must be 
held that whisky and ginger ale are merchandise of the same descriptive 
properties. Not only are they both contained in bottles, and sold by the 
same dealers to the same class of purchasers, but they are frequently mixed 
together and imbibed from the same glass. Certainly they are closely asso- 
ciated in the mind of the drinking public, and in my opinion confusion may 
well result from their sale under identical marks.1* 


Interference 


Frazer, A. C.: Held that McLoughlin Bros., Inc. is entitled 
to register, under the act of 1905, the notation, “The Big Little 
Books,” as a trade-mark for a series of books published from time to 
time since it had adopted and used this notation prior to the use by 
Whitman Publishing Company, of the notation “The Big Little 


13 California Packing Corporation v. Silver Swan Liquor Corporation, 
Opp’n No. 14,386, 159 M. D. 858, March 8, 1937. 
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Book,” as a trade-mark for a similar set of books, and the notation 
was otherwise registrable to McLoughlin Bros., Inc. 

In his decision he stated that McLoughlin Bros., Inc. published 
a set of twelve volumes in 1928, each bearing its individual title as 
well as the notation involved in this case and no additions were 
made to it until 1984, and that the Examiner of Interferences had 
held that the series was complete when the original set was published 
and appellant’s mark therefore functioned as a title and not as a 
trade-mark. He then quoted from the decision of the Examiner of 
Interferences as follows: 

In this office the titles to printed publications are registered if, as, and 
when it appears that the subject-matter is not complete. Since it appears 
herein from the testimony that the subject-matter of the printed publication 
constituting the merchandise of the application of McLoughlin Bros., Inc., 
was complete long prior to the date of filing thereof, it follows that this 
application was and is not prima facie allowable. 
and stated that the Examiner of Interferences had held the notation 
registrable to Whitman Publishing Company because the subject 
matter sold by it is in the nature of a serial publication. 

He noted appellant’s argument that the Examiner erred in find- 
ing that its set of books was complete when originally published since 
in 1934 certain changes were made and some new material added, 
and then said: 


I shall not discuss the point, because, in my opinion it is of no im- 
portance. 

I can perceive no reason why a trade-mark may not properly be applied 
to a book, or to a complete collection of books, just as it may be applied to 
a serial publication, or to any other article of merchandise. It is true, of 
course, as was held in the case of In re The Page Co., 47 App. D. C. 195 
[8 T.-M. Rep. 27], that the title of a particular book may not also func- 
tion as a trade-mark for that book, or for a set or series in which it is 
included; but that situation is not presented here. As already noted, each 
of appellant’s books bears its individual title, and it is not suggested that 
any of these titles is even remotely simulated by the trade-mark. 


Then, after stating that he was unable to agree with the holding 
of the Examiner of Interferences that the notation had become 
“the title to the printed publication” simply because the series of 
books may be considered complete, he said: 


From that holding it would necessarily follow that upon the completion 
of any such series, or upon the suspension of its publication, a registered 





ee ee eerie 


DECISIONS OF THE COMMISSIONER OF PATENTS 355 


trade-mark under which the books of the series had been sold would become 
invalid, and its registration would be subject to cancellation. In fact that 
would be the status of appellee’s mark, which the decision states is regis- 
trable, in the event appellee should decide to add no more books to those 
already published. To my mind such doctrine is clearly unsound. I think 
that trade-mark ownership in a mark applied to books depends upon 
exactly the same considerations as those by which the question of owner- 
ship is determined with respect to marks applied to any other merchandise. 
I can find no justification, either in law or in reason, for applying a dif- 
ferent rule. 


Then, after stating that the first use claimed by Whitman Pub- 
lishing Company was 19382, he said: 


In the view I take of the case appellant is therefore entitled to an 
award of priority.’ 


Labels 


Frazer, A. C.: Held that registration of a label was properly 
refused where the specimens bore no notice of copyright. 

In his decision he noted the following provision of section 9 of 
the Copyright Act: 


That any person entitled thereto by this act may secure copyright for 
his work by publication thereof with the notice of copyright required by 
this act; and such notice shall be affixed to each copy thereof published or 
offered for sale in the United States by authority of the copyright proprie- 
tor, except in the case of books seeking ad interim protection. 
and noted that it was not claimed by applicant that any attempt 
had been made to comply with that requirement and the record 
shows that the failure to do so was deliberate since applicant argued 
that the case was covered by the decision of the Court of Appeals 
in Four Roses Products Co. v. Small Grain Distilling & Drug Co., 
58 App. D. C. 299, 878 O. G. 506, 1929 C. D. 108 [18 T.-M. Rep. 
576|, where the applicant for registration was held to have falsely 
used the notation “Trade-Mark Reg. U. S. Pat. Off” on labels ac- 
companying a petition for registration of a trade-mark. 

He then said: 

Applicant states in his brief that this case “was carefully examined 


previous to the filing of the label and it was thought then, and is still 
thought to be the law covering copyrights relative to labels,” and continues: 


14 McLoughlin Bros., Inc. v. Whitman Publishing Company, Int. No. 
2,615, 159 M. D. 853, February 27, 1937. 
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“Having in mind, that when the appellant filed his petition, his label 
was not registered, and was filed for that very purpose, and because the 
appellant presented the facts as they really existed at the time of filing, not 
half truths, the seemingly wholly unreasonable and arbitrary power of the 
Honorable Examiner in refusing to register his label, seems incontestably in 
contravention of the Federal Constitution, the interest of the public, for the 
advancement of which the laws were enacted.” 

It appears to be applicant’s belief that copyright is obtained by regis- 
tration, and that until registration of his label has been effected it would 
be unlawful to affix the notice of copyright. However, as the Examiner 
has repeatedly attempted to explain to applicant, copyright is secured by 
publication with notice of copyright, and is a prerequisite to registration.’ 


Frazer, A. C.: Held that applicant is not entitled to register 
a label which, according to the application, is used on “chow mein 
noodles,’ “‘bean sprouts” and “chop suey vegetables,” the only 
difference in the label when applied to different products being the 
name of the product and the recipe in the panel on the right side of 
the label. 

In his decision, after stating that the Examiner held that, as the 
three sets of labels submitted are each descriptive of the different 
products, they may not properly be included in a single registration 


and noting applicant’s argument based on the decision of Ex parte 
Price Bros., 159 M. D. 408, 25 U. S. P. Q. 176 [25 T.-M. Rep. 
357], in which several labels included in the application for regis- 
tration were all descriptive of wine differing only in that each dis- 
closed in addition the name of a particular type of wine, the 
Assistant Commissioner said: 


In the instant case, to quote the Examiner, there is “no common denomi- 
nator or generic description.” Applicant argues that its labels are for 
three varieties of “chop suey products,” but its goods are not so described 
on the labels. 

I do not agree that the Examiner’s action conflicts with the Price Bros. 
case, nor do I think the doctrine of that case should be extended beyond 
the point expressly decided.® 


15 Ex parte James Henry Murphy, Ser. No. 69,492, 159 M. D. 827, 
January 7, 1937. 

16 Ex parte Hong Kong Food Products Co., Ser. No. 70,152, 159 M. D. 
870, March 23, 1937. 
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Joun W. Speaker and J. W. Speaker CorPoRATION Vv. SHALER 
CoMPANY 


United States Circuit Court of Appeals, Seventh Circuit 
February 6, 1937 


Unram Competrrion—Descriptive Worps—Seconpary Meaninc—“Hor 
ParcHes” ror VuLcanizine Units. 

If descriptive words have acquired a secondary meaning, the business 
built up thereunder will be protected against the use of the term by 
competitors. Where, therefore, appellee’s trade-mark “Hot Patches” 
had, through long use and advertising, become associated exclusively in 
the minds of purchasers with appellee’s vulcanizing units, held that said 
words had acquired a secondary meaning. 

Unram Competirion—Use or Catatocs—U NDERSELLING. 

The use by appellant of appellee’s catalogs and the quoting of lower 
prices on goods listed therein held not unfair competition. 

In equity. Action for alleged unfair competition and patent 
infringement. Appeal from a decision of the District Court, East- 
ern District of Wisconsin, holding infringement of trade-mark and 
unfair competition by appellants. Affirmed as to infringement, 


reversed as to the unfair competition. 


Casanave Young, of Milwaukee, Wis., for appellants. 
Wheeler, Wheeler & Wheeler, of Milwaukee, Wis., for appellee. 


Before Evans and Sparks, Circuit Judges, and Linney, Dis- 
trict Judge. 


Linpey, D. J.: This is an appeal from a decree finding patent 
to Hanson No. 1,970,698, granted April 21, 1934, assigned to ap- 
pellee, valid and infringed by appellants; the trade-mark of appellee 
infringed; and adjudging appellants guilty of unfair competition 
and of breach of contract of employment. It is insisted that the 
court erred in each of these respects. 

Appellee is now and has been for a number of years engaged in 
the production of so-called “Hot Patches” vulcanizing units and 
apparatus for repairing rubber products, especially inner tubes of 
pneumatic tires. It is the owner of various patents having to do 
with the art, the one in suit being one of the later developments. 


Note.—That portion of the decision dealing with the patent infringement 
is here omitted. Eb. 
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The District Court found that appellee had used the trade-name 
“Hot Patches” for several years; that it had expended much money 
in advertising, exploiting and introducing its equipment, developing 
prior to this suit, a nation-wide reputation and good-will under this 
name; that among buyers in general the word ‘Hot Patches” had 
become associated with appellee’s equipment to such an extent as to 
indicate its product and none other; that the words “Hot Patches” 
have acquired a secondary meaning, indicative to the public gen- 
erally, of the product of appellee and that appellants had no right 
to use the word “Hot Patch’ in description of their equipment of 
similar character. 

Descriptive words, included within the broader category of gen- 
eric terms, are not valid as trade-marks, for each individual in the 
community has an equal right to use them. However, if such words 


have acquired a secondary meaning in the industrial world, the 


business built up under such secondary connotation will be protected 


against the use of the term by competitors. As Mr. Justice Holmes, 
in Coca-Cola v. Koke Co., 254 U. S. 148 [10 T.-M. Rep. 441], said: 

Whatever its original weakness, the mark for years has acquired a 
secondary significance, and has indicated the plaintiff's product alone. .. . 
It means a single thing coming from a single source, and well known to the 
community. ... It has acquired a secondary meaning in which, perhaps, the 
product is more emphasized than the producer, but to which the producer 
is entitled. 

The doctrine contemplates that a word or phrase originally, and 
in that sense primarily, incapable of exclusive appropriation with 
reference to an article on the market, because descriptive, may never- 
theless have been used so long and so exclusively by one producer 
with reference to his article that, in that trade and to that branch of 
the purchasing public, the word or phrase has come to mean that 
the article is his product. Merriam v. Saalfield, 198 F. 369 (C. C. A. 
6) [7 T.-M. Rep. 110]. The relief, however, is not granted under 
the rules applicable to infringement of a trade-mark. J’acuum Oil 
Co. v. Climax Refining, 120 F. 254 (C. C. A. 6). 

Here there was substantial evidence to support the court’s find- 
ing of attribution of a secondary meaning and no evidence contra- 
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dicting the same. Consequently, the court correctly enjoined the 
use of the words “Hot Patch” by appellants. Such use was an in- 
vasion of appellee’s right. 

It was said, however, that, because appellee has disclaimed the 
use of the words “Hot Patches” except in so far as its common law 
rights are concerned, it is not entitled to protection against the use 
of the same. As we have pointed out, the right to relief is proper 
not as protection of an invalid trade-mark, but to prevent unfair 
competition, and arises under the common law rights of appellee. 

We find no evidence to support a charge of unfair competition 
in any other respect. Complaint was made of appellants’ use of 
appellee’s catalogues and the making of prices in competition with 
those quoted therein on a lower basis. Bidding in the open market, 
promoting free competition cannot become unlawful except by legis- 
lative enactment. 

The court found that appellants had violated the provisions of a 
contract of employment of appellant Speaker. He was formerly 
in the employ of appellee. He agreed as a part of his contract to 
promote appellee’s business, to grant to it such improvements and 
inventions as he might devise, to treat as confidential such informa- 
tion as he obtained in its plant and not to divulge any of the trade 
secrets, inventions, processes or other information of value to appel- 
lee to any other person for five years after he left the employment. 

We have searched the record; we fail to find evidence of viola- 
tion of the terms of this contract. Appellants were in no wise 
estopped to assert the invalidity of the patent, even though one of 
appellants had been active in its development. No rights can be 
erected upon a void patent claim. The contents thereof were dis- 
closed to the world by filing it in the Patent Office. Nothing therein 
could have remained confidential or secret. There is no proof that 
any of the processes, devices or improvements of appellee were 
utilized by appellants in any way other than by the alleged con- 
tributory infringement, which, in view of determination of in- 


validity, fails. 
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The decree of the District Court is reversed except as to the 


relief granted as to the use of the words “Hot Patches” and in that 
respect the decree is affirmed. 


NATIONAL SILVER Co. v. FeperAL TrapeE Commission 


United States Circuit Court of Appeals, Second Circuit 


March 1, 1937 


Unramr Compettrrion—FeperaL ‘Trane Commission Act—FInpIncs— 
EVIDENCE. 

On an appeal from a “cease and desist” order of the Federal Trade 
Commission, it is the duty of the court to ascertain whether the findings 
are supported by evidence, in which case they are conclusive. 

Unrair Comperirion—FeperaLt Trapv—e Commission Act—“Secrionat Over- 
LAY” ON SILVERWARE—-MEANING—DECEPTION OF PUBLIC. 

The term “sectional overlay” is customarily stamped on silverware at 
the points of wear to indicate to the public additional value and in- 
creased use and permanency of the goods. Where, therefore, appellant 
so marked its “Martha Washington” pattern silverware, although there 
was no extra deposit of silver at the points of wear, such action held 
misleading and in violation of Section 5 of the Federal Trade Commission 
Act. 

Unram Compettrion—Disconrinuance or Act ComMpLaInep or—Duty or 
Commission. 

Notwithstanding that petitioner discontinued the act complained of, 
its assertion of the legal right to use its misleading designation war- 
rants the Commission in issuing, and the court in affirming and enforec- 
ing a “cease and desist” order. 

Unram CompetitTion—Feperat Trane Commission Act—Unrair Meruops. 

A misleading representation of a product constitutes an unfair 
method of competition, as defined by Section 5 of the Act. 

Unrair Competrrion—MIsLeavING DesiGNATION ON SILVERWARE—RESPONSI- 
BILITY OF PURCHASER. 

In the case at issue, purchasers are not charged with the duty of 
making a critical inspection of petitioner’s product to be guided by 
their own judgment. 


In equity. Appeal from a “cease and desist” order of the Fed- 
eral Trade Commission. Order sustained. 


Brill, Bergenfeld & Brill, of New York City (Abraham Brill, 
Frank F. Bergenfeld, and Herbert Baer Brill, all of New 
York City, of counsel), for petitioner. 
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. T. Kelley, Chief Counsel, Federal Trade Commission, Martin 
A. Morrison, Assistant Chief Counsel, Federal Trade Com- 
mission, and John Darsey and James W. Nichol, Special 
Attorneys, all of Washington, D. C., for respondent. 


Before Manton, Avueustus N. Hanp, and Cuase, Circuit 


Judges. 


Manton, C. J.: This petition seeks a review of an order by the 


respondent directing the petitioner, who is engaged in the sale of 
silverware, to cease and desist “representing through the use of the 
term ‘sectional overlay’ or any term, word or phrase of like import 
or meaning, in advertisements or printed matter or in stamping or 
branding of its said silverware, or in any other manner whatsoever, 
that said silverware has extra deposits of silver at the points of 
wear, where such is not the case.” 

In this proceeding, pursuant to Section 5 of the Federal Trade 
Commission Act (38 Stat. 719; 15 U. S.C. A. § 45), the Commission 
found on sufficient evidence that “in promoting the sale of its 
‘Martha Washington’ pattern of silverware, the respondent (peti- 
tioner) caused the quality mark or words ‘sectional overlay’ to be 
stamped on each and every piece of said pattern, when in truth and 
in fact the ornamental pieces of said sets of silverware did not have 
an extra deposit of silver at the points of wear so as to be properly 
represented, designed or referred to by the quality mark ‘sectional 
overlay.’ ” 

The Commission further found that through long usage, the 
term “‘sectional overlay’ used in association with silverware had 
become known by the trade and purchasing public to mean an extra 
deposit of silver at the points of wear and that it indicated a quality 
mark denoting additional value in the silverware. It found that the 
practice of the petitioner in stamping the term “sectional overlay” 
upon its ornamental pieces of silverware was misleading, had the 
capacity and tendency to deceive purchasers into buying what they 
did not intend to buy. Moreover, that in so doing, the petitioner 
placed in the hands of wholesalers or retailers the means of deceiving 
ultimate purchasers; that the petitioner thus unfairly competed in 
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trade in interstate commerce to the prejudice of the public in viola- 
tion of Section 5 of the Federal Trade Commission Act. 

Pursuant to Section 5, petitioner filed this petition seeking to set 
aside the order. Our duty therefore is to examine the record to as- 
certain whether the findings are supported by the evidence. Fed- 
eral Trade Comm. v. Curtis Pub. Co., 260 U. S. 568, 43 S. Ct. 210, 
67 L. El. 408; Federal Trade Comm. v. Paramount Famous-Lasky 
Corp., 57 F. (2d) 152 (C. C. A. 2). To sustain the order of the 
Commission, it is essential to find that the methods used are unfair 
and that they are used in interstate commerce and that the proceed- 
ing instituted for a cessation thereof is in the interest of the public. 

Petitioner admits it is engaged in interstate commerce. We 
therefore inquire into the evidence of unfair competition and public 
interest. The Commission found “sectional overlay” to mean in the 
trade a quality mark denoting additional value in silverware. This 
finding, supported by evidence, is conclusive. Federal Trade Com- 
mission Act, § 5; Federal Trade Comm. v. Winsted Hosiery Co., 
258 U. S. 488, 42 S. Ct. 884, 66 L. Ed. 729 [11 T.-M. Rep. 277]; 
Federal Trade Comm. v. Algoma Lumber Co., 291 U. S. 67, 54S. Ct. 
315, 78 L. Ed. 655. Misleading representation of a product con- 
stitutes an unfair method of competition within the intent of Sec- 
tion 5. Federal Trade Comm. v. Winsted Hosiery Co., supra; 
Indiana Quartered Oak Co. v. Federal Trade Comm., 26 F. (2d) 
340 (C. C. A. 2), certiorari denied 278 U. S. 628, 49 S. Ct. 25, 73 
L. Ed. 544. 

On this record, it is established that the petitioner who sells 
silverware in interstate commerce caused its silver known as the 
“Martha Washington” pattern to be manufactured with all pieces 
stamped “sectional overlay.” Its sets are known as staples and 
ornamental pieces. Its staples were in fact overlaid, but its orna- 
mentals were not. Letters and words stamped on ornamental pieces 
which are not overlaid tend to mislead purchasers. Buyers testi- 
fied to being so misled. If a purchaser is induced to purchase be- 
cause petitioner's product is represented as sectionally overlaid, 
that violates section 5, even if the purchaser did not lose actual value 
or quality by reason of the false representation. Federal Trade 
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Comm. v. Algoma Lumber Co., supra; Federal Trade Comm. v. 
Balme, 23 F. (2d) 615, 620 (C. C. A. 2). Indeed, even where the 
purchaser benefits by the deception it is misleading. See Pillsbury 
v. Pillsbury-Washburn Flour Mills Co., 64 F. 841 (C. C. A. 7). 
But it is shown by the evidence that the term “sectional overlay” in- 
dicated to the public additional value and increased use and perma- 
nency of the article. Petitioner’s contention that the sectional over- 
lay is visible to the naked eye is disputed. At any rate, each pur- 
chaser is not by law charged with the duty of making a critical in- 
spection of the petitioner’s product to be guided by his own judg- 
ment. Indiana Quartered Oak Co. v. Federal Trade Comm., supra; 
see Florence Mfg. Co. v.Dowd, 178 F. 73, 75 (C. C. A. 2) [1 T.-M. 
Rep. 289]. 

An alleged recognized custom to stamp a set of silverware with 
the words “overlay” where the staples only were in fact sectionally 
overlaid is urged as an excuse. Witnesses, both dealers and pur- 
chasers, testified that, except in the instance of very few manufac- 
turers, they did not stamp ornamental pieces “‘sectionally overlaid.”’ 
The petitioner's conduct cannot be condoned. The petitioner 
argues that the custom was changed when the code authority under 
the N. I. R. A. (48 Stat. 195) established a new standard of indus- 
try, and that since December, 1933, it has not stamped staples or 
ornamental pieces “sectionally overlaid.” Even if this were so, 
since the petitioner asserts the legal right to use its misleading 
designation, it is the continuing duty of the Commission to issue, 
and of the court to affirm and enforce, an order to cease and desist. 
Here, there is no assurance that there would be a permanent discon- 
tinuance. Sears, Roebuck & Co. v. Federal Trade Comm., 258 F. 
307, 6 A. L. R. 858 (C. C. A. 7) [9 T.-M. Rep. 399]; Fox Film 
Corp. v. Federal Trade Comm., 296 F. 353 (C. C. A. 2) [14 T.-M. 
Rep. 295]. A mere discontinuance of the unfair competition method 
is no defense, nor is it sufficient to deny the enforcement order 
particularly where the petitioner insists it has the right to continue. 
Federal Trade Comm. v. Wallace, 75 F. (2d) 733 (C. C. A. 8); 
Guarantee Veterinary Co. v. Federal Trade Comm., 285 F. 853 
(C. C. A.-2) [12 T.-M. Rep. 488]. 
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Clearly this proceeding is in the public interest and well within 
the requirement of the act. Federal Trade Comm. v. Balme, supra. 
Order sustained. 


SinGeR MANUFACTURING CoMPANY and SINGER SEWING MACHINE 
Company Vv. JOHN SEINFELD 


United States Circuit Court of Appeals, Second Circuit 
April 5, 1937 


Unram Competririon—“SInGer” anv Letrer “S” on Sewrnc Macuines— 
Surrs—InsuncTion—ContTEMPT. 

Plaintiff had for many years manufactured and sold sewing machines 
under the name “Singer” and other indicia, including the letter “S.” 
Defendant, a former employee of plaintiff, had a store in New York 
City where he sold “Singer” sewing machines, and parts and accessories 
thereof. In an appeal from a judgment of the lower court dismissing 
application to hold defendant in contempt for violation of an injunction 
order held that, inasmuch as the evidence as to defendant’s use of mis- 
leading signs in the sale of “Singer” machines was conflicting, the deci- 
sion should be affirmed. 


In equity. Appeal from an order denying plaintiff’s motion to 


punish defendant for contempt and for a supplemental injunction. 


Affirmed. 


Gifford, Scull §& Burgess (George F. Scull and William F. 
Wilder, of counsel), all of New York City, for plaintiffs- 
appellants. 

Markewich & Null (Milton Friedman and Jerome G. Rosenhaus, 
of counsel), all of New York City, for defendant-appellee. 


Cuase, C. J.: The plaintiffs are respectively the manufacturers 
and the exclusive distributors and retailers of the well-known 
“Singer” sewing machines, their parts and accessories. They will 
be referred to herein indiscriminately as the plaintiff. The de- 


fendant is a former employee of the plaintiff who for some years has 
maintained his own store in New York City where he has sold 
“Singer” sewing machines, their parts and accessories, together with 
those of other manufacturers. Some of the “Singer” machines he 
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has sold have been new and apparently were obtained with the 
connivance of unfaithful employees of the plaintiff, as its policy is 
not to sell new machines to dealers, keeping the supplying of new 
machines to users an exclusive function of its own. 

The plaintiff has established by long usage, and also registered 
in the Patent Office as long ago as 1908, its trade-mark “S.” Its 
exclusive right to that trade-mark in respect to sewing machines and 
their accessories is not questioned here. Nor is its right denied to 
have the defendant refrain from making any misleading use of that 
letter or of “Singer Sewing Machines” or “Singer Machines” in 
connection with his business. He has already been enjoined from 
so doing. 

In an action in equity between these parties in the District 
Court for the Southern District of New York a consent decree was 
entered on February 29, 1924, enjoining, inter alia, the defendant 
perpetually “from making or causing to be made or assisting in 
making any misleading use of the letter ‘S’ ‘Singer Sewing Machines’ 
and ‘Singer Machines, or any similar letter or sign calculated to be 
mistaken therefor, or confused therewith, in connection with the 
manufacture and sale of any sewing machine, sewing machine 
needles and parts, and other sewing machine accessories.” Juris- 
diction was retained and leave granted the plaintiff to “apply at the 
foot of this decree for such other, further or additional relief as may 
hereafter be deemed necessary... .’ 

On June 25, 1936, the plaintiff applied for an order adjudging 
the defendant in contempt for violation of the abovementioned 
decree and for a supplemental injunction. A hearing upon affidavits 
supplemented by the taking of testimony in open court was had 
which resulted in the failure of the court to adjudge the defendant 
in contempt and the denial of the supplemental decree, “without 
prejudice to a new suit seeking the same relief as sought in said 
motion for a supplemental injunction.” The plaintiff appealed. 

It appeared that the defendant conducted a store at No. 321 
West 125th Street, in New York City not far from one of the stores 
of the plaintiff. He was in poor health and his daughter was in 
charge for him. New and secondhand sewing machines of various 
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makes, including the “Singer,” were dealt in together with their 
parts and accessories. Above the display window on the street 
was a large sign “Singer Machines,” and on the window itself was 
a sign consisting of the word “Singer” in what looked somewhat 
like the cut-off top curve of a large letter “S” over a straight bar in 
which appeared “2 Spools.” 

There was testimony, which was contradicted, to the effect that 
customers had bought used “Singer’’ machines at the defendant's 
store in the belief that they were new in reliance upon representa- 
tions made in behalf of the defendant that the store itself was one 
of those maintained by the plaintiff. The trial judge was satisfied 


that the customers had made such purchases in such erroneous 


belief, but did not reach the conclusion on the evidence that they had 
been misled into so doing by anything done by the defendant or his 
employees in violation of the injunction. It also appeared that 
defendant’s customers were given receipts for payments on forms 
printed substantially like those used for a similar purpose by the 
plaintiff though paper of a different color was used and there was 
no mention of the plaintiff's name. 

The oral testimony being conflicting and having been resolved in 
favor of the defendant by the trial judge who saw and heard the 
witnesses, we feel bound to respect his better opportunity to decide 
correctly as to credibility and to accept his conclusion on the facts. 
Unquestionably the burden was on the plaintiff to prove the con- 
tempt alleged and that involved proof of conduct calculated to mis- 
lead. It was not quite enough to prove that customers had been 
mistaken to show that the defendant was guilty of contempt. True 
it is that if the oral testimony of what the defendant’s daughter in 
charge of his store told certain customers had been believed in spite 
of her denial there would have been enough, but without that reliance 
for this purpose must be upon the signs and the receipt. The de- 
fendant had the undoubted right to sell used “Singer” machines and 
to display non-deceptive signs to help do that. If he could stock new 
machines lawfully his right to sell them of course existed. He was 


not forbidden by the injunction to use signs to indicate that he had 
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“Singer” machines for sale. The general scope of the injunction 
was the forbidding of the use of the indicia exclusively belonging to 
the plaintiff or of what would be reasonably mistaken for it to the 
end that the defendant might not trade on the plaintiff's good-will 
under the pretense that he was acting in its behalf. All this makes 
it impossible for us to hold that the trial judge was in error in fail- 
ing to find in the evidence the essential elements of proof of con- 
tempt. The question is merely one of fact with too much conflict in 
the testimony needed to sustain the burden of proof. 

The motion for a supplemental injunction was denied on the 
theory that a new suit was necessary and so given no consideration 
on the merits. Whether that disposition was correct as a matter of 
law depended upon whether it was sought to enlarge the scope of the 
original injunction or merely to make more clear and specific what 
had already been enjoined in order that its application, or the 
reverse, to new acts and situations might be made plain. See Arm- 


strong et al. v. De Forest Radio Tel. §& Teleg. Co. (C. C. A.) 10 F, 


(2d) 727. Jurisdiction to modify the injunction within its original 


scope to adapt it to current conditions as they might arise was 
clearly possessed ; indeed, had been expressly retained. See United 
States v. Swift §& Co., 286 U.S. 106, 52 S. Ct. 460, 76 L. Ed. 999; 
United States v. E. I. Du Pont, etc., Co. (D. C.) 278 F. 869; Green 
Co, v. Henry P. Adams Co. (C. C. A.) 247 F. 485. 

But regardless of power and even of the refusal of the court to 
pass upon the merits of the application for the supplemental injunc- 
tion, there should be no reversal unless it appears clearly that a 
supplemental injunction should have been granted on the record 
as made. The issue is not, to be sure, exactly the same as it was on 
the question of contempt but it is closely akin. As it is one of fact, 
it is difficult to perceive how the court which did not, and as we have 
held might not, credit the vital disputed testimony introduced in 
behalf of the plaintiff could have been held in error for failing on 
the same evidence to grant a supplemental injunction had the ap- 
plication been denied on the merits. This being so, we do not find 


cause for reversal merely because the denial was without considera- 
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tion on the merits. But enough was shown to make it reasonable to 
believe that the plaintiff may be entitled to a supplemental injunc- 
tion. We will, therefore, preserve its right to that upon proper 
proof in an application similar to the one already made by affirming 
the order without prejudice to the right of the plaintiff either to 
renew the application or to proceed by way of a new suit as it may 
be advised. In view of this, other questions raised and argued are 
left for consideration when, if ever, they become material. 


Order affirmed without prejudice, as above. 


H. A. Merz Lasorarories, INc. v. AMERICAN PHARMACEUTICAL 


Company, Inc. 
United States District Court, Southern District of New York 
November 20, 1936 


Unrair Competirion—“PyrRaMIpDON” ON AMIDOPYRINE—USE OF SIMILAR 
LABELS. 

The use by defendant in connection with the sale of its amidopyrine 
product of tubes of the same size as those used by plaintiff on a similar 
product, sold under the trade-mark “Pyramidon,” and of pink labels 
nearly identical with those used by plaintiff held unfair competition, 
particularly as defendant’s general color scheme for its products was 
brown and yellow. 

Unram Competrrion—Svrrs—Lacues. 

Where plaintiff became aware of defendant’s use of the infringing 
label in 1931 and in January, 1932, protested against such use, held 
there was no laches. 

Unram CompPetirion—Svutrs—Accountine. 

Where a plaintiff was aware of the infringement and made no protest 
for a long time, there will be an injunction, but no accounting. In the 
present case, however, there was no such laches as to warrant withholding 
an accounting. 


In equity. Action for unfair competition. Injunction granted. 


Rogers, Ramsay & Hoge (Edward S. Rogers, of counsel), all of 
New York City, for plaintiff. 

Schwartz & Frohlich (Louis D. Frohlich, Herman Finkelstein, 
and Arnold Bernstein, of counsel), all of New York City, for 
defendant. 
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Partrerson, D. J.: The plaintiff in 1934 brought suit for un- 
fair competition, with jurisdiction resting on diversity of citizen- 
ship. 

At the trial it was shown that the plaintiff manufactures the drug 
amidopyrine, a remedy for headaches and other ailments, and sells 
it under the trade-mark “Pyramidon.” ‘“Pyramidon” is the plain- 
tiff’s brand of amidopyrine. The drug is made in tablet form and is 
packed in tubes, bottles, and cartons bearing a pink label with the 
word “Pyramidon” in script form. The product has been sold in 
such containers for more than thirty years. Large sums of money 
have been spent in advertising ““Pyramidon” to the medical profes- 
sion and to the drug trade, and a large business has been built up. 

The defendant is a ‘one-man company,’ owned and managed by 
one Kachurin. It manufactures and sells a large number of drug 
products. It appears that in 1928 the plaintiff brought suit in this 
court against Kachurin for infringement of the registered trade- 
mark “‘Pyramidon.” In its bill against Kachurin the plaintiff alleged 
that it sold the drug under the name “Pyramidon” and under a dis- 
tinctively pink label, and that Kachurin had lately put on the market 
a product under the same name and with iabel in the same color, in 
imitation of the plaintiff's article. The prayer was for an injunc- 
tion restraining Kachurin from using the word “Pyramidon” and 
from using a package like the one then being used “or any other 
package that by colorable imitation or otherwise is calculated to 
induce the belief” that his product was the plaintiff's product. In 
1930, while the case against Kachurin was undecided, the parties 
arrived at a settlement. The plaintiff paid Kachurin $87,500, and 


it was agreed that a consent decree “in accordance with the prayer of 
the bill’ be entered. The settlement also dealt with certain other 
controversies not involved here. On the following day, July 15, 


1930, a consent decree was entered, enjoining Kachurin from using 
the word ““Pyramidon” and from using a package like that shown in 
the bill “or any other package which by colorable imitation or other- 
wise is calculated to induce the belief that any product other than the 
plaintiff's is the plaintiff's product.” By stipulation in the Kachurin 
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case the decree was binding on the present defendant as well as on 
Kachurin. 

Kachurin and the present defendant (the two are interchange- 
able for practical purposes) then dropped the name “Pyramidon.”’ 
They adopted a label of the same pink color, with the name “amido- 
pyrine” in script form like the word “Pyramidon” on the plaintiff's 
label, and put the label on a tube of the same shape and size as the 
plaintiff's tube. The tubes are small, two inches or so in length 
and one-half inch in diameter. In container and in label the article 
was as near the plaintiff’s product as they could make it without 
employing the name “Pyramidon.” This product was put on the 
market in the latter part of 1930 or in 1931, in competition with the 
plaintiff's ‘““Pyramidon.”” Kachurin testified that he submitted the 
new label to the plaintiff and won approval of it. I find Kachurin’s 
testimony untrue on this point, as on many other points. The 
plaintiff did not consent to use of the new label. The plaintiff be- 
came aware in 1931 that Kachurin was using the label. With a 
fair degree of promptness, in January, 1932, it protested against 
the label as a deceptive imitation of the plaintiff’s. Kachurin’s de- 
nial that he received any protest is incredible. Investigators hired 
by the plaintiff in 1934 visited some 200 drug stores and asked for 
“Pyramidon.” In more than half the stores they were handed the 
defendant’s product. This suit was brought in April, 1934, the 
plaintiff having been engaged in the interval in pursuing a number 
of other manufacturers and dealers. A preliminary injunction 
was granted by Judge Knox. 

The defendant deliberately copied the color and general ap- 
pearance of the plaintiff’s label. The purpose was to have an article 
so similar to the plaintiff's in style that unscrupulous retailers might 
work it off on unsuspicious purchasers as the plaintiff’s. The decep- 
tive purpose is evident from several things. One is an inspection of 
the two labels, taken with the substantial identity of the small tubes. 
Another, more striking, is the actual experience of purchasers al- 
ready referred to. Another is the testimony of an experienced 


druggist that, if a customer is handed an article of the size and color 
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of the article demanded, he frequently takes it without reading the 
label. Still another is the fact that, although the defendant's gen- 
eral color scheme for its products is brown and yellow, it went out 
of its way to choose pink for this particular product. The defendant 
could furnish no plausible reason for selecting the pink label. 
Reputable distributors of amidopyrine, on the other hand, did not 
copy the pink color. Passing notice may also be taken of the fact 
that the defendant has been found guilty of unfair competition in 
some six cases in the past three years. In the words of Martin, P. J., 
unfair competition is its “general course of conduct” Martin H. 
Smith Co. v. American Pharmaceutical Co., 244 App. Div. 702, 703, 
278 N. Y. S. 884, 886 [25 T.-M. Rep. 316]. 

The defendant says that the contract made in settlement of the 
old suit gave it the right to use the pink label. There is no sub- 
stance in the argument. That contract, on the contrary, provided 
that the plaintiff should have the relief prayed for in the bill against 
Kachurin, and the relief prayed for in that bill included an injunc- 
tion against use of any package that imitated the plaintiff's to a 
deceptive extent. The consent decree carried such an injunction, 
precisely as agreed to in the contract of settlement. The label now 
complained of was therefore not merely a tortious infringement of 
the plaintiff's right to protection against unfair competition; it was 
also an infringement of the plaintiff's contractual right. 

The plaintiff is entitled to an injunction and an accounting. It 
is true that an accounting of profits does not automatically accom- 
pany an injunction. In cases where the plaintiff has been aware of 
the infringement and yet has made no protest for a long time, there 
will be an injunction but not an accounting. McLean v. Fleming, 
96 U. S. 245, 24 L. Ed. 828; Menendez v. Holt, 128 U. S. 514, 9 
S. Ct. 148, 82 L. Ed. 526. But here the plaintiff made protest not 
long after it first became aware of the presence of the defendant’s 
new label in the market. There is nothing to indicate acquiescence 
by the plaintiff, nothing to show that the defendant’s use of the label 
was with the belief that its conduct was not objectionable. There 
will be a decree for injunction and accounting, with costs. 
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Beatrice CREAMERY CoMpPANyY v. Meapow Detit Dairy Company 
United States District Court, Southern District of Ohio 
August 5, 1935 


Trape-Marks—ConruicTtinc Marks—‘Meapow Dei” ann “Meavow Gor.” 

The words “Meadow Dell” held deceptively similar to “Meadow Gold,” 
both marks being used on milk and dairy products. 

Trave-Marxs—Goopns or Dirrerent Descriprive Properties. 

Malted milk sold to dealers in five-pound cans held not to have the 
same descriptive properties as dairy products, such as milk, cheese, 
butter and eggs. 

Trave-Marxs—“MeEapow” ror Datmy Propucrs—Non-Descriptive Term. 

The word “Meadow” held not to be descriptive when used as a trade- 
mark for dairy products. 


In equity. Action for trade-mark infringement. Injunction 


granted. 


Allen & Allen and Edward L. Merritt, all of Cincinnati, Ohio, 
for plaintiff. 
Murray & Zugelter, of Cincinnati, Ohio, for defendant. 


Nevin, D. J.: Plaintiff is a corporation organized under the 
laws of the State of Delaware, having its principal office in the City 
of Chicago, Ill. Defendant is a corporation organized under the 
laws of the State of Ohio, located and doing business in Hamilton 
County, Ohio. The suit is based upon the Trade-Mark Laws of 
the United States. 

Plaintiff is engaged in the business of manufacturing, processing, 
packing, selling, and distributing dairy products, and alleges in its 
Bill that it and its predecessor has since about September 1, 1901, 
continuously used as a trade-mark the words “Meadow Gold.” 
Plaintiff alleges that the trade-mark was registered in the United 
States Patent Office by its predecessor in business, The Continental 
Creamery Company, on November 12, 1901, with the claimed date 
of adoption and use as September 1, 1901, for butter, and that the 
trade-mark was re-registered in the United States Patent Office in 
the name of plaintiff on May 2, 1916, for butter, and has been since 
re-registered for additional products upon different dates, as set 
forth in the Bill of Complaint. 
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Plaintiff claims that through its predecessor in business it was 
the first to adopt and use the trade-mark ‘‘Meadow Gold” as a trade- 
mark for dairy products. Plaintiff alleges that it sells yearly ap- 
proximately 32,000,000 pounds of butter; 1,000,000 cases of eggs; 
100,000 pounds of cheese; 23,034,095 gallons of milk; 5,649,601 


gallons of ice cream, and that it has for many years spent large sums 


in advertising, amounting to between one hundred and sixty-nine 
thousand and two hundred and fifty thousand dollars per annum. 

Defendant was incorporated on April 4, 1933, as The Meadow 
Dell Dairy Company, for the purpose of manufacturing, processing, 
packing, bottling, selling and distributing dairy products, and at 
that time it used and since that time has continued to use as its trade- 
mark the words “Meadow Dell.” 


* * 


The court is of the opinion that the plaintiff is entitled to the 
relief prayed for, for the reasons herein set forth and upon the 
following: 


Findings of Fact 


1. This action is brought under the trade-mark laws of the United 
States for infringement of a registered trade-mark and also for infringe- 
ment of trade-mark, the jurisdiction for the latter being based on diverse 
citizenship and amount in controversy. 

2. The plaintiff, Beatrice Creamery Company, is a Delaware Corpora- 
tion located and doing business at Chicago, Ill., and has manufactured 
and sold, throughout the several States of the United States, dairy products 
bearing the “Meadow Gold” trade-mark since 1901, and in Southern Ohio 
since long before the adoption by defendant of its mark. 

3. The plaintiff has maintained a high reputation for purity and quality 
of its “Meadow Gold” dairy products for a long period of years, and has 
spent millions of dollars in building up the good-will of its mark “Meadow 
Gold.” 

4. The defendant, an Ohio corporation, has sold dairy products in and 
about Cincinnati, Ohio, on which it has used the mark “Meadow Dell” by 
deliveries to stores, and has used the name “Meadow Dell” in its business 
generally. 

5. The defendant adopted the trade-mark “Meadow Dell” for its dairy 
products and business, knowing of the existence of the mark “Meadow 
Gold.” 

6. The words “Meadow Gold” and “Meadow Dell” are deceptively alike, 
because both are two word marks, beginning with the word “Meadow” and 
ending with a short four-letter word of subservient character with con- 
sonants “I” and “d” predominating, and not solely because each uses the 
word “Meadow.” 
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7. Confusion in trade and passing off has resulted because of defendant’s 
adoption of the mark “Meadow Dell,” to the damage of the plaintiff and of 
the good-will of plaintiff's mark “Meadow Gold.” 

8. The defendant knew that the name “Meadow Gold” had for many 
years been associated in the public mind with the products of the plaintiff, 
and is bound to have contemplated that the result of the use by it of the 
mark “Meadow Dell” on its dairy products and in its business would result 
in confusion in trade with “Meadow Gold.” 

9. Defendant was advised of plaintiffs rights in its mark “Meadow 
Gold,” and its objection to the use by defendant of the mark “Meadow Dell” 
within several months of its adoption of the mark “Meadow Dell,” and it 
purposely and knowingly continued to use the mark after such notice. 

10. The trade-mark “Meadow” for Malted Milk is not a mark for goods 
having descriptive properties similar to “Meadow Gold” products because 
it is sold as a dispensing size five-pound malted milk can and not as a 
competing product with dairy products. 

11. None of the other word combinations including the word “Meadow” 
shown in various trade-mark registrations cited in the answer, have been 
shown to have been in use in the territory where defendant does business, 
and plaintiffs use of “Meadow Gold” was exclusive to the plaintiff and 
widely known in the market usurped by the defendant. 

12. The word “Meadow” is not descriptive of dairy products. 


Conclusions of Law 


1. The trade-mark ““Meadow Gold” of the plaintiff is good and 
valid in law. 

2. The trade-mark “Meadow Dell” infringes the trade-mark 
“Meadow Gold.” 

3. The defendant has been guilty of trade-mark infringement 
by the use of the name “Meadow Dell” on its products, and as style 
under which it does business. 

4. To avoid responsibility for infringement of trade-mark, it is 
not sufficient to show that others have used a similar mark in other 
and distant localities. 

5. The plaintiff is entitled to an injunction restraining the de- 
fendant from the further use of the “Meadow Dell” mark, or any 


close simulation thereof, on its products, and to an injunction to the 
defendant from doing further business under its corporate name 
including the mark ‘““Meadow Dell.” 

An order may be drawn granting to plaintiff a permanent in- 
junction against the defendant from the further use of the words 


“Meadow Dell,’ or any close simulation thereof on its products, 
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and from doing further business under its corporate name, in- 
cluding the mark “Meadow Dell.” The court, however, will stay 
the execution of such order for sixty days, or, until 12 o'clock noon, 
Saturday, October 5, 1935. The purpose of staying the injunction 
for this length of time is, first, to give defendant a reasonable time 
within which to change its mark, advertising matter, the name on 
its trucks, and to do such other incidental things as would make it 
necessary in order to carry out the order of the court; or, second, to 
effect its appeal, if it so desires, and to have an opportunity of get- 
ting a further stay from the Court of Appeals if that court sees fit 
to grant one. 


An order may be drawn accordingly. 


PHILADELPHIA StTorRAGE Battery Company v. MINDLIN 
New York Supreme Court, Special Term 
May 10, 1937 


Unrair Competirion—“Puitco”—Use or Mark on Non-Competine Goons. 
Whereas heretofore the courts confined the protection of a trade-mark 
to the product on which it was used, today they have come to recognize 
that actual competition is not essential to relief under the doctrine of 
unfair competition. 
Unram Competrrion—Trave-MaArk as SymBor or Goop-Witt—Di1vTi0n. 

A trade-mark is more than a symbol of good-will or a mere com- 
mercial signature; it is a creative function in attracting custom. A dilu- 
tion, therefore, of its selling powers constitutes a real injury. 

Unram Competirion—‘Puitco”—Use or Mark on Razor Buapes. 

The use by defendant of the word “Philco,” long identified by plain- 
tiff with storage batteries and radio sets, as a trade-mark for razor 
blades, held unfair competition and was enjoined. 


In equity. Action for unfair competition in the use of a trade- 
mark. Injunction granted. 


White & Case, William St. John Tozer, and Roger M. Blough, 
all of New York City, for plaintiff. 
S. J. Ernstoff, of New York City, for defendant. 


Scuientaa, J.: Plaintiff, a manufacturer of radio sets, storage 
batteries and associated products, seeks an injunction pendente lite 
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restraining defendant from using its nationally celebrated brand 
“Philco” in connection with the sale of razor blades. Plaintiff has 
never manufactured or sold razor blades, and so far as appears from 
the papers has no present intention of entering that field of endeavor. 
Defendant offers no explanation for its adoption of a mark which 
has been so widely and successfully exploited in other fields by 
plaintiff. The motion thus presents for determination the interesting 
question as to whether the use of a famous brand on a non-competing 
product constitutes an actionable infringement of a common-law 
trade-mark. Despite the registration of the mark in the United 
States Patent Office, this court has jurisdiction over the suit (15 
U.S. C., See. 103; Kayser & Co. v. Italian Silk Underwear Co., 160 
App. Div., 607) [4 T.-M. Rep. 58}. 

The tendency of the courts, at all earlier time, was to confine the 
protection of a trade-mark to the product on which, and the territory 
in which, it had been used. This court recently reviewed the prece- 
dents relating to the territorial scope of trade-mark protection, and 
in passing touched upon the cognate problem which is now presented 
(Maison Prunier v. Prunier’s Restaurant & Cafe, Inc., 159 Mise. 


551). It pointed out that “courts generally have come to recognize 


that actual competition in a product is not essential to relief under 
the doctrine of unfair competition. Whatever may have been the 
ancient rule, it is now clearly established that the two products need 
not be competitive.” To paraphrase the much quoted and classic 
dictum of Denison, J., the word “unfair” rather than “competition” 
should be underscored in any judicial definition of unfair competi- 
tion (Vogue Co. v. Thompson-Hudson Co., 300 F. 509, 512 [13 
T.-M. Rep. 349]; see also Wayne County Produce Co. v. Gordon- 
O’Neill Co., Inc., 249 App. Div. 743). 

But is every commercial use of a mark previously adopted by an- 
other necessarily unfair? There is no difficulty in so stigmatizing 
a use which results in a diversion of the plaintiff's custom and the 
deception of the public. “The whole Law and the Prophets on 
the subject,” says Learned Hand, J., “is that one merchant shall 


not divert customers from another by representing what he sells as 
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emanating from the second” (Yale Elec. Corp’n v. Robertson, 26 F. 
[2d] 972, 973) [18 T.-M. Rep. 821]. But diversion of trade is not 
the only injury which may be caused by the second use. The normal 
potential expansion of the plaintiff's business may be forestalled 
(Long’s Hat Stores Corp’n v. Long’s Clothes, Inc., 224 App. Div. 
197 [18 T.-M. Rep. 562]; Forsythe Co., Inc. v. Forsythe Shoe 
Corp’n, 234 App. Div. 355, modified 259 N. Y. 248) [22 T.-M. Rep. 
246]. His reputation may be tarnished by the use of his mark upon 
an inferior product (Cf. Ford Motor Co. v. Cady Co., Inc., 124 
Misc. 678, 681, modified 216 App. Div. 786; Eno v. Dunn, 15 App. 
Cas., 252, 258). A false impression of a trade connection between 
the parties may be created, possibly subjecting the plaintiff to 
liability or to the embarrassments of litigation, or causing injury to 
his credit and financial standing (Cf. Peninsular Chemical Co. v. 
Levinson, 247 F. 658 [8 T.-M. Rep. 171]; Akron-Overland Tire 
Co. v. Willys-Overland Co., 273 F. 674 [11 T.-M. Rep. 281]; 
Walter v. Ashton [1902], 2 Ch. 282; Phillips v. Governor & Co. of 


Adventurers of England Trading with Hudson’s Bay, 79 F. [2d] 
971 [25 T.-M. Rep. 635]; Buckspan v. Hudson’s Bay Co., 22 F. 
[2d] 721) [18 T.-M. Rep. 4]. 


The second use may generate confusion of source or of identities 


without, however, engendering any immediate pecuniary loss to 
plaintiff. To postpone the granting of relief until actual injury 
could be proved would be to deprive the equitable remedy of its most 
valuable trait—the dispensation of preventive justice. Similarly, 
to condition relief on a demonstration of inferiority of product would 
be to convert the court into a laboratory for the testing of rival 
products and claims (Cf. White v. Mellin [1895], A. C. 154). The 
second user is hardly a fit guardian of the good-will symbolized by 
the plaintiff's mark. The court may properly presume that the con- 
fusion of source will be injurious and therefore wield its injunctive 
powers with despatch to prevent the infliction of harm. A mer- 
chant’s “mark is his authentic seal; by it he vouches for the goods 
which bear it; it carries his name for good or ill. If another uses it, 
he borrows the owner’s reputation, whose quality no longer lies 


within his own control. This is an injury, even though the borrower 
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does not tarnish it, or divert any sales by its use; for a reputation, 
like a face, is a symbol of its possessor and creator, and another can 
use it only as a mask”’ (Learned Hand, J., in Yale Electric Corp’n v. 
Robertson, supra, at p. 974). Where confusion of source is probable, 
an injunction should be forthcoming, whether the infringing use is 
upon a competing or non-competing product. 

A mark, it has been pointed out, is more than a symbol of existing 
good-will or a mere commercial signature; it has a creative function; 
it serves as a “silent salesman’ to attract custom. The dilution of 
its selling powers and “the whittling away of its uniqueness” by 
use on non-competing products constitutes a real injury for which 
there should be redress (Schechter, Rational Basis of Trade-Mark 
Protection, 40 Harvard Law Review, 813; Fog and Fiction in 
Trade-Mark Protection, 36 Columbia Law Review 80). It was 
largely on this theory that Dore, J., in Tiffany § Co. v. Tiffany 
Productions, Inc. (147 Misc. 679, aff'd by a divided court in 237 
App. Div. 801, aff'd 262 N. Y. 482) [23 T.-M. Rep. 11], restrained 
the use of the name Tiffany, at the suit of the well-known jewelers, 
in connection with the defendant’s motion pictures. There was 
specific evidence of public confusion, but the court, in part at least, 
rested its decision on the broader ground. 

The element of the possibility of confusion at source has been 
stressed in various decisions. The ambit of protection is constantly 
being widened. The adoption of “Kodak” for cameras precludes its 
use on bicycles (Eastman Photo. Materials Co. v. Griffiths Cycle 
Corp’n, 15 R. P. C. 105); “Rolls-Royce,” the name of an automobile, 
may not be appropriated for radio tubes (Wall v. Rolls-Royce of 
America, 4 F. [2d] 383) [15 T.-M. Rep. 239]; “Times” as a brand 
for bicycles may be restrained by the proprietor of a newspaper 
bearing that name (Walter v. Ashton, 1902, 2 Ch. 282); ‘“Water- 
man” as a mark for razor blades may be interdicted at the suit of 
the fountain pen company (Waterman Co. v. Gordon, 72 F. [ 2d} 
272) [24 T.-M. Rep. 347]; the use of “Dunhill,” the famous brand 
for smokers’ supplies, on shirts constitutes an infringement (Alfred 
Dunhill of London v. Dunhill Shirt Shop, 3 F. Supp. 487); the 


same mark may not be used on liniment and soap (Omega Oil Co. v. 
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Weschler, 85 Misc. 441, aff'd 68 App. Div. 638); automobiles and 
tires (Hudson Motor Car Co. v. Hudson Tire Co., 21 F. [2d] 453) 
[17 T.-M. Rep. 459]; food products and oleomargarine (Del Monte 
Special Food Co. v. California Packing Corp’n, 34 F. [2d] 774); 
upon electrical appliances and spark plugs (Duro Co. v. Duro Co., 
27 F. [2d] 339) [22 T.-M. Rep. 83] ; upon cooking utensils and wash 
boilers (Aluminum Cooking Utensil Co. v. Sargoy Bros. & Co., 276 
F. 447) [12 T.-M. Rep. 53]; or upon mineral oil and figs (Standard 
Oil Co. v. California Peach & Fig Growers, 28 F. [2d] 283) [19 
T.-M. Rep. 1]. See also Armour & Co. v. Master Tire & Rubber Co. 
(34 F. [2d] 201) [20 T.-M. Rep. 14]. Industrial Rayon Corp’n v. 
Dutchess Underwear (17 Fed. Supp. 783). 


Confusion of source is inevitable in the present case. “Philco’’ 


has been widely advertised in various media—newspapers, maga- 


zines, billboards, radio programs—and is well known as a brand for 
radio sets and accessories. It will hardly be contended that de- 
fendant was ignorant of this extensive prior use. His adoption of 
the mark cannot be charged to coincidence. It is obvious that he is 
seeking to trade upon plaintiff's reputation. It is not material that 
there has been no direct representation of trade connection with 
plaintiff or that the aggravating circumstances present in some of 
the other cases are absent here. The very use of the brand is suf- 
ficient to induce a mistake of identities and therefore an injunction 
should issue. While this decision may go a step beyond the ad- 
judicated cases in this state, it is in line with the modern trend and 
is in harmony with decisions in the federal courts on this important 
branch of the law (compare, for example, T’ecla Corp’n v. Salon 
Tecla, Ltd., 249 N. Y. 157 [18 T.-M. Rep. 228], with Tiffany § 
Co. v. Tiffany Productions, Inc., supra). 


A vast field of words, phrases, and symbols is open to one who wishes 
to select a trade-mark to distinguish his product from that of another. 
Unquestionably, in our ever-increasing complex business life the trend of 
modern judicial decisions in trade-mark matters is to show little patience 
with the newcomer who in adopting a mark gets into the borderline zone 
between an open field and one legally appropriated to another. As between 
a newcomer and one who by honest dealing has won favor with the public, 
doubts are always resolved against the former (Skelly Oil Co. v. Powerine 
Co., 86 F. [2d] 752, 754) [27 T.-M. Rep. 78]. 
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There may be situations in which protection should not be pro- 
jected beyond the field of the plaintiff’s exploitation of his mark. 
Defendant's use may be entirely too remote to occasion any con- 


ceivable injury ; the mark may be so nondescript as to render further 
dilution of its selling power improbable; defendant may have used 
the mark for many years and developed a good-will of his own before 
any conflict occurs; there may be an honest commercial need for 
the use of the term by defendant. The law, particularly in the field, 
is still in a formative stage and its frontiers are yet to be defined. 

The fear is sometimes expressed that the extension of protection 
may foster monopoly, not merely of language but of trade. The fear 
is groundless. He who coins a trade symbol adds rather than de- 
tracts from the language. Even when a term in a dictionary is 
used in an arbitrary manner, the language is not impoverished. The 
term may still be used in its accepted sense; what equity prevents is 
the appropriation of the new layers of meaning that have been added 
by the plaintiff. The rights of the first user can be sustained to the 
extent that they do not unduly handicap others in the honest con- 
duct of their business. New competition and enterprise “must not 
be throttled, but the late comer should be compelled to rely upon 
his own ingenuity rather than misrepresentation and misappropria- 
tion for the creation of his market. This much at least is demanded 
by the most elementary notions of honesty” (Handler, Unfair Com- 
petition, 21 Iowa Law Review 175, 186). Blatant imitation should 
not be recognized by the judicial condonation of practices which 
violate the fundamental precepts of fair business dealing. 

The motion for an injunction pendente lite is granted. Bond is 
fixed at $250. Settle order. 
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CoaLGATe Apstract CoMPANy, ET AL. v. Coat County ABSTRACT 


ComMPANY 
Oklahoma Supreme Court 
March 30, 1937 


Unraimr Competition—GeocraPHicaL Terms 1n Bustness Trrtes—RIGutT To 
Use. 

Geographical names, as well as descriptive words, may not be exclu- 
sively appropriated, but their use to palm off the goods of one manu- 
facturer as those of another may be lawfully enjoined by a court of 
equity. 

Unram Competirion—Trave Names—Decree or SIMILARITY. 

In order to grant injunctive relief in a case involving similarity of 
trade-names, there must be such similarity that the ordinary buyer 
exercising ordinary intelligence in business matters would certainly or 
probably be deceived. Mere possibility of deception is not sufficient. 

Unram Competirion—Trape-Names—“Coarcate Axsstract CoMPANY” AND 
“Coat Country Axssrracr Company”—Non-Conr uictine TErMs. 

The plaintiff and its predecessors, had since 1907, done business 
under the name “Coal County Abstract Company.” In 1935 defendants 
began a similar business in the same county under the name “Coalgate 
Abstract Company.” Held that the ordinary person exercising ordinary 
intelligence in business matters would not be confused by the concurrent 
use of the respective titles. The judgment of the lower court, enjoining 
the use of the said title by defendants was, accordingly, reversed. 


In equity. Action for alleged unfair competition in the use of 


a similar trade-name. From a decision of the lower court in favor 
of plaintiff, defendants appeal. Reversed. 


G. C. Abernathy, Edward Howell, and Kenneth Abernathy, all 
of Oklahoma City, Okla., for plaintiffs. 
E. Moore, of Coalgate, Okla., for defendants. 


Per Curniam.: T. P. Crim had been doing an abstract business 
in Coalgate, Coal County, under the name the Coal County Abstract 
Company, for seventeen years. This name had been used by him 
and his predecessors since 1907, a period of approximately twenty- 
eight years. In the year 1935, Martin Deister and Ernest Ward, 
who had theretofore owned and operated the Lewis Pottawatomie 
County Abstract Company, at Shawnee and Tecumseh, Okla., fol- 
lowed the oil business into Coal County and opened an abstract 
office in Coalgate under the name of the Coalgate Abstract Company. 
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The plaintiff below sought to enjoin the use of the name the Coal- 
gate Abstract Company in the abstract business, on the ground that 
it constituted unfair competition because of a similarity in names 
between the Coalgate Abstract Company and the Coal County 
Abstract Company, plaintiff's contention being the usual one that 
the name was calculated to deceive and confuse the public and 
cause the plaintiff to lose its customers to the defendant. 

It is needless to say that the law of trade-marks, trade-names, 
and unfair competition is considerably confused. It is difficult at 
times to reconcile and harmonize the decisions. We realize that 
there is some slight similarity in the two names. In cases of this 
sort, courts must be careful to protect the legitimate rights of the 
original users and at the same time give perfect freedom to a 
secondary user, if his claims are within the proper bounds. 

Geographical names, terms and words, as well as descriptive 
words, may not be exclusively appropriated. This is the unequivocal 
rule of the common law and is statutory in this state. Section 11902, 
O. S. 1981; Delaware, ete., Canal Co. v. Clark, 18 Wall. (U. S.) 
811,20 U.S. (L. Ed.) 581; Columbia Mill Co. v. Alcorn, 150 U.S. 
464, 14 Sup. Ct. 151, 87 L. Ed. 1144; Brown Chemical Co. v. Meyer, 
1389 U. S. 540, 11 Sup. Ct. 625, 35 L. Ed. 247; Amoskeag Mfg. Co. 
v. Trainer, 101 U.S. 51, 25 L. Ed. 993; Goodyear’s India Rubber 
Glove Mfg. Co. v. Goodyear Rubber Co., 128 U. S. 598, 9 Sup. Ct. 
166, 82 L. Ed. 535; and Nebraska Loan & T. Co. v. Nine, 27 Neb. 
507, 43 N. W. 348, 20 Am. St. Rep. 686. 

But the use of geographical names or terms to palm off the goods 
of one manufacturer, dealer, or vendor as those of another, and to 
carry on unfair competition, may be lawfully enjoined by a court 
of equity to the same extent as the use of any other terms or symbols. 
McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828; Lawrence Mfg. Co. 
v. Tennessee Mfg. Co., 188 U. S. 5387, 11 S. Ct. 396, 34 L. Ed. 997; 
Elgin Nat. Watch Co. v. Illinois Watch Co., 179 U. S. 665, 21 S. Ct. 
270, 45 L. Ed. 865; Sazlehner v. Eisner, etc., Co., 179 U. S. 19, 
21 S. Ct. 7, 45 L. Ed. 60; Pillsbury-Washburn Flour Mills Co. v. 
Eagle, 86 F. 608, 58 U. S. App. 490, 30 C. C. A. 286, 41 L. R. A. 
162; Carlsbad v. Kutnow, 71 F. 167, 35 U. S. App. 750, 18 C. C. A. 
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24; Block v. Standard Distilling, etc., Co., 95 F. 978; Meyer v. 
Dr. B. L. Bull Vegetable Medicine Co., 58 F. 884, 18 U. S. App. 


372, 7 C. C. A. 558; Busby v. Davis, 150 F. 275; Shaver v. Heller, 
108 F. 821. 


In the case of Dyment v. Lewis (Iowa), 123 N. W. 224, 26 
L. R. A. (U. S.) 73, the Supreme Court of Iowa, in dealing with 


the use of geographic names and the subject of unfair competition 
in connection therewith, said: 


Appellant has a large number of decisions to the effect that one is not 
entitled to protection in the use of a trade-mark which is purely descriptive 
of his business or of this in connection with the locality where conducted. 
Whatever may be the law with reference to trade-marks, this is not the un- 
varying rule, applied in cases of unfair competition. The distinction be- 
tween the law of trade-marks and that of unfair competition is pointed 
out in Sartor vy. Schaden, 125 Iowa, 696, 101 N. W. 511, where the latter is 
said to be bottomed on the principle of common business integrity and to 
proceed on theory that “while the primary and common use of a word or 
phrase may not be exclusively appropriated, there may be a secondary 
meaning or construction which will belong to the person who has developed 
it. In this secondary meaning there may be a property right. . . . Con- 
sequently unfair competition is distinguished from trade-mark cases in 
this, that it does not involve necessarily the question of the exclusive right 
of another to use the name, symbol, or device. A word may not be capable 
of becoming an arbitrary trade-mark, and yet there may be an unfair use 
of the word which will constitute unfair trade. The whole doctrine is 
based upon the theory of protection to the public, whose rights are in- 
fringed or jeopardized by confusions of goods produced by unfair methods 
of trade, as well as upon the right of the complainant to enjoy the good-will 
of a trade built up through his efforts, and sought to be taken from him by 
unfair methods.” One using the ordinary name of a commodity, business, 
or occupation in connection with the name of a locality will not always be 
entitled to protection. This necessarily depends on circumstances. 


The Supreme Court of Rhode Island, in distinguishing between 
infringement of trade-marks and unfair use of trade-names, in the 
case of Cady v. Schultz, 19 R. I. 198, Atl. 195, 29 L. R. A. 524, said: 


A trade-name is of a different character. It is descriptive of the manu- 
facturer or dealer himself as much as his own name is, and frequently, like 
the names of business corporations, includes the name of the place where 
the business is located. If attached to goods, it is designed to say plainly 
what a trade mark only indicates by association and use. The employment 
of such a name is subject to the same rules which apply to the use of one’s 
own name of birth or baptism. Two persons may bear the same name, and 
each may use it in his business, but not so as to deceive the public and in- 
duce customers to mistake one for the other. The use of one’s own name is 


unlawful if exercised fraudulently to attract custom from another bearer 
of it. 
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A name adopted by the second user may amount to unfair com- 
petition if a similar word or words are used and in such manner as 
to deceive the public; it is not necessary that the exact word or 
words be used. See note to Dyment v. Lewis, supra, 26 L. R. A. 
(U. S.) 77, and cases cited therein. 

Thus, in the case of Walker v. Mikolas, 79 F. 955, it was held 
that the words “Canadian Rye Whiskey” so closely simulated the 
words “Canadian Club Whiskey” (the bottles and labels also being 
closely simulated) as to amount to unfair competition. 


Some cases go so far as to hold, in order that the use of a 


geographic name may be enjoined on the ground of unfair competi- 


tion, an actual intention to defraud must be shown. See cases 
collected in note at 26 L. R. A. (U. S.) 77; Nims on Unfair Busi- 
ness Competition, sections 25 and 26. Others are to the contrary. 

Perhaps the decisions which seem to be in confusion can be 
reconciled by a careful consideration of the precise facts of each 
case, but would avail little to review them in detail. Doubtless, in 
many particular instances, an injunction might well be awarded or 
refused according to whether an intentional wrong has been done. 
According to the more modern and more recent decisions, however, 
we do not think that proof of intentional fraud is essential. The 
true rule on this point has been well stated by the Supreme Court 
of Kansas, in the case of a Milling Co. v. Kansas Flour Mills 
Co., 89 Kan. 855, 183 P. 542. In that case the Supreme Court of 
Kansas said: 

But we do not think it should be said broadly that proof of in- 
tentional fraud is essential to the granting of such relief. While the 
existence of a wrongful intent might justify the interference of a court of 
equity upon a less showing of injury than would otherwise be required, the 
absence of such specific intent ought not to stay the hand of the court where 
a name is adopted so similar to that already in use by a business rival that 
injury to the first user will obviously or inevitably result. 

But what degree of similarity in names justifies the granting of 
an injunction? There must be such a similarity that the ordinary 
buyer, exercising ordinary intelligence and observation in business 
matters, will certainly or probably be deceived. Mere possibility of 
deception is not sufficient. As was said by the Supreme Court of 
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California, in the case of American Automobile Association Vv. 
American Automobile Owners Association, 13 F. (2d) 707, in dis- 


cussing the practice of courts and their methods of determining 
similarity : 


When so examined, the emblems of the contending competitors differ in 
so many conspicuous and essential features—in name, coloring, number and 
formation of letters, symbol—that it does not seem possible the one should 
be mistaken for the other by persons of ordinary intelligence, exercising 
ordinary care in the concerns of business. 


The rule is well stated in the case of Hilton v. Hilton, 89 N. J. 
Equity 472, 106 Atl. 193, as follows: 


The rule, of course, is that the similitude must be sufficient to confuse an 
ordinarily prudent man, but the test as to the care of prudence is not the 
precautions which a reasonably prudent man would take when investing 
money, or what not, but the precaution which he would take ordinarily in 


determining, in buying a suit of clothes, that he was in the store he thought 
he was in. 


In the case of Union Fishermen’s Coop. Packing Co. v. Point 


Adams Packing Co., 108 Ore. 535, 217 P. 642, the rule was stated 
thus, in the eighth paragraph of the syllabus: 


That a purchaser must exercise reasonable care in examining the goods 
to ascertain that he gets what he wants is a test applicable in considering 
whether there was deception of the ordinary purchaser by alleged unfair 
trade. 

Other cases to the same or similar effect are: Bissell Chilled 
Plow Works v. T. M. Bissell Plow Co., 121 F. 357; Auto Acetylene 
Light Co. v. Prest-O-Lite Co., 264 F. 810; H. E. Winterton Gum 
Co. v. Autosales Gum & Chocolate Co., 211 F. 612; Dodge Bros. 
v. East, 8 F. (2d) 872; Anheuser Busch v. Budweiser Malt Products 
Corp., 287 F. 2438, affirmed in 295 F. 306. 

The same rule is stated thus in 63 C. J. at page 399, wherein 
it is said: 

As in the case of infringement by imitation of another’s trade-mark, the 
true test of unfair competition is whether the acts of defendant are such as 
are calculated to deceive the ordinary buyer making his purchases under 
the ordinary conditions which prevail in the particular trade to which the 
controversy relates. This has been said to include the incautious, unwary, 
or ignorant purchaser, but not careless purchasers who make no examination. 

Testing the issues in this case by the foregoing rules, we are 
forced to the conclusion that the name the Coalgate Abstract Com- 
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pany would not be confused by or be deceiving to the ordinary person 
exercising ordinary intelligence in business matters, with the name 
the Coal County Abstract Company. Indeed, we think that only the 
most careless person would be deceived or confused by any supposed 
similarity in the two names. 

We, therefore, hold that the trial court erred in enjoining the 
defendant from using the name the Coalgate Abstract Company. 

The judgment of the trial court is therefore reversed, with direc- 
tions to render judgment for the Coalgate Abstract Company. 

The Supreme Court acknowledges the aid of Attorneys E. C. 
Mead, Carl H. Livingston, and Oras A. Shaw in the preparation of 
this opinion. These attorneys constituted an advisory committee 
selected by the State Bar, appointed by the Judicial Council, and 
approved by the Supreme Court. After the analysis of law and 
facts was prepared by Mr. Mead, and approved by Mr. Livingston 
and Mr. Shaw, the cause was assigned to a Justice of this court for 
examination and report to the court. Thereafter, upon considera- 
tion, this opinion was adopted, as modified. 


Ossorn, C. J., and Ritey, PHevps, and Corn, J. J., concur. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 
Abandonment 


Frazer, A. C.: Held that where an applicant had abandoned 
his registration it was improper to formally institute an opposition 
proceeding. 

In his decision he said that the decision in James G. Gill Com- 
pany, Inc. v. Standard Brands Incorporated, 159 M. D. 243, was 


not applicable and further said: 


There the applicant had attempted to withdraw its application after the 
opposition had been instituted, and for reasons fully stated by the Com- 
missioner in his decision it was held that such withdrawal should not be 
permitted without the consent of the opposer. The situation presented in 
the instant case is entirely different. Applicant abandoned its application 
before any notice of opposition had been filed, so that when the notice was 
received in the Patent Office there was no longer a pending application to 
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be opposed. The opposer should have been so advised, and the notice of 
opposition should have been returned unfiled. 

It is my opinion that the proceeding was void from its inception, and 
that the Examiner of Interferences was therefore without jurisdiction to 
render the decision here complained of.) 


Amendment of Application 


Frazer, A. C.: Held that, where it was shown that the applicant 
had been described in the application as a corporation organized 


under the laws of New Jersey when it appeared that the corpora- 
tion in fact was organized under the laws of Delaware, it was 
proper to admit an amendment to make that correction if the facts 
were stated in an affidavit. 

In his decision the Assistant Commissioner said: 


Obviously a reference to the State of its incorporation is no part of the 
name of a corporation, but serves merely as an additional means of iden- 
tification. While it is of course possible, it is nevertheless highly im- 
probable that two corporations of the same name, one organized under the 
laws of New Jersey and the other under the laws of Delaware, would both 
be doing business at the same street address in New York City. It seems 
reasonable therefore to accept counsel’s explanation that the place of in- 
corporation was incorrectly stated in these applications through inad- 
vertence, and I can see no good reason why the mistake should not be cor- 
rected by amendment. Certainly I am unable to agree with the Examiner 
that the proposed correction would result in a change of applicants. 


He further said: 


However, in view of the fact that the matters set forth in the applica- 
tions, including the place of applicant’s incorporation, are verified under 
oath by one of applicant’s officers, I think the amendments should be sup- 
ported by affidavit, likewise executed by an officer of the corporation, 
clearly establishing that applicant is in fact a corporation of the State of 
Delaware.” 


Cancellation—E vidence 


Frazer, A. C.: Held that Fouad Bushakra was not entitled to 
register the term ““Powrlube” in connection with certain features as 
a trade-mark for lubricating oil, in view of the prior adoption and 
use of that mark by McPartland and Hartley, and that the regis- 
tration which he obtained should be cancelled. 


1 Mishawaka Rubber and Woolen Manufacturing Company v. Bradstone 
Rubber Company, Opp’n No. 15,200, 159 M. D. 878, April 16, 1937. 

2 Ex parte American Bleached Goods Company, Inc., Ser. No. 374,609 and 
Ser. No. 374,610, 159 M. D. 782, October 10, 1936. 
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In his decision, with reference to the use of the mark by the 
parties, the Assistant Commissioner said: 


It appears that in October, 1932, McPartland and Hartley, doing busi- 
ness in New York under the name of Powrlube Company, entered into a 
contract with Bushakra whereby the latter was given the exclusive right to 
sell the firm’s “Powrlube” motor oil in certain counties in New Jersey. 
Some six months later difficulties arose, resulting in litigation between the 
parties and cancellation of the sales agreement. In October, 1933, Bushakra 
filed his application to register the word “Powrlube,” so displayed in the 
drawing as to leave no possible doubt that it was copied from petitioners’ 
labels, claiming continuous use on goods identical with petitioners,’ “in 
applicant’s business since September, 1932.” 


Then, after stating that the record was hopelessly uncertain, he 
said: 


I am convinced, however, that Bushakra had no business in September, 
1932, nor at any time prior to the effective date of his contract with peti- 
tioners. Just when petitioners began to use the mark is far from clear. 
In fact, it would be difficult to determine from the direct examination of 
their witnesses that they had used it at all; but sufficient was brought out 
in the cross-examination of Hartley, in view of the undenied averments of 
the petition, to establish use at least before Bushakra’s entry into the field. 
Under the circumstances it seems unnecessary to attempt to fix exact dates.® 


Cancellation—Grounds 


Frazer, A. C.: Held that a petition filed by Frank W. Kilburn 
for the cancellation of the registration of a trade-mark obtained by 
Harrison-Simpson Company was properly dismissed on the ground 
that the petitioner had established no ground for cancelling the mark. 

In his decision, after stating that petitioner alleged that he was 
a member of a partnership which had licensed a third party to 
manufacture a patented device and the trade-name used with it 
includes the registered mark, the Assistant Commissioner said: 

The Examiner of Interferences based his decision on a holding that use 
of a trade-mark by a partnership gives no right of action to an individual 
partner with respect to such mark. But while I agree that this is the law, 
I am further unable to find any averment in the petition that Kilburn’s 
partnership has ever used the mark here involved. Stripped of legal con- 
clusions and immaterial statements of fact, the petition for cancellation 
alleges merely that petitioner devised the registered trade-mark and 


authorized registrant to use it; that later his firm licensed a third party to 
manufacture and sell the article with which registrant uses the mark; and 


3 Joseph McPartland and Seward W. Hartley v. Fouad Bushakra, Canc. 
No. 2,750, 159 M. D. 630, March 13, 1936. 
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that registrant has objected to such third party’s use of its registered 


trade-mark. Ample grounds for this objection are fully set forth in the 
petition? 


Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for liquid flavoring for foods, a mark described as 
consisting of a “medallion containing the representation of a maple 
leaf surmounted by the words ‘Maple Bake’ written in a particular 
manner,” the notation ‘““Maple Bake’ being disclaimed, in view of 
the prior adoption, use and registration by opposer, of two marks 
for flavoring extracts, one consisting of the words “Crescent 
Mapleine” in association with a maple leaf and a crescent, and the 
other of the word “Mapleine” alone. 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision, after noting applicant’s argument that the earlier 
registration in 1905 was not pleaded in the notice of opposition, the 
Assistant Commissioner said: 

It appears, however, that a copy of the registration was made of record 
in this proceeding five months before applicant filed its answer; and that a 
considerable portion of that pleading is devoted to averments concerning 
the alleged non-user and abandonment of the particular trade-mark in ques- 
tion, with frequent reference to the exact date and number of the registra- 
tion. Any deficiency in the notice of opposition would thus seem to have 


been cured by applicant’s answer. Moreover, notice was duly served under 


rule 154 (e) that opposer would rely on this certificate of registration at 
final hearing. 


With reference to the argument that opposer had abandoned 
the mark covered by the 1905 registration, he said: 


In my opinion, however, the evidence relied on in that regard is wholly 
insufficient. It consists in the testimony of a single witness and a decree of 
the United States District Court for the Northern District of Illinois, 
wherein opposer was adjudged guilty of misbranding a shipment of its 
“Crescent Mapleine” product. The witness was not qualified to testify to 
the alleged fact of abandonment, nor did he undertake to do so. The very 
most that can be determined from his testimony is that he had failed to see 
any of opposer’s maple leaf labels during a period of years, which falls far 
short of proof that opposer had ceased to use such labels. As for the judg- 

* Kilburn v. Harrison-Simpson Co., Canc. No. 2,976, 159 M. D. 779, Octo- 
ber 6, 1936. 
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ment, I am unable to perceive that it has the slightest bearing upon the 
issue here under consideration. Opposer’s trade-mark rights were in no 
manner involved in that suit, and needless to say were not adjudicated. It 
is applicant’s contention that as a result of opposer’s conviction of misbrand- 
ing it ceased to use a maple leaf on its label, but certainly there is nothing 
in the decree that required it to do so. 


With reference to the similarity in marks, he said: 


If opposer’s later registration were the only one involved I should be 
inclined to answer that question in the negative. But with respect to its 
composite mark, disclosed in the 1905 registration, I am not convinced 
that confusion would be unlikely. While there are many differences between 
that mark and the one sought to be registered, to my mind an inspection of 
the two in their entireties reveals similarities that may reasonably be ex- 
pected to deceive purchasers. I am thus constrained to agree with the 
Examiner in sustaining the opposition. 

He further held that the applicant’s mark was not registrable to 
it because it was merely descriptive of the goods, as held by the 


Examiner in Interferences.® 


Frazer, A. C.: Held that applicant is not entitled to register, 
the notation ““Totalite” as a trade-mark for paste paint in view of 
the prior adoption and use by opposer, of the term “Texolite” for 
use on paint in dry form. 

After noting the testimony and holding that there was no dis- 
pute that the United States Gypsum Company used its mark prior 


to the adoption of its mark by the applicant, and noting applicant’s 


argument that the suffix “lite” had so commonly been used in paint 
marks that the two here involved could not be held to be confusingly 
similar, the Assistant Commissioner said: 


Keeping in mind the well-established rule that the validity of opposer's 
registration is not here open to inquiry, and considering these prior regis- 
trations only as bearing on the proposition submitted by applicant, I am 
clearly of the opinion that they are insufficient to constitute proof. Another 
rule that must not be lost sight of is that in an opposition proceeding the 
marks of the parties must be considered in their entireties, and the mere 
fact that a word or a syllable common to both is, by itself, not subject to 
exclusive appropriation becomes immaterial if the marks as a whole are 
confusingly similar. 


Then, with reference to the marks themselves, after noting the 
case (77 F. [2d] 523) [26 T.-M. Rep. 225] in which the Court of 


5 Crescent Manufacturing Company v. Natural Sugars, Inc., Opp’n No. 
13,155, 159 M. D. 622, March 6, 1936. 
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Customs and Patent Appeals held that the words “Yeasties” and 
“Wheaties” as used on breakfast foods were not confusingly similar, 
he said: 


I am willing to concede that the marks before me are no more alike in 
sound or appearance than are the ones involved in that case. The court, 
however, appears to have based its decision largely on the difference in 
meaning of the two marks, which is an element totally lacking here. To 
the average individual neither “Totalite” nor “Texolite” would, in my 
opinion, convey any meaning whatever aside from their trade-mark 
significance. 

The similarities and dissimilarities of these two words are of course 
apparent and need no detailed discussion. 


He then said: 


I am at least convinced that the probability of confusion between the 
marks here involved is not free from doubt, and I must resolve that doubt 
in favor of the first user.® 


Frazer, A. C.: Held that applicant is not entitled to register, 


the notation ““No-Vex’”’ as a trade-mark for an ointment for treat- 


ing athlete’s foot, ringworm, etc., in view of the prior use by opposer, 


of the term “Solvex’’ as a trade-mark for treating the same diseases. 

With reference to the evidence filed by the party Falls to estab- 
lish his date of use and his argument as to what is required to estab- 
lish such use, the Assistant Commissioner said: 


The difficulty here, however, is that even these minimum requirements 
have not been satisfied by applicant’s proofs as of a date prior to the fall 
of 1931. Although his product, made in accordance with the same formula, 
may have been manufactured and sold before, a careful consideration of 
the evidence convinces me that “the article with the adopted brand upon it” 
was not “actually a vendible article in the market” prior to that time. 


With reference to the registration No. 192,076, issued to The 
Scholl Mfg. Co., Inc., which was cited in the notice of opposition, 
he said: 

It has not been established however that opposer and registrant are the 
same corporation, nor that opposer has acquired title to the registration. 
It is noted, also, that opposer has substantially forsaken that registration 
insofar as this proceeding is concerned. It will therefore be given no further 
consideration in determining the questions raised by the appeal. 


6 United States Gypsum Company v. The Wilbur & Williams Co., Opp’n 
No. 13,434, 159 M. D. 624, March 9, 1936. 
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With reference to the similarity of the marks, he said: 


Above the word “Solvex” on opposer’s label, in much smaller type, is 
printed the name “Dr. Scholl’s.”. When spoken this name would of course 
clearly distinguish opposer’s product; but it not only seems likely but is 
shown by the evidence that some purchasers ask simply for “Solvex.” In 
this situation it seems at least not free from doubt that the two marks may 
be confused. “Solvex” and “No-Vex” are quite nearly alike in both sound 
and appearance, and the addition of the name to opposer’s mark is not 
deemed of sufficient significance to overcome the probability of confusion 
otherwise present. 


He further held that registration No. 192,076 was a bar to the 
registration by the applicant, and said: 


It discloses the one word “Solvex,” printed in type identical with that 
employed by applicant, for use on “ointments and other pharmaceutical 
preparations for treatment of corns.” Manifestly these goods are of the 
same descriptive properties as applicant’s and as the marks are, in my 
opinion confusingly similar, registration to applicant is expressly prohibited 
by the statute.’ 


Frazer, A. C.: Held that E. E. Fall is not entitled to register, 
as a trade-mark for whiskey, a mark consisting of the notation ‘3 
Crown” prominently displayed above a shield bearing the letters 
“B L D” and all surmounted by a representation of three crowns, 
in view of the registration of Robert Brown, Limited, of Glasgow, 
Scotland, of a mark for the same goods consisting of the notation 
“Brown’s Four Crown Brand,” as had been held by the Examiner 
of Interferences in dissolving an interference in which applicant's 
application was involved. 

In his decision, the Assistant Commissioner said: 


Considering these two marks in their entireties, I am of the opinion that 
they are confusingly similar. I am convinced that the casual purchaser 
might very probably remember the name of registrant’s product as com- 
prising an uncertain number of crowns, or a numerical designation coupled 
with the word “Crown,” and upon seeing applicant’s product for sale under 
a name likewise comprising a numerical designation coupled with the nota- 
tion “Crown” would be likely to become confused and purchase the product 
of the applicant while expecting to obtain the product of the registrant. 
The probability of such likelihood of confusion is a statutory bar to the 
registration of appellant’s mark.* 


7 The Scholl Manufacturing Co., Inc. v. Arthur I. Falls, Opp’n No. 13,871, 
159 M. D. 626, March 11, 1936. 

8 Joseph E. Seagram & Sons, Inc. v. E. E. Fall, Int. No. 2,372, 159 M. D. 
628, March 12, 1936. 
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Spencer, F. A.C.: Held that applicant is not entitled to regis- 
ter, under the act of 1905, as a trade-mark for truck trailers, the 
notation “Black Diamond” written on a white background which 
extends across a black diamond-shaped figure, in view of certain 
prior registrations of a trade-mark for trucks, consisting of the 
pictorial representation of a diamond and the notation “Diamond 
T” written within a diamond outline. 

With reference to the goods, he said: 


Despite applicant’s contention otherwise, I am of the opinion that 
motor trucks and trailers are goods of the same descriptive properties. 
They are purchased by the same class; they have many common physical 
properties; they are generally manufactured by the same manufacturers; 
whenever a trailer of the kind here involved is used it is in conjunction with 
a truck; they are used for the same purpose, namely, hauling; and are in 
fact $0 similar that, to my mind, the question admits of no possible doubt. 


Then, with respect to the marks themselves, he said: 


In my opinion the applicant cannot be permitted to appropriate the 
word “Diamond” from the prior registrations and by adding to it the 
prefix “Black” avoid the holding that the marks are confusingly similar. 
The conclusion that the notations “Diamond” and “Black Diamond” as 
employed by the applicant and the prior registrant bear confusing similarity 
is emphasized by the fact that the applicant likewise employs the diamond- 
shaped symbol in conjunction with its mark and that the prior registrant 
has separately registered the same symbol.® 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for shoes, the word “‘Plasti- 
con,” in view of the prior registration by another of the word ‘“Plas- 
tic,” as applied to the same goods. 


In his decision, after stating the argument of the applicant that 
the word “Plastic” is descriptive of shoes and therefore this prior 
registration cannot be held to preclude the registration of applicant’s 
composite mark, the Assistant Commissioner said: 

As pointed out by the Examiner, this is a question which may not prop- 
erly be considered in an ex parte proceeding, and I therefore refrain from 


expressing an opinion upon the merits of applicant’s contention. In re 
Wilcox & Co., 36 App. D. C. 107. 


Viewing the two marks in their entireties, and considering the fact that 
they are applied to identical goods, it seems obvious to me that their concur- 


® Ex parte Lloyd A. Myers, Jr., Ser. No. 348,396, 159 M. D. 551, January 
13, 1936. 
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rent use would probably result in confusion, and that the Examiner com- 
mitted no error in so holding.!® 


Frazer, A. C.: Held that the opposition by E. C. De Witt & 
Co., Inc., to the registration by Brewer & Company, Inc., of a cer- 
tain trade-mark for plain and mint flavored cod liver oil and cod 
liver oil wafers, etc., was properly sustained in view of the admitted 
prior use and registration by E. C. De Witt & Co., Inc., of certain 
trade-marks for various medicinal preparations including remedies 
for the relief of kidney, bladder and liver troubles. 

In his decision, after stating that the goods were obviously of 
the same descriptive properties and quoting from the decision of 
the Examiner of Interferences the following description of the trade- 
marks of the respective parties the Assistant Commissioner said: 


The two marks shown in the registrations of the opposer consist of sub- 
stantially the same pictorial matter, comprising a representation of ap- 
parently continuous mountain peaks forming a foreground and horizon line 
which in effect partially obscures a circular representation of the sun. The 
visible portion of this latter representation is provided with radiating lines 
representing sun rays. The mark claimed by the applicant substantially 
conforms with the foregoing description of the marks of the opposer, 
primarily differing therefrom in that a larger portion of the sun is visible 
over the horizon, and, in place of a continuous succession of mountain peaks 
in the foreground, the outer mountain peaks are separated by the represen- 
tation of an expanse of water and a centrally disposed picture of a sailing 
ship. 


He said: 


Applicant insists that its mark is essentially a maritime scene, and thus 
differs fundamentally from the landscape constituting the subject of op- 
poser’s marks. As described in applicant’s brief it might well be con- 
cluded that the marks are not at all confusingly similar, but an inspection 
of the marks themselves leads to a contrary result; and where, as here, 
trade-marks are comprised solely of design features, their impression on the 
eye is the only reliable test of similarity. Applying that test to the marks 
before me I am convinced that there is at least a reasonable probability that 
their concurrent use on the goods described would tend to confuse pur- 
chasers; and any doubt in that regard must, of course, be resolved in favor 
of the first user. 


Then, with reference to applicant’s argument that although the 


marks have been concurrently used in the same general territory, 


there is no proof of a single case of actual confusion, he said: 


10 Ex parte Pedigo-Lake Shoe Company, Ser. No. 359,440, 159 M. D. 563, 
January 16, 1936. 
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While it is true that no actual confusion has been shown, the balance of 
the statement quoted from applicant's brief is not supported by the record. 
Moreover, it is not necessary that an opposer prove actual confusion. Cit- 
ing Pepsodent Co. v. Comfort Manufacturing Co., 83 F. (2d) 906, 23 C. C. 
P. A. [26 T.-M. Rep. 481].1 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Valley Farm,” as a trade-mark for butter, in view of 
the prior registration of “Valley Grove,’ for the same goods. 

In his decision, after stating that the Examiner of Interferences 
had dismissed the opposition but held that the applicant could not 
obtain registration for the reasons above stated, and that the op- 
poser had not appealed, the First Assistant Commissioner said, 


with reference to the ground of rejection above stated: 


In my opinion the conclusion reached by the Examiner of Interferences 
is unquestionably sound. While the words “Farm” and “Grove” are of 
course entirely different in spelling, sound, meaning and appearance, ob- 
viously this is not true of the two marks in their entireties. Both sug- 
gest rural scenes, and upon casual observation would be likely to leave 
the same general impression in the mind of the average purchaser. I 
think it might frequently happen that one having heard of “Valley Grove” 
butter, would, upon seeing “Valley Farm” butter for sale in a grocery 
store, become confused and conclude that the two were the same. In 
Fashion Park, Inc. v. The Fair, 18 C. C. P. A. 1399, 49 F. (2d) 830, it 
was held that “Fashion Park” and “Fashion Row” are confusingly similar 
when applied to identical merchandise.!? 


Frazer, A. C.: Held that Moon Glow Cosmetic Company, Ltd., 
had not established sufficient grounds for cancelling the registration 


to the Mountain Varnish & Color Works, Inc., of the notation 
“Miraglo,” displayed against a pictorial design, as a trade-mark 
for manicure preparations, creams, lotions, etc. 

In his decision, after stating that the Examiner of Interferences 
had sustained the petition for cancellation in view of the petitioner’s 
use of the notation ‘““Moon Glow,” for the same goods, and that he 
would have been constrained to affirm the decision if the similarity 


of the marks had been the essential point in the case, he said: 


1 E. C. De Witt & Co., Inc. v. Brewer & Company, Inc., Opp’n No. 14,815, 
159 M. D. 780, October 7, 1936. 

12 Borden Quality, Inc. v. Blue Valley Creamery Company, Opp’n No. 
14,429, 159 M. D. 786, October 12, 1936. 
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Petitioner was incorporated February 23, 1934, or five months after 
respondent’s registration issued. In the petition use is alleged by petitioner 
“and its predecessor, Louis Herzberg,” who is now its president, since about 
May 15, 1928; and petitioner asserts ownership of a registration of its mark 
issued to Herzberg March 21, 1933. Manifestly petitioner assumed the bur- 
den of proving one or the other of those averments, both of which were 
denied in the answer, or at least a use antedating the issuance of respondent’s 
certificate. In my opinion that burden has not been sustained. 


He then discussed the testimony as to the ownership of the mark 
and said: 


It is true that other statements were made by the witness which are 
somewhat contradictory of the foregoing; but in view of his relationship to 
petitioner, and the fact that it is his use and ownership of the mark on 
which petitioner must rest its case, I think such statements may properly 
be disregarded. 

Herzberg testified that he had orally assigned the “Moon Glow” mark to 
petitioner when it was incorporated, but passing over the unsatisfactory 
character of the evidence in that regard, it seems abundantly clear that 
he had previously parted with his interest in the mark and hence had noth- 
ing to assign. By the same token it necessarily follows that he did not 
own the mark when it was registered to him in 1933, and certainly the cer- 
tificate of registration could confer no greater property rights on petitioner 
than were possessed by its purported assignor. Whether or not petitioner 
now owns the mark on which it relies need not be determined, for such 
ownership can be predicated only on its own use, and as already noted 
petitioner did not come into existence until five months after the date of 
respondent’s registration. 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “‘Port-O-Pedic” as a trade-mark for shoes, in view of 
the prior adoption and registration by opposer, of the term “Prac- 
tipedic”’ as a trade-mark for the same goods, since the marks are so 
similar as to be likely to confuse the public and deceive purchasers. 

In his decision the Assistant Commissioner said: 


Applicant argues that as the suffix “pedic,” common to both marks, 
obviously refers to the foot, it cannot be exclusively appropriated as a 
trade-mark for footwear, and cites a number of prior registrations as 
evidence that it has become publici juris. The marks of the parties being 
otherwise dissimilar, it is thus urged that confusion would not be likely to 
result from their concurrent use on identical goods. 

Similar arguments were advanced in the case of Pepsodent Co. v. Com- 
fort Manufacturing Co. (C. C. P. A), 83 F. (2d) 906 [26 T.-M. Rep. 481], 
where the marks involved and held to be confusingly similar were “Pearle- 
dent” and “Pepsodent,” both applied to dentrifices. In the court’s opinion 


13 Moon Glow Cosmetic Company, Ltd. v. Mountain Varnish & Color 
Works, Inc., Canc. No. 2,768, 159 M. D. 787, October 12, 1936. 
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in that case every question presented here is conclusively answered, and in 
view of the fact that the resemblances and differences of the marks there 
considered and of those here involved are substantially parallel, I think 
that case is controlling in the present proceeding." 


Frazer, A. C.: Held that applicant, is not entitled to register, 
as a trade-mark for whiskey, rum, gin, brandy and alcoholic cordials, 
a mark consisting of the notation “Old Pal,’ displayed above a pic- 
ture of two men holding partially filled glasses, in view of the 
prior adoption and use by opposer, of a mark consisting of the 
notation “Old Parr.” 

In his decision the Assistant Commissioner said: 

When placed side by side with applicant’s mark this registered mark is 
easily distinguishable therefrom, but in practice this is not done. The goods 
are necessarily known and called for as “Old Parr” and “Old Pal,” respec- 
tively. These terms are so nearly alike in both sound and appearance that 


their concurrent use, with this particular class of merchandise, would, in 
my opinion, inevitably lead to confusion. 


Frazer, A. C.: Held that applicant is not entitled to register 
a mark which is essentially the notation “Nourol,” as applied to 


shampoo, wave set, hair tonic and rinse, in view of the prior adop- 
tion, use and registration of opposer, of the mark “Nujol,” as a 


trade-mark for a refined mineral oil primarily sold as an intestinal 


lubricant, since the goods are of substantially the same descriptive 
properties and the marks applied thereto confusingly similar. 

In his decision the Assistant Commissioner, after noting that a 
use by the opposer of its goods for a treatment for the scalp had 
been merely incidental and referring to the manner in which the 
goods are put up and sold, and stating that these differences were 
of little importance in determining the question of similarity, said: 

In Noll v. Krembs, 22 C. C. P. A. 722, 73 F. (2d) 491 [25 T.-M. Rep. 28], 
it was held by the United States Court of Customs and Patent Appeals that 
a medicated textile for treatment of the hair and scalp has the same descrip- 
tive properties as a “cough balsam” used for coughs, colds, bronchitis, 
throat tickle, croup and hoarseness; and in Vick Chemical Company v. 
Central City Chemical Company, 22 C. C. P. A. 996, 75 F. (2d) 517 [25 T.-M. 
Rep. 179], the same court ruled that insecticides are goods of the same 

14 The Scholl Mfg. Co., Inc. v. Weyenberg Shoe Mfg. Co., Opp’n No. 
14,521, 159 M. D. 792, October 21, 1936. 


19 MacDonald, Greenlees Limited v. Jacob Englander, Opp’n No. 14,233, 
159 M. D. 881, April 21, 1937. 
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descriptive properties as medicated salve, nose and throat drops, medicated 
cough drops and liver pills. I think the goods of the parties here involved 
are at least as nearly related as were those considered in either of the 
cases referred to, even though it be assumed that opposer’s mineral oil is 
used exclusively as an intestinal lubricant. 


Then, with reference to the goods, after stating that the holding 
that the marks are confusingly similar found support in the authori- 
ties, he said: 


For example, in Malone v. Horowitz, supra, the marks “Poro” and “Molo” 
were held to be confusingly similar as were the marks “Pinetex’” and 
“Pinex” in Noll v. Krembs, supra, and the marks “Voo” and “Dew” in 
Marion Lambert, Inc. v. O’Connor (C. C. P. A.), 86 F. (2d) 980. 

* oa * 


“Nourol” and “Nujol” sound very much alike when spoken, and do not 
differ greatly in spelling or appearance. In fact if a “j” were substituted 
for the “r” in applicant’s mark the two would be substantially identical. 
This slight difference is not thought sufficient to insure against the likeli- 
hood of confusion.!6 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Old Guide” as a trade-mark for whiskey, in view of 
the adoption, use and registration by opposer, of the term “Old 
Guild” for whiskey, gin, rum, rye, brandy and cordials. 

The ground of the decision is that the goods of the respective 
parties are the same and the marks are confusingly similar as applied 
thereto. 


In his decision, after noting that the applicant insists that it 
affirmatively appears from the testimony that the opposer was not 
using its mark when it applied for registration and its registration 
is therefore invalid, the Assistant Commissioner said: 


I agree with the Examiner of Interferences that the evidence upon which 
this contention is based is wholly negative in character, and is insufficient 
to overcome the statutory presumption of ownership afforded by section 16 
of the Trade-Mark Act. I shall not undertake to analyze this evidence, 
however, because I do not think the question is one that may properly be 
raised in an opposition proceeding. 

As was pointed out by the Court of Customs and Patent Appeals in 
American Fruit Growers v. Michigan Fruit Growers, 17 C. C. P. A. 906, 38 
F. (2d) 696 [20 T.-M. Rep. 135], if the registration of an opposer’s trade- 
mark was improperly or inadvertently granted, the statute provides an 
adequate remedy in that any person deeming himself injured thereby may 


16 Stanco Incorporated v. McLaughlin-Owen Company, Opp’n No. 14,873, 
159 M. D. 883, April 27, 1937. 
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apply for its cancellation. But as I understand the rulings of that court in 
such cases as Revere Sugar Refinery v. Salvato, 18 C. C. P. A. 1121, 48 F. 
(2d) 400 [21 T.-M. Rep. 192], and Skelly Oil Co. v. The Powerine Co., 86 
F. (2d) 752 [27 T.-M. Rep. 78], the validity of such a registration may not 
be attacked in an opposition proceeding.!? 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for canned vegetables, the notation “Country Crest”’ 
in view of the prior adoption and use by the opposer, of the nota- 
tion “Country Club” for the same goods. 

In his decision the Assistant Commissioner said: 

Since this case was argued on appeal the Court of Customs and Patent 
Appeals has rendered a decision in the case of Kroger Grocery & Baking 
Co. v. Blue Earth Canning Co., 88 F. (2d) 725, 33 U. S. P. Q. 137 [27 T.-M. 
Rep. 250], reversing the Patent Office and holding the marks “Country 
Club” and “Country Kist,” for the same goods here involved to be con- 
fusingly similar. Manifestly the instant case is controlled by that decision, 


and the decision of the Examiner of Trade-Mark Interferences is accord- 
ingly reversed.18 


Descriptive Terms 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation ““Non-Allergic” as a trade-mark for certain cosmetics 
and toilet preparations, in view of the fact that the opposer, a manu- 
facturer of cosmetics, had, prior to applicant’s filing date, advertised 


its goods as being “non-allergic,’ as had many other dealers in 
similar products. 


In his decision, after stating that applicant had taken no testi- 
mony and referring to the testimony of the opposer as to the use 
by itself and others of the term “Non-Allergic’” and stating that 
upon this uncontradicted evidence the Examiner of Interferences 
had no alternative but to hold applicant’s mark descriptive of the 
goods, the Assistant Commissioner said: 

With its brief on appeal applicant filed several letters, in which is 
expressed the opinion of the signers that the term “non-allergic” is not 
descriptive of cosmetics; and also copies of the complaint and answer in a 


proceeding said to have been instituted against opposer by the Federal 
Trade Commission. Obviously these documents would be incompetent as 
17 Continental Distilling Corporation v. Three G Distillery Corp’n., Opp’n 
No. 14,708, 159 M. D. 889, April 30, 1937. 
18 The Kreger Grocery & Baking Company v. Walla Walla Canning Com- 
pany, Ine., Opp’n No. 15,023, 159 M. D. 888, April 30, 1937. 
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evidence in this proceeding even had they been properly made of record. 
Moreover, had the signers of the letters all been called as witnesses and 
given testimony corresponding to the statements contained in their letters, 
opposer’s evidence of descriptiveness would still greatly preponderate.® 


Frazer, A. C.: Held the term “Alpacian” was not unregistrable 
as being descriptive of men’s overcoats. 

In his decision the Assistant Commissioner stated that testimony 
had been taken only by Levy Bros. & Adler Rochester, Incorporated, 
the applicant, that the Examiner of Interferences held this testi- 
mony to establish a date of use of the mark “Alpacian” by the ap- 
plicant prior to the filing date of the registrant S. Makransky and 
Sons, Inc., and that the registrant did not appeal from the decision 
of the Examiner of Interferences. 


He then, after stating that the Examiner of Interferences had 
held ‘‘Alpacian” unregistrable because it is descriptive of the goods, 


said: 


“Alpaca” is defined in the dictionaries as a llama-like animal, as a cloth 
made from the wool of such an animal, and as a garment made from such 
cloth. “Alpacian” is not to be found in any available dictionary, nor does it 
appear from the record to have any meaning other than that acquired 
through applicant’s use. While it is of course true that the suffix “ian” gives 
the word an adjective form, I do not think it is a form that would normally 
be used by the public or by other dealers in similar merchandise to describe 
alpaca overcoats. Standing alone it would, in fact, be difficult to de- 
termine from what noun the adjective was derived, because it is formed 
not merely by adding the suffix “ian” but also by dropping the final “a.” 
Moreover in the expression “alpaca overcoat” the word “alpaca” is a 
so-called adherent noun, which functions as an adjective without any change 
in form; and to describe an alpaca coat as “alpacian” would be as incor- 
rect grammatically as to speak of a velvet gown as “velvetian.” I think a 
prospective purchaser in search of an alpaca coat would in all probability 
ask for just that, and that if he should ask for an “Alpacian” coat it 
would be because he was familiar with applicant’s trade-mark and wanted 
applicant’s goods.?° 


Frazer, A. C.: Held that the opposition of National Oil 
Products Company, to the registration by George E. Wymer, of a 


trade-mark for a shampoo powder for rugs and upholstery having 


19C. W. Beggs, Sons & Co. v. Oda S. Blair, Opp’n No. 14,573, 159 M. D. 
789, October 15, 1936. 

*0 Levy Bros. & Adler Rochester, Inc. v. S. Makransky & Sons, Inc., Int. 
No. 2,588, 159 M. D. 790, October 17, 1936. 
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incidental disinfecting properties, was properly dismissed, but the 
applicant is not entitled to registration of its mark since that mark 
is merely descriptive. 

The Assistant Commissioner, in his decision, described the marks 
as follows: 


The mark disclosed in applicant’s drawing is unpronounceable, and some- 
what difficult to describe. It consists of an elongated capital “P,” to the 
left of which are the letters “NA” above and the word “Sham,” and to the 
right of which are the letters “oo.” Opposer asserts that the mark is 
“Napoo Shampoo,” and the Examiner shares that view. Applicant simply 
reproduces the mark in facsimile each time it is referred to in the brief, and 
leaves its solution to the reader. However, in the printed matter which 
appears on the specimen labels filed with the application the product to 
which the mark is applied is repeatedly designated as “Nap-Shampoo,” 
and I think that is the way the mark would be read by the average observer. 
At least that is clearly the way applicant intends it to be read and pro- 
nounced by purchasers. 

The mark chiefly relied on by opposer is “Nopco,” which is alleged in 
the notice of opposition to have been used by opposer “for many years” on 
disinfectants and dry-cleaning soaps. 


He then, after stating that the case had been submitted on an 
agreed state of facts, said that from that statement it appears: 


that prior to applicant’s first use of his mark opposer had sold only two 
products that may properly be held to be goods of the same descriptive 
properties as those to which applicant’s mark is applied. The first is 
described in the stipulation as “a cleansing disinfectant used as a substitute 
for soap for general cleansing purposes, especially where grease is to be 
removed.” This item is sold under the trade-mark “Nopco 1687.” The 
second is described as “a general cleanser for hair, hands and fabrics,” 
and is sold under the trade-mark “Nopco 1392 AL.” 


With reference to the likelihood of confusion by reason of con- 
temporaneous use of the two marks, he said: 


I am convinced that there is no reasonable likelihood of confusion be- 
tween either of those marks and the one sought to be registered. The other 
marks referred to in the notice of opposition and in the stipulation need not 
be discussed, because their use has been restricted to merchandise differing 


from that of applicant to such an extent that similarity of the marks is 
immaterial. 


Then with reference to the question of the descriptiveness of 
applicant’s mark, he said: 


In my opinion it is purely descriptive of the goods with which it is used. 
The verb “shampoo” means to cleanse, and its definition is illustrated in 
Webster’s New International Dictionary by reference to the cleansing of a 
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rug. The same authority defines “shampoo” as a noun meaning “a mixture 
or preparation to be used in shampooing.” Applicant’s product is a sham- 
poo designed for cleansing the surface, or “nap,” of various fabrics, includ- 
ing rugs. In other words it is a “nap shampoo.” That this is literally true 
is evidenced by the printed matter on the labels, which reads in part as 
follows: 

“Just whisk on Nap-Shampoo with a brush. It cleans, brightens, dis- 
infects and mothproofs in one operation. No fuss. ... No bother. ... No 
hard rubbing. Like magic your dull rugs become clean, bright and lustrous 
right under your very eyes.” 

Applicant has disclaimed the word “shampoo,” but as the notation in 
its entirety is descriptive of the goods such partial disclaimer does not 
make the mark registrable.2! 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the notation “Milkshave” as a trade-mark 
for liquid soaps, since the notation is deemed to be descriptive of 
the goods. 

In his decision, after noting applicant’s argument that the mark 
at most is merely suggestive, the Assistant Commissioner said: 


The specimen labels filed with the application, purporting to “show the 
trade-mark as actually used upon the goods,” disclose the information that 
“Milkshave” is “a liquid soap for shaving and other toilet uses.” Mani- 
festly the word “shave” is descriptive of shaving soap, and I am inclined to 
agree with the Examiner that the word “milk” is descriptive of a liquid soap 
as indicating its consistency or appearance. This being true, the fact that 
the two have been combined into a single compound word does not save the 
mark as a whole from being descriptive, nor does their arrangement in the 
combination. I am convinced that this mark, as applied to these particular 
goods, would convey none other than a descriptive significance to the average 
purchaser.?? 


Frazer, A. C.: Held that applicant is not entitled to register 
the mark “Flushtex”’ as a trade-mark for a chemical preparation for 
opening stopped drain pipes and removing stains from closet bowls 


and cleaning the closet bowls and retaining the latter in a sanitary 


condition, in view of the prior adoption and use by opposer, of the 
term “Sani-Flush’” for a cleaning powder for the same purposes as 
applicant’s product. 

In his decision, after noting that the Examiner of Interferences 
expressed the opinion that the word “flush” has an obvious signifi- 


21 National Oil Products Company v. Wymer, Opp’n No. 14,668, 159 M. D. 
798, October 31, 1936. 
22 Ex parte Roger & Gallet, Ser. No. 372,752, 159 M. D. 888, April 30, 1937. 
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cance with reference to the goods and that significance is neither 
arbitrary nor fanciful, the Assistant Commissioner said: 


Regardless of its significance, however, I think the word is the pre- 
dominant feature of each mark, and the part of each that would be most 
likely to impress itself upon the memory. Considering the marks as a whole, 
I am convinced that “Flushtex” and “Sani-Flush,” when applied to identical 
goods of the character here involved, may well be confused by purchasers to 
opposer’s damage. At least the question is not free from doubt, and that 
doubt must be resolved against the applicant. Sutter Packing Co. v. Piggly 
Wiggly Corporation, 20 C. C. P. A. 1069, 64 F. (2d) 1006.75 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that Otto E. Kraus was entitled to regis- 
ter, under the Act of 1920, the name “Florsheim” as a trade-mark 
for razor blades, notwithstanding the prior adoption and use by 
The Florsheim Shoe Company, of the same word as a trade-mark for 
shoes. 

The ground of the decision is that the goods are clearly not of 
the same descriptive properties. 

In his decision, after stating that the marks being identical the 
question to be determined was whether the goods were of the same 
descriptive properties, he said: 

Most emphatically that question must be answered in the negative. In 
my opinion they differ almost as widely as the lipstick and steam shovel of 


Judge Hand’s classical illustration in L. E. Waterman Co. v. Gordon, 72 
F. (2d) 272 [24 T.-M. Rep. 347]. 


And then after stating petitioner's argument that, even though 
the goods are different, the registration should be cancelled on the 
ground that the registrant was not entitled to the exclusive use of 
the mark at the date of his application, he said: 


I think this contention is without merit. The quoted language of the 
statute clearly has reference to an exclusive use in connection with the 
particular class of goods covered by the registration, and the right of a 
registrant in that regard is in no way impaired by another’s use of the 
same mark on goods of a different class. 


And then, after stating that one of the witnesses had testified 
that petitioner had used the mark “Florsheim” not only on shoes 


23 The Hygienic Products Company v. United Products Company, Opp’n 
No. 15,052, 159 M. D. 890, April 30, 1937. 
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but on various novelties such as memorandum books, pencils, lighters, 
etc., he said: 


This evidence was objected to by respondent as being unsupported by 
the allegations of the petition. The objection was sustained and I think 
properly so. In its brief on appeal petitioner urges “that it should have 
been allowed to amend its petition to conform to the proof when it offered 
to do so.” It is not at all clear that the offer to amend was made in such 
form as to require a ruling thereon, but in any event I am clearly of the 
opinion that the amendment would have been improper. 

In the petition for cancellation no reference was made to petitioner’s 
use of its mark on any other merchandise than shoes. Had that pleading 
alleged use on these other items respondent may have desired to avail him- 
self of the opportunity to cross-examine petitioner’s witnesses. He was 
entitled to assume that the testimony would be restricted to the matters 
actually alleged, and with respect to those matters cross-examination was 
unnecessary. Had he been represented at the taking of petitioner’s testi- 
mony a different question would arise, but he was not represented, nor can 
I perceive any good reason why he should have been. Under these circum- 
stances an adjudication of the case based upon evidence of matters not 
originally pleaded would in my opinion be highly prejudicial to the rights 
of the objecting party.*4 


Goods of Same Descriptive Properties 


Frazer, A. C.: Held that Equitable Trading Corporation, as 
the assignee of Adolph Neurad, is not entitled to register the nota- 
tion “White Rock” as a trade-mark for alcoholic liquors including 
whiskey, etc., in view of the prior adoption and use by opposer, of 
that notation as a trade-mark for mineral water, ginger ale, and 
other carbonated beverages. 

The ground of the decision is that the goods are of the same 
descriptive properties and that confusion would be likely to arise 
in the concurrent use of the mark on these goods. 

In his decision, after noting that the Examiner of Interferences 
had held that the goods of the respective parties are of different 
descriptive properties but that applicant was not entitled to register 


because the words of the mark are essentially opposer’s corporate 
name, the Assistant Commissioner said: 


The words “White Rock,” however, are only a part of opposer’s name; 
and while, conceivably, they may be relied on by purchasers to identify op- 
poser, I can find nothing in the record to establish that they actually are 


24 The Florsheim Shoe Co. v. Kraus, Canc. No. 2,874, 159 M. D. 784, Octo- 
ber 12, 1936. 
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so relied upon. Both are common dictionary words, and their use in com- 
bination is not infrequent. There are, for example, at least three towns in 
the United States named “White Rock,” as pointed out in applicant’s brief. 

It was observed by the Supreme Court in American Steel Foundries v. 
Robertson, 269 U. S. 372 [13 T.-M. Rep. 289], that: “There may be, of 
course, instances where a single word in the corporate name has become so 
identified with the particular corporation that whenever used it designates 
to the mind of the public that particular corporation.” But it would seem 
clear that the burden rests upon the complaining corporation to prove the 
existence of such a situation, and that in the absence of proof an affirma- 
tive finding in that regard is unwarranted. 


He then, after noting that the Examiner of Interferences was of 
the opinion that the goods were of different descriptive properties, 
and referring to the decision in California Packing Corporation v. 
Silver Swan Liquor Corporation, 159 M. D. 858, 32 U. S. P. Q. 
581, holding that whiskey and ginger ale are goods of the same 
descriptive properties, said: 

It is a matter of common knowledge that both ginger ale and carbonated 
water are extensively used with whiskey, and that all are sold in similar 
containers, by the same dealers, to the same class of purchasers. That their 
sale under identical trade-marks would lead to confusion seems at least rea- 


sonably probable, and any doubt in that connection must be resolved in 
favor of the opposer. 


With reference to the argument that applicant owned a regis- 
tration under the Act of 1881, of the mark here in question, and not- 


ing that that registration had expired before the present application 
was filed, he said: 

I am unable to see how that circumstance can have any material bearing 
on applicant’s rights in the present proceeding. The validity of opposer’s 


registered marks is not open to question, and when applicant filed they 
stood as a bar to the registration which he seeks.*5 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation ““Phenosol” as a trade-mark for soothing oil used in 
nasal congestion and in the sinuses, in view of the prior use by op- 
poser of the term “Phenosul’” as applied to compressed medicinal 
tablets comprising phenolphthalein, magnesium sulphate and methyl 
salicylate, used as a cathartic. 


25 White Rock Mineral Springs Company v. Adolph Neurad (Equitable 
Trading Corporation, Assignor, Substituted), Opp’n No. 14,773, 159 M. D. 
$72, April 3, 1937. 
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In his decision the Assistant Commissioner referred to the 
evidence that John Carle & Sons, Inc., a stranger to the proceeding, 
claimed ownership of the trade-mark “Phenosol” for antiseptics 
and disinfectants, and that it had entered into an agreement with 
the applicant here whereby each might use the mark “Phenosol” on 
its own particular goods, and stated that he did not consider the 
consent of John Carle & Sons, Inc., to be helpful to applicant's 
case, and then said: 


There have been decisions holding that where the owner of a mark con- 
sents to its registration to another, reasonable doubts with respect to the 
similarity of the goods involved should be resolved in favor of the applicant. 
However, the interests of the public may not be ignored; and when it ap- 
pears that the goods are so nearly related that their sale under identical 
trade-marks would be likely to confuse the public or to deceive purchasers, 
registration must be denied notwithstanding the owner’s consent. 


With reference to the use by John Carle & Sons, Inc., he said: 


Regardless of the rights of the opposer, the Examiner of Interferences 
held that the admitted ownership of the mark for antiseptics and disin- 
fectants, by John Carle & Sons, Inc., precludes its registration to applicant 
for “soothing oil for use in nasal congestion and in the sinuses.” ‘The cor- 
rectness of that holding depends upon whether or not these goods belong to 
the same class and are of the same descriptive properties. In my opinion 
the answer is to be found in the case of Vick Chemical Co. v. Central City 
Chemical Co., 22 C. C. P. A. 996, 75 F. (2d) 517 [25 T.-M. Rep. 179], 
where it was held by the Court of Customs and Patent Appeals that in- 
secticides are of the same descriptive properties as medicated salve, nose 
and throat drops, medicated cough drops and liver pills. I think it neces- 
sarily follows that a similar ruling must be made with respect to ap- 
plicant’s goods and the antiseptics and disinfectants of John Carle & 
Sons, Inc. 


He then, with reference to the holding that applicant’s goods 
and opposer’s goods are of the same descriptive properties, said: 


Both are strictly medicinal items, and the fact that applicant’s oil is 
applied to the nose for the relief of one human ailment, while opposer’s 
tablets are taken internally for the relief of another, is about the only 
difference relied on by applicant to distinguish them as to class. This 
slight difference in method of application is clearly insufficient to obviate 
the probability that confusion would result from the sale of these two 
medicines under trade-marks that are so nearly identical as those under 
consideration here.?® 


26 George A. Breon and Company, Inc. v. Abraham Aronovic, Opp’n No. 
14,332, 159 M. D. 885, April 29, 1937. 
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Interference—Evidence of Use 


Frazer, A. C.: Held that priority of adoption and use of the 
trade-mark involved in Interference No. 2680 was properly awarded 
to Henry G. Shewe. 

In his decision after noting that Schewe had taken no testimony 
but relied upon a certificate of registration and that Bishop himself 
did not testify, but several witnesses testified as to the acts of the 
predecessor in interest of Schewe, namely, The Sedafen Products 
Company, and noting that that company had been placed in re- 
ceivership and its assets been offered for sale and purchased by 
Charles Edwin Bishop, of Cincinnati, Ohio, the Assistant Com- 
missioner said: 

If since that date [of sale] Bishop has resumed the business of his 
assignor I can find in the record nothing more than this bill of sale to so 
indicate, and I do not think anyone would seriously argue that his acquisi- 
tion of the items listed constitutes proof that he has. In fact the very 
absence of evidence on this important issue is rather convincing to the 
contrary. As junior party Bishop had the burden of proof, and he has 
failed to sustain that burden. It is not sufficient that the defunct cor- 
poration from which he derived title had used the mark. To be entitled to 
its registration he himself must have used it, and such use must have been 


active when his application was filed. Lem Motlow v. Oldtyme Distillers, 
Inc. (C. C. P. A.), 33 U. S. P. Q. 139, — F. (2d) — [27 T.-M. Rep. 262].27 


Frazer, A. C.: Held that in an interference between an ap- 
plication for registration by Waldorf-Astoria Importation Corpora- 
tion, and John Henry Harris, the interference was properly dis- 


solved since the Waldorf-Astoria Importation Corporation was not 
entitled to registration. 

In his decision, after stating that it conclusively appeared from 
the record, and was admitted by applicant’s counsel, that applicant 
had never used the mark, and noting the argument that applicant’s 
capital stock was wholly owned by the Hotel Waldorf-Astoria 
Corporation and that that corporation has thus had control of the 
use of the mark and this use inures to the benefit of the present 
applicant, and that the temporary discontinuance of the use in 
obedience to the requirement of law does not disentitle the applicant 
to register, the Assistant Commissioner said: 


27 Bishop v. Schewe, Int. No. 2680, 159 M. D. 879, April 20, 1937. 





408 TWENTY-SEVEN TRADE-MARK REPORTER 


Counsels’ position is manifestly untenable. The statute provides “that 
the owner of a trade-mark, used in commerce .... may obtain registration 
for such trade-mark.” Clearly the present applicant is not the owner of 
this mark. It may be that the hotel corporation has equitable rights therein 
that would be recognized and protected in the proper foftm, but that 
possibility has no bearing on applicant’s rights in this proceeding. More- 
over, applicant would not be entitled to registration even if it owned the 
mark. The statute requires present use as a prerequisite to registration, 
and this requirement is not satisfied by a mere intention to use, or to 
resume the use of a mark after temporary suspension. Lem Motlow v. Old- 
tyme Distillers, Inc. (C. C. P. A.), 33 U. S. P. Q. 139, — F. (2d) — [27 
T.-M. Rep. 262].78 


Labels 


Frazer, A. C.: Held that applicant is not entitled to register, 
a label for tires bearing the following notation: 

Firestone High Speed Type 4 Ply 5-50-17 For Flat Base or American 
Drop Center Rim Made in U. S. A. 

The ground of the decision is that this label does not comply with 
the rules, since it fails to indicate the article manufactured and does 


not definitely describe such an article. 


I am in entire agreement with the conclusion reached by the Examiner. 
The only descriptive matter disclosed by the label consists in the terms 
“high speed type” and “4 ply”; and while these expressions are in a sense 
descriptive of tires, they are equally descriptive of many other articles 
of manufacture and therefore cannot be said to “indicate” the particular 
item to which applicant’s label is applied.?® 


Non-Conflicting Marks 


Spencer, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for whiskey, a mark consisting of the words “Old 
Cellar,” notwithstanding the prior adoption and use by White Horse 
Distillers, Limited, of London, England and Glasgow, Scotland, of 


a trade-mark for the same goods consisting of the representation of » 
a horse with the notation “The White Horse Cellar” appearing 
thereabove. 


28 Waldorf-Astoria Importation Corporation v. John Henry Harris, Int. 
No. 2420, 159 M. D. 882, April 22, 1937. 

2° Ex parte The Firestone Tire & Rubber Company, Ser. No. 64,925, 
159 M. D. 563, January 16, 1936. 
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The ground of the decision is that the marks are not confusingly 
similar. 

In his decision the First Assistant Commissioner said: 

In appearance the marks are so dissimilar that the mark of the ap- 
plicant is lost in obscurity in the opposer’s mark. In sound the marks are 
so unlike that by no stretch of the imagination can I conceive of a prospec- 
tive purchaser asking for the opposer’s goods by any name that would 
result in confusion. Although the opposer contends that they are similar 
in suggestive meaning, such similarity is remote. The points of difference 
overwhelm those of similarity, and I am constrained to hold that the marks 


are not confusingly similar and that the applicant therefore is entitled to 
the registration which it seeks.*° 


Frazer, A. C.: Held that applicant is entitled to register the 
word ““Meltomat’” as a trade-mark for melting, metallurgical and 
heating furnaces and liquid fuel burning devices therefor, notwith- 
standing the use by opposer, of the term “Oil-O-Matic” as a trade- 
mark for liquid fuel burning devices. 

In his decision the First Assistant Commissioner called attention 
to the decision of the Court of Customs and Patent Appeals in 
Williams Oil-O-Matic Heating Corporation v. Bliss (C. C. P. A.), 
54 F. (2d) 480 [22 T.-M. Rep. 22] and said: 

In the cited case it was held that there was no likelihood of confusion 
between the marks “Oil-O-Matic” and “Thermatic” applied to goods of 
the same class. In my opinion the marks here involved are at least as 
dissimilar as were those. Here as there we have two syllables in common 
and there the resemblance ends, not only in spelling but in sound, appearance 
and suggested meaning. Upon the authority of that case, with which I am 


in entire agreement, I am constrained to hold that there is no reasonable 
likelihood of confusion between the marks “Oil-O-Matic” and “Meltomat.”*1 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for storage batteries, the word “United” in associa- 
tion with certain embellishments including the representation of a 
shield and an eagle, in view of the prior use by opposer, of the 
word “United” enclosed in a panel, as a trade-mark for switch 
boxes, motor inclosures and safety switches. 


8° White Horse Distillers, Limited v. Distillers Distributing Corporation, 
Opp’n No. 13,837, 159 M. D. 554, January 14, 1936. 

‘1 Williams Oil-O-Matic Heating Corporation v. United Furnace Engi- 
neering Company, Inc., Opp’n No. 13,180, 159 M. D. 586, January 28, 1936. 
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The ground of the decision is that the marks as used on the 
goods of the respective parties are confusingly similar. 
With reference to the marks, the Assistant Commissioner said: 


There are many differences in the two marks viewed in their entireties, 
but it seems obvious that the word “United” is the feature of each which 
would most likely be retained in the mind of the purchaser, and I agree with 
opposer’s counsel that the goods of both parties would naturally be known 
by that word. It is therefore my opinion that the marks are confusingly 
similar if applied to merchandise of the same descriptive properties. 


And then, after discussing certain testimony as to the use of 
the various devices and stating that decisions had been cited by both 
parties in support of their respective contentions, he said: 


I have carefully examined all the cases referred to in the briefs and in 
the Examiner’s decision, together with a number not cited, with the result 
that I am constrained to hold applicant’s storage batteries and opposer's 
safety switches to be “of the same descriptive properties” in the light of 
the construction placed upon that phrase by the Court of Customs and 
Patent Appeals. The question is not entirely free from doubt, but such 
doubt must be resolved against the newcomer. Kassman & Kessner vy. 
Rosenberg Bros. Co., 56 App. D. C. 109.%? 


Frazer, A. C.: Held that the prior use by opposer, of the 
terms ‘““Shelvador” and ‘“Shelva-Basket” in connection with refrig- 


erators furnished no ground for refusing to register to applicant, 


the term “‘Baskador” as applied to “refrigerator units, namely: 


metal frames, for attachment to the inside of refrigerator doors, 
for holding foodstuffs,’ but that applicant was not entitled to 
register the term in question for the goods stated since it had never 
used that term as a trade-mark for such goods. 

With reference to the confusing similarity of the two marks, 
the Assistant Commissioner said: 


I am unable to agree that these two marks are so similar as to be 
likely to cause confusion when applied to the goods here involved. I 
think they are distinctively different in sound, appearance, and suggested 
significance. In reaching a contrary conclusion the Examiner of Inter- 
ferences relied largely on the case of The Pepsodent Co. v. Comfort Manu- 
facturing Co., 23 C. ©. P. A. 1224, 83 Fed. (2d) 906 [26 T.-M. Rep. 481], 
where the United States Court of Customs and Patent Appeals held the 
marks “Pepsodent” and “Pearledent,” both used on tooth paste, to be 
confusingly similar. Those marks, however are more nearly alike than 


82 United Metal Box Co., Inc. v. United Battery Manufacturing Company, 
Ltd., Opp’n No. 13,736, 159 M. D. 588, January 30, 1930. 
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are “Shelvador” and Baskador.” Moreover, the goods were _ identical, 
while those to which the present opposer applies its mark and those for 
which applicant seeks registration are specifically quite different. 


With reference to the question of the use by applicant of the 
mark on the goods stated, he said: 


It conclusively appears from the record that these frames have never 
been sold apart from applicant’s refrigerators, and that the only manner 
in which the trade-mark has been affixed is by pasting a label, on which the 
mark is printed, on the inside surface of the refrigerator door. On the 
authority of Ex parte Eastman Kodak Company, 23 C. C. P. A. 711, 80 
Fed. (2d) 270, it must be held that such use of the mark does not con- 
stitute a trade-mark use in connection with the goods described in the 
application.* 


Non-Descriptive Term 


Frazer, A. C.: Held that the notation “Spine-eez’’ was im- 
properly refused registration as a trade-mark for rubber heels. 

In his decision, after stating that the Examiner had refused 
registration on the theory that the mark was descriptive since it is 


well known that cushion heels ease jar on the spinal column, and 


this is clearly described by the notation “Spine-eez,” the Assistant 
Commissioner said: 


If the question were one of first impression I should be inclined to agree 
with the Examiner; but I think this case is controlled by In re Irving Drew 
Co., 54 App. D. C, 310, 297 Fed. 889 [14 T.-M. Rep. 225], where the Court 
of Appeals of the District of Columbia reversed the Patent Office and 
permitted registration of the words “Arch Rest” as a trade-mark for 
shoes. (Quoting from the opinion.) 

“Clearly if ‘Arch Rest’ is not descriptive of shoes, or of the character 
or quality of such goods, ‘Spine-eez’ can be no more than suggestive of rub- 
ber heels. In fact the Examiner’s reason for holding applicant’s mark 
descriptive is substantially the same reason advanced by the court for 
holding the ‘Arch Rest’ mark merely suggestive.’’®4 


Not a Trade-Mark 


Spencer, F. A. C.: Held that applicant, is not entitled to 
register, under the act of 1905, as a trade-mark for a section of a 
daily publication, the words “Dow Jones Stock Averages.”’ 

88 The Crosley Radio Corporation v. The Sparks-Withington Company, 


Opp’n No. 14,656, 159 M. D. 871, March 29, 1937. 


34 Ex parte Frederick W. Goakes, Ser. No. 370,465, 159 M. D. 797, October 
31, 1936. 
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The ground of the decision is that these words are not used as a 
trade-mark in commerce. 

In his decision, after stating that the applicant is engaged in 
rendering a service consisting in publishing through brokerage 
houses, etc., a series of averages showing stock changes, the First 
Assistant Commissioner said: 

These averages appear under the heading of the notation here sought 
to be registered. The Examiner has refused registration on the ground 
that the mark does not have any trade-mark significance but merely 
designates the particular information appearing thereunder. 

Then, after citing the case of Funk & Wagnalls Co. v. The 
Timely Films, Inc., 332 O. G. 722; 55 App. D. C. 152; 3 F. (2d) 
93 [15 T.-M. Rep. 76], he said: 

In accordance with this case, and for the reason that I do not believe 


the applicant is engaged in commerce within the meaning of the Trade- 
Mark Act, I am forced to hold that the registration must be refused.*® 


No Trade-Mark Use 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the act of 1905, a trade-mark for buckles for garment sup- 


porters, since applicant has shown no trade-mark use of the mark 
on the goods described in the application. 

In his decision, after stating that the applicant is a manufacturer 
of sanitary belts and that the buckles are attached to such belts and 
each belt is packed in a box bearing a label including the mark, the 
Assistant Commissioner said: 


When a belt is sold its buckle necessarily changes ownership, just as do 
the buttons on a suit of clothes, or the band on a hat, when the suit or the 
hat is delivered to a purchaser. This is the only manner in which appli- 
cant claims to have sold buckles. 

I agree with the Examiner that a clothing manufacturer is not neces- 
sarily a dealer in buttons, and by the same token that applicant has failed 
to show itself to be a trader in buckles. It follows that in my opinion 
applicant is not entitled to register its trade-mark for these particular 
goods.*6 


35 Ex parte Dow Jones & Co., Inc., Ser. No. 361,800, 159 M. D. 550, 
January 13, 1936. 

36 Ex parte A. Stein & Company, Ser. No. 372,643, 159 M. D. 868, March 
19, 1937. 
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Opposition—Evidence 


Frazer, A. C.: Held that an opposition by Continental Dis- 
tilling Corporation, to the registration by Three G Distillery Corp., 


of the notation “Valley Falls’ as a trade-mark for whiskey, should 


have been dismissed since the opposer had not established owner- 
ship of the mark upon which the opposition was based. He held 
further that the mark was not registrable to the applicant since it 
was merely a geographical notation. 

With respect to the opposition, after stating that neither party 
had taken testimony but the opposer had relied upon an applica- 
tion filed by it for registration of the term “Valley Forge’ and the 
Examiner of Interferences had held it was entitled to the date of its 
application as a date of prima facie use, under certain decisions of 
the Patent Office in interference cases, the Assistant Commissioner 
said: 


I do not think the rule announced in either of those decisions is applicable 
in an opposition proceeding. In an interference proceeding no pleadings 
are filed, and hence until testimony is taken the assertions of each party in 
its application for registration stand undenied by the other. In an oppo- 
sition proceeding the issues are joined by opposer’s notice and the answer 
thereto of the applicant, and in order to prevail the opposer must prove 
by competent evidence such essential allegations of the notice as are not 
admitted in the answer. If an opposer’s mark has been registered the 
statute accords it the presumption of ownership, but the mere fact that 
registration has been applied for is evidence of nothing beyond that fact. 

In the instant case opposer’s ownership of the mark relied on was 
alleged under oath in the notice of opposition, and was denied under oath 
in applicant’s answer. The burden thus rested upon opposer to prove that 
which it had alleged, and such burden could not be discharged simply by 
showing that it had previously made a similar averment under oath in 
applying for registration. I do not think the cases cited by the Examiner 
of Interferences conflict with this view, but in order that there may be 
no misunderstanding it is now expressly held that in an opposition proceed- 
ing an opposer’s pending application for registration of its trade-mark is 
not competent evidence of ownership or use of the trade-mark disclosed in 
the application, either at the time of filing or at any other time. 


With reference to the geographical character of applicant’s mark, 
he said: 


The statute prohibits registration of any mark which consists in “merely 
a geographical name or term.” The U. S. Postal Guide discloses that there 
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are towns named “Valley Falls” in Kansas, New York, Oregon, and Rhode 
Island. That the name of a town is geographical cannot very well be dis- 
puted.%7 


Frazer, A. C.: Affirmed an action of the Examiner of Trade- 
Mark Interferences denying a motion by the applicant to take 
testimony in France. 

In his decision, after noting that the primary reason for the 
denial of the motion was the delay in bringing it, the Assistant Com- 
missioner said: 


While the delay was long, the contributing difficulties were great, and if 
delay were the only matter involved I should be inclined to accept as suf- 
ficient the showing submitted in excuse. I am convinced, however, that the 
testimony proposed to be taken would be of no avail, and for that reason 
I am unwilling to disturb the Examiner’s ruling. 


He then noted that applicant’s registration was sought under 
the ten-year proviso of the Trade-Mark Act of 1905, and said: 


As the record now stands it conclusively appears that appellant did not 
have exclusive use of the mark during that period, and there is nothing in 
the testimony proposed to be given by appellant’s French witnesses that 
would tend to contradict the record in that regard. In this situation I think 
the motion was properly denied. It would be idle indeed to permit the 
taking of testimony abroad which could have no bearing on the ultimate 
rights of the parties. 


He then noted that the Examiner of Interferences neither sus- 


tained nor dismissed the opposition, but ‘“‘adjudged appellant not 
entitled to the registration of its mark ‘regardless of the question of 


the right of the opposer to here intervene,” and said: 


This I think was error. Either on motion or after final hearing, opposer’s 
rights should have been adjudicated; and at the present stage of the 
proceeding the Examiner’s ruling with respect to the registrability of appel- 
lant’s mark was premature. Wm. A. Coombs Milling Co. v. The Dewey 
Bros. Co., 171 O. G. 748, 1911 C. D. 129,. 

For the reasons stated the decision appealed from is affirmed in so far 
as it denies appellant’s motion to take testimony in France, but otherwise 
vacated, and the cause is remanded to the Examiner of Trade-Mark Inter- 
ferences for disposition on the merits.% 


87 Continental Distilling Corporation v. Three G Distillery Corp., Opp’n 
No. 14,611, 159 M. D. 776, October 2, 1936. 


88. N. Renault & Sons, Inc. v. Renault-Saint Louvent & Co., Opp’n No. 
16,322, 159 M. D. 876, April 14, 1937. 
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O pposition— ‘orporate Name 


Mackuin, F. A. C.: Held that Califruit Wineries, Inc., had 
not established a trade-mark use of the term “Califruit’’ prior to 
the date of adoption and use by the applicant, Citrus Juice and 
Flavor Co., Ltd. 

He further held that “Califruit’’ was not such an essential part 
of the corporate name of Califruit Wineries, Inc., that the Citrus 
Juice and Flavor Co., Ltd., was barred from registration on that 
ground. 

With respect to the latter question, he said: 


I cannot agree that at the time of the alleged incorporation of Califruit 
Wineries, Inc., that “Califruit” could have been the distinguishing or domi- 
nant feature of its corporate name. In 1933 “Califruit” taken alone would 
certainly have meant the applicant company to anyone who had seen or 
heard the name by reason of the business and the advertising of the 
applicant. To distinguish the opposer’s corporate title from “Califruit” 
products of the Citrus Juice and Flavor Co., Ltd., the title must have 
included the word “Wineries.” 


And then, after stating that opposer having pleaded in his notice 
of opposition that it is a corporation and that Califruit Wineries, 
Inc., is its corporate title, the burden was upon it to prove actual 
incorporation before applicant’s filing date, he said: 

In my opinion the evidence given is not the best evidence on that point. 
However, it need not be specifically ruled upon for the purpose of this 
decision for the reason that it seems clear that in view of the prior regis- 
trations noted, of “Califruit” and “Califruita” and in view of applicant’s 
wide use of “Califruit” on beverages for two or three years prior to the 
stated use by opposer in its corporate name, that opposer’s name to dis- 
tinguish from the applicant’s known and used trade-mark must include the 
word “Wineries.” Therefore, the word “Califruit” should not, under the 


circumstances, be treated as the dominant feature or distinguishing word 
of opposer’s corporate name.°*® 


Part of Mark 
Spencer, F, A. C.: Held that the opposition by Sears, Roebuck 


and Co., to the registration of a trade-mark by The General Tire & 
Rubber Company, was properly dismissed, but that the applicant is 
not entitled to the registration sought because the application does 
not include the entire mark. 


8° Califruit Wineries, Inc. v. Citrus Juice and Flavor Co., Ltd., Opp’n 
No. 13.304, 159 M. D. 818, December 12, 1936. 
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In his decision, after stating that applicant sought to register 
the notation “Allgrip” and that the opposer relied upon the prior 
adoption and use of the mark “Allstate,” the First Assistant Com- 
missioner said: 

In meaning, appearance, and sound the predominant parts are different 


and distinct. True, the prefix is the same, but the remainders of the 
marks, which comprise the predominant part of each, are entirely different. 


and then, after referring to decisions in which the words ‘‘Addressel- 
lott” and “Addressograph” and the words “Powerine” and ‘“Power- 


max’’ were held respectively to be confusingly similar, he said: 


In both of these cases, however, the prefix portions, which were identical, 
comprised the major portion of the marks involved, whereas, in the case 
here at bar, the prefix is the minor portion. 


Then, with reference to the refusal to register applicant’s mark, 
he said: 


The mark sought to be registered consists of the notation “Allgrip,” 
whereas, in the specimens submitted, the mark appears as “General Allgrip,” 
the two words being printed in the same style and size of type and dis- 
played with equal prominence. There are many cases that refuse to permit 
registration of fractional or mutilated parts of the marks, as used, and here 
it must be held that the applicant seeks to do this very thing. Therefore, 
as stated, registration must be refused for the reason that the mark applied 
for is not the same as the mark shown to have been actually used. 


Spencer, F. A. C.: Held that applicant is not entitled to 
register the words “Sta-Brite Handy Andy,” as a trade-mark for 
carving and kitchen knives, in view of the prior adoption and use 
by opposer, of the term ‘““Handy-Andy” as a trade-mark for lunch 
kits and fruit juice extractors. 

With reference to the goods, the First Assistant Commissioner 
said: 


To be held to be of the same descriptive properties, it is no longer neces- 
sary that the goods possess physical similarities formerly insisted upon by 
the courts. Today, it is sufficient if the ordinary purchaser would conclude 
that the goods of both parties emanate from a single source. Following 
the line of reasoning recently adopted by the United States District Court, 
E. D. New York, in Pro-Phy-Lac-Tic Brush Co. v. Abraham & Straus, Inc., 
11 Fed. Supp. 660 [25 T.-M. Rep. 382], it is clear that the goods, though 
specifically different belong to the same general class of merchandise. 

4° Sears, Roebuck and Co. v. The General Tire & Rubber Company, Opp'n 
No. 13,589, 159 M. D. 555, January 15, 1936. 
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They are sold over the same counter to the same class of purchasers and are 
used together in the kitchen and elsewhere; they are so closely associated 
in the minds of the public that, if they should bear similar trade-marks, 
consumers would be justified in concluding that they have the same origin. 


He then said: 


Also, the law is well settled that an applicant has no right to appropriate 
the mark of another as an essential feature of its mark. A microscopic 
examination of the marks is not necessary, nor would it be permitted; a mere 
glance at the marks here under consideration shows that the mark of the 
opposer is embodied and prominently displayed as an essential feature of 
the mark sought to be registered. 

Then, after stating that having sustained the opposition it was 
not necessary to further consider the applicant’s ez parte right to 
registration, he said: 

Suffice it to say that I do not agree with that part of the opinion which 
refused registration on the ground that the mark disclosed in the drawing 
of the applicant is a mere evasion of the descriptiveness clause of Section 5 
of the statute. Considering the mark in its entirety, as it must be, I can 
not agree that it is merely descriptive or even evasively approaches such a 
definition. The word “Sta-Brite” is disclaimed apart from the mark as 
shown in the drawing. Regardless of any admission by the applicant that 
the word “Sta-Brite” is the dominating feature of its mark, it is evident 
that the notation “Handy Andy” is displayed with equal prominence as an 
essential feature and may not be disregarded on any theory.*! 


Renewals 


Frazer, A. C.: Held that R. Avenarius Brothers, of Stuttgart, 
Germany, is entitled to have the registration of a trade-mark issued 
under the Act of 1881 renewed, notwithstanding the fact that the 
mark had never been registered in the country where the original 
applicant was domiciled. 

In his decision, after referring to the provisions of the Trade- 
Mark Act of 1905 with reference to marks used by parties domiciled 
in a foreign country and noting that there were no corresponding 
provisions in the Act of 1881, and quoting section 12 of the Act of 
1905, which provides for renewals of registrations and which con- 
tains the following provisions: 


Certificates of registration in force at the date of which this act takes 
effect shall remain in force for the period for which they were issued, but 


#1 Handy-Andy Specialty Co., Inc. v. The Sta-Brite Products Corp., Opp’n 
No. 13,853, 159 M. D. 556, January 15, 1936. 
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shall be renewable on the same conditions and for the same periods as 
certificates issued under the provisions of this act, and when so renewed 
shall have the same force and effect as certificates issued under this act, 
he referred to the Examiner’s holding that the renewal of a regis- 
tration granted under the Act of 1881 is conditioned upon com- 
pliance with the requirements of section 4 of the Trade-Mark Act of 
1905, and further noted that the Examiner, in answer to the appeal, 
the Examiner, and said: 


. the “conditions” referred to in section 12 of the act of February 


20, "1905, manifestly include compliance with the prerequisites for regis- 
tration. 


He then pointed out why the facts of the present case distin- 


guish from two unpublished decisions of the Patent Office cited by 
the Examiner and said: 


As construed by the Examiner the statute would confer no right to re- 
new a registration of this character, and the provision for renewal found 
in the last sentence of section 12 would be rendered meaningless. Such a 
construction is neither warranted nor desirable. Appellant’s rights are 
fixed by the statute in clear and unambiguous language, and the only “con- 
ditions” there imposed are the filing of a request for renewal within the 
time prescribed and the payment of the renewal fee. The showing re- 
quired in the Brown case [Ex parte John S. Brown & Sons, 151 Ms. D. 83] 
was for the purpose of determining whether the original certificate was 
actually in force at the time its renewal was requested, and that is of 
course a necessary condition to all renewals. These conditions have been 


fully met by appellant, and it is therefore entitled to the renewal of its 
registration as a matter of right.‘ 


Res Adjudicata 


Frazer, A. C.: Held that this opposition was properly dis- 
missed on the ground that the question sought to be raised was res 
adjudicata in view of two decisions of the United States Court of 
Customs and Patent Appeals in proceedings involving the parties 
hereto (22 C. C. P. A. 979, 75 F. [2d] 688 [26 T.-M. Rep. 40]; 

3 C. C. P. A. 778, 80 F. [2d] 266) [26 T.-M. Rep. 659]. 

In his decision, after noting that although the Examiner of In- 

terferences had based his decision solely upon his finding of estoppel, 


42 Ex parte Avenarius Brothers (R. Avenarius & Co., Assignee, Substi- 
tuted), Ser. No. 22,885, 159 M. D. 825, January 6, 1937. 
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the parties had devoted their arguments to the rather complex state 
of facts, the Assistant Commissioner said: 


I have examined the record and can find nothing to distinguish the 
rights here involved from those previously adjudicated. In fact the only 
substantial difference pointed out by opposer between the evidence here 
presented and that reviewed by the court in the cancellation proceeding 
is that certain exhibits have been added which it is urged would have altered 
the court’s decision had they been available for consideration. I agree with 
the Examiner of Interferences, however, that there is no sufficient showing 
“that the proofs herein relied upon by the opposer could not have been 
produced” in the proceeding referred to. 


He then referred to Opposition No. 11,704, a proceeding be- 
tween the same parties in which a pictorial mark was involved, of 
which the mark here involved is the verbal equivalent, and noted 
that an abortive appeal had been taken from that decision which the 
Court of Customs and Patent Appeals refused to entertain, and said: 


The Commissioner’s decision having thus become final, I think it pre- 
cludes the assertion of all claims inconsistent therewith, quite independently 
of the cases relied on by the Examiner of Interferences. To hold that 
applicant owns the design mark and that opposer owns its “verbal 
equivalent” for the same goods would be anomalous to say the least. 


Surname 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Lord Kent,” displayed in association with the represen- 
tation of a man on horseback, as a trade-mark for men’s and boys’ 
underwear and boys’ blouses, in view of the prior adoption and use 


by opposer, of the notation “Kent” as a trade-mark for the same 
goods. 


He further held that the mark was not registrable to applicant 
since it was the mere name of an individual. 

In his decision, after noting that the opposer had sought to 
register the word “Kent” under the Act of 1905, but in view of the 
objection that it was geographical, had amended its application 
and obtained registration under the Act of 1920, the Assistant 
Commissioner said: 


This registration has no materiality here except as an admission by the 
opposer that it does not own its mark within the meaning of the 1905 act. 


43 Aktiengesellschaft fiir Feinmechanik Vormals Jetter & Scheerer v. 
Kny-Scheerer Corporation, Opp’n No. 14,970, 159 M. D. 874, April 8, 1937. 
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It is amply established by the evidence, however, that opposer had actually 
used the mark for many years before applicant’s adoption of the mark now 
sought to be registered. Such use sufficiently entitles opposer to prevail in 
this proceeding if applicant’s mark so nearly resembles the one thus used 
as to be likely to cause confusion. 


He further said, with reference to the similarity of the two 
marks: 


To the purchasing public “Kent” is as likely to signify the name of a 
person as it is the name of a place, and I am convinced that many purchasers 
would have difficulty in distinguishing between the two names “Kent” and 


“Lord Kent” when applied to merchandise so closely related as that with 
which these marks are used. 


With reference to applicant’s mark being a mere surname, he 
said: 


Besides being geographical the word “Kent” is admittedly a common 
surname, and I do not think the addition thereto of the title “Lord” saves 
it from being merely the name of an individual within the meaning of the 
statute. In re Artesian Manufacturing Co., 37 App. D. C. 113. Nor do 
I think the design feature of applicant’s mark results in a “particular or 
distinctive manner of display” of the name “Lord Kent,” which is printed 
in perfectly plain letters. It follows that in my opinion applicant’s mark is 
unregistrable under the 1905 act regardless of any rights of the opposer. 


44 Cluett, Peabody & Co., Inc. v. Adelphi Shirt Co., Opp’n No. 14,461, 
159 M. D. 778, October 6, 1936. 
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GENERAL BakinG Co. v. Go_tpBLatr Bros., Inc. 
United States Circuit Court of Appeals, Seventh Circuit 
May 20, 1937 


TrapbE-Mark INFRINGEMENT—“BoNnb” anp “GOLDBLATT’s Bonp” For Breap— 
Use 1x Non-cOMPETING MARKETS. 

Where, after appellant adopted and used the word “Bond” as a 
trade-mark for bread sold in Illinois, within a fifty-mile radius of 
St. Louis, appellee began to sell bread under the trade-mark “Gold- 
blatt’s Bond” within a fifty-mile radius of Chicago, held there was no 
infringement of appellant’s trade-mark, particularly as appellant had 
not entered the Chicago territory and has no present intention of so 
doing. 

In equity. Appeal from the District Court, Northern District 


of Illinois, in a suit for trade-mark infringement. Affirmed. 


Lee J. Gary, of Chicago, Ill., for appellant. 
Jack N. Pritzker and Stanford Clinton, both of Chicago, IIl., 


for appellee. 


Before Evans and Masor, Circuit Judges, and Linn ey, Dis- 


trict Judge. 


LinpLey, D. J.: This is an appeal from a decree dismissing 
for want of equity a bill charging appellee with infringement of 
ippellant’s registered trade-mark. 

Appellant in 1915 adopted and appropriated the word “Bond” 
as its trade-mark applied to bread and bakery products. This and 
subsequent applications passed to registration and the resulting 
trade-marks are now in full force. During the years between 1915 
and 1935 appellant has used the mark on four billion loaves of 
bread sold in twenty-five states. It has sold in Illinois upwards of 
five million loaves within the territory within a radius of fifty miles 
f St. Louis. Appellant learned in September, 1935, that appellee 
was selling “Goldblatt’s Bond” bread and thereupon made written 
demand upon appellee to discontinue the use of the word “Bond.” 
Upon refusal the suit was begun. 

Appellee operates six large department stores in Chicago, one 


n Joliet, one in Hammond and one in Gary. It first used the trade- 
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mark “‘Goldblatt’s Bond” in 1931 on razor blades, shaving cream 
and cigars. Thereafter it extended the use to some 300 items of 
merchandise sold by its stores. It does not sell outside the territory 
within a radius of fifty miles of Chicago. The parties are not now 
nor have they ever been in actual market competition. Appellant 
is not and never has been selling “Bond” bread in Chicago or in 
any market in competition with appellee. Its officers testified 
that the company desired to sell in Chicago but that no steps had 
been taken to initiate or develop its business in any section wher: 
appellee’s bread is sold. Appellee’s nearest market to appellant's 
stores in Indiana is Tipton and its market in Illinois nearest t 
Chicago is Alton near St. Louis. 

The wrappers which appellant uses for its “Bond” bread are 
different in material, design, color, lettering and descriptive language 
from that of the wrappers employed by appellee for its “Goldblatt’s 
Bond” bread. 

The court concluded that the trade-marks “Bond” and “Gold 
blatt’s Bond” are not confusingly similar, that there would be no 
probability of confusion by purchasers if breads bearing those tw: 
marks were concurrently sold in the same markets ; that the localities 
in which appellee sells ““Goldblatt’s Bond” bread in Illinois and 
Indiana are wholly separate and remote from the markets in Illinois 
and in Indiana in which appellant sells “Bond” bread. 

Appellant contends that the court erred in finding that the 
trade-marks “Bond” and “Goldblatt’s Bond” are not confusingly 
similar and in holding that appellant has acquired no rights to 
enforce its trade-mark in the territory where appellee sells its bread. 

The purpose of a trade-mark is to identify the business in con- 
nection with which it is used. It will be protected only when used 
in connection with a business, for trade-marks and the rights to 
their exclusive use are property rights only in the sense that the 
right to one’s trade and the good-will that follows from it free from 
unwarranted interference by others is a property right. A trade 


mark is an instrumentality for the protection of such property 


right, and the right grows out of its use in trade, not merely out of 
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its adoption. Hanover Milling v. Metcalf, 240 U. S. 403 [6 T.-M. 
Rep. 149]; United Drug Co. v. Theodore Rectanus Co., 248 U.S. 
90 [9 T.-M. Rep. 1]. Consequently it is generally recognized that 
protection of a trade-mark has territorial limitations coincident with 
the limitations of the trade which it is presumed to protect. In 
markets to which the use of the trade-mark has extended and in 
which its meaning has become known, the manufacturer whose 
trade is pirated by infringing use will be entitled to protection and 
redress. But his monopoly does not extend to markets that his trade 
has never reached, where the mark signifies not his goods but those 
of another, for, in the end, it is the trade and not the mark that is 
to be protected. The trade-mark itself knows no territory or 
boundary but extends to all markets where the trade which it is 
supposed to protect exists, but the mark of itself cannot travel to 
markets where there is no article to wear the badge and no trader 
to offer the article. Hanover v. Metcalf, supra. 

Where two parties independently employ the same markings 
upon goods of the same class but in separate markets wholly remote 
the one from the other, there is no question of prior appropriation. 


Thus the Supreme Court said in United Drug v. Rectanus, supra: 


the adoption of a trade-mark does not, at least in the absence 
of some valid legislation enacted for the purpose, project the right of 
protection in advance of the extension of the trade, or operate as a claim 
of territorial rights over areas into which it thereafter may be deemed 
desirable to extend the trade. 

Here the evidence indicates clearly that the markets in which 
appellant sells its bread under the mark “Bond” are wholly remote 
from the market in which appellee sells its bread under the mark 


“Goldblatt’s Bond.” Appellant’s market in Illinois covers a radius 


of about fifty miles in the vicinity of St. Louis and in Indiana fifty 


to seventy-five miles in the vicinity of Indianapolis. No part of 
appellant’s trade reaches the Chicago territory occupied by appellee. 

We conclude, therefore, that the District Court was correct in 
its decision that, under the existing facts, appellant has no right 


to complain of appellee in a territory not occupied by appellant. 





TWENTY-SEVEN TRADE-MARK REPORTER 


It is said that appellant is desirous of entering the Chicago field, 
but the testimony is that it has made no definite plans to do so, has 


taken no steps, entered into no contracts, made no investments or 


done anything looking toward such extension. What appellant’s 


rights may be, when and if such extension of trading occurs, is a 
question not before us on the present record. 

In view of our conclusion it is unnecessary to review the evi- 
dence upon confusion of marks. The decree of the District Court 


is athrmed. 


AFFILIATED ENTERPRISES, INc. v. Rock-OLta Mra. Corp. 


United States District Court, Northern District of Illinois, 


Eastern Division 
April 22, 1937 


‘TrRapE-M arks—INFRINGEMENT—“BiG BANK Nite” ror Pin-Bati GAMEs. 

Plaintiff, owner of a “system” called “Bank Night,” used to promote 
attendance at theatres by offering a prize to those drawing a lucky 
number, registration being free to patrons and non-patrons alike, sued 
to enjoin defendant from using the words “Big Bank Nite,” as a trade- 
mark for a pin-ball game of its manufacture. Held, that, as there was 
no competition between the parties, there was no infringement. 

Trape-Marks — Unrarr Comprtition — TrapE-NAamE DistincuisHepD From 
TRADE-Mark. 

A trade-mark is used in connection with a particular article of 
commerce, while a trade-name is used in relation to a business and is 
a symbol of its reputation and good-will. 

‘Trape-Marxs—Unrair Competition—Use or 'TrRaApE-NAME ON NON-COMPET- 
ING Propvucts. 

Yo grant relief in a suit for unfair competition there must be some 
connection between the products in question. The use by defendant 
of the words “Big Bank Nite” as a trade-mark for pin-ball games held 
too remote from plaintiff's use of the name “Bank Night” on a system 
to promote theatre attendance to warrant an injunction. 

Copyriguts—Tirte—Ricur to Use. 

It is well settled that a copyright does not carry with it the exclusive 

privilege of using the title by which the copyrighted material is known. 


In equity. Action for alleged unfair competition. Bill dis- 


missed. 
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On Motion to Dismiss Plaintiff’s Complaint 


This is a suit in equity for an injunction and damages. Plain- 
tiff, a Colorado corporation, is the proprietor and licensor of an 
advertising plan or system used extensively in various motion pic- 
ture theatres throughout the country known as “Bank Night.” The 
defendant, an Illinois corporation, manufactures, sells and leases 
various amusement devices and machines called pin-ball games. 

The tangible implements of plaintiff's system consist of regis 
tration books, registration cards, record books, drawing cards, film 
trailers and a variety of advertising matter and instructions. The 
plaintiff has secured a copyright for the various written materials 
it uses in promulgating its instructions and promoting the idea of 
its plan. It has also registered its trade-mark of the “Bank Night” 
system in the State of Illinois. In addition it has applied for a 
patent to protect the purposes and working arrangement of its plan. 

The bill of complaint alleges that the defendant has appro 
priated the name of “Big Bank Nite” on one of the pin-ball games 
which it manufactures and sells. 

The plaintiff alleges that it is entitled to relief upon three 
xrounds; first, that its copyright has been infringed; second, that 
there has been an infringement of its trade-mark; and third, that 
the acts of the defendant constitute unfair competition and should, 
therefore, be enjoined. 

The defendant has filed a motion to dismiss the plaintiff's bill 
of complaint, averring (1) that the plan or system of which the 
plaintiff is the proprietor is a lottery and, therefore, unlawful; 

2) that “there is no averment or allegation of facts in the bill of 
complaint that defendant has manufactured and sold or is engaged 


in the manufacture and selling” of articles similar to those manu- 


factured and sold by the plaintiff, and (3) that the plaintiff has 


failed to establish a trade-mark use in that trade-marks are applica 


ble only to articles of traffic and must be actually affixed to some 
vendible commodity. 
As stated in the complaint, the plaintiff's plan of “Bank Night” 


works in the following manner: Those theatres which wish to 
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institute the system are granted a license by the plaintiff and sup- 
plied with all necessary material and instructions. The theatre 
places on deposit in a well-known bank in the community a certain 
sum of money each week. It then advertises to the public that 
anyone may freely register for an opportunity to be awarded a 
prize consisting of this money. A registration book is kept in the 
lobby of the particular theatre or in some other convenient place in 
which the names and addresses of the public generally are recorded. 
These names are then transferred to an alphabetical record book 
bearing a separate number corresponding to each registration num 
ber. For each number in the record book there is a separate card 
containing an identical number. On the evening the “Bank Night” 
drawing takes place, the cards are placed in a large box or con- 
tainer on the stage of the theatre. A disinterested person then 
draws out one of these cards. The number of the card is then 
checked with the corresponding number in the record book and the 
name of the person there found is announced both from the stage 
of the theatre and outside the theatre proper. If the person whose 
name is called appears and identifies himself he is awarded the 
prize. If the person so named does not appear within a reasonable 
time the amount of money to be awarded that week is added to the 
sum placed on deposit for the following week, an idea which the 
plaintiff calls a “build-up” plan. If, as may happen, the person 
whose name is called is outside the theatre, he is permitted to enter 
and claim the prize without paying an admission fee or buying a 
ticket. The “Bank Night” plan of the plaintiff is free to the 
participants, who are members of the public generally. Anyone 
may register his name without cost, and it is not a requirement of 
the plan that one should buy a ticket to the particular theatre in 
order to be eligible to win the prize. 

Does this scheme constitute a lottery as the defendant avers? 
The elements of a lottery are: (1) a prize, (2) chance, and (3) 
consideration (17 R. C. L. 1222, 4 Words and Phrases, 3rd Series, 
1005, 57 A. L. R. 421 and note). A prize which is awarded by 


mere chance to anyone who pays for the privilege of winning is a 


lottery within the meaning of the statutes relating to that subject. 
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is admitted that prize and chance, two of the elements, are 
resent here; but the controversy between the parties is concerned 
with their varying interpretations of what does or does not consti- 
tute consideration. The defendant cites Society Theatre v. Seattle, 
118 Wash. 258, 208 Pac. 21. There it was held that a prize offered 
o patrons of a theatre was a lottery and, therefore, illegal. In 
that case, however, it is to be noted that a municipal ordinance 
governed the interpretation of a lottery. ‘The court stated in its 
pinion that: “This ordinance is broad. It gives its own definition 
‘f a lottery which is somewhat wider than the usual definition given 
by the dictionaries.” But even in absence of the ordinance itself 
the plan in question in the Seattle case involved the purchase of 
tickets by those who wished to participate in awarding of the 
prize. ‘The authorities are agreed that the consideration necessary 
n these cases may be either direct or indirect (38 C. J. 292). The 
purchase of a ticket is sufficient consideration to bring such a plan 
within the prohibitory definitions of a lottery scheme or gift enter- 
prise. For example, it has been held in Featherstone v. Inde- 
pendent Service Station Association of Texas, 10 S. W. (2d) 124 
(Texas) that tickets for a chance to win an automobile, when given 
vith every dollar’s worth of merchandise purchased constituted a 
lottery scheme, but if the tickets were given free there could be no 
objection to the plan. 
The defendant argues that tle theatre benefits by increased 
patronage because of the bank night plan and, therefore, the neces- 
sary element of consideration is present. In People v. Cardas, 28 


Pac. (2d) 99 (California) the court was confronted with a theatre 


advertising plan which involved the giving of free tickets for a trip 


to Catalina Island. The holders of these tickets could be in or 
out of the theatre and the tickets themselves were distributed with- 
ut charge. The court held that this was not a lottery. At page 100, 
is said: 
Ihe question of consideration is not toe be determined from the stand- 
point of the defendant, but from that of the holders of prize tickets. The 
question is: Did the holders of prize tickets pay a valuable consideration 


the chance? Certainly those who received prize tickets without buying 
n admission ticket did not pay anything for the chance of getting the 
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prize. ‘They did not hazard anything of value. It would then seem t 
follow that those who purchased admission tickets and received prize 
tickets, not at the box office, but from another employee, could not be saic 
to have paid a consideration for the prize tickets since they could have 
received them free. 

The general purpose of the lottery statutes is to prevent th: 
public from being cheated and defrauded of their money in returt 
for a mere chance to receive something which may or may not be 
of greater value than the sum which they have invested. This is 
ably illustrated in Post Publishing Company v. Murray, 230 Fed. 
773. In that case a newspaper advertised that its photographers 
would take pictures of fifty women shoppers which would be pub 
lished in the newspaper with the heads cut off. Each woman wh 


could identify her picture would be awarded a prize of $5. The 


newspaper asked to be relieved from an order of the Boston post 


master banning the paper from the mails, under authority of Sec 
tion 213 of the Penal Code of the United States. The District Court 


denied relief. The judgment was reversed upon appeal. At pages 
775 and 776, the court stated: 

It seems to us quite impossible under the rule of strict and literal con 
struction of the statute to accept the advertisement in question as one 
containing the elements of wrong involved in the schemes against which the 
statute was directed. The advertisement or scheme in question does not 
seem to be like any of the kinds or types of wrong against which thx 
Act of Congress was directed. It did not present a lottery scheme, because 
lottery involves a scheme for raising money by selling chances to share in 
a distribution of prizes—a scheme for the distribution of prizes by chance 
among persons purchasing tickets. It was not a gift enterprise, because 
a gift enterprise contemplates a scheme in which publishers or sellers give 
presents as an inducement to members of the public to part with their 
money. Nor did it present the kind of lot or chance which the Act of 
Congress was striking against, because the particular kind of chance: 
involved in the advertisement in question did not require a parting wit! 
anything by members of the public for the prize offered. . . . Thus the 
conclusion must be that there was no special intent to cheat or induce 
members of the public into something, or paying something for a chance. 
Instead of being that, it was a situation in which there was a general 
intent and general purpose to present something which the publisher 
thought would be attractive, and which would catch the eye and increase 
the circulation of the paper We view this curious conception more as 
a playful one, though slightly sportive and as one possibly involving the 
idea of burlesquing a little the street costume of women thereby attracting 
public attention, with a view of increasing the circulation of the publicatior 
rather than as a deliberate scheme to wrong members of the public. 
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The court felt that the mere fact that the circulation of the 
ewspaper would be increased by their novel advertising idea was 
not a sufficient consideration to make that idea an unlawful one. 

The very plan now under consideration by this court has several 
times been held not to be a lottery or illegal in any sense. State 
y. Hundling, 264 N. W. 609 (lowa), People v. Shafer, 289 (oe of 
Supp. 649, and State v. Eames, 183 Atl. 590 (N. H.). And in 
Commonwealth v. Wall, 3 N. E. (2d) 28 (Mass.) the jury found 
that bank night as operated by that particular theatre was unlawful. 
But upon appeal the higher court held that it had been error to 
nstruct the jury that any form of technical consideration “whether 
registration of the name or anything else would be a sufficient price.” 
Che court stated that “we are also of the opinion that price must 
me from the participants in the game in part at least as payment 
tor their chances and that the indirect advantage to the theatre of 
larger attendance is not in itself a price paid by participants.” 

[t would seem, then, that the bank night enterprise of the 
plaintiff’s, requiring the payment of no valuable consideration from 
nembers of the public, but rather enabling them to participate 
ireely and without obligation is not a scheme which could be held 

lottery within the meaning of the prohibitory statutes relating to 
that subject, and that the defendant’s motion to dismiss should not 
granted on that ground. 

In the second paragraph of the defendant’s motion to dismiss 

is recited that “there is no averment or allegation of fact in the 
ill of complaint that the defendant has manufactured or sold or 
s engaged in the manufacture or selling of books, pamphlets, films, 
ckets, cards and advertisement for promoting business for thea- 
tres.” The defendant then concludes that there is, therefore, no 
ause of action for infringement of any trade-mark rights of the 
plaintiff. This is evidently merely another way of stating that the 
soods manufactured by the defendant are not of the same class as 
those produced by the plaintiff. The Supreme Court of the United 


States has said, “the mere fact that one person has adopted and 


sed a trade-mark on his goods does not prevent the adoption and 


se of the same trade-mark by others on articles of a different 


« 
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description. There is no property right in a trade-mark, apart 
from the business or trade in connection with which it is employed. 
United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 [9 T.-M. Rep. 1], 
Hanover Milling Co. v. Metcalf, 240 U. S. 403, 413-414 [6 T.-M. 
Rep. 149].” (American Foundries v. Robertson, 269 U. S. 3 
380.) 

The plaintiff points to Federal Equity Rules No. 25 and No. 29. 
Neither are material to the present question. Rule 25 does no more 
than set forth the formal requirements of a bill in equity (28 U.S. 
C. A. 87, notes). Rule 29 abolishes demurrers and provides that 
motions to dismiss shall be used instead (28 U. S. C. A. 171, note 
371 et seq.). 

The numerous cases cited by the plaintiff in this part of its 
brief (pp. 17-24) are merely quotations from the dicta of various 
courts in stating the general proposition that, upon a motion to 
dismiss, every reasonable doubt should be resolved in favor of the 
bill’s sufficiency. The decisions dealing with trade-mark infringe- 
ment and unfair trade are inapplicable here because the very ques- 
tion to be decided in this case is whether or not such infringement 
or unfair practices exist. The plaintiff presupposes that they do. 
In the cases it cites, the courts found such situations actually 
present. It is beyond dispute that if the plaintiff has alleged a 


state of facts showing infringement or unfair competition, it is 
entitled to relief. 


Certainly, the plaintiff could not contend that the pin-ball 
games manufactured by the defendant constitute the same kind of 
merchandise or are articles of commerce similar to the promotional 
advertising scheme of its “Bank Night” system. But the plaintiff 
has alleged in its bill of complaint a cause of action predicated upon 
the ground of unfair competition. Thus, even if no technical trade- 
mark infringement is provable here, the plaintiff would still be 
entitled to injunctive relief for any improper or unfair use of the 
name it has utilized in designating its business. 

There is a close connection between trade-marks and trade 
names, but there is, nevertheless, a distinction between the two 


Speaking broadly, a trade-mark is used in connection with a par- 
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ticular article of commerce, while a trade-name is used in relation 
to a business and is an insignia and symbol of its reputation and 
good-will. In American Foundries v. Robertson, 269 U. S. 372, the 
court stated that: 

the law of trade-marks is but a part of the broader law of unfair com- 
petition, the general purpose of which is to prevent one person from pass- 
ng off his goods or business as the goods or business of another. Whether 
the name of a corporation is to be regarded as a trade-mark, a trade-name, 
or both, is not entirely clear under the decisions. To some extent the two 
terms overlap, but there is a difference more or less recognized which is, 
that, generally speaking, the former is applicable to the vendible commodity 
to which it is affixed, the latter to a business and its good-will (p. 380). 

The purposes upon which the law of unfair trade is founded 
have been stated to be, “first, to protect the honest trader in the 
business which fairly belongs to him; second, to punish the dis- 
honest trader who is taking his competitor’s business away by 
unfair means; third, to protect the public from deception.” Atlas 
Manufacturing Co. v. Street & Smith, 204 Fed. 398 [3 T.-M. Rep. 
259. ] 

A composite view of the various grounds for this type of action, 
as given by a number of authors and authorities, is that the court 
acts to promote honesty and fair dealing on the theory that no one 
has the right to sell his goods as the goods of another. 

It has been stated as a general rule that there can be no cause 
of action for unfair competition where no competition between the 
parties exists. This view, however, has been slowly undergoing a 
marked change. The grounds for relief offered to the harrassed man 
{ business in cases of unfair trade practices is slowly outgrowing 
the strict definition followed by the earlier courts and writers. As 
one author has aptly expressed, “The emphasis is on the unfairness 


’ 


rather than on the competition” (EF. C. Lukens, 75 Pa. L. R. 197) 


Je 


Thus, in the famous case of /’ogue Co. v. Thompson-Hudson Co., 
et. al., 300 Fed. 509 [13 T.-M. Rep. 349], it was held that the 


manufacturer of women’s hats could not use the word “Vogue” as 


ndicated by the distinctive letter “V’’ when the same distinctive 
etter was used as an emblem in the name of the Vogue magazine. 


Here clearly there was no competition between the contesting par- 
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ties. Women’s hats are not of the same general merchandise as 
regularly published magazine. But the magazine in this case had 
held itself out for many years as an arbiter of women’s style in 
dress, which included style fashions in millinery as well. The 
court recognized the fact that while these two articles of commerce 
were totally dissimilar, the plaintiff might, nevertheless, be injured 
by the implication that it endorsed or approved the hats of the 
defendant. Should these hats be unstylish or of poor material the 
plaintiff might find that innumerable of its subscribers would lose 
faith in it as a fashion authority and thereby lose a good part of 
its circulation. 

Again in Wall v. Rolls Royce of America, Inc., 4 Fed. (2d) 333 
[15 T.-M. Rep. 239], it was held that the manufacturer of radio 
tubes who placed upon them the name “Rolls Royce” and failed to 
indicate the place of origin or manufacture of the tubes would be 
enjoined from so using the name. In that case the court found 
it necessary to resort to the far-fetched analogy that electricity is 
an integral element in the use of both radio tubes and automobiles 


and, thereby, found a similarity between the two products. Obvi- 


ously, the implicit foundation of the decision was based upon the 


idea of injury to the plaintiff. Members of the public would becom: 
confused, not in the sense that by buying a radio tube they would 
be misled into thinking they had bought a Rolls Royce automobile, 
but rather in the idea that the name “Rolls Royce” appearing on 
the radio tubes naturally carried with it the implication that the 
automobile concern had some connection with their manufacture. 
Should these tubes prove of poor quality and unsatisfactory the 
reputation of the plaintiff would be injured and its good-will de- 
creased. 

In the same way injunctions have been granted in cases of beer 
and malt syrup (Anheuser-Busch v. Budweiser Malt Products Corp., 
287 Fed. 243 [13 T.-M. Rep. 193]); toilet soap and shaving soap 
(Waltke v. Schafer Co., 263 Fed. 650 [10 T.-M. Rep. 246] 
automobile and tires (Willys-Overland Co. v. Akron-Overland Tire 
Co., 268 Fed. 151 [11 T.-M. Rep. 5]); and men’s suits and men’s 
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hats and caps (Rosenburg Bros. v. Elliott, 7 Fed. (2d) 
T.-M. Rep. 295]). 

In this day of expanding business activity, where a manufacturer 
of munitions controls and produces motor cars and muslin as well, 
where large corporations produce and sell a variety of unrelated 
products upon which they often place a single trade-mark, it would 
be obviously unjust and ineffective to adhere to the old doctrine that 
unfair trade practices can only be enjoined in cases where actual 
competition exists between the parties. 

But there must be some connection between the products in 
question before equity will grant its aid. Does such a connection 
exist between the business of the plaintiff and that of the defendant 
in this case? Under any view of the facts here it is hard to see how 
the court could hold that the defendant has been guilty of dishonest 
and unfair dealing in selling his goods as the goods of the plaintiff, 
that the public has been deceived, that the rights and property of 
the plaintiff have been violated, or that the defendant’s course of 
conduct has resulted in unjust enrichment. 

Even in the most liberal decisions such as the Vogue case or 
the Rolls Royce case there has been a definite, if not similar rela- 
tionship between the articles. Here, not even such a relationship 
exists. The plaintiff and the defendant both cater to the field of 
amusement. But that field is a large one. If the plaintiff were 
entitled to restrain the defendant in this case, why could he not 
also claim protection against the use of its name as against a manu- 
facturer of radios, or talking machines or phonographs. Those, too, 
are amusement devices. In short, it strikes one that the protection 
to be afforded under the doctrine of unfair competition is not meant 
to meet a situation such as the one at bar, for the simple reason 
that there is no real need for protection here. The relationship 
between the parties and their activities appear too remote, and in 
no place does the plaintiff allege a specific instance of damage to 
it other than its general charge of deception to the public. 

One more point remains to be considered. The plaintiff has 
alleged that the defendant has infringed its copyright by using the 


name “Bank Night.” The authorities are uniform in holding that 
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a copyright does not carry with it the exclusive privilege of using 
the title by which the copyrighted material is known. Thus in 
Atlas Manufacturing Co., et. al. v. Street & Smith, supra, the plain- 
tiffs published a weekly detective story entitled ‘““Nick Carter.” The 
defendant produced a movie in which they used the title “Nick 
Carter, The Great American Detective, Solving the $100,000 Jewel 
Mystery.” Neither the title, the plot nor the situation were similar 
to any story published by the plaintiff, whose stories had not been 
copyrighted but were protected by a trade-mark. Action was 
brought for injunction and trade-mark infringement. At pages 
402 and 403, the court said, “They (the stories) are subject to 
copyright. And this leads us to inquire what complainant’s standing 
would be under the law of copyrights. .. .” 


Neither the author nor a proprietor of a literary work has any prop- 
erty in its name. It is a term of description, which serves to identify the 
work; but any other person can, with impunity, adopt it and apply it to 
any other book or to any trade commodity, provided he does not use it 
as a false token to induce the public to believe that the thing to which it 
is applied is the identical thing which it originally designated. If literary 
property could be protected by the theory that the name under which it 
is christened is equivalent to a trade-mark, there would be no necessity 
for copyright laws. Black v. Ehrich, 44 Fed. 793. 

So the copyright of a book does not prevent others from taking the same 
title for another book, though the copyright has not expired... . 


And in Glaser v. St. Elmo Co., Inc., et al., 175 Fed. 276. the 
court said: 


I think that the authorities, particularly the American cases, prepon- 
derate that the copyright of a book does not prevent other persons from 
taking the same title for another book even in the case of an unexpired 
copyright. 


The same rule has been followed in Patten v. Superior Talking 
Pictures, Inc., 8 Fed. Supp. 196, and Warner Bros. Pictures, Inc. v. 
Majestic Pictures Corp., et. al., 70 Fed. (2d) 310, both cases being 
so decided in 19384. 


The only possible theory on which plaintiff could claim that its 
copyright had been infringed would be in the use of the title of the 
bank night instructions and other materials. The copyright it has 
secured protects the literary property to be found in this written 
material, but it does not protect the name “Bank Night” alone. It 
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has not alleged, and there seems to be no reason for alleging, that 

the defendant has used other than the mere title on its pin-ball 
games. The copyright laws do not protect it from such use. 

The motion to dismiss the complaint must be sustained. An ? 


order will be entered accordingly on April 23, 1937. 





Tue Weissaum Brotuers-Brower Co. v. Irvinc Branpt & Co., 
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United States District Court, Northern District of Illinois, Eastern 


Division 


March 16, 1937 





Trape-Marks—-“Beavu BrumMev” ror HaserpasHery — NON-DESCRIPTIVE 
TERM. 
The name “Beau Brummel” used as a trade-mark for haberdashery 
held non-descriptive and valid. 
Unratr Competition-—“Beau BraumMmes”’—Use or ANorHer’s TRapeE-Mark 
on Srm1iar Goons. 
The use by defendant of the words “Beau Brummel” as a trade- 
mark for suspenders, braces and belts after its prior use by plaintiff 
on haberdashery, held unfair competition. 


- 2 ST ee 


In equity. Action for unfair competition. Injunction granted. 















Murray, Sackhoff, Zugelter and Paddack, all of Cincinnati, Ohio, Bh: 
for plaintiff. a, 
Clarence E. Threedy, of Chicago, Ill., for defendant. ) 


Barnes, D. J.: I have considered the framing of the bill of : 
complaint and while at first I was rather inclined to think that the ; 
allegations in respect to unfair trade were rather meager, yet on aag 
further consideration I am of the opinion the bill is not only good : 


as a bill alleging infringement of a registered trade-mark, but also 
as a bill complaining of unfair trade or unfair competition. 

I have considered the contention of counsel that the words “Beau 
Brummel” are descriptive and I cannot agree with that contention. 7 
As was said of the words “American Girl,” it may be said of the 
words “Beau Brummel,” they do not, in their primary sense, mean 
haberdashery at all. 
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I understand it to be contended that the words “Beau Brummel,”’ 
because of the numerous uses thereof, may become public property 
in that the right, accordingly, that anyone may have therein is very 
limited. It may be that the right which one can acquire in the 
words “Beau Brummel” at this time are considerably less extensive 
than those which might be acquired in some other words that might 
be imagined, yet I think that a right may be acquired in those 
words in respect to haberdashery, and if one has acquired a right 
to those words in respect to neckties, I do not think it is unduly 
stretching that right to say it would extend also to suspenders, 
braces and belts. Those classes of goods are purchased by the 
same class of people almost invariably at the same place or places. 

I am inclined to agree with the plaintiff that the fact that Kress 
& Company may have a trade-mark in the words “Beau Brummel” 
as applied to hosiery in New York has very little, if anything, to 
do with the rights which the plaintiff claims in those words in 
Chicago and Illinois, and the purchase recently of an undershirt in 
the city of New York from Kress & Company bearing the words 
“Beau Brummel” on it does not, in the opinion of the court, show 
the use of a right which conflicts with that of the plaintiff in its 
right. 

If I have not already said, 1 mean to say that I am of the 
‘pinion that the plaintiff has a valid registered trade-mark. It 
also has a valid common law trade-mark. The defendant has 
infringed that registered trade-mark and has also infringed that 
common law trade-mark and is guilty of unfair trade or competition 
as against the plaintiff. 

Now it is said that the recent addition of the word “Brandt” to 
the words “Beau Brummel” indicates the source of the merchandise 
and therefore that the use of the words “Beau Brummel” in con- 
nection with the word “Brandt” does not infringe on the plaintiff’s 


rights. 


I have had occasion quite a number of times in other cases to 


say that what might be done originally by a person in good faith 


cannot, after he has infringed in unfair trade, be done by him. . . 
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Now what the defendant seeks to do here, it used the words 


“Beau Brummel”’ and presumably got some of the good-will of the abe 
plaintiff. It wants to keep it. It doesn’t want to give it away, toe 


but it wants to get away from the charge of unfair trade, so it adds ' 
the word “Brandt” to Beau Brummel. It cannot do that. It can- 
not keep that good-will which was wrongfully acquired. 

There may be a decree for the plaintiff. Counsel for the plain- 
tiff may, within ten days, prepare and, on notice, present within 
said time findings of fact and conclusions of law in a decree consist- 


ent with what I have stated. 


Cavirornia Wine & Liguor Corp. v. WittiamM Zaxon & Sons, Ine. 


Massachusetts Supreme Judicial Court 









E : 
gy May 29, 1957 ; 
i 

4 ‘TrapE-Markxs—“Four Acres” on WuiskeEy—Excuusive Sates ConTRAct t 

#] Rigut To Prorecrion. 

Ff Plaintiff, which had an exclusive contract for New England for the : 

=~ sale of “Four Aces” whiskey, held entitled to the protection of equity 
in such right. 

; Trape-Marks—Uwnrair Comprtirion—‘*Four Aces” anno “Royat Fiusu™ on 1 

ie W uiskey— Use or Trape-Mark anp SimiLtar ConrTarINeERs. Fa 

3 The sale by defendant in New England territory of whiskey bottled ‘5 

‘ hy original distillers under the trade-marks “Four Aces” and “Royal : 
Flush,” and in original containers, held unfair competition as against it 

, defendant, which had an exclusive selling contract in such territory. ; 
In equity. Action for unfair competition. Injunction granted. 











F. T. Leahy, of Boston, Mass., for plaintiff. 
J. Friedberg, of Boston, Mass., for defendant. 


Pierce, J.: This is a suit in equity wherein the plaintiff seeks ; 
a decree which enjoins the defendant from selling or offering to 
sell whiskey under the name of “Royal Flush,” in.bottles so desir-ned 
as to shape and markings and so labelled as to constitute an imita- 
tion of the bottles and labels now used by the plaintiff in selling 


whiskey under the name of “Four Aces.” After answer was filed 
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by the defendant, the case was referred to a master to find the facts 
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and report his findings. The master heard the parties but refused 
to consider the question of damages until the question of liability 
had been passed on by the court. No objections to the report were 
filed by either party, and the report was duly confirmed by an 
interlocutory decree. The final decree, from which the defendant 
appealed, reads: 

That the defendant, William Zakon and Sons, Inc., its agents, employees, 
officers, and servants, be and they hereby are enjoined and restrained from 
selling, offering for sale, or otherwise disposing of to the public or through 
the medium of public offerings or advertisements, in or throughout the 
State of Massachusetts, any whiskey in bottles deceptively and confusingly 
similar in design and markings to the bottles in which the seven-year-old 
rye whiskey, manufactured by the British Columbia Distillery Company, 
Limited, and marketed under the trade-name “Four Aces,” is now offered 
for sale and distribution, and with labels deceptively and confusingly 
similar in coloring, wording, and design to those used on said “Four Aces” 
bottles; and, in particular, from selling, offering for sale, or otherwise 
disposing of to the public, through the medium of public offerings or 
advertisements, in or throughout the State of Massachusetts, the whiskey 
that has been sold by the defendant under the trade-name “Royal Flush,” 
in bottles and with the front and back labels of the kind now used... . 

In substance the master found the following facts: The 
British Columbia Distillery Company, Limited, of Vancouver, here- 
inafter called the Columbia Company, for years before the repeal 
of the United States prohibition act, and since the repeal of that 
act, has been in the business of distilling whiskey, and of distributing 
it under the name of “Four Aces,” in a special bottle with a dis- 
tinctive label in which it had acquired certain rights. The name 
“Four Aces’ was registered in the United States Patent Office on 
June 22, 1933. The repeal of the prohibition act became operative 


on December 5, 1933. Since September, 1934, the plaintiff has 


had, in successive contracts with the Columbia Company, the exclu- 
sive right in New England to sell whiskey bottled by the Columbia 
Company under the name of “Four Aces.” Material paragraphs 
of the latest contract, dated October 14, 1935, read: 


(1) The Distillery, in consideration of the mutual releases and promises 
herein given, and the sum of one dollar and other valuable considerations, 
paid by the California Company to the Distillery, the receipt whereof is 
hereby acknowledged, does hereby grant, transfer, and convey to the 
California Company, its successors and assigns, the entire business of the 
sale and distribution of all whiskey under the trade-name and trade 
designation “Four Aces,” in the New England States but in no other 











CALIF. WINE & LIQUOR CORP. V. ZAKON & SONS, INC. 439 








territory, and the good-will of the said business. And the Distillery grants 
to the California Company the sole and exclusive right to use in the New 
England States only, the said trade-name and trade designation “Four 
Aces” in connection with the sale of or as the trade-name of whiskey or 
any other kind of liquors or beverages; and (2) And the Distillery in 
conjunction with the conveyance to the California Company of the said 
business and good-will in the New England States, does hereby grant, 
transfer, and assign to the California Company the sole license to use in 
said New England States only, all right, title, interest and property which 
it has in the trade-name “Four Aces,” as the same has been registered on 
June 27, 1933, in the United States Patent Office under Registration No. 
304261, and as the same has been registered and/or used in the New 
England States or any of them. 


The Columbia Company also put up a whiskey, identical in 
quality with that sold by it under the name of “Four Aces,” in other 
containers and under the name of “Royal Flush.” That is to say, 
the Columbia Company has sold to some of its customers this whis- 
key in bottles labelled “Four Aces” and has sold to others whiskey 
of the identical type and quality in bottles labelled “Royal Flush.” 
These “other containers’ are marked by surface designs distinctive 
of the company’s bottles and on the reverse side of each bottle there 
is worked into the glass the company’s initials. The master found 
that there is no trade-mark right granted under the laws of the 
United States or any individual state in the words “Royal Flush’”’ 
as applied to whiskey in the United States, so far as the evidence 
before him showed. Respecting these latter bottles, he found “that 
a customer, looking at a group of bottles of whiskey on display in 
a store might readily be deceived by looking at a bottle of ‘Royal 
Flush’ into the belief that it was the same product which he may 
have purchased or heard of under the name of ‘Four Aces’ ”’; that 
“this is so by reason of the general form of the labels, the fact that 
both names are placed in corresponding spots on the label and each 
printed in an arc; that the playing cards in each label are arranged 
in the same fashion, notwithstanding the fact that in one label there 
are five instead of four; and that the description of the whiskey 
as ‘straight whiskey, American type’ is, in each instance, put in 
bold type in approximately the same spot on the label and being in 
practically the same color scheme on each label.”’ 

The defendant bought a quantity of the “Royal Flush” from 
some person outside Massachusetts and offered it for sale “on the 
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Boston market.” This whiskey had been sent by the Columbia 
Company, in bond, to New York City, for the account of the 
Standard Wine and Liquor Company, Inc., which holds the dis- 
tributing rights on “Four Aces” throughout the United States except 
in New England. There is no evidence in the record as to whether 
the Standard Wine and Liquor Company, Inc., had any distributing 
rights in “Royal Flush.” As before stated, the “Royal Flush” 
whiskey was bottled in Canada at the distillery, in bottles identical 
in construction and design with those used in putting up “Four 
Aces.” The defendant has not altered the bottles, labels or con- 
tents in any way, but has been putting the merchandise on the 


market here exactly as it was received. ‘There is no claim that the 


defendant, at the time it purchased the merchandise, had any 
knowledge of the alleged exclusive agency of the plaintiff or of the 


trade-mark rights of the distillery until it was so informed, by the 


attorney for the plaintiff, about one week before the bringing of this 
bill of complaint. Since such notice the defendant has continued 
to sell “Royal Flush.” 

On the above facts the defendant contends that a proper decree 
was not entered because (1) the defendant’s whiskey was in quality 
the same whiskey as the plaintiff's; (2) the validity of the assign- 
ment, as a matter of substantive law, is open to question because it 
is or purports to be an assignment of a trade-name in gross; and 
(3) the plaintiff’s rights extended only to the use of the words 
“Four Aces” and not to the form of the labels and bottles. The 
defendant directs attention to the fact, which is apparent on the 
pleadings, that this is not a suit for infringement of patent rights, 
nor of registered trade-marks or trade-name rights, but is manifestly 
a suit based upon the claim of “unfair trade practice” or “unfair 
competition.” 

The main question in the case at bar, therefore, is whether the 
plaintiff, either under the principle of unfair competition or of 
trade-name infringement, may enjoin the defendant from selling 
the same whiskey which the plaintiff sells, under a label so closely 
resembling the plaintiff's label that the public is deceived into 
thinking that “Royal Flush” whiskey is “Four Aces” whiskey. 
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Since the contract between the plaintiff and the Columbia Com- 
pany purported to transfer the good-will of the business of selling 
the Columbia Company’s “Four Aces” whiskey in New England 
in connection with the name “‘Four Aces,” the assignment may be 
said to be a sufficient assignment and not an invalid assignment, in 
gross of the mark. Gehl v. Hebe Co., 276 Fed. Rep. 271, 273 [12 
T.-M. Rep. 154]. The exclusive right given to the plaintiff by the 
contract to use the trade-name “Four Aces,” or to sell ““Four Aces’’ 
whiskey in a restricted territory, is a subject for protection, and 
the assignee has the right to have third persons enjoined from 
imitating the name in order to pass off their goods as those sold by 
the plaintiff. Marsh v. Billings, 7 Cush. 322, 330-331. Compare 
Scandinavia Belting Co. v. Asbestos §& Rubber Works of America, 
Inc., 257 Fed. Rep. 987, 957-958 [9 T.-M. Rep. 136]; certiorari 
denied 250 U. S. 644, 

When relief is sought against a defendant on the basis of unfair 
competition, it is generally held to be essential for the plaintiff to 
prove that the defendant is passing off his product as that of the 
plaintiff. Kaufman v. Kaufman, 223 Mass. 104, 106-107 [6 T.-M. 
Rep. 266]; Summerfield Co. of Boston v. Prime Furniture Co., 242 
Mass. 149, 154-155 [12 T.-M. Rep. 387]; Samson Cordage Works 


v. Puritan Cordage Mills, 211 Fed. Rep. 603, 608 [4 T.-M. Rep. 


« 


225]. In cases involving registered or common law trade-marks, 





the owner of the mark has a property right in it which will be 
protected against persons seeking to appropriate the same or similar 
marks to identify their own goods. Regis v. H. A. Jaynes & Co., 
185 Mass, 458, 463. In the case at bar the defendant is not passing 
off its own goods as those of the plaintiff, because the goods of both 
plaintiff and defendant come from the same source and are identical 
in kind and quality and in the form of the containers. The plaintiff 
relies on A. Bourjois §& Co. v. Katzel, 260 U. S. 689 [13 T.-M. 
Rep. 69], and insists that the defendant has no right as against the 
plaintiff to use the particular merchandise as it is doing. 

The facts in the A. Bourjois & Co., Inc., case were these: 
A French face powder manufacturer, doing business in the United 


States, sold its business in the United States to the plaintiff together 
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with its good-will and trade-marks. ‘The plaintiff imported face 
powder from the French manufacturer and, packing it in the United 
States, put it out in substantially similar packages to those used by 
the French company. The defendant bought a large quantity of the 
powder from the French manufacturer, and sold it in the United 
States in labelled boxes resembling those used by the plaintiff. 
There were a few slight differences in the label, but the general 
appearance of the containers was the same. The court held that 
the plaintiff, which had built up the business by care in the selection 
of colors and in packing, was entitled to an injunction, as the 
defendant had no right to sell goods under a mark which had come 
to mean to the public the goods of the plaintiff rather than those of 
the French manufacturer. In cases similar to the case at bar, it has 
been held, in the Federal courts, that there was neither unfair com- 
petition nor infringement of trade-marks because, the function 
of the trade-mark being to denote the authentic product, sales of the 
authentic product under the name did not constitute a legal wrong. 


Apollinaris Co., Ltd. v. Scherer, 27 Fed. Rep. 18, 20-21; Vitascope 
Co. v. United States Phonograph Co., 83 Fed. Rep. 30. In Presto- 
nettes, Inc. v. Coty, 264 U. S. 359 [18 T.-M. Rep. 135], a pur- 
chaser of genuine Coty powder was allowed to state on the label 


that its powder was made up in part of Coty powder, and the court, 
speaking through Mr. Justice Holmes (who also wrote the opinion 
in the A. Bourjois & Co., Inc., case) said, at page 368: 


A trade-mark only gives the right to prohibit the use of it so far as 
to protect the owner’s good-will against the sale of another’s product as his. 
United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 97 [9 T.-M. 
Rep. 1]. There is nothing to the contrary in Bourjois & Co. v. Katzel, 
supra. There the trade-mark protected indicated that the goods came 
from the plaintiff in the United States, although not made by it, and 
therefore could not be put upon other goods of the same make coming from 
abroad. When the mark is used in a way that does not deceive the public 
we see no such sanctity in the word as to prevent its being used to tell 
the truth. It is not taboo. Canal Co. v. Clark, 13 Wall. 311, 327. 


[It is to be noted, however, that 4. Bourjois & Co., Inc. v. Katzel, 
supra, and Prestonettes, Inc. v. Coty, supra, are suits to restrain 


alleged unlawful uses of the plaintiffs’ trade-marks, registered under 


the act of Congress, and, unlike the case at bar, were not suits to 
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enjoin “unfair competition” and for incidental damages. The 
question for decision in these cases is not “how far the court would 
go in aid of a plaintiff who showed ground for suspecting the 
defendant of making a dishonest use of his opportunities, but is 
whether the plaintiff has the naked right alleged to prohibit the 
defendant from making even a collateral reference to the plaintiff's 
mark.” Prestonettes, Inc. v. Coty, supra. 

Assuming, as the defendant contends, that this is not a suit for 
an infringement of patent rights, nor of registered trade-marks or 
. trade-name rights, but is a suit to enjoin unfair competition and 
to recover damages incident to such unfair competition, we think 
that, on the facts admitted by the answer of the defendant and on 
the facts found by the master, particularly on his finding “that 
a customer looking at a group of bottles of whiskey on display in 
a store might readily be deceived by looking at a bottle of ‘Royal 
Flush’ into belief that it was the same product which he may have 
purchased or heard of under the name of ‘Four Aces,” the further 
finding was warranted that the defendant, at least after it received 
notice from the plaintiff relative to the sale of “Royal Flush” 
whiskey, continued to sell “Royal Flush’ whiskey with the design 
to divert to itself trade intended for the plaintiff. George G. Fox 
Co. v. Glynn, 191 Mass. 344, 351. Grocers Supply Co. v. Dupuis, 
219 Mass. 576, 578 [10 T.-M. Rep. 40]. Hildredth v. D. S. 
McDonald, 164 Mass. 16, 17. C. A. Briggs Co. v. National Wafer 
Co., 215 Mass. 100, 107 [3 T.-M. Rep. 328]. The report sets forth 
a plain case of a deliberate attempt to appropriate the plaintiff's 
business. 

Decree affirmed with costs. 
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Artuur I. Fautus, doing business as Farts Cuemicat Co. v. 
ScHouit Mre. Co., Inc. 


United States Court of Customs and Patent Appeals 
Opposition No. 13,871 
June 21, 19387 


Trave-Marks—Opposition—“No-VeEx” ano “Sotvex”—Conruictinc Marks. 

The word “No-Vex” held confusingly similar to “Solvex,” both marks 
being used on an ointment for the treatment of foot diseases. 

Trave-Marks—Opposition—OwNersuie oF OppostnG MarK—BEarING. 

Held that, although appellee had not established ownership of the 
registration of the mark “Solvex,” such registration was a bar to the 
registration of appellant’s mark “No-Vex.” 

Trape-MarKks—Opposirion—QuESTIONS Proper FOR CONSIDERATION. 

In an opposition proceeding, Patent Office tribunals may dispose of 
any question relating to the proposed registration that might properly 
be considered in an ex parte case. 

On appeal from a decision of the Commissioner of Patents sus- 
taining a trade-mark opposition. Affirmed. For the Commissioner’s 


decision, see 27 T.-M. Rep. 391. 


Clarence A. O’Brien (Charles E. A. Smith, Thomas E. Turpin, 
George C. Baldt, and Joseph A. O’Connell, of counsel), all 
of Washington, D. C., for appellant. 

Stephen J. Cox, of New York City, for appellee. 


Harrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Trade-Mark Interferences hold- 
ing that appellant was not entitled to the registration of the trade- 
mark “‘No-Vex’’ for use on an ointment for treating ‘“‘athlete’s foot, 
ringworm, dandruff and scalp and skin disorders.” 

In his application for registration, filed April 17, 1934, appellant 
alleged that he had used his trade-mark “No-Vex” since October 
15, 19380. 


In its notice of opposition appellee alleged that it was the 


owner of the trade-mark “Solvex” for use on a preparation—an 


ointment—for the treatment of “gym or athlete’s foot, golfer’s itch, 


epidermophytosis (ringworm), eczema of the feet and itching toes 
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and feet, and for other skin disorders of the feet’’; that it had used 
its trade-mark on its goods “during the interval between 1924 and 
October 15, 1930, and particularly since March 1, 1930”; that it 
had advertised and sold its goods under its trade-mark “Solvex” 
throughout the United States; and that its trade-mark and its goods 
have become well and favorably known to the consuming public. 
Appellee further alleged that it was the owner of trade-mark regis- 
tration No. 192,076, registered November 25, 1924, on an applica- 
tion filed June 27, 1924, for the trade-mark “Solvex” for use on 
ointments and other pharmaceutical preparations for the treatment 
f corns; that appellant’s trade-mark “No-Vex” is so similar to 
appellee’s trade-mark “‘Solvex’’ that confusion in trade would be 
likely to result by the concurrent use by the parties of their respec- 
tive trade-marks; and that appellee would, therefore, be damaged 
by the registration of appellant’s mark. 

In his answer to the notice of opposition, appellant denied that 
appellee would be damaged by the registration of appellant’s mark, 
and, with reference to appellee’s alleged ownership of trade-mark 
‘egistration No. 192,076 of the trade-mark “Solvex,” stated: 
Answering paragraph 3 of the amended grounds for opposition, re- 
spondent denies the right of opposer raised by presumption through the 
registration of the trade-mark pleaded in said paragraph, or others, and 
‘requires strict proof of the adoption, continuity of use and ownership of the 
trade-mark covered by said registration in opposer. 
The Examiner of Trade-Mark Interferences reviewed the record 
in the case, and concluded that appellant had failed to establish 
that he had used his trade-mark on his goods prior to September, 
1931, and that appellee had established use of its mark on its goods 
as early as March or April, 1930. 

Relative to the issue of confusing similarity of the marks here 
involved, the Examiner said: 

As to whether opposer’s mark is in fact “Solvex” or “Dr. Scholl's 
Solvex” opposer’s record is deemed to show that in connection with the 
products actually sold by the opposer [the] name “Dr. Scholl’s” is 
lways associated with the notation “Solvex.” However, a mere inspection 
f opposer’s cartons, as for example Exhibit 16, seems to show that “Solvex” 
is the dominating feature of the mark. This conclusion is based upon the 


fact that “Solvex” is displayed in somewhat larger type than the name 
‘Dr. Scholl’s” and also upon the fact that “Solvex” is featured against a 
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contrasting background partially enclosed by a heavy line. Added t 
these facts discernible from a mere inspection of opposer’s cartons is the 
testimony of opposer’s witnesses. ‘This shows that opposer’s product is 
known and not uncommonly ordered as “Solvex” without reference to the 
name “Dr. Scholl’s.” 


* * * 


The differences and also the resemblances between “No-Vex” and 
“Solvex” as used by the parties in connection with their respective oint- 
ments are obvious from mere inspection. It is believed that either “No- 
Vex” or “Solvex” to the average purchaser would be merely a coined word. 
Coined marks are often difficult to remember. In view of the resemblances 
found to exist between the marks the Examiner is persuaded that there 
is at least reasonable doubt upon the question of likelihood of confusion in 
trade. The practice requires that such doubt be resolved in favor of the 


prior user. 
and, accordingly, held that appellant was not entitled to the regis- 
tration of his trade-mark. 

In his decision, the Commissioner of Patents held that appellee 
failed to establish that it was the owner of trade-mark registration 
No. 192,076 for the word “Solvex,’ as alleged in its notice of 
opposition; that its trade-mark appeared to be the word “Solvex” 
in immediate association with the name “Dr. Scholl’s’; that he was 
inclined to believe that appellee’s trade-mark consisted of the words 
“Dr. Scholl’s Solvex’’; and that appellee had established use of 
its trade-mark on its goods as early as May, 1930. The Commis- 
sioner further held that appellant’s mark “No-Vex” and the word 
“Solvex” in appellee’s mark were “printed in letters of about the 
same size, and of somewhat similar style’; that the word “‘Solvex,” 
in appellee’s mark, was printed in somewhat larger type than the 
name “Dr. Scholl’s”; that, when spoken, the name “Dr. Scholl’s” 
would clearly distinguish appellee’s product from that of appellant; 
that it was not only likely, but that it appeared from the evidence 
of record, that some purchasers would ask for “Solvex’’ without 


> 99 


using the name “Dr. Scholl’s’”’; that the terms “Solvex” and “No- 


Vex” were so nearly alike both in sound and in appearance that 
the addition of the name “Dr. Scholl’s” to appellee’s mark was not 


sufficient to overcome the probability of confusion, which would 
clearly be present if the trade-marks of the parties were ‘“Solvex”’ 
on the one hand, and “No-Vex’”’ on the other; that appellant had 
not established use of his trade-mark on his goods prior to the fal! 
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of 1931, and, accordingly, affirmed the decision of the Examiner of 
Trade-Mark Interferences holding that appellant was not entitled 
to register his mark. 

The Commissioner further stated in an ex parte disposition of 
the case that, although appellee had not established that it was the 
owner of registration No. 192,076, such registration was a complete 
bar to the registration of appellant’s mark. 

In explanation of his ex parte decision, the Commissioner stated 
that the registered trade-mark “Solvex’’ and appellant’s trade-mark 
‘“No-Vex” were printed in identical type; that they were used on 
goods of the same descriptive properties; and that the trade-mark 
“No-Vex” was confusingly similar to the trade-mark “Solvex.” 

Thereupon, after affirming the decision of the Examiner of 'Trade- 
Mark Interferences on the issues presented by the notice of opposi- 
tion, the Commissioner held that “regardless of the rights of the 
opposer, it is further adjudged that applicant [appellant] is not 
entitled to the registration applied for.” 

We think it clearly appears from the evidence of record that 
appellee’s trade-mark consists of the name “Dr. Scholl’s” and the 
coined word “Solvex,” with the name “Dr. Scholl's” appearing 
immediately above the word “‘Solvex.” 

The Examiner of Trade-Mark Interferences stated that the 
word “Solvex” is “featured against a contrasting background par- 
tially enclosed by a heavy line.” 

That the word “Solvex’’ is so featured, cannot be questioned. 
It appears on a blue background of oval-shape design, which is 
partially surrounded by a black line. The name “Dr. Scholl’s”’ is 
immediately above the word “Solvex’” in somewhat smaller type, 
and it, together with the other printed matter on the labels, appears 
on a yellow background. 

It appears from the testimony of some of appellant’s witnesses, 
vho are druggists, that a request for “Solvex’’ would indicate to 
them and to their employees that the purchaser wanted the product 

f appellee, and that appellee’s product is called “Solvex’’ by pur- 


chasers. One of appellant’s witnesses, a wholesale druggist, stated 
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that the term “Solvex’”’ indicated origin of the goods in The Schol! 
Mfg. Co., Inc.—appellee. 

It appears from Exhibits 26 and 27 that appellee’s product was 
ordered by at least two concerns by the term “Solvex,” although 
one of them spelled it “Salvex,’ and was invoiced and sold t 
them under that term. Whether it is always sold by appellee under 
that term, or how frequently it is so sold, does not appear of record. 

The goods of the parties possess the same descriptive properties, 
and, so far as the evidence of record is concerned, are identical in 
character. They are sold in the same stores, and to the same class 
of people. 

In view of the evidence of record and the prominence given the 
term “Solvex” on appellee’s labels, we are of opinion that the term 
“Solvex”’ is the predominant feature of appellee’s trade-mark. 

We are in agreement with the tribunals of the Patent Office that 
the terms “‘Solvex’”’ and “No-Vex,”’ when used on the goods of the 
respective parties, are confusingly similar, and that, as the term 
“Solvex” is the predominant feature of appellee’s mark, there would 
be likelihood of confusion in the trade if the marks of the parties 
were used concurrently on their goods. 

It clearly appears from the record that appellee used its mark 
on its goods in interstate commerce as early as March or April, 1930. 
The record fails to establish, however, as held by the Patent Office 
tribunals, that appellant used his trade-mark on his goods prior to 
September, 1931. We conclude, therefore, that the tribunals of 


the Patent Office were not in error in sustaining appellee’s opposition 


to the registration of appellant’s trade-mark. 

As the terms “Solvex” and “No-Vex,” when used on goods of 
the same descriptive properties, would be likely to cause confusion 
in the mind of the purchasing public, we are in entire agreement 
with the Commissioner’s holding ex parte that, in view of the regis- 
tration hereinbefore referred to of the trade-mark “‘Solvex,” appel- 
lant is not entitled to the registration of his trade-mark. 

This court has repeatedly held that, in opposition proceedings, 
registrations of trade-marks by others, not parties to the proceed- 
ings, will not be considered. See Sharp §& Dohme v. Parke, Davi: 
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COSHOCTON GLOVE CO. V. BUCKEYE GLOVE Co. 449 F 
§ Co., 17 C. C. P. A. (Patents) 842, 37 F. (2d) 960 [20 T.-M. 
Rep. 79]; American Fruit Growers, Inc. v. Michigan Fruit Grow- 4 
ers, Inc., 17 C. C. P. A. (Patents) 906, 38 F. (2d) 696 [20 T.-M. i 
Rep. 1385]; California Packing Corporation v. Tillman § Bendel, i 
Inc., 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. 
Rep. 238]; Standard Oil Co. (New Jersey) v. Clarence W. Epley, 
17C. C. P. A. (Patents) 1224, 40 F. (2d) 997 [20 T.-M. Rep. 324]. ; 
It is well settled that, in opposition proceedings, the tribunals 

; of the Patent Office are not confined to the issues raised by the 

parties, but may dispose of any question relating to the proposed | 
registration that might properly be considered in an ea parte case. H 
See Quaker State Oil Refining Co. v. Wolverine-Empire Refining 
Co., 28 C. C. P. A. (Patents) 827, 81 F. (2d) 245 [26 T.-M. Rep. ry 
89], and cases therein cited. ™ 
For the reasons stated, the decision of the Commissioner of : 
Patents is affirmed. 


Garrett, J., concurs in the conclusion solely upon the ex parte 


as eg 


ground. 


Lenroot, J., did not participate in the decision of this case. 


Tue Cosuoctron Guiove Co. v. Buckeye GLove Co. 
United States Court of Customs and Patent Appeals 


Interference No. 2,475 






nv 
‘ 


June 22, 193 





‘TRADE-Marks—INTERFERENCE—"“BucKEYE” ON GLoves AND Mirrens—GRabe 
Mark. 

Appellant, senior party in an interference proceeding, held not 
entitled to register the word “Buckeye” as a trade-mark for work gloves 
and mittens, in as much as no trade-mark use was shown, the work 
being used solely as a grade mark. 

‘Trape-Marks—INTERFERENCE—Priortry—RiIGuT TO REGISTER. 

In the case at issue, in as much as the senior party’s use of the word 
“Buckeye,” while prior to that of appellee, was as a grade mark, and 
appellee’s trade-mark use thereof subsequent to the use by appellant, 
held that neither party was entitled to register. 
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Trape-Marks—INTERFERENCE—FatLurE To Consiner ALi Issues—REMAND- 
ING oF DecisIon. 

Where the Patent Office tribunals failed to consider all questions 
relating to the interference and the rights of the parties, the cause was 
remanded in order that the proper entries might be made in the Patent 
Office. 


On appeal from a decision of the Commissioner of Patents in 
an interference proceeding. Reversed and remanded. For the 
Commissioner’s decision, see 26 T.-M. Rep. 442. 


George E. Kirk, of Toledo, Ohio, for appellant. 
Charles W. Owen (Owen & Owen, of counsel), of Toledo, Ohio, 
for appellee. 


Garrett, J.: This is a trade-mark interference proceeding in 
which, by appeal, appellant brings to us for review the decision of 
the Commissioner of Patents, speaking through the Assistant Com- 
missioner of Patents, awarding priority and adjudging right of 
registration to appellee, this being a reversal of the decision of the 
Examiner of Interferences. 

The mark sought to be registered by both parties consists of 
the word “Buckeye” for use on work gloves. Specifically, appel- 


lant’s application recites “for work gloves and work mittens of 


fabric, leather and combinations thereof,’ while the petition of 
appellee recites, “for work gloves of fabric, leather, and combina- 
tions thereof.” 


Appellant’s application, serial No. 311,721, was filed March 4, 
1931. It was twice amended and, in its amended form, alleged use 
of the word “since as early as March, 1928.” The application 
seems to have stood rejected ex parte by the Examiner, upon certain 
references not here important, for a long period, and the record is 
not clear as to just when the word was finally determined ex parte 
to be registrable. The declaration of interference recites that 
notice of appellant’s application was published May 1, 1934. 

The application of appellee, serial No. 351,795, was filed May 
24, 1934, with use alleged by it and its predecessors “since as 
early as November 1, 1930,” which was prior to appellant’s filing 
date. From the interference declaration it is learned that notice 
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; 
; 
of appellee’s application was published August 14, 1934. Appar- 
ently, no opposition proceeding was instituted by appellant. : 
It may here be said that appellant before us raises a question as 
to appellee’s derivation of title. The record bearing upon this has 
been examined with the result that we do not think appellant’s 
contention upon this point should be sustained. i 
It appears from a letter of the Examiner, under date of June 15, 
1934, that appellee at some time following the filing of its applica- 

7 tion requested interference with the application of appellant and in 
: this letter the Examiner further said: 





The application [of appellee] is being passed to publication. At the ; 
end of the publication period, this application and Serial No. 311,721 will H 
be forwarded to the Interference Division of this Office. 

Action in application Serial No. 311,721 is being suspended for a 
period of sixty days, and said applicant is being notified. 





The record contains a letter from the attorney for appellant, 
filed September 17, 1934, in which it was said: 


of sixty days. Inasmuch as the case has passed publication on May 1, 


f 
In Office action of June 20, 1934, this case was suspended for a period 
f 
1934, without opposition, it is asked that further delay not occur herein : 














and that this case be passed to registration forthwith. 

i3 

Both parties took testimony and various documentary exhibits : 
were filed on behalf of both. It is not found necessary to review Ag 
the evidence in detail. It is sufficient to say that it established use Fall 

of the mark by appellant prior to its use by appellee, but appellant’s 
use of it was as a grade mark, not as a technical trade-mark, while Ere 
appellee used it as a technical trade-mark. iN 
Appellant’s trade-mark is “Co-Shoc” and an exhibit on file shows : , 
it prominently displayed in an oval which contains a picture of a it 

bear, beneath which are the words “‘a bear for wear.” The words ; 


“Big Bear’ appear in parentheses in the oval beneath ‘“Co-Shoc” 
and above the bear picture. Also in the oval are the words “work 
gloves,” the first word to the left and the last to the right of the 
picture. Underneath the oval, contacting with its lower edge, is a 
strip upon which is imprinted the word “Buckeye.” The evidence 
shows that, upon other types of appellant’s gloves, instead of 


“Buckeye” the respective strips bear the imprints “The Colonel,” 







TWENTY-SEVEN TRADE-MARK REPORTER 


“Skout,” “Storm King,” etc. Appellant is shown to have made many 
different types of glove. 

The Examiner of Interferences held, in effect, that the use of 
the mark “Buckeye” by appellant constituted both a grade mark 
and trade-mark use, citing Williams Evangeline Confection Co. v. 
U. R. S. Candy Stores, 54 App. D. C. 68, 294 Fed. 999 [14 T.-M. 
Rep. 124] and Paris, et al. v. W. W. Stewart & Sons, 57 App. D. C. 
95,17 F. (2d) 683 [17 T.-M. Rep. 122] and also our case of John 
Wood Manufacturing Co. v. Servel, Inc., 22 C. C. P. A. (Patents) 
1370, 77 F. (2d) 946 [25 T.-M. Rep. 407]. The Commissioner 
points out that the latter case was an opposition proceeding. It may 
also be pointed out that the Paris v. Stewart & Sons case, supra, was 
a cancellation proceeding. The other case so cited was an inter- 
ference proceeding involving the mark “Evangeline” for candy, but 
it appeared there that, in the words of the court: 

.... By that name the candy has been ordered, by the trade and sold 
by the retailers. No other mark has been used on the carton. Nor has 
any witness said it was ever treated as a grade mark. The name, in our 
judgment, clearly indicates origin of the candy. (Italics ours.) 

In other words, the court there found that the use of the mark 
was a trade-mark use. We agree with the Commissioner that such 
a finding as to use of the instant mark by appellant would not be 
justified by the record before us. 

We are, however, unable to agree with the Commissioner as to 
certain other declarations in his decision. 

In the case of Wood Manufacturing Co. v. Servel, Inc., supra, 
an opposition proceeding, we sustained the Commissioner of Patents 


in holding, in effect, that the use by the appellee there of a word as 


a grade mark, or identification mark, for refrigerators precluded 


the appellant in that case from obtaining registration of the word 
as a trade-mark upon goods of the same descriptive properties. 
Referring to that case, the Commissioner, in his decision in the 
instant case, said: 
The distinction between that case and this lies in the fact that the 
prevailing party to an interference must necessarily be entitled to registra- 


tion of his mark, whereas an opposer need only prove that he would be 
damaged by registration to his adversary. 
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It is not understood just what is meant by the phrase “prevail- 
ing party,” as used in the foregoing holding. If it be meant that 
upon a mere showing of priority in use of a mark, with a claim of 
ownership, the party making such showing and claim becomes the 
prevailing party and thereby necessarily entitled to register the 
mark, we are unable to agree. 

Section 7 of the Trade-Mark Registration Act, so far as perti- 
nent to the issues of this case, reads: 


Whenever application is made for the registration of a trade-mark... . 


for registration of which another has previously made application . . . . the 
Commissioner .. . . may declare that an interference exists as to such 
trade-mark, and in every case of interference . ... he shall direct the 


Examiner in charge of interferences to determine the question of the right 
of registration. ... 


The Commissioner may refuse to register ... .both of two interfering 

marks, or may register the mark, as a trade-mark, for the person first to 
adopt and use the mark, if otherwise entitled to register the same. 
(Italics ours.) 
It is fundamental that ownership of a mark is a prerequisite to 
its registration, and it seems to us that if it develops during the 
hearing of an interference proceeding that ownership may not be 
claimed by either party thereto, it becomes the duty of the Com- 
missioner, or the officials acting for the Commissioner, so to declare 
and deny registration to both. 

One distinction between a trade-mark interference proceeding 
and a trade-mark opposition proceeding is that in the latter one 
does not have to show ownership of a mark in order successfully to 
oppose its registration to another, while in the former (which does 
not involve any question of damage) ownership by one or the other 
of the parties must be established in order to secure registration. 
The sustaining of an opposition is equivalent to a holding that the 
party seeking to register is not the owner of the mark, but it does 
not follow that the opposing party necessarily is the owner. 

There are, to be sure, certain questions which a Primary Ex- 
aminer must determine before an interference may be declared. 
Patent Office Rule 51 provides: 

51. Before the declaration of interference, all preliminary questions 


must have been settled by the Examiner in charge of trade-marks, and 
the trade-mark which is to form the subject matter of the controversy 
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must have been decided to be registrable, and must have been published 
at least once in the Official Gazette of the Patent Office. 

The preliminary questions so required to be determined are 
determined in the light of the Patent Office records only and, in 
the very nature of things, the finding by a Primary Examiner that a 
mark is registrable is tentative. He cannot know what facts out- 
side the Patent Office records subsequently may be shown which 
will affect the right of registration. 

Section 7, supra, clearly makes it the duty of the Examiner in 
charge of interferences, and ultimately of the Commissioner upon 
appeal to him, “to determine the question of the right of registra- 
tion.” We think this brings before them for consideration all the 
questions originally passed upon by the Primary Examiner and all 
facts which may be developed in the trial of the interference, includ- 
ing, as of course, the fundamental question of ownership. 

If it be found in the case at bar that a state of facts exists which 
precludes both parties from claiming ownership of the mark, of 
what avail is an award of priority to either? Indeed, how can there 
be an award of priority, in the meaning of the statute, where there 
is no ownership? Incidentally, it may be remarked that the decision 
of the Commissioner in this case not only adjudges appellee “to be 
the prior user of the mark’”’ but further declares that it is “entitled 
to the registration thereof.” 

Notwithstanding this, the suggestion was offered during the 
hearing and consideration of this case by us, that, should the decision 
of the Commissioner be affirmed, appellant might still oppose the 
registration in an opposition proceeding. That is a matter upon 
which we need not pass here, but it may be pointed out that the 
statute requires that notice of opposition “‘shall be filed within 


thirty days after the publication of the mark sought to be regis- 


tered,’ and that, according to the record, as has been already 
recited, notice of appellee’s application was published August 14, 
1934. 


Also, it was suggested that the way would be open to appellant, 
after appellee’s mark be registered, to institute cancellation pro- 


ceedings. It is not our province in this proceeding to consider that 


















COSHOCTON GLOVE CO. 





V. BUCKEYE GLOVE Co. 
question, nor do we regard it necessary even were we at liberty so 
to do. 

It is cur view that, under the facts developed here, neither 
party has shown itself entitled to claim ownership and, therefore, 
exclusive use of the mark. Appellant did not own the mark at the 
time of filing its application because it had not used it as a technical 
trade-mark. This it did not attempt to do prior to the date claimed 
by appellee. On the other hand, appellee, at the time it claims to 
have adopted the mark, had no right to appropriate it to its exclu- 
sive use because of appellant’s prior use of it to indicate a grade, 
or model, of its merchandise. Wood Manufacturing Co. v. Servel, 
Inc., supra. 

Such being the case, we think it was the duty of the Commis- 
sioner to exercise the authority vested in him by Section 7, supra, 
and refuse registration to both parties, which automatically would 
have dissolved, or vacated, the interference. 

It has been the long-settled practice for the Commissioner, in 
an opposition proceeding, to determine, ex parte, and without refer- 
ence to issues raised by the notice of opposition, that a proposed 
mark is not subject to registration. There is no express provision 
for this in Section 6 of the Trade-Mark Registration Act, the 
section providing for opposition proceedings, but in Section 7 it 
is provided that “in every case of interference or opposition to 
registration” the Commissioner “‘shall direct the Examiner in charge 
of interferences to determine the question of the right of registra- 
tion... . and of the sufficiency of objections to registration. . 
Also, it is said, “The Commissioner may refuse to register the 
mark against the registration of which objection is filed,’ and, as 
has been seen, the section contains the express provision that the 
Commissioner “may refuse to register both of two interfering 
marks,” which necessarily means denial of registration to both 
parties. 

A further suggestion has been offered that to reach the conclu- 
sion which we have reached, it is necessary for us to pass upon 
questions not considered by the tribunals below and not raised in 


the reasons of appeal. So far as this may seem to be correct, it is 
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sufficient to say that the questions which we decide are inherent in 
the case and hence should have been considered below. Had they 
been considered and passed upon there, the conclusion of both the 
Examiner of Interferences and the Commissioner of Patents might 
have been different, and upon any appeal taken, the reasons of 
appeal would have been stated in accordance with the issues result- 
ing from the decision. 

We have no doubt of this court’s authority to take the course 
here taken, and regard it our duty to construe the statute and point 
out what we consider its proper application to the facts of the case. 

Since the decision of the Commissioner in this case reversed the 
decision of the Examiner of Interferences, the end which, in our 
opinion, should be reached cannot be attained through the mere 
reversal by this court of the Commissioner’s decision. That, in 
legal effect, would amount to a reinstatement of the decision of the 
Examiner of Interferences which, we think, was also erroneous. 


The order is, therefore, that the decision of the Commissioner of 


Patents be reversed and the cause remanded, to the end that proper 


entries may be made in the Patent Office in accordance with the 


views herein expressed. 





I. & B. Conen, Bomzon & Co., Inc. v. BittmMore INpvustries, INc. 
United States Court of Customs and Patent Appeals 
Cancellation No. 2,798 
June 21, 1937 


‘TrapE-M arks—CAaNnCELLATION—" BILTMORE” ON MEN’s Suits AND OvERCOATS 
Res ApsvupicatTa. 
A decision of the Commissioner of Patents in an opposition proceed- 
ing holding appellant not entitled to register the word “Biltmore” as 
a trade-mark for men’s suits and overcoats on the ground that said 
word formed part of appellee’s corporate name held res adjudicata in 
a cancellation proceeding between the parties. 


On appeal from a decision of the Commissioner of Patents in 
a cancellation proceeding. Affirmed. For the Commissioner’s de- 


cision see post, p. 499. 
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Asher Blum (Charles R. Allen, of counsel), of Washington, 

D. C., for appellant. 
Arthur F. Durand (Charles S. Grindle, of counsel), of Washing- 1 
ton, D. C., for appellee. 


z HatFiEtp, J.: This is an appeal in a trade-mark cancellation 
proceeding from the decision of the Commissioner of Patents affirm- 

ing the decision of the Examiner of Trade-Mark Interferences sus- i 

taining the petition of appellee for the cancellation of appellant's | 

: registered trade-mark “Biltmore” for use on men’s worsted suits 

A and overcoats. 
e The mark in question consists of the word “Biltmore” printed 
n script and enclosed in an ellipse. It was registered by appellant’s ' 
»redecessor—registration No. 120,552, issued February 19, 1918, . 

n an application filed September 20, 1917. “y 


The question involved is concisely stated in the Commissioner’s 


decision as follows: 


Biltmore Industries, Incorporated, petitioned for the cancellation of 

















trade-mark registration No. 120,552, issued February 19, 1918, to the 
assignor of I. & B. Cohen & Company. From an adverse decision of the ; 
Examiner of Trade-Mark Interferences the registrant appeals. 

" The trade-mark involved is the word “Biltmore” applied to men’s 

at clothing. It has been the subject of two opposition proceedings between 

.s these same parties. In the first of them an application of the appellant 
here was successfully opposed by the appellee, and in the second appel- 2 
lant’s opposition to an application filed by appellee was sustained. The 

: decision to be reviewed in the instant case holds that the judgment in the ee. 


first opposition proceeding is res adjudicata of the single issue here raised, 
and the correctness of that holding is the only question to be determined 


on appeal. 


The sole contention raised by appellee’s petition for cancella- 


tion is that, because of the decision of the Commissioner in opposi- ae 
i : i ; ‘ 
ion No. 11,528, wherein appellant here was the applicant and 
; appellee the opposer, the right of appellee to cancellation of appel- 
¥ 


lant’s mark has become res ad judicata. 

The record in the opposition proceeding was made a part of the 
record herein. 

It appears from the record before us that there was a second 
pposition proceeding, No. 12,190, between the parties here in- 


Ived. wherein appellant opposed appellee’s application for the 
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registration of the mark “Biltmore” for use on wool fabrics. Ir 
that proceeding, the Examiner of Trade-Mark Interferences and 
the Commissioner of Patents held that the opposition should be 
sustained and the application for registration rejected. 

It is stated in the briefs of both parties that the applicant in 
opposition No. 12,190—appellee in the case at bar—has filed a bill 
in equity under §4915, Revised Statutes, for the registration of its 
mark, which suit has not yet been determined. 

The Commissioner in his decision herein, referring to opposition 
No. 11,528, stated: 


One of the grounds of that opposition was that the applicant had appro- 
priated the predominant word of opposer’s name and that of its pred- 
ecessors, and that was the sole ground on which the Examiner of Trade- 
Mark Interferences sustained the opposition. An appeal was taken to the 
then Commissioner of Patents, who, in affirming the Examiner, used the 
following language: 


“The opposer has pleaded and the Examiner has rested his decision 
largely upon that portion of the statute, Section 5 of the 1905 Act, which 
forbids registration of a mark ‘which consists merely in the name of an 
individual, firm, corporation, or association’ save under certain conditions 
not present here. The opposer incorporated long after the adoption and 
use by the applicant of the mark here under consideration. It should be 
noted the statute does not limit the prohibition to corporations, but includes 
a firm or an association. It would seem that prior to applicant’s entry into 
the field there existed an association engaged in commerce that was using 
‘Biltmore’ as part of its name. Considering the statute in connection with 
its interpretation by the United States Supreme Court in the case of 
American Steel Foundries v. Robertson, Commissioner of Patents, and 
Simplex Electric Heating Company, 342 O. G. 711, 269 U. S. 372, it is at 
once apparent the applicant is not seeking registration of the entire name 
of the opposer, either corporation or association. It must be considered 
therefore whether the facts of this particular case support the view that 
registration by applicant would be calculated to deceive or confuse the 
public to the injury of opposer. The applicant has shown, and such circum- 
stances were taken note of by the Supreme Court in the above referred to 
case. that there were other firms or corporations in existence prior to that 
of the opposer having the word ‘Biltmore’ as part of the name and has 
argued that, in consequence, this word does not indicate to the public the 
opposer company, association or corporation. It is believed, however, that 
when used in connection with goods so similar to those upon which the 
applicant uses the word there would be some probability of confusion in 
the mind of the public and that for this reason registration should be 
denied the applicant.” 


Appellant now argues that the foregoing was mere dictum, and that 
the real basis of the decision was the expressed opinion of the Commis- 
sioner that appellee’s use of the word “Biltmore” in its advertising was 
sufficient to warrant a judgment in its favor. In this connection he said: 
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“It is deemed ... . proper to hold that the opposer's fabric was 
generally known to the public and was advertised and sold by the opposer’s 
predecessors in connection with the name “Biltmore Homespun’ for some 
years prior to the date the applicant began the use of its mark. While 
the Examiner of Interferences was unable to find evidence that the word 
‘Biltmore’ was used at this time as a trade-mark, yet this would seem 
to be immaterial. The word was used in a descriptive sense as indicating 
the geographical location of the place where the goods were produced. 
It is clear enough this use is sufficient to support the claim of damage to 
the opposer by the registration of this word as a trade-mark by applicant.” 


While it thus appears that the Commissioner disagreed with the Exam- 
iner’s ruling on this branch of the case, the fact remains that the point 
was not before him for decision. As previously noted, the Examiner had 
sustained the opposition squarely and solely upon the so-called name clause 
of the statute, expressly ruling against the opposer on all other grounds 
set up in the notice. It was from that decision that the appeal was taken 
and that was the decision affirmed by the Commissioner. If there was any 
dictum in the decision on appeal, I think it pertained to the effect of the 
applicant’s use in advertising of the word “Biltmore,” rather than to the 
question involved in the present proceeding. 

No appeal was taken from the Commissioner’s decision, and the sugges- 
tion now made that it was erroneous is of course not to be considered. 
Even though I may disagree with both the reasoning and the conclusions 
therein set forth, that would in no manner alter the legal effect of the 
adjudication. According to my understanding, the doctrine of res adjudi- 
cata permits of no inquiry into the correctness of a final judgment properly 
pleaded as an estoppel. 

I think the case before me is conclusively controlled by the decision 
of the Court of Customs and Patent Appeals in Panhard Oil Corporation 
v. Societe Anonyme Des Anciens Etablissements Panhard §& Levassor, 
39 Fed. (2d) 496, where the essential facts considered were substantially 
the same as those here involved. 

Appellant’s counsel have devoted considerable discussion to the judg- 
ment in the second opposition proceeding above referred to, which they 
contend conflicts with and hence neutralizes that rendered in the first. 
Their position in this regard is, in my opinion, clearly untenable. That 
case involved only the right of Biltmore Industries, Incorporated, to register 
the mark in issue. For various reasons such registration was refused. 
One of those reasons was that it had failed to show a trade-mark use of 
the word “Biltmore.” Another was that the word is geographical. The 
decision was in no way predicated upon use or lack of use of the word as 
a name; nor can I perceive how the question could have been material in 
that proceeding. 


We have quoted thus extensively from the Commissioner’s de- 
cision for the reason that it is appellant’s contention that the issue 
in this cancellation proceeding is not the same as in opposition No. 
11.528. 

Counsel for appellant here contends that the decision of the 
Commissioner of Patents in opposition No. 11,528 was not based 
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upon that portion of Section 5 of the Trade-Mark Act of Februar; 
20, 1905, which forbids the registration of a trade-mark “which 
consists merely in the name of an individual, firm, corporation, or 
association not written, printed, impressed, or woven in some par- 
ticular or distinctive manner,” and that there was no prior adjudica- 
tion of the issue involved in this cancellation. We think it is suffi- 
cient to say that we have examined the record with care and agree 
with the Commissioner that the issue decided in opposition No. 
11,528 was based upon the quoted provisions of the statute, and 
that the issue in the case at bar is the same as in that case. 

Counsel for appellant further contends that “if an estoppel was 
created by the first opposition No. 11,528, said estoppel was can- 
celled by the judgment in the second opposition No, 12,190.” I: 
support of that proposition, counsel has cited the cases of Branson 
v. Wirth, 84 U. S. 32, 42; Shaw v. Broadbent, 129 N. Y. 114, 125. 

We have examined the decision of the Commissioner of Patents 
in opposition No. 12,190—I. & B. Cohen Bomzon & Co., Inc. 
Biltmore Industries, Incorporated, 22 U. S. Pat. Q. 257 [24 T.-M. 
Rep. 469]. It was there held that Biltmore Industries, Incorporated, 
had failed to establish a trade-mark use of the mark “Biltmore’’; 
that the mark was merely geographical and, therefore, Biltmore 
Industries, Incorporated—appellee in the case at bar—was not 
entitled to register it. The so-called name clause of Section 5, 
hereinbefore quoted, was not in issue in that case. Accordingly, the 
decision therein has no bearing on the issue in the case at bar. 

It clearly appears from the evidence of record in the case at 
bar, which includes the record in opposition No. 11,528, that appel- 
lee’s predecessors manufactured and sold wool fabrics—‘‘Biltmore 
Homespuns’’—long prior to the filing date—-September 20, 1917 
of appellant’s predecessor’s application for the registration of the 
trade-mark “Biltmore,” issued February 19, 1918, registration No. 
120,552; that such products were manufactured and sold originally 
under the name “Biltmore Estate Industries’; that, in 1917. one 
Seely, who at that time was president of Grove Park Inn, Inc., 
purchased the Biltmore Estate Industries, and, at the time of the 


purchase, agreed to carry on the business in the name of Biltmore 
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Industries; that he carried out the terms of that contract, and manu- 
factured and sold the goods under the name of Biltmore Industries. 
Thereafter, in 1928, Grove Park Inn, Inc., had its name changed 
to Biltmore Industries, Incorporated, and has manufactured and 
sold the products here involved under its corporate name. It ap- 
pears, therefore, as stated by the Commissioner of Patents in his 
decision in opposition No. 11,528, that long prior to the filing of 
the application—September 20, 1917—for the registration here 
involved, appellee’s product had been continuously manufactured 
and sold by Biltmore Estate Industries, and Biltmore Industries. 

It is argued by counsel for appellant that, at the time the 
predecessor of appellant began to use the trade-mark “Biltmore” 

‘September 20, 1917—the predecessor of appellee was manufac- 
turing and selling appellee’s goods under the name Grove Park 
Inn, Ine. 

It may be that Biltmore Industries was owned by Grove Park 
Inn, Inc. Nevertheless, appellee’s goods were manufactured and 
sold by Biltmore Industries, and were never sold nor advertised 
for sale under the name Grove Park Inn, Inc. 

The right ef appellee to the registration of the term “Biltmore” 
is now pending in another court. That issue not being before us, 
we, of course, make no comment with regard thereto. Regardless 
of how the issues in that case may be decided, we are of opinion 
that appellee had a right to bring the involved petition for can- 
cellation, by virtue of the quoted provisions of Section 5 of the 
Trade-Mark Act of February 20, 1905, and Section 13 of that act. 
See United Shoe Mach. Corp. v. Compo Shoe Mach. Corp., 19 C. C. 
P. A. (Patents) 1009, 1014, 56 F. (2d) 292 [22 T.-M. Rep. 160]. 

We are of opinion, therefore, that the issue decided against 
appellant in opposition No. 11,528 and the issue before us in this 
proceeding are the same, and that the decision in the former case 
is res adjudicata of the issue here involved. See Williams Oil-O- 
Matic Heating Corporation v. The Butler Ca, 76, 4. KH A 
(Patents) 934, 39 F. (2d) 693 [20 T.-M. Rep. 179]; Panhard Oil 
Corp. v. S. A. Anciens Etab. Panhard & Levassor, 17 C. C. P. A. 
(Patents) 971, 39 F. (2d) 496 [20 T.-M. Rep. 191]; American 
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Fruit Growers (Inc.) v. John Braadland, Ltd., 18 C. C. P. A. 
(Patents) 790, 45 F. (2d) 443 [21 T.-M. Rep. 44]. 

We are of opinion that the Commissioner of Patents reached the 
right conclusion, and his decision is affirmed. 


Lenroort, Judge, did not participate in the decision of this case. 





Evy & WaLker Dry Goons Co. v. Sears, Roesuck & ComMPpANy 


United States Court of Customs and Patent Appeals 


Opposition No. 13,938 
June 7, 1937 


Trape-Marks—Opposir1ioN— VALIDITY OF REGISTERED MarkK—IMMUNITY. 
The validity of a registered mark may not be attached in an opposi- 
tion proceeding. 
TrapE-Marks—“NEEDLEIZED” AND “NeEEDLE-THRIFT,’ FoR Corton’ PIEcE 
Goops—NoN-DESCRIPTIVE Marks. 
The words “Needleized” and “Needle-Thrift,” used as trade-marks 
on cotton piece goods, held non-descriptive and valid. 
Trape-MarKks—OppositioN—"“NEEDLEIZED” AND “NEEDLE-T HRIFT’—CONFLICT- 
ING Marks. 
The word “Needleized” held confusingly similar to “Needle-Thrift,” 
both marks being used on cotton piece goods. 
On appeal from a decision of the Commissioner of Patents, 
maintaining a trade-mark opposition. Affirmed. For the Commis- 


sioner’s decision, see post, p. 491. 


W. Keane Small, of St. Louis, Mo., for appellant. 
Edward D. Jones, of Chicago, Ill., for appellee. 


Garrett, J.: This is a trade-mark opposition proceeding in 
which appellee (hereinafter referred to as opposer) opposes the 
application of appellant for registration of the word ‘“‘Needleized”’ 
as a trade-mark for cotton piece goods. It comes to us by appeal 
from the decision of the Commissioner of Patents affirming the 
decision of the Examiner of Interferences sustaining the opposition 
and denying the registration. 

In its notice of opposition opposer plead its ownership, registra- 


tion and use of the word “Needle-Thrift” for “cotton piece goods— 
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namely, muslin, cambric, long-cloth and nainsook.” ‘This registra- 
tion (No. 149,234) bears date of December 6, 1921, with use alleged 
F “since July 16, 1920.” Appellant’s application was filed April 23, 
1984, with use alleged “‘since about April 1, 1933.” 

The goods of the respective parties are obviously identical. So, 
the ultimate question to be determined is whether the application 
of the marks “Needleized” and “Needle-Thrift’ to identical mer- 
chandise would be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers. However, certain collateral 
or subsidiary issues are raised and argued by appellant to which we 
give attention. 

The notice of opposition, which was sworn to, alleged ownership 
and continuous use by opposer of its mark ‘“Needle-Thrift” to 
identify its cotton piece goods; also, it alleged the spending of 
“substantial sums to advertise its said trade-mark for said goods.” 
In connection with its certificate of registration, the notice averred: 
“Said registration is still in full force and effect.” It contained 
the usual allegation of belief that it would be damaged by the grant 
of appellant’s application. 

In its answer (not sworn to) appellant, among other things, 
stated: 












....+ Applicant admits that opposer obtained from the United States 
Patent Office on December 6, 1921, a certificate of registration No. 149,234 
covering the term “Needle-Thrift” with respect to muslin, cambric, long- 

‘ cloth and nainsook cotton piece goods and that said registration is sub- 

¥ sisting, but denies that opposer was entitled to obtain said registration 

. and that the application therefor met the requirements of the Trade-Mark 

Act of February 20, 1905. 









The answer alleged that opposer’s use of its mark, “if used 
in any manner,” was not as a trade-mark “but merely as an indica- 


tion of grade or quality.” Also, appellant cited numerous registra- 


| tions to other parties which included the word “needle” in com- 
bination with different prefixes and sufflxes and, in some instances, 
’ with other words, such registrations apparently being for goods 


similar to the goods of the respective parties here involved. It was 
4 alleged that all the registrations so cited were obtained subsequent 


to the date of opposer’s registration. Further, appellant cited a 








— 
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registration to it of a composite mark, which included as one ele- 
ment the word “Needleized,’ granted September 26, 1933. By 
way of “affirmative defense,” appellant recited the difference in 
the marks, denied that “Needleized”’ and “‘Needle-Thrift” are con- 
fusingly similar “within the meaning of any clause or section of 
the Trade-Mark Act” and also denied that its proposed mark “‘is 
by it applied to merchandise of the same descriptive properties as 
such merchandise, if there be any, as may be sold by opposer under 
the notation ‘Needle-Thrift.’”’ As has been already indicated, this 
latter denial is obviously futile, since the goods of the parties are 
virtually identical, and this particular issue requires no further 
attention. The answer does not contain any denial of, or reference 
to, opposer's allegation as to damage. 

Neither party took testimony in the case, but prior to the 
expiration of the time set for completing opposer’s testimony-in- 
chief (such time having been extended by stipulation of counsel), 
counsel for opposer gave notice to counsel for appellant (such 
notice purporting to be under Patent Office Rule 154(e) ) that 
opposer proposed to use “as evidence” certain described documents. 
One of those consisted of a copy of opposer’s registration of 
“Needle-Thrift,’ No. 149,234. The other items consisted of adver- 
tising matter, many of them alleged to have appeared indifferent 
of opposer’s copyrighted catalogues. 

Following receipt of the notice appellant filed motion that 
opposer be required to show cause why the opposition should not 
be dismissed. In this motion, which is of record, we do not find 
any objection made to the introduction by opposer of the documents 
described in the notice, nor do we find where objection was else- 


where made. The objection in the motion goes not to their intro- 


duction, but to their sufficiency to support the allegations of opposer 


as to use of the trade-mark, “‘probable injury . .. . confusion in 
trade or other allegations in the notice of opposition contained.” 
The gravamen of appellant’s motion was that opposer should be 
required to substantiate its allegations by “testimony,” and that it 
had failed so to do. 
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The motion to show cause was granted, and opposer filed reply 
thereto. 

Upon the record so presented, the Examiner of Interferences 
rendered the decision which the Commissioner of Patents affirmed. 
it is not discernible from the decisions that the “Notice under Rule 
154 (E),”’ to which appellant’s counsel has devoted extensive 
ittention before us, entered into the consideration of the case by 
either the Examiner of Interferences or the Commissioner. Neither 
decision makes any reference to it. Therefore, we are unable to 
see wherein any matter concerning it requires discussion or deter- 
mination by us. 

Already it has been recited that, in its answer, appellant, while 
denying that opposer owns the mark, admitted that opposer ob- 
tained the registration and that such registration is “‘subsisting.’”’ It 
is noted that appellant in the same paragraph of the answer also 
“denies that opposer was entitled to obtain said registration and 
that the application therefor met the requirements of the Trade- 
Mark Act of February 20, 1905.” Upon what state of facts or 
theory of law this latter averment rests we are not informed. The 
denial of ownership is inconsistent with the admission of the obtain- 
ing and subsistence of the registration. Registration of a mark 
is prima facie evidence of its ownership. Section 16, Trade-Mark 
Act of 1905. The denial of the right of opposer to obtain the 


registration and the claim that opposer’s application did not meet 


the requirements of the trade-mark registration act go to the ques- 


tion of the validity of opposer's mark. The validity of a registered 
mark may not be attacked in an opposition proceeding. In the case 
of American Fruit Growers, Inc. v. Michigan Fruit Growers, Inc., 
17 C. C. P. A. (Patents) 906, 910, 38 F. (2d) 696 [20 T.-M. Rep. 
135], we said: 

So far as we are aware, appellant was entitled to the registration of 
its mark for use on its products, ... if it was inadvertently registered, 
those injured by such registration have a statutory remedy—application 
for cancellation. 

Upon the question of use by opposer of its mark as a trade-mark, 


which counsel for appellant insists is placed in issue by denial of 
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such use in the answer, it need only be said, first, that ownershi; 
implies use and, second, that under the rule announced by this 
court in John Wood Manufacturing Co. v. Servel, Inc., 22 C. C. 
P. A. (Patents) 1370, 77 F. (2d) 946 [25 T.-M. Rep. 407], one 
may oppose a registration upon showing merely a “grade-mark”’ 
or “trade-name” use when such use is analogous to a trade-mark use, 
and the answer of appellant in this case virtually admits a use of 
“Needle-Thrift” by opposer to indicate “grade or quality.” 

Counsel for appellant seems aggrieved because counsel for 
opposer failed, or was not required by the Examiner of Inter- 
ferences, to call officials of appellee company, or other witnesses, 
to the end that he might cross-examine them, and argues that there 
was not a compliance with the statement issued to the respective 
parties by the Examiner of Interferences, saying that “the practice 
of United States equity courts will be followed in pleading and 
procedure.” 

The brief on behalf of appellant, after pointing out the matters 
denied in the answer, says: 


Why has the opposer, the validity of its registration being thus chal- 
lenged, taken no testimony and adduced no proof on that or any other 
issue raised by the denials and averments of applicant’s answer? The 
explanation seems obvious. No such proof was available. Had witnesses 
been called in the attempt to make such proof, they would have been 
subjected to the test of cross-examination, but the opportunity to thus 
ascertain the truth of the matter has been denied applicant’s counsel 
Certainly it is not to be expected, under Federal equity practice, that 
applicant should go to the trouble of taking testimony when there has 
been an entire default in that respect by the complaining party, who 
carries the burden of proof, and we indulge the presumption that citations 
on this point are unnecessary to supplement the legal knowledge of the 
court. 


The foregoing indicates that counsel for appellant overlooked 
the effect of the statutory provision making a registration prima 
facie evidence of ownership, and overlooked also the universally 
applied maxim, “Equity follows the law.” 

Upon the record and in view of the admission in appellant’s 


answer, we do not think that the validity or the use of opposer's 


mark was so challenged as to require the taking of testimony by 


opposer upon those questions, and we know of no authority lodged 
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in the Examiner of Interferences to require opposer to call wit- 
nesses for the purpose of giving counsel for an applicant the oppor- 
tunity to cross-examine them. 

As for the registration to other parties of marks containing the 
word “needle” and that to appellant containing as a part thereof 
the word ‘“‘Needleized,” the brief on behalf of appellant makes the 
concession that “under decisions of this court, the several registra- 
tions referred to are not conclusive upon the question of applicant's 
right to registration,” but it is claimed that they “should be viewed 
as establishing the fact that the opposer is not entitled to monopolize 
the prefix ‘Needle’ which is the only point of resemblance between 
its notation ‘Needle-‘lhrift’ and the notation ‘Needleized’ sought 
to be registered.”” Also “laches and acquiescence’ on the part of 
opposer is alleged, which is claimed should estop opposer from 
opposing appellant’s application. 

Under numerous decisions of this court, in which we followed 
the rule established by other courts, these contentions must be over- 
ruled. American Fruit Growers, Inc. v. Michigan Fruit Growers, 
Inc., supra. Skookum Packers Association v. Pacific Northwest 
Canning Co., 18 C. C. P. A. (Patents) 792, 45 F. (2d) 912 [21 
T.-M. Rep. 50]. 

From the record here presented, we think the case must be 
determined solely upon the question of the similarity of the marks. 
If they are so similar that confusion would likely result from their 
use, nothing which either party might do, or fail to do, by pleadings 
or by testimony, can alter that fundamental fact, and this consti- 
tutes a bar by the terms of the statute itself. 

Just what the words mean in the relation in which they are 
used as trade-marks is not clear to us. So far as the record is 
concerned, we do not find any suggestion that they are merely 
descriptive of the character or quality of the goods. Were such the 
case, both marks should be barred from registration. So far as we 
can discern, the words have no particular meaning, as used, and, 
for the purposes of this case, we accept them as constituting arbi- 
trary marks. So viewing them, we concur with the tribunals of the 
Patent Office in the holding that there is such a similarity between 
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them that confusion would be likely from their use upon goods of 
the same descriptive properties. 
Accordingly, the decision of the Commissioner of Patents is 


affirmed. 


Unitrep Battery ManuracturinG Co., Ltrp. v. Unitep Mera 
Box Co., Inc. 


United States Court of Customs and Patent Appeals 


nw 
> ay 


Opposition No. 13,736 
June 7, 1937 


Trape-Marks—Oppostrion—SroraGe Barvrerits AND Evectric SWITCHES AND 

Evecrraic Outrter Boxes—Goops or Same Descriptive Properties. 

Storage batteries held of the same descriptive properties as electric 

switches, fuse plug receptacles, electric outlet boxes, and other electrica! 

appliances. 

On appeal from a decision of the Commissioner of Patents, 

sustaining a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 27 T.-M. Rep. 409. 


Miss Marie K. Saunders, of Washington, D. C., for appellant. 


No appearance for appellee. 


Bianp, J.: There is here brought to us for review the decision 
of the Commissioner of Patents, speaking through the Assistant 
Commissioner of Patents, reversing the decision of the Examiner of 


Trade-Mark Interferences, in a trade-mark opposition proceeding. 


On May 29, 1933, appellant filed application for the registra- 
tion of a composite trade-mark for storage batteries, alleging its 
use for such since 1930. The mark is fairly described in the brief 
on behalf of appellant as follows: 

The trade-mark of the applicant, appellant here, includes a circular 
disk having a wavy outline; within the periphery of the disk are the words 
“United Battery Mfg. Co., Ltd.” (the corporate name of the applicant) 


while the central portion of the disk is ornamented with a shield and the 
representation of a spread eagle surmounting the words “United Battery.” 
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co. V. 
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To the foregoing it may be added that certain other words of a 
descriptive nature appearing within the central portion of the disk, 
together with the word “battery” on the shield are disclaimed 
“apart from the mark as shown.” 

The proposed mark having been passed to publication, appellee, 
United Metal Box Co., Inc., filed notice of opposition. The notice 
is in conventional form and need not be analyzed in detail. It 
alleged that long prior to the adoption by appellant of its mark 
appellee had used a mark embodying the word “United” as a trade- 
mark on a variety of articles such as electric switches, electric 
meter panel installations, fuse plug receptacles, electric outlet 
boxes, meter box wall mounting and wire conduits, apartment mail 
boxes, medicine cabinets, clothes hampers, clothes dryers, waste 
receptacles, disposal devices, and metal furniture. Opposer specifi- 
cally pleaded its registration of “United” for “switch boxes, motor 
inclosures, and safety switches.” ‘This registration dated June 6, 
1922, shows the word “United” embraced within an oblong geo- 
metric figure, having six sides. Specimens of the mark as actually 
used show the word “Products” imposed upon the word “United,” 
and surrounding the whole are the words “United Metal Box Co., 
Inc., Brooklyn, New York.” 

The answer of appellant to the notice of opposition denied 
numerous averments of the notice, and specifically contended that 
the marks are different in design and appearance, and that the 
goods of the respective parties are not of the same descriptive 
properties within the meaning of the trade-mark statutes, although 
conceding both to be classified in the Patent Office in class 21, 
electrical apparatus, machines and supplies. 

The Examiner of Interferences dismissed the notice of opposi- 
tion and adjudged appellant entitled to the registration sought. In 
so doing he considered and pointed out the differences in both the 
marks and the goods. The Commissioner, while saying that there 
are many differences in the marks viewed in their entireties, took 
the view that “United” is the feature of each “which would most 
likely be retained in the mind of the purchaser’; that “the goods 


of both parties would naturally be known by that word,” and, 
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citing different decisions of this court, such as Cheek-Neal Coffee 
Company v. Hal Dick Manufacturing Company, 17 C. C. P. A. 
(Patents) 1103, 40 F. (2d) 106 [20 T.-M. Rep. 274], concluded 
that the goods belong to the same general class and hence fall within 
the meaning of “same descriptive properties” in the sense of the 
trade-mark registration act. Hence he reversed the decision of 
the Examiner of Interferences and sustained the opposition. 

As we view the case, the fundamental question is that of the 
descriptive properties of the goods of the respective parties. 
Evidence was introduced on behalf of the opposer relating to the 
nature of the products upon which its mark is applied. It seems 
obvious that no consideration need be given to any of opposer's 
products except those having an electric feature. The evidence 
introduced as to these shows that opposer manufactures metal boxes 
in which the electrical apparatuses are enclosed, or to which such 
apparatuses are attached. Primarily, opposer’s business is that of 
manufacturing the boxes and the mark is applied only to the boxes. 
It is testified that in the case of the electric switches, opposer makes 
the boxes and sometimes the electrical devices which are attached 
within them, but at times it procures the electrical devices else- 
where, made to its “special design” and for its “individual use.” 

There was introduced as Exhibit 5 a sample of opposer’s “safety 
switch.” Of this the Examiner of Interferences said: 


The safety switch shown in Exhibit No. 5 illustrates a form of knife 
switch such as is commonly used in electrical circuits and there possesses 
general utility. In other words, it is not essential thereto nor does it 
constitute a necessary part of a storage battery. 


It was then pointed out by the Examiner of Interferences that: 


The remaining goods sold by the opposer are in the nature of hardware 


of the type commonly purchased by contractors for use in apartment 
buildings. 


From the answer of applicant-appellant and its brief, it appears 
to be its position that, owing to the differences in the marks and 
the differences in the goods, there was no likelihood of confusion or 
mistake in the mind of the public, that the goods were not of the 
same descriptive properties, and that, notwithstanding the fact that 
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storage batteries and the electrical goods upon which the opposer 
alleges its trade-mark use are classified under the same class in the 
United States Patent Office, they are not for that reason of the 
same descriptive properties. It stresses the contention that it 
cannot be concluded that all electrical goods belong to the same 
class. The Examiner of Interferences evidently being of the same 
pinion, called attention to the fact that an electrical knife switch 
is not necessarily a part of a storage battery, and relied upon 
Williams Oil-O-Matic Heating Corp. v. Westinghouse Electric & 
Mfg. Co., 20 C. C. P. A. (Patents) 775, 62 F. (2d) 378 [23 T.-M. 
Rep. 29]. 

We are in agreement with the conclusion reached by the Com- 
missioner. Of course all electrical goods or devices do not belong 
to the same class, but an electrical switch, an electrical switch box, 
ind possibly a number of other electrical articles manufactured 
and sold by the opposer under its mark are closely associated in 
the mind of the public with the source of electricity which is often 
1 storage battery, for use on which the applicant seeks to register 
its mark. In most instances, electricity from storage batteries, 
which are in use, is controlled by electrical switches, and in its 
control and use switch boxes and many other well-known appurte- 
nant articles are used. The nature of the articles and the close 
association of their use bring them into the same class. It is a 
matter of common knowledge that they are used together, and are 
handled by the same dealers. These facts suggest the probability 
of confusion to purchasers if identical or similar trade-marks are 
used. 

While appellant has called attention to the differences in the 
marks, we, like the tribunals below, are not impressed with the 


contention that the differences are such as to eliminate the prob- 


ability of confusion if the marks are used upon goods of the same 


lescriptive properties. 
Even if there were doubt as to whether there was a likelihood 
f confusion, such doubt should be resolved against the newcomer. 


The decision of the Commissioner of Patents is affirmed. 
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Garrett, J., dissenting: I feel that the majority here failed 
to give proper weight to the striking differences between both the 
marks and the goods of the respective parties. The difference in 
the marks appears clearly from the descriptions of them set forth 
in the opinion. In appearance, there is no resemblance and the 
word “United” is their only common feature. So far as the goods 
are concerned, they differ entirely in nature, appearance, charac- 
teristics and use. There can be no identification of similarity be- 
tween them, save by applying to both the broad term, “electrical,” 
and the term is applicable to only a part of the articles dealt in by 
opposer. Opposer manufactures metal boxes, many of which have 
no electrical feature whatsoever. Of those which do have an elec- 
trical feature, emphasis was placed throughout the trial of the case 
upon what is designated its safety switch, exemplified in Exhibit 5. 
This consists of a metal box having metal contact plates to which 
electric wires may be attached. Storage batteries are not metal 
boxes, and I find nothing in the record to indicate that storage 
batteries and safety switches are ever associated in use. Neither 
do I find anything of record which indicates that the products ot 
the respective parties are sold in the same stores or to the same 
classes of purchasers. Rather I deduce from such testimony as 
may be construed to have any bearing upon this question that they 
are not sold in the same manner, or to the same classes of pur- 
chasers. Opposer sells its electrical equipment principally to con 
tractors who install the boxes in buildings, or to jobbers who, in 
turn, sell to contractors. 

The majority, as did the Commissioner of Patents, seem to have 
taken judicial notice as to many dealers in electrical supplies carry- 
ing storage batteries. We may, of course, apply the rule of 
judicial notice within proper limits, but I do not think we properly 
may go so far as to hold that it is applicable to the particular 
electrical equipment sold by opposer, especially in view of th: 
testimonial record strongly indicating, if not positively establishing, 
the contrary, but even if the articles were shown to be sold as the 
majority opinion seems to infer I still would be of opinion, in view 


of the differences in the marks and the differences in the goods, that 
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there is no reasonable likelihood of confusion within the meaning 
of that term as used in the trade-mark registration act. Numerous 
authorities might be cited, but I content myself with referring to 
Williams Oil-O-Matic Heating Corp. v. Westinghouse Electric & 
Mfg. Co., supra [23 T.-M. Rep. 29}. 




























Emerson E.vectric Mrea. Co. v. Emerson Rapto & PHoNoGRAPH 


Corp. 
United States Court of Customs and Patent Appeals 
Opposition No. 13,308 


June 21, 1937 





‘Trape-M arks—Opposit10oN—*E Merson’”’- 
or Rieu. 
Where, in an opposition proceeding involving the right to use the 
. name “Emerson” as a trade-mark, the opposer, the Emerson Electric 
" Manufacturing Co., failed to set up the name clause in the act in its 
notice held that it thereby waived its claim thereto. 
‘TrapE-Marks—Goops or Dirrerent Descriptive Properties. 
Radio receiving sets and parts thereof held to be of different descrip- 
tive properties from electrically operated goods, such as fans, motors, 
furnace blowers, forge blowers, hair driers, generators, and switches. 


-~Part or CorporaATE NAME—W AIVER 


Rehearing in an opposition proceeding, affirming a decision of 
the Commissioner of Patents, dismissing the opposition. Affirmed. 
For decisions below, see 27 T.-M. Rep. 334, 351. 


Lawrence C. Kingsland (Edmund C. Rogers and Estill E. Ezell, . 
of counsel), all of Washington, D. C., for appellant. 3 

Darby § Darby (Samuel E, Darby, Jr., and Louis D. Fletcher, 

of counsel), all of Washington, D. C., for appellee. 


‘ GranuaM, P. J.: The appellee, Emerson Radio & Phonograph 
¢ Corporation, a corporation of the State of New York, filed an appli- 
cation for the registration of a trade-mark, claimed to have been 
used in connection with the sale of “radio receiving sets, television 
q receiving sets, radio-television receiving sets, and parts thereof, viz., 


tubes, eliminators and loud speakers,’ continuously since about 
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July 1, 1927. The trade-mark consisted of a representation of a 
treble clef, under which were the words “Emerson Radio and 
Television.” The words “Radio and Television,” appearing upon 
the mark, were disclaimed “apart from the mark as shown in the 
drawing.” 

The Emerson Electric Manufacturing Company, a corporation 
of the State of Missouri, filed notice of opposition, alleging damage 
because of said opposed registration. The specific grounds of oppo- 
sition stated in the notice are: 

(1) That the opposer is the manufacturer of electrical equip- 
ment, including “electric motors, electric fans, including portable, 
wall, ceiling, floor and exhaust types, furnace blowers, forge blow- 
ers, organ blowers, and hair driers, electric generators, electric 
motor-generators, electric switches, including manually operated 
and automatically controlled types, rotary transformers, illuminat- 
ing cylinders, electrically operated coffee mills, electrically operated 
air and water pumps, electrically operated lathes, electrically 
operated buffers and grinders, electrically operated dental engines, 
electric power units for sewing machines, electrically operated 
humidifiers, electrically operated air washers, and radio ‘B’ power 
units”; that it has been in business under substantially the same 
name “since in or about the year 1890,” in which name “Emerson’”’ 
was the distinctive feature. 

(2) That it has continuously marketed its goods with the name 
“Emerson” prominently displayed thereon since “in or about 1890.” 

(3) That opposer is the owner of three trade-mark registrations 
—No. 111,931, dated August 15, 1916, No. 112,418, dated Septem- 
ber 5, 1916, and No. 199,433, dated June 9, 1925. 

The first of these registrations, all of which appear in the record, 
is one by the Emerson Electric Manufacturing Company, of the 
mark “Emerson,” said to have been used continuously since 1890. 
in connection with the sale of “electric motors, electric fans, includ- 
ing fans of portable, wall, ceiling, and floor types, electric exhaust- 
fans, electric forge-blowers, electric generators, electric motor- 
generators, knife-switches, switchboards, panel-boards, fuse-boards, 


transformers, rotary transformers, illuminating-cylinders, watch- 
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demagnetizers, electric organ-blowers, electric hair-driers, elec- 
trically operated coffee-mills, electrically operated air and water 
pumps, electrically operated lathes, electrically operated buffers 
and grinders, electrically operated furnace blowers, electrically 
operated hacksaws, and electric motors and power transmitters for 
sewing machines, in class No. 21, electrical apparatus, machines 
and supplies.” 

The second of these registrations was by the Emerson Electric 
Manufacturing Company, the mark being the word “Emerson,” 
which is claimed to have been used continuously since 1890 in 
connection with the sale of “dental lathes, dental engines, and buf- 
fers and grinders for dentists’ use, in class 44, dental, medical, and 
surgical appliances.” 

The third of said registrations covers a mark consisting of the 
representation of a pyramid, superimposed upon which were the 
words 


Fans 
Emerson 
Motors 
Built to Last. 


The words “Fans,” “Motors,” and “Built to Last” were disclaimed 
apart from the trade-mark as shown. This mark was claimed to 
have been continuously used by the registrant since December 6, 
1924, in connection with the sale of “Non-oscillating electric fans, 
oscillating electric fans, electric ceiling fans, electric column fans, 
electric ventilating fans, electric exhaust fans, and electric motors, 
in class 21, electrical apparatus, machines, and supplies.”’ 

The applicant filed an answer to the opposition in which, among 
other matters, it is denied that the opposer manufactures radio 
receiving sets, television receiving sets, radio-television receiving 
sets and parts thereof, viz., tubes, eliminators and loud speakers; 
that the “ ‘Radio B Power Units’ referred to in the said paragraph 
1 of the opposition were not manufactured or sold by opposer until 
long after applicant had manufactured and sold its goods aforesaid 
bearing applicant’s mark.” Further, it avers that the “opposer 


did not at any time, prior to applicant, sell or offer for sale any 


radios, radio parts or radio products of any kind and never used 
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the name ‘Emerson’ thereon; and never used said name upon goods 
such as those manufactured or sold by applicant.” 

The issuance of the three trade-marks pleaded in the opposition 
is admitted, but opposer’s title thereto is not admitted. The answer 
denies that the goods, “radio receiving sets, television sets, radio- 
television receiving sets, and parts thereof comprising tubes, elimi- 
nators and loud speakers,” are of the same descriptive properties 
as the goods upon which the opposer has used its trade-name of 
“Emerson.” Confusion and damages are denied. Denial is also 
made that opposer is entitled to a monopoly of the use of the word 
“Emerson” on complete radio receiving sets in combination with 
phonographs and the like. 

Further answering, applicant insists that it and its predecessors, 
through whom it derived title, were the first to use the word “Emer- 
son” on any of the apparatus named in its application, and that 
the opposer knew and assented to such use, and is estopped thereby. 

The answer also pleads five registrations which it claims to own, 
as follows: “No. 108,287, January 25, 1916; No. 130,063, April 
6, 1920; No. 155,412, May 30, 1922; No. 225,976, March 29, 1927; 
No. 131,902, May 25, 1920.” 

The first of these, No. 108,287, registered January 25, 1916, 
is a registration of a mark consisting of the words “Victor H. 
Emerson,” in script, claimed to be used continuously since July 1, 
1915, in connection with the sale of phonographic machines and 
sound records. This registration was by Emerson Phonograph 
Company, Inc., No. 131,902, registered May 25, 1920. The regis- 
tration is of a mark consisting of a representation of a treble clef, in 
connection with the sale of phonograph records, alleged to be 
continuously used since July, 1918, and made by Emerson Phono- 
graph Company, Inc. No. 130,063, registered April 6, 1920, is a 
registration of a mark consisting of a representation of a shield, 
in black and white, with the word “Emerson” written across the 
top, alleged to be used in connection with the sale of phonograph 
records continuously since May, 1918, and made by Emerson 


Phonograph Company, Inc. No. 155,412, registered May 30, 1922, 


is a registration of a trade-mark consisting of a representation of 

































» Svea 










pes? 





EMERSON ELEC. MFG. CO. V. EMERSON RADIO & PHONO. CORP. 477 





a treble clef, superimposed upon a phonograph record and the 
words “Emerson Records,” alleged to be used in connection with 
the sale of phonographs and phonograph records continuously since 
June 3, 1918, made by Emerson Phonograph Company, Inc. No. 
225,977, registered March 29, 1927, is the registration of a trade- 
mark, consisting of the representation of a treble clef, with the 
words “Emerson Phonoradio,” and a scroll underneath the same, 
alleged to be used in connection with the sale of complete radio 
receiving sets adapted to combination with phonographs since 
March 14, 1924, which registration was made by Wasmuth-Goodrich 
Company. 

Both parties took testimony. 

The Examiner of Interferences was of opinion that two questions 
were involved; first, the likelihood of confusion, and secondly, 
whether the mark sought to be registered is the name of a corpora- 
tion. As to the name clause, the Examiner of Interferences was of 
opinion that the parties were engaged in the sale of products of the 
“same general character,’ and that the use “of the notation “The 
Emerson Electric Manufacturing Company’ as a name, enables the 
opposer to qualify under the name clause of Section 5.” The Ex- 
aminer also found that the opposer was the prior user of the mark. 
Having come to the conclusion that the goods of the respective 
parties, while the question was “within the twilight zone,” were of 
the same descriptive properties, the Examiner of Interferences 
sustained the opposition and refused registration. 

On appeal, the Commissioner called attention to the fact that 
the name clause was not set up in the notice of opposition. This is 
true, and hence, as said by the Commissioner, must be considered 
as waived by the opposer. ‘This doctrine was announced in Rock- 
wood Pottery Co. v. Wilhelm Company, 43 App. D. C. 1. The 
appellant argues at length that it has set up this ground of opposi- 
tion in its notice, and quotes considerable portions of said notice 
in an attempt to substantiate this theory. These portions contain 
general allegations about the use of the name “Emerson’”’ in connec- 
tion with the sale of its goods, but, in our opinion, these cannot be 
treated as a proper pleading of the corporate name clause sufficient 
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to advise the office that appellant was relying thereon. The word 
“Emerson” was not, and is not, the complete corporate name of 
the appellant. The Supreme Court, in American Steel Foundries 
v. Robertson, Commissioner, et al., 269 U. S. 372, discussing the 
corporate name clause, said in part: 


The provision, therefore, that no mark consisting merely in the name 
of a corporation shall be registered, is to be construed in harmony with 
those established principles in respect of the appropriation of corporate 
names to which we have referred. Where the appropriation of the cor- 
porate name is complete, the rule of the statute, by its own terms, is 
absolute and the proposed mark must be denied registration without more. 
But where less than the whole name has been appropriated, the right of 
registration will turn upon whether it appears that such partial appropria- 
tion is of such character and extent that, under the facts of the particular 
case, it is calculated to deceive or confuse the public to the injury of the 
corporation to which the name belongs. 

The fact, for example, that the articles upon which the mark is used 
are not of the same description as those put out by the corporation, is 
entitled to weight, since the probability of such confusion and injury in 
that situation obviously is more remote than where the articles are of like 
kind. The cases, naturally, present varying degrees of difficulty for the 
application of the rule. Primarily, the power and the duty rests with the 
Commissioner of Patents to determine the question in each case in the 
exercise of an instructed judgment upon a consideration of all the pertinent 
facts. 


In the case cited, the word in question was “Simplex,” which was 
not the complete name of any particular corporation, but a part 
of many, and registration of a trade-mark containing the word was 
allowed. 

The Patent Office, for a considerable period, has required the 
specific pleading of the corporate name clause. In re Zinsmaster 
Baking Company, 17 T.-M. Rep. 554; George W. Luft Co., Inc. v. 
Integrity Hosiery Co., 14 U. S. P. Q. 292 [22 T.-M. Rep. 460]. 

The appellant insists that the Commissioner may reject regis- 
trations on matters ex parte, and not pleaded in an opposition 
proceeding, and cites cases such as Quaker State Oil Refining Co. 
v. Wolverine-Empire Refining Co., 23 C. C. P. A. (Patents) 827, 
81 F. (2d) 245 [26 T.-M. Rep. 89]. 

Under the pleadings in this case we do not think the opposer 
is in position to raise that question here. 

The Commissioner considered that, following our recent case 
of All-American Mohawk Corporation vy. Rollinson, 22 C. C. P. A. 
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(Patents) 1301, 77 F. (2d) 926 [25 T.-M. Rep. 400], the goods 
were not of the same descriptive properties, that there was no proof 
of confusion, and that the opposition should be overruled and 
registration be permitted. 

From this decision the opposer has appealed. On April 5, 1937, 
we entered judgment affirming the judgment of the Commissioner. 
24 C. C. P. A. (Patents) —, 89 F. (2d) 349. A petition for 
rehearing was duly filed and, on May 29, 1937, the petition was 
granted, without reargument. The matter has again been care- 
fully considered by the court. 

It appears from the record that the general business of the 
appellant, the Emerson Electric Manufacturing Company, is the 
manufacture and sale of electric motors, electric fans, and other 
apparatus and appliances of similar nature, the sale of which is 
nation-wide and international. The products have been extensively 
advertised. It appears from the testimony of the witness Finch 
that the name “Emerson” has been used in connection with equip- 
ment, particularly on dental, medical, and surgical appliances, since 
1900. It is also shown that use has been made of the various 
registered trade-marks hereinbefore mentioned, by the appellant, at 
various times covering the period from the first of said registra- 
tions. The goods with which said marks were used were goods as 
specified in the various registrations, and consisted of a general line 
of electric apparatus and fixtures, particularly motors, motor- 
generators, and fans. The company has never manufactured or 
sold phonographs or radio apparatus, except in two instances, 
where it is claimed radio apparatus was produced and sold under 
its marks, namely, in 1931 and following, when it produced a 
special dynamotor for radio apparatus, and motor-generator sets 
for use with radio equipment which were produced in 1921 and 
subsequently. One of these motor-generators is shown in Exhibit 9. 
The illustration shows the device to be a motor and generator, con- 
nected by a jointed coupling and which devices were offered for 
sale with an output of from 500 to 1,500 volts D. C., or 100 to 
100 watts, for use on 60 cycles or direct current. The overall 


dimensions of channel mountings ranged from 1714 x 5 inches to 
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2214, x 5 inches, and the sets were advertised to be “Motor-Generator 
Sets for Radio Transmission,” with this comment: 

The rapid development of the wireless telephone and telegraph has 
resulted in a demand for high-grade, quiet-running generating equipment 


for operation on commercial circuits to furnish the higher voltages required 
for the operation of transmitting tubes. 


The special dynamotor is shown by Exhibit 10. This is de- 
scribed as “Emerson “B’ Power Unit, 32-Volt Direct Current for 
Operating Radios from 32-Volt Farm Lighting Plants Replaces 
‘B’ Batteries—Maintains the Original Volume, Tone and Recep- 
tion Qualities of the Radio.” 


Electric motors for use with phonographs have been supplied 





since 1911, but the name “Emerson” was not used thereon until 
1921. The machines with which these motors were installed were 
of the automatic, coin-operated, entertainer type of large size, such 
as are installed in restaurants, and so forth. 

During the years since the appellant and appellee have been 
doing business concurrently, the only confusion which has occurred, 
so far as the record discloses, has been the missending of some 
fifteen or twenty letters through the mails. 

On the part of the appellee, the record shows that the appellee, 
and its predecessors in title, have been, since 1916, engaged in 
the manufacture and sale of phonographs and records therefor, 
under the mark of “Emerson,” in one form or another, as shown 
by the registrations hereinbefore stated. Recently, the sale of 
phonographs and records has been discontinued. Appellee’s claim 
of title is not in dispute. 

In 1923, the appellee and its predecessors in title entered the 
radio-receiving set field and have, since that time, continuously sold 
radio-receiving sets. ‘These were first sold under said trade-mark 
No. 225,976, registered March 29, 1927, in the name of Wasmuth- 
Goodrich Company, and later that part of the business, together 
with the trade-mark, was duly transferred to appellee. The appel- 
lee was incorporated on October 15, 1924, under its present name, 


ind since that time has dealt in radio-receiving sets and phonograph 
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sets and records, at all times using a trade-mark in which the word 
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‘Emerson” was associated, until about July 1, 1927, when the 
pending mark was adopted, and since when it has been continuously 
used. 

The first question presented for consideration is as to the 
descriptive properties of the respective goods of the parties. The 
goods which were being manufactured and sold by appellant when 
appellee entered the phonograph and, later, the radio-receiving set 
field, consisted of electric machinery and devices genera!ly, par- 
ticularly motors and fans. It had established its standing and good- 
will upon these goods. The only thing it had built or sold prior to 
appellee’s entrance into the field, which might be considered to be 
of the same descriptive properties as phonographs or radio-receiving 
sets, was its motor-generators of 1921. However, these devices, if 
used for radio purposes, were used for radio transmission and not 
for receiving, and had no function for the latter purpose. They 
could not, therefore, be said to be “‘radio-receiving sets .... and 
parts thereof.” As to the goods sold and manufactured by appel- 
lant at that time, we are of opinion that they were not goods of the 
same descriptive properties as those included in the present applica- 
tion. The goods were used for different general purposes. Motors 
are used mostly for commercial and public utility purposes. Fans 
are for ventilation. The number of devices named in the first 
registrations of appellant are of a different character and used for 
different purposes than a radio-receiving set which is used for 
amusement and entertainment. They are sold at different places, 
the latter usually at music or radio retail stores, the former usually 
at wholesale, to jobbers or to contractors. 

The case of Williams Oil-O-Matic Heating Corporation v. West- 
inghouse Electric & Manufacturing Company, 20 C. C. P. A. 
(Patents) 775, 62 F. (2d) 378 [23 T.-M. Rep. 29] is in point. 
This was an opposition case. The applicant was attempting to 
register the mark “‘Adjust-O-Matic” for use on adjustable and 
thermostatically controlled electric sadirons—flatirons. The op- 
poser set up use of the trade-marks “Oil-O-Matic” and “Dist-O- 


Matic,” on electrically operated and thermostatically controlled 
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liquid fuel-burning devices. As to whether the goods were of the 
same descriptive properties, we said: 


The goods of the parties are household utilities. They are adapted to 
be connected to the electric light circuit, and are thermostatically con- 
trolled. They are not similar, however, in any other respect. They differ 
greatly in cost, use, appearance, and structure, and, of course, are not 
competitive. 

Were it not for the fact that they are thermostatically controlled, we 
dare say that no one would contend that sadirons possess the same descrip- 
tive properties as either fuel-burning devices or refrigerators. 

In this connection, it may be observed that electric toasters, heating 
pads, waffle irons, table grills or sandwich toasters, and possibly other 
articles of household utility are electrically operated and thermostatically 
controlled. Is it possible that those articles and either fuel-burning 
devices or refrigerators possess the same descriptive properties merely 
because they are electrically operated and thermostatically controlled? 
Might it not with equal force be argued that all electrically operated 
devices belong to the same class for trade-mark purposes? 

We are of opinion that the mere attachment of automatic temperature 
regulators does not so change the character of sadirons as to give them, 
within the principles heretofore referred to, the same descriptive proper- 
ties as either electrically operated and thermostatically controlled re- 
frigerators or fuel-burning devices, and that the Commissioner of Patents 
reached the right conclusion. 


The case last reviewed was cited with approval in Meredith 
Publishing Company v. Scott §& Sons Company, 24 C. C. P. A. 
(Patents) —, 88 F. (2d) 324 [27 T.-M. Rep. 183]. 

As we have seen, the special dynamotor is for use with radio 
equipment, also called “radio ‘B’ power unit,” and was first pro- 
duced by appellant in 1931. The Commissioner states in his deci- 
sion that it is “fairly apparent” that “it had been permanently 
discontinued before the application was filed.” A more careful! 
search of the record fails to disclose this fact and, while this fact 
may have been made apparent to the Commissioner in oral argu- 
ment, or otherwise de hors the record, we must consider the matter 
on the record. It is doubtless true that this apparatus, performing 
the same function as a set of “B”’ batteries in a receiving set, is of 
the same descriptive properties as “radio-receiving sets ... . and 
parts thereof.” 

We are unable to see, however, in what way this becomes 
important in this case. The appellee entered the radio-receiving 


sets field in 1923 and 1924, using the name “Emerson,” as an essen- 
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tial part of its trade-mark, eight years before the appellant produced 
its radio “B” power unit, and has continuously occupied it since 
that time, extensively advertising its product and its trade-mark. 
Having entered this field first, there appears to be no reason why 
it should not be allowed to register the trade-mark which it has 
been using, according to its application, continuously since about 
July 1, 1927. 


The decision of the Commissioner of Patents is affirmed. 


Hartrietp, J., did not participate in this case. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Act of 1920 


Frazer, A. C.: Held that The Wholesale Typewriter Company 
was not entitled to register, under the Act of 1920, the notation 
“Precision Rebuilt,” as a trade-mark for typewriting machines, in 
view of the prior use of the Regal Typewriter Company, Inc., of 
that term in its advertising as describing its machine. 


In his decision the Assistant Commissioner said: 














Much space is devoted, both in the Examiner’s decision and in the 
briefs, to a discussion of whether or not petitioner’s use was of a nature 
“to perform the function of indicating the origin of its merchandise.” I do 
not think it was, but I do not consider the point to be of controlling impor- 
tance. Section 2 of the act requires cancellation of a registration when it 
is made to appear “that the registrant was not entitled to the exclusive use 
of the mark at or since the date of his application for registration thereof.” 
a Manifestly, if another is using a purely descriptive expression, even in a 
z purely descriptive sense, in connection with the sale of his merchandise, 
Q it cannot be said that an applicant for the registration of such expression, 
; as a trade-mark for identical merchandise, is entitled to its exclusive use.! 


Se ee 


Cancellation—-Non-use 





Held that Thomas H. Frest was entitled to 
register the notation “Jack Frost,” for razor blades, and the regis- 


Frazer, A. C.: 


Pic oe ee 


tration which it had obtained should not be cancelled. 





‘Regal Typewriter Company, Inc. v. The Wholesale Typewriter Com- 
pany, Cane. No. 2,764, 159 M. D. 745, August 26, 1936. 


lia nse 1S 





1S 4 TWENTY-SEVEN TRADE-MARK REPORTER 


In his decision, after stating that the petitioner for cancellatio: 
relied upon non-use and abandonment as the grounds for cancelling 
the registration, the Assistant Commissioner said: 


Respondent took no testimony, and the most that can be said for that 
taken by petitioner is that it creates some doubt as to respondent’s con- 
tinued use of the mark. That is not enough. Petitioner was required to 
establish the material facts set forth in its pleading by a fair preponderance 
of the evidence. This it has failed to do. Petitioner has shown that s 
far as known to its several witnesses respondent had probably ceased to 
use the mark, but it is entirely possible that such use may have occurred 
without the knowledge of these witnesses. 


) 


He then stated petitioner’s position as outlined in his brief t 
be that since all the facts as to use and lack of abandonment are in 
possession of the registrant it was a difficult matter for petitioner 
to prove conclusively that the registrant had not used his mark and 
where evidence indicating abandonment was presented it was incum- 
bent upon registrant to take testimony to rebut or refuse the prima 
facie case made out, and then said: 


So far as I am aware the difficulty of proving an alleged fact, n 
matter how insurmountable such difficulty may be, has never been accepte: 
as dispensing with proof. Nor may facts merely “indicating an abandon 
ment” he held sufficient to establish the ultimate fact of abandonment 
An indication of the existence of a disputed fact may fall far short of 
actual proof. In this case I think it falls so far short that respondent was 
simplv justified in resting its case on the prima facie evidence of ownership 
afforded by the statute.* 


Cancellation—Pleading and Practice 
g 


Frazer, A. C.: Denied a petition for rehearing of the pet 
tioner’s appeal from the decision of the Examiner of Interferences 
dismissing the petition for cancellation. 

In his decision, after stating that petitioner, while admitting 
that respondent is prima facia the owner of the registered mark, 
argued that the proceeding was a direct attack on the validity of 
the registration and that facts had been alleged which overcame 


the prima facie evidence of ownership, the Assistant Commissioner 
said: 


The difficulty is that such facts do not appear in the petition for can- 
cellation. Petitioner seeks to cure the defects of its pleading by reference 


2 Jack Frost, Inc. v. Thos. H. Frost, Cane. No. 2,676, 159 M. D. 729. 
August 11, 1936. 
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its pending application for registration and respondent’s notice of 
pposition to that application. Obviously petitioner's position is untenable. 

The sufficiency of a petition for cancellation must be determined from 
e averments found within that pleading. Facts of record in other pro- 
ceedings, no matter how persuasive they may become as evidence, can be 
given no weight in disposing of a motion to dismiss. The only question 
is: Does the pleading itself set forth sufficient facts to entitle the peti- 
tioner to the relief sought? In the case at bar the Examiner concluded 
at this question must be answered in the negative, and I am clearly of 
the opinion that he was right.® 


Cancellation—Priorit: 
y 



















Frazer, A. C.: Held that the petition of Pittsburgh Brewing 
Company for the cancellation of the registration of the words “Old 
King Cole,” as a trade-mark for whisky, issued to International 
frade, Finance & Export Co., Ltd., of Glasgow, Scotland (regis- 
tration No. 299,903), was properly dismissed where it appeared that 
the petitioner had not used the mark prior to the date of the 

; registration sought to be cancelled. 

In his decision, after pointing out that the material allegation 
of the petition was that petitioner had used the mark since January, 

P 1935, and that a prior proceeding between the parties showed that 

the mark had been registered to a third party before the respondent 
here had filed his application for registration, the Assistant Com- 


missioner said: 





The allegation of use by third parties is not material and affords no 
basis for the relief sought by petitioner. This precise question was before 
the Court of Appeals of the District of Columbia in Standard Brewery 
Co. v. Interboro Brewing Co., 44 App. D. C. 193. In that case the court 
squarely held that a petition for cancellation should have been dismissed 


n the Patent Office because the petitioner had failed to aver that its own +4 
i date ef adoption was prior to that of the registrant, though it had alleged 


he latter had no right to the registered mark as against the superior right $s 
of a third party. (Quoting from the decision.)¢4 





Classification of Goods 






Frazer, A. C.: Held that handkerchiefs could be retained in 


+ 


: the description of goods in the application for the registration of a 
¥ * Pittsburgh Brewing Company v. International Trade, Finance & Ex- 


E, port Co., Ltd., Cane. No. 2938, 159 M. D. 726, August 4, 1936. 
* Pittsburgh Brewing Company v. International Trade, Finance & Ex- 
rt Co., Ltd., Cane. No. 2,938. 
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trade-mark, along with collars, cuffs, shirts, men’s underwear and 
neckties, holding that handkerchiefs were properly classified in 
class 39, clothing, rather than in class 42, knitted, netted, and 
textile fabrics. 

In his decision, after making reference to the various uses made 
of handkerchiefs other “than those pertaining to sanitation of the 
olfactory organ,” and stating that as so used the conclusion could 
not be escaped that a handkerchief is an article of clothing, the 
Assistant Commissioner said: 

It has frequently been held, and properly so, that established classifi- 
cation of merchandise will not be disturbed for the convenience of an 
applicant for trade-mark registration; and I agree with the Examiner 
that the rule should not be changed. Where it is clear, however, that an 
item belongs in another class than that to which it has been assigned, there 


seems to be no good reason why the error should not be corrected. In my 
opinion such a situation exists in the present case.® 


Color 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for pen nibs, a mark described as consisting of ‘‘a 
symmetrical, somewhat triangularly shield-shaped design, platinum 


colored and conforming on two sides to the outline of the writing 
point end of the pen nib.” 


In his decision, after stating that in the notice of opposition it 
was alleged that opposer and its predecessor had continuously, for 
thirty-five years, manufactured and sold pens having the writing 
point end of the pen nib “substantially of the same color as plati- 
num and being of a lighter color than the normal finish of the pen,” 
the Assistant Commissioner said: 


If this were true unquestionably opposer would be entitled to prevail, 
for any platinum-colored finish of the writing point end of a pen nib must 
necessarily result in a “somewhat triangularly shield-shaped design.” But 
opposer’s proofs do not substantiate the averment of its pleading. It 
appears that opposer did at one time manufacture such a pen nib, but it 
ceased to do so many years ago, and there is no satisfactory evidence in 
the record that it has any intention of resuming the practice. I am 
therefore unable to agree with the Examiner that opposer has shown itsel! 


5 Ex parte Cluett, Peabody & Co., Inc., Ser. No. 369,478, 159 M. D. 716, 
July 29, 1936. 
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entitled to maintain this proceeding, and 1 think the opposition should 
have been dismissed. 

He then referred to a patent taken out by applicant (Patent 
No. 1,869,950) describing the desirability of plating a pen point 
with platinum, and said: 

Accepting the teaching of applicant’s patent, it would seem clear that 
the plating with platinum of the writing point end of a gold pen nib serves 
a purely utilitarian function. Applicant contends that the ink from a 
fountain pen does not flow on the top surface of the pen nib, and I am 
inclined to agree that the evidence supports this contention. But the 
application is not restricted to nibs for fountain pens. Registration is 
sought for pen nibs generally. Certainly when the nib of an ordinary pen 
is dipped into a bottle of ink the ink must flow from the top surface as 
well as from the under surface, and for anything that appears to the 
contrary it is just as desirable to prevent corrosion on the one surface as 
on the other. 

He then stated that applicant argues that its trade-mark is 
applied by platinum plating but also could be applied by plating 
with chromium or white gold, and said: 


This of course is true, but it is likewise true that the use of platinum 
plating on the writing end of a pen nib by any other pen manufacturer 
would infringe applicant’s trade-mark as presented, no matter how the 
mark be applied to the goods. 

He further states that even if the question of utility be disre- 
garded applicant’s mark is not a valid trade-mark, citing the de- 
cision of the Supreme Court of the United States in Leschen Rope 
Co. v. Broderick, 201 U. S. 166, where it was stated that it was 
doubtful whether mere color could constitute a valid trade-mark 
but that it could do so if it were impressed in a particular design, 
and then said: 


Applicant insists that its mark is “impressed in a particular design,” but 
the argument is not convincing. Applicant’s design is nothing more than 
the shape of the writing end of the pen nib, and as described must neces- 
sarily vary according to the type of pen nib to which it is applied.® 


Conflicting Marks 


Frazer, A. C.: Held that registration by applicant of the 
notation “Blue Button” in association with the representation of a 
button colored blue, as a trade-mark for overalls and other specified 


* The Esterbrook Steel Pen Manufacturing Company v. W. A. Sheaffer 
Pen Company, Opp’n No. 12,936, 159 M. D. 733, August 13, 1936. 
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work clothes, was properly refused where a motion to dismiss a 
notice of opposition by the Blue Buckle Overall Co., Inc., had been 
denied and applicant had failed to file an answer. 

In his decision, after stating that opposer had alleged it was 
the owner of two registrations, each of which disclosed the words 
“Blue Buckle” and the representation of a buckle, and were applied 
to overalls, among other goods, the Assistant Commissioner said: 


The chief ground on which the notice of opposition was attacked in 
the motion to dismiss, and the only one that is seriously urged on appeal! 
is substantially that the notice not only fails to allege facts showing opposer 
to be the owner of the “Blue Buckle” mark, but actually negatives suc! 
ownership. Applicant’s argument in this regard is based upon the fac 
that both the registrations referred to in the notice of opposition were 
issued to Jobbers Overall Co., Inc., and there is no averment that either 
of them has been assigned to opposer. It is thus urged that the notice on 
its face shows that opposer does not own the registrations. It is also 
urged, and the Examiner held, that the allegation that opposer is the 
owner of the registrations is a mere conclusion of law, the truth of which 
is not admitted by the motion to dismiss. The Examiner was of the 
opinion, however, that the use of the mark as pleaded, taken in connection 
with the specimen labels, was sufficient to establish a presumption of 
ownership as between the parties to this proceeding, and refused to conside: 
the registrations for any purpose. 


He then, after stating that it was unnecessary to determine 
whether the Examiner was right in holding opposer’s alleged use 
of the mark to be equivalent to an allegation of ownership, said: 

While the rule is not of universal application in state jurisdictions, 
seems to be well settled in the Federal courts that an averment of owner 
ship is not objectionable as being a conclusion of law, but is rather the 
statement of an ultimate fact. In the old case of Ely v. Railroad Company 
129 U.S. 291, the Supreme Court said that such an allegation “is sufficient 
without setting out matters of evidence, or what have been sometimes called 
‘probative facts,’ which go to establish that ultimate fact.” 

He then referred to the decision of the Court of Customs and 
Patent Appeals in the case of Aktiengesellschaft fiir Feinmechani! 
vormals Jetter § Scheerer v. Kny-Scheerer Corporation, 21 C. C. 
P, A. 877, 68 Fed. (2d) 974, stating that the question was neces- 
sarily involved in that case, and said: 

There, as here, it was alleged in the notice of opposition merely that 
opposer was the owner of a certain registration, and the court held that 
there was “error upon the part of the Commissioner in not holding that 


the motion to dismiss the notice of opposition should be denied in view 
of the allegation therein that appellant is the owner of said registration.’ 
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I do not deem it important that the registrations here involved stand 
in the name of a third party. That is not inconsistent with opposer’s 
asserted ownership. Presumably they were duly assigned to opposer, and 
the assignments were “probative facts” which must be proved in order to 
establish the ultimate fact of ownership had that fact been denied. But 
it was admitted, and hence no proof was necessary. 


With reference to the marks, he said: 


That the marks of the parties are deceptively similar is not seriously 
questioned. In my opinion they are clearly so when applied to identical 
merchandise. It necessarily follows that applicant’s mark would be denied 
registration in view of either of the “Blue Buckle” registrations referred 
to in the notice of opposition, regardless of their ownership by opposer.‘ 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for artificial silk threads, yarns, etc., the notation 
“Duponaise,” in view of the prior adoption and use by opposer of 
the marks “Duranese” and “Debonese” as trade-marks for the 
same goods. 

The ground of the decision is that the marks are confusingly 
similar. 


With reference to the applicant’s argument as to the origin and 
development of E. I. Du Pont de Nemours & Co., of which the 
applicant corporation is a wholly owned subsidiary, the Assistant 
Commissioner said: 


These matters have been carefully considered, but I am unable to 
perceive that they have any material bearing on the question here to be 
resolved. The law prohibits registration of a trade-mark that so nearly 
resembles “a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties as to 
be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers.” 


With reference to the marks themselves, he said: 


To my mind opposer’s “Debonese” very closely resembles applicant's 
“Duponaise” in both appearance and sound. As pointed out in opposer's 
brief, they have the same initial letter and the same number of syllables; 
the first syllables are quite similar, and the last two are substantially 
identical in pronunciation. ‘That there are also many differences between 
the marks is of course apparent, but as was said by the court in O. & W. 
Thum Company v. Dickinson, 46 App. D. C. 306: “The points of similarity 
ire more important than the points of difference.” Comparing these two 
marks “as a whole, as the general public would view them,” I am clearly 


* Blue Buckle Overall Co., Inc. v. Empire Manufacturing Co., Opp’n 
No. 14,904, 159 M. D. 722, July 31, 1936. 
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of the opinion that they are too nearly alike to permit of their concurrent 
use on the goods of the parties without at least reasonable likelihood of 
confusion.® 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for whiskey, gin, etc., the notation ‘“Imperio Club,’ 
in view of the prior adoption and use by opposer of the trade-marks 
“Imperial” and “Canadian Club” on the same goods. 


In his decision, after referring to the record as showing use by 
opposer in Canada and testimony as to the use in this country, the 


Assistant Commissioner said: 


I agree with the Examiner that the evidence filed fairly establishes use 
by the opposer in the United States, about the year 1902 and for a period 
subsequent thereto, of the mark “Imperial” on whiskey, and the resumption 
of sales in substantial quantities since the repeal of the Prohibition Act. 
Any intention on the part of the opposer to abandon its marks here involved 
is clearly negatived by its proofs. 

And quite aside from the other proofs, the applicant is of course faced 
with the United States trade-mark registrations of the opposer. 


Then, with reference to applicant’s contention that the registra- 
tions obtained by the opposer are not prima facie evidence of owner- 
ship because the importation of whiskey into the United States was 
at that time forbidden, he said: 


Such a contention is deemed to be merely a collateral attack upon the 
validity of opposer’s registration, which will not be permitted in an opposi- 
tion proceeding. The courts have so repeatedly and consistently held that 
the validity of an opposer’s registered mark is not open to question in a 
proceeding of this character that I consider it unnecessary to do more than 
invite applicant’s attention to the rule. If the registration was improperly 
granted, and applicant deems itself damaged thereby, the remedy pre- 
scribed by the statute is a petition to cancel. 


Then, with reference to the marks themselves, he said: 


The applicant’s drawing discloses the notation “Imperio Club,” the 
word “Imperio” being displayed above the word “Club” and in substan- 
tially larger type. The word “Club” is disclaimed. The similarity between 
“Tmperio” of applicant’s mark and “Imperial” of opposer’s is at once 
apparent. The difference resides solely in the final letters, which distin- 
guish the two words but faintly. In my opinion the applicant’s mark. 
considered in its entirety, so nearly resembles the opposer’s mark “Imperial” 
that confusion in trade would inevitably result from their simultaneous 
use upon the goods here involved.® 

* Celanese Corporation of America v. Dupont Rayon Company, Opp’n 
No. 13,666, 159 M. D. 602, February 17, 1936. 


® Hiram Walker & Sons Limited v. Imperial Distilling Corporation, 
Opp’n No. 13,671, 159 M. D. 612, February 19, 1936. 
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Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for cotton piece goods, the notation “Needleized,” 
in view of the prior adoption and use by opposer of the notation 
“Needlethrift” applied to goods of admittedly the same descriptive 
properties. 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision the Assistant Commissioner said: 


I agree with the Examiner that the word “needle” is the feature of 
each mark which would be most likely to make a lasting impression on the 
average mind, and that the probability of confusion is not free from doubt. 
That doubt must be resolved against the more recent user. The fact urged 
by applicant that other registered marks may likewise be confusingly 
similar to opposer’s is obviously immaterial. The possible existence of 
confusion does not justify its multiplication.'° 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation ““Magic Mix,” the word “Mix’’ being disclaimed apart 
from the mark as shown, as a trade-mark for salad dressing, in 
view of the prior adoption and use by opposer of the mark “Miracle 
Whip” as a trade-mark for the same goods. 

The ground of the decision is that the two marks are confusingly 
similar. 

In his decision the Assistant Commissioner, after noting that no 
testimony had been taken on behalf of the applicant and no brief 
had been filed on its behalf and stating that the sole question in- 
volved was whether the marks are confusingly similar, said: 


In my opinion the two notations, “Miracle Whip” and “Magic Mix,” 
would each convey substantially the same impression to the average indi- 
vidual. I believe the casual purchaser, having seen or heard the words 
“Miracle Whip” applied to salad dressing, and finding the same article 
for sale in a grocery store under the name “Magic Mix,” would in all 
probability fail to distinguish between the two. It is true the two marks 
are dissimilar in sound and appearance, but in meaning they are practically 
the same.1 


Frazer, A. C.: Held that applicant is not entitled to register 
the term “Starlash’” as a trade-mark for eyelash and eyebrow 


10 Sears, Roebuck and Co. v. Ely & Walker Dry Goods Company, Opp’n 
No. 13,938, 159 M. D. 618, February 28, 1936. 

1! Kraft-Phenix Cheese Corporation v. Von Allmen Preserving Co., Inc., 
Opp'n No. 14,373, 159 M. D. 619, February 29, 1936. 
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mascara, in view of the prior adoption, use and registration by 
opposer of the term “Kurlash” as a trade-mark for eyelash crimp- 
ers, since the marks as applied to the goods of the respective parties 
are deemed to be confusingly similar. 

In his decision the Assistant Commissioner said: 


In Kotex Co. v. McArthur, 18 C. C. P. A. 787, 45 Fed. (2d) 256 [21 
T.-M. Rep. 47] the marks involved were “Kotex” and “Rotex,” applied 
respectively to catamenial bandages and vaginal syringes. In reversing the 
Patent Office, and denying registration of the “Rotex” mark, the Court of 


Customs and Patent Appeals said: (Quoting from the decision.) 
He then said: 


I think that reasoning is equally applicable here. It is clearly estab- 
lished by the record that the goods here involved are sold over the same 
-ounters, to the same class of purchasers, and are used for the same general 
purpose, namely, that of beautifying, or at least attempting to beautify, 
the eyes. They are certainly as closely related as were the goods under 
consideration by the court, and while here as there they have different 
“essential characteristics,” their descriptive properties are nevertheless the 
same within the meaning of the statute. 

Nor can I perceive any greater material difference between the words 
“Kurlash” and “Starlash” than exists between the words “Kotex” and 
“Rotex.” In each case the initial consonants differ, and the marks are 
otherwise substantially the same. 


With reference to applicant’s argument that “Kurlash’’ is de- 
scriptive of opposer’s goods and that “lash” describes the goods of 
both parties and is “common property,” he said: 


It is of course fundamental that the validity of a registered trade-mark 
is not open to question in an opposition proceeding, and it is likewise well 
settled that a descriptive portion of a composite mark is not to be dis- 
regarded in determining the question of confusing similarity between that 
mark and another, both of which must be considered in their entireties. 
Opposer’s registration affords it no monopoly of the word “lash,” but others 
who use it in their trade-marks for like goods must nevertheless avoid 
deceptive simulation of opposer’s mark as a whole. This I think applicant 
has failed to do, and his mark must therefore be denied registration.” 


Frazer, A. C.: Held that applicant is not entitled to register 


the notation “Ballrex,’ as a trade-mark for ball-bearing greases, 
in view of the prior registration by opposer of the term “Ballroll,”’ 
as a trade-mark for lubricating greases. 


'2The Kurlash Company, Inc. v. James L. Younghusband, Opp’n No. 
14,684, 159 M. D. 808, November 21, 1936. 
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In his decision, after noting that the goods are substantially 
identical and that applicant contends that the syllable “Ball,” which 
is the only feature of similarity of the marks, is descriptive and 
hence not capable of exclusive appropriation and that this fact 
should be given weight in resolving the question of confusing simi- 
larity, the Assistant Commissioner said: 


A somewhat similar argument was presented in the case of Pepsodent 
Co. v. Comfort Mfg. Co., 83 Fed. (2d) 906 [26 T.-M. Rep. 481], recently 
decided by the Court of Customs and Patent Appeals. The marks there 
under consideration were “Pearledent” and “Pepsodent,” both applied to 
toothpaste. “Dent” is manifestly descriptive of tooth paste, and the 
difference between the syllables “Pearle” and “Pepso” is at least as great 
as that between “rex” and “roll.” It was urged in that case that the owner 
of the “Pepsodent” mark “is not entitled to the sole use of the term “dent” 
or to prevent others from using it on the ground that confusion might 
result.” The court, however, finding the marks as a whole to be decep- 
tively similar, held the “Pearledent” mark unregistrable. I think that case 
is controlling here, and the decision appealed from is accordingly affirmed.’ 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for magazines, the words “Real Western,” in view 
of the prior adoption and use by opposer of the words “All 
Western,” as a trade-mark for the same goods. 

In holding that applicant’s mark was not registrable, the Assist- 
int Commissioner said: 


Nothing more is required than an inspection of the two marks as used 
to persuade the observer not only that applicant’s mark is deceptively 
similar to opposer’s, but that such similarity was probably the main reason 
for its adoption. In the specimens submitted by applicant the color and 
style of display are the same as those used by opposer, even in such detail 
is size, the black outline of the red letters, and the peculiar arrangement 
of the words with relation to each other and the balance of the cover page. 
In other words, applicant has contrived to make its magazine cover look as 
nearly like opposer’s as could well be possible short of an identical repro- 
duction.14 


Corporate Name 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “National Dairy” as a trade-mark for livestock and 


18 Union Oil Company of California v. Socony-Vacuum Oil Company, 
Incorporated, Opp’n No. 14,546, 159 M. D. 742, August 22, 1936. 

'* Dell Publishing Co., Inc. v. Winford Publications, Inc., Opp’n No. 
14,458, 159 M. D. 720, July 31, 1936. 
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poultry feeds since it is substantially the corporate name of the 
opposer. 

In his decision after noting that there were a number of parties 
to the notice of opposition who, it appeared, were subsidiaries of the 
National Dairy Products Corporation, et al., the Assistant Com- 
missioner said, with reference to the question of misjoinder: 


While applicant does not appear to have raised the question of mis- 
joinder, the only rights adjudicated in the decision appealed from are 
those of applicant and National Dairy Products Corporation with relation 
to each other, and such other matters as are discussed in the briefs need 
be given no consideration in reviewing that decision. 


With reference to the allegation that the applicant adopted its 
mark prior to the incorporation of the opposer, he said: 


lt will be observed that this prohibition is absolute, and makes no 
reference to the time of adoption cither of the name or the mark. What 
ever may be said in favor of an exception in the case of trade-marks in 
use as such before their adoption as corporate names, the Patent Office 
has no choice but to give effect to the plain mandate of the statute as 
written. This same question was before the Commissioner in the case of 
Cracker Jack Co. v. Aspergren § Co., 1926 C. D. 2, 342 O. G. 3, and was 
disposed of in the following language which clearly expresses my own view 
of the matter. (Quoting from the decision.) 


And then, after referring to the case of Howard Company v. 
Baidwin Company, 48 App. D. C. 437, which the applicant cited, 
he said: 


Applicant seeks to distinguish the Howard case because it involved a 
surname in which no trade-mark ownership could accrue at common law; 
but I think the statement quoted from the opinion sufficiently demonstrates 
that the court considered the mark unregistrable on the additional and 
independent ground that it was the distinguishing feature of petitioner's 
corporate name, regardless of the fact that the petitioner had no existence 
at the time of registrant’s first use of the mark. Otherwise it is difficult 
to perceive any theory on which the petitioner could have shown itself 
injured by reason of the registration sought to be cancelled, particularly in 
view of the further statement on this phase of the case which immediately 
follows the above quoted portion of the court’s opinion. 


With reference to the argument that the mark comprises only a 
portion of opposer’s name and noting that cases had been cited in 
support of that argument, it is said: 


Those cases were doubtless correctly decided upon their own peculiar 
facts, but the rule remains as announced by the Supreme Court in American 
Steel Foundries v. Robertson, 269 U. S. 372, that “where less than the 
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whole name has been appropriated, the right of registration will turn upon 
whether it appears that such partial appropriation is of such character 
and extent that, under the facts of the particular case, it is calculated to 
deceive or confuse the public to the injury of the corporation to which the 
name belongs.” Upon the record before me I am convinced that “National ; 
Dairy” is not only the predominating feature of opposer’s corporate name, 
but is the commonly accepted term by which opposer is known. In other 
words, it amply appears that to a substantial portion of the public “National 
Dairy” has come to mean “National Dairy Products Corporation.”!* 





Frazer, A. C.: 





Held that applicant was not precluded from 
registering the word “General,” in association with other wording 
which is disclaimed, and the representation of a colonial general on 
horseback, because the word appears as part of the corporate name 
of the General Foods Corporation. 

In his decision, after stating that the opposer relied on the so- 
called name clause of the Trade-Mark Act of 1905 and asserted 
that the word “General” was the essential and the distinguishing 
feature of opposer’s name and that the Examiner of Trade-Mark 
Interferences had held that applicant’s composite mark sufficiently 
differs from opposer’s name to insure against confusion, the Assist- 
ant Commissioner said: 


It is not at all clear from the record just what opposer’s goods are. 
Opposer owns the entire capital stock of a number of subsidiary corpora- 
tions, which manufacture and sell a general line of grocery products and 
advertise themselves as being affiliated with General Foods Corporation; 
j but that fact is of no materiality in this proceeding. It sufficiently appears 
i that opposer itself is engaged in trade to some extent, but the character 

of its goods has not been definitely established beyond the fact that they 

are food products. It follows that the Examiner’s finding on this branch 

of the case can be upheld only on the presumption that all food products 
éf are of the same descriptive properties as sugar. I am not prepared to 
: adopt any such omnibus rule. 














He then further said: 


Quite apart from the question of descriptive properties, however, I 
think the record presents ample justification for the Examiner’s action. 
“General” is one of the most commonly used words of our language, and 
forms a part of the names of numerous corporations. Appellant’s own 


witnesses referred to two in their testimony, namely, General Mills, Inc., 
and General Baking Company, both engaged in the manufacture and sale 
q of food products. A moment’s thought brings to mind many others equally 


well known, as for example, General Electric Company and General 
Moters Corporation. I am not convinced that the word “General” standing 


15 National Dairy Products Corporation, et al. v. Allied Mills, Inc., 
Opp’n No. 14,066, 159 M. D. 711, July 24, 1936. 
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alone is any more likely to signify opposer in the mind of the public tha 
any other well-known concern with that word in its name, nor indeed that 
it is likely to signify any corporation. 

* * * 

It is true that the goods of the parties here involved, whether of the 
same descriptive properties or not, are more closely related than were 
those considered in the cited case, but I do not think that fact alone is 
of controlling importance. While it must be given weight, so also must 
the fact that applicant’s mark is not merely the word “General,” but 
includes other features that serve to make it distinctive. I am clearly of 
the opinion that applicant’s appropriation of a portion of opposer’s nam: 
is not “of such character and extent that, under the facts of the particular 
case, it is calculated to deceive or confuse the public.” Such was the test 
prescribed by the Supreme Court in American Steel Foundries v. Robertson 
969 U. S. 372.16 


Descriptive Terms 


Frazer, A. C.: Held that opposer had not established an: 
ground for refusing registration to applicant of the term ‘Floating 
air’ as a trade-mark for refrigerators, but the latter was not entitled 
to registration because the mark is descriptive of his particular 
goods. 

With reference to the similarity of the mark in question and 
“Frigidaire,” the mark of the opposer, he said: 

“Floatingair” and “Frigidaire” are widely different in sound, appear 
ance, and meaning; in fact, they have nothing in common but the last 
syllable. Considered in their entireties I am clearly of the opinion that 
they are at least sufficiently dissimilar to insure against any reasonab|: 
likelihood that confusion wi!l result from their concurrent use. Moreover, 
I am unable to distinguish this case from that of Vick Chemical Co. v 
Thomas Kerfoot & Co., 80 Fed. (2d) 73 [26 T.-M. Rep. 29], recently decided 
by the Court of Customs and Patent Appeals, where it was held that n« 
confusing similarity exists between the trade-marks “Vapex” and “Vapo 
rub” used on substantially identical goods. 

With reference to the descriptiveness of the form of the word, 
he said: 

That the mark is descriptive of the goods is virtually admitted in app! 
cant’s brief, and is established beyond doubt by the advertising folder 
attached thereto. 


He then, after quoting from the circular, said: 


Many similar statements occur in the folder, together with graphi 
illustrations of the manner in which the air floats in applicant’s device 


‘6 General Foods Corporation v. General Sugar Estates, Inc., Opp’n Ni 
14,358, 159 M. D. 727, August 12, 1936. 
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and the advantages claimed to be derived from that detail of its particular 
system.17 


Frazer, A. C.: Held that applicant is not entitled to register, 
inder the Act of 1905, as a trade-mark for “‘a lay-out for floricultural 
jurposes including an assortment of flower seeds and a predesigned 
pattern for a flower bed,” the term “Come-Pakt,” since that term 
is descriptive of the goods. 

In his decision, after noting that the label showed that the pack- 
ige contained an assortment of various seeds in a simple tube, and 
: the Examiner had held that all of this “equipment comes packed in 

i compact form,” the Assistant Commissioner said: 


Webster defines the adjective “compact” as “lying” in a narrow compass 
ir arranged so as to economize space. It would be difficult to find a word 
more aptly describing applicant’s “simple tube” of assorted merchandise. 

Prior registrations to other parties are cited in the brief of trade-marks 
illeged to be more truly descriptive than applicant’s.. It may be that some 
of these marks were improperly registered, but that question is not before 
me; nor would it remedy the situation to add applicant’s mark to the list.'> 


Frazer, A. C.: Held that applicant is not entitled to register, 
inder the Act of 1905, the notation “Little Six” as a trade-mark 
for dry cell batteries, since the mark is merely descriptive of the 
goods. 

In his decision, after stating that one of the standard sizes of 
dry cell batteries is “No. 6,” and that such batteries are approxi- 
mately six inches in height, and noting applicant’s argument that 
there is no such thing as a “little” six inches and therefore the mark 
is not descriptive, the Assistant Commissioner said: 


I am unable to adopt this reasoning. Conceding that there can be no 
“little” six inches, it does not follow that there can be no little six-inch 
battery. So far as I know all Austin cars are the same size, but they are 
nevertheless referred to as little Austins. A carat can be neither more nor 
less than two hundred milligrams, but I can perceive no incongruity in 
speaking of a little tenth-carat diamond. I do not think a valid trade- 
mark can result from the combination of two descriptive words simply 








i '? Frigidaire Corporation v. Edward Friederich, Opp’n No. 13,744, 159 
: M. D. 597, February 11, 1936. 
: ‘S Ex parte International Paper Company, Ser. No. 349,933, 159 M. D. 


736, August 14, 1936. 
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because one of them may be unnecessary to a complete and accurate 
description of the article to which the mark is applied.'® 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the notation “Tensile Twist,’ as a trade- 
mark for men’s and boys’ suits, since the mark is descriptive of the 
goods. 

In his decision, after stating that applicant admitted the descrip- 
tiveness of the word “‘twist” but seems to contend that its combina 
tion with the word “‘tensile,’ which it is argued is non-descriptive, 
renders the composite mark unobjectionable, the Assistant Commis- 
sioner said: 

Webster’s New International Dictionary defines the adjective tensile as 
“eapable of tension.” Twist is a particular type of thread or yarn used in 
weaving. Hence tensile twist necessarily means a thread or yarn which is 
capable of tension. Applicant argues that to speak of a tensile suit of 
clothes would convey no meaning, but “Tensile” is not applicant’s mark. 
In my opinion “Tensile Twist” clearly describes, or else mis-describes, the 


material from which applicant’s goods are fabricated; and in either event 
it is not a valid trade-mark.” 


Geographical Terms 

- Frazer, A. C.: Held that registration could not be refused to 
McKesson & Robbins, Inc., as the assignee of Schenley Products 
Company, of the term “Maple Grove” as a trade-mark for whiskey, 
gin, etc., on the ground that these words occurred as part of the 
corporate name of Maple Grove Candies, Inc., in the absence of 
any proof to establish that these words had become so identified 
with the corporation that whenever used they designate to the mind 
of the public that particular corporation. He held, however, that 
the mark was not registrable since it is merely geographical. 

With reference to the lack of proof, he said: 


Manifestly applicant’s mark comprises only a portion of opposer's 
name, and while, as remarked by the Supreme Court in American Steel 
Foundries v. Robertson, 269 U. S. 372, instances may occur “where a single 
word in the corporate name has become so identified with the particular 
corporation that whenever used it designates to the mind of the public 


19 Ex parte Burgess Battery Company, Ser. No. 359,118, 159 M. D. 737, 
August 14, 1936. 

20 Ex parte Levy Bros. & Adler Rochester, Incorporated, Ser. No 
366,947, 159 M. D. 741, August 22, 1936. 
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that particular corporation,” I do not think such a situation may properly 
be presumed to exist in the total absence of proof. 


With reference to the geographical character of the mark, he 


said: 


While I think the opposition was improperly sustained, I am neverthe- 
less of the opinion that applicant’s mark is unregistrable. The statute 
prohibits registration of a mark which consists in “merely a geographical 
name or term.” As pointed out in applicant’s brief, “Maple Grove” is the 
name of towns in Maine, Maryland, Nebraska, Ohio and Virginia. Being 
thus clearly geographical, the mark falls squarely within the language of 
the statute, and its registration must be refused.*! 


Res Adjudicata 


Frazer, A. C.: Held that I. & B. Cohen & Company was not 
entitled to the registration of the word “Biltmore” as applied to 
men’s clothing and the registration obtained by that company 
should be cancelled. 

The decision is based upon decisions in prior cases involving 
the same parties and the question whether the decisions in those 
cases rendered the question here involved res adjudicata. 

With reference to the Commissioner’s decision in one of the 


prior cases, the Assistant Commissioner said: 


It was from that decision that the appeal was taken and that was the 
decision affirmed by the Commissioner. If there was any dictum in the 
decision on appeal I think it pertained to the effect of the applicant’s use 
in advertising of the word “Biltmore,” rather than to the question involved 
in the present proceeding. 

No appeal was taken from the Commissioner’s decision, and the sugges- 
tion now made that it was erroneous is of course not to be considered. 
Even though I may disagree with both the reasoning and the conclusions 
therein set forth, that would in no manner alter the legal effect of the 
adjudication. According to my understanding the doctrine of res judicata 
permits of no inquiry into the correctness of a final judgment properly 
pleaded as an estoppel. 


With reference to the other opposition proceeding and the con- 
tention that the decision there was in conflict with the one in the 
first proceeding, he said: 


“1 Maple Grove Candies, Inc. v. Schenley Products Company (McKesson 


& Robbins, Inc., Assignee, Substituted), Opp’n No. 14,148, 159 M. D. 721, 
July 31, 1936, 








500 TWENTY-SEVEN TRADE-MARK REPORTER 


Their [counsel’s] position in this regard is in my opinion clearly unten- 
able. That case involved only the right of Biltmore Industries, Incorporated, 
to register the mark in issue. For various reasons such registration was 
refused. One of those reasons was that it had failed to show a trade-mark 
use of the word “Biltmore.” Another was that the word is geographical. 
The decision was in no way predicated upon use or lack of use of the 
word as a name; nor can I perceive how the question could have been 
material in that proceeding.?? 


Frazer, A. C.: Held that judgment on the record should have 
been rendered in favor of Akron Drug and Sundries Company, in 
view of the decision in a suit involving the same parties in the state 
courts of Ohio. 

In his decision, after referring to the history of the application 
in the Patent Office and stating the facts developed in the suit in 
the Ohio State courts, the Assistant Commissioner said: 


In denying relief to plaintiffs the court in its opinion expressly held 
the assignment from United Razor Blade Corporation to Katherine 
Schwarz to be “null and void.” Clearly Katherine Schwarz is estopped by 
that judgment to further litigate the question, and in my opinion the party 
United Razor Blade Corporation is equally estopped. While it was not a 
party to the suit its claim here is based solely on an assignment from 
Katherine Schwarz, who, at the date of the assignment, had been conclu- 
sively adjudicated to have no title in the thing assigned. 


He then noted the statement of the Examiner of Trade-Mark 
Interferences that the ultimate question before the court was the 
right of the plaintiff to injunctive relief, and that petitioner’s right 
to the exclusive use was not involved, and said: 


However, the asserted ownership of the mark by plaintiffs was direct] 
involved, and its determination was an essential prerequisite to the judg- 
ment rendered. I[t may be that others have an interest adverse to peti- 
tioner’s right of exclusive use, but the record here presents no such ques- 
tion. If, as between the parties to this proceeding, the matter is res 
adjudicata, as I am clearly of the opinion it is, the petitioner is entitled to 
judgment.?3 


22 Biltmore Industries, Inc. v. I. & B. Cohen & Co., Cane. No. 2,798, 159 
M. D. 614, February 27, 1936. 

23 Akron Drug and Sundries Company v. Katherine Schwarz (United 
Razor Blade Corporation, Assignee, Substituted), Int. No. 2,696, 159 M. D. 
803, November 11, 1936. 
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Tess GARDELLA, also known as “Aunt Jemima” v. Loe CaBIN 
Propucts Co., Inc., GENERAL Goons, INc., and NaTioNnaL 


BroapcastTINnG CoMPANY 


United States Circuit Court of Appeals, Second Circuit 


May 10, 1937 


Unrair Competirion—“‘Aunt Jemrmma”—Use or Stace Name 1x Rapio 
Broapcast—Srate Starures, New York. 

In an action brought under the New York Civil Rights Law (Sects. 
50, 51), which prohibits the use of a name, portrait, or picture of a 
living person for advertising purposes without consent, appellee, one 
Tess Gardella, known on the stage as “Aunt Jemima,’ with which 
name she had become identified to the theatre-going public, sued appel- 
lant for damages for employing in a radio broadcast advertising “Aunt 
Jemima Pancake Four,” a certain colored actress and a colored enter- 
tainer, both of whom were referred to as “Aunt Jemima.” Held that, 
inasmuch as the name “Aunt Jemima” had, prior to the year 1890, been 
adopted as a trade-mark by predecessors of the Quaker Oats Company 
and its registration by them held valid, the appellants, sponsors of the 
said broadcast, needed no authority for the use of the name “Aunt 
Jemima.” Held, therefore, that there was no violation of the statute. 

Jwrarm Competirion—Insury to Rerurarion By Deception or Pustic. 

In the case at issue, where appellee, known on the stage as “Aunt 
Jemima” had given such name a secondary meaning, she may be pro- 
tected against counterfeiting, which deceives the public; nor would 
appellants have a right to trade upon her reputation or to pass off an 
imitation of her singing or form of entertainment which caused deception 
or was likely to do so. 

'wrarR Competirion—Loss or Repurarion wirnh Rapio Pusitic—Surrs— 
DAMAGES. 

Damages can be granted only upon the theory of malicious intent, 

which, in the case at issue, was held not to have been established. 
Tyrain Competition—Svuitrs— Parties. 

Where, in the case at issue, the broadcast, against which appellee 
complained, was arranged by appellants’ agent without authorization 
by appellants, held that such act by the agent did not make appellants 
“participants in the offense.” 

’NramR Competirion—Use or Name or SraGe CuHaArRAcTEeR IN Rapio Broap- 
CAST. 

Notwithstanding that the entertainers engaged by appellants to 
broadcast an advertising program featuring “Aunt Jemima” may have 
imitated to some extent appellee’s voice and manner, it did not follow 
that deception was established, as the words “Aunt Jemima” invariably 
were connected in the broadcast with appellant’s pancakes and syrups. 


In equity. Action for alleged unfair competition in the use of a 
stage name. On appeal from decision of the United States Dis- 
trict Court, Eastern District of New York. Reversed. 
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Samuel Robert Weltz, of New York City, for plaintiff-appellee. 

Lester E. Waterbury (Lester E. Waterbury and Mansfield C. 
Fuldner, of counsel), both of New York City, for defendants 
appellants. 


Before Manton, L. Hann, and Cuasz, Circuit Judges, 


Manton, C. J.: Appellee, a stage and radio performer, obtained 
a judgment below in an action at law for $115,966.27, based upon 
a claim of unfair competition and violation by the appellants of the 
Civil Rights Law, § § 50 and 51 (Consol. Laws, c. 6), in the use 
of appellee’s name “Aunt Jemima” in connection with advertising 
broadcasts over a radio station in New York City on October 2, 9, 
and 16, 1935. Log Cabin Syrup and Aunt Jemima’s Pancake Flour 
were jointly advertised over the facilities of the National Broadcast 
ing Company on each of these dates. Log Cabin Syrup was a 
product of the Log Cabin Products, Inc., a subsidiary of the Gen 
eral Foods, Inc., and the Aunt Jemima Pancake Flour was a 
product of the Quaker Oats Company. Some 3,000,000 small pack- 
ages of Aunt Jemima’s Pancake Flour were distributed free through 
grocery stores as a part of the scheme of advertising. 

The name “Aunt Jemima,” in conjunction with the face of a 
smiling negress and the words “Pancake Flour,” is a trade-mark 
adopted by the predecessors of the Quaker Oats Company and 
registered in 1890. It was held valid and its infringement en 
joined in Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407, 
L. R. A. 1918C, 1039 (C. C. A. 2) [18 T.-M. Rep. 1], cert. den. 
245 U. S. 672, 38 S. Ct. 222, 62 L. Ed. 540. The phrase “I’se in 
Town, Honey,’ was registered in 1903. These registrations are 
still effective and are owned by the Quaker Oats Company. This 
company does an extensive business throughout the United States, 
its average annual output of pancake flour being in excess of 
24,000,000 packages. The product has been ‘advertised extensivels 
and oftentimes by public appearances of colored women portraying 
the Aunt Jemima character whose face appears on the packages. 

An agreement for a joint advertising campaign was entered into 
between the appellant, Log Cabin Products, Inc., and the Quaker 
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Oats Company. An exchange of letters constitutes the agreement. 
It was stipulated that the General Foods Corporation should “‘men- 
tion Aunt Jemima as a character and as a product in a favorable 
light on the radio program,” this “for the joint promotion of Aunt 
Jemima and Log Cabin syrup.” As the record discloses, in the per- 
formances on the dates in question the name “Aunt Jemima” was 
used solely in connection with pancake flour. 

The appellants endeavored to employ the appellee, through their 
advertising agents, to take the part of Aunt Jemima in these per- 


formances. Negotiations ensued but were dropped because of in- 


ability to agree on compensation, whereupon the appellants em- 
ployed Georgia Burke, a colored actress, to read the dialogue and 


t 
Eva Taylor, a colored entertainer, to do the singing. The record- 
ings of the broadcasts were exhibited before the jury. 


The per- 
formers were 


not referred to other than as Aunt Jemima. 
Appellee, a white woman, of Italian extraction, with an excellent 
reputation, has sung and acted extensively on the 
legitimate stage and in radio performances. 


professional 


She said the Aunt 
Jemima character suggested itself to her because as a child she 
received that name from a colored maid who cared for her. News- 
paper interviews, granted by her, which were offered in evidence, 
gave other reasons, one of which was that the name came to her 
thoughts through the pancake flour advertisements. At any rate, 
in her many stage performances since 1920 she has used that name; 
sometimes as “The Famous Pancake Lady, Aunt Jemima, and her 
Syncopated Bakers.” She appeared in the production “Show Boat” 
is Aunt Jemima and also on a radio program for “Jad Salts.” 
She sang for phonograph records. 

On the trial below both causes of action, the one based on unfair 
competition and the other on the Civil Rights Law of New York, 
were submitted to the jury over the appellants’ exceptions. 

The first cause of action pleaded and submitted’ to the jury was 
based on an alleged violation of Sections 50 and 51 of the Civil 
Rights Law. Section 50 makes it a misdemeanor to use the name, 


portrait, or picture of any living person for advertising purposes 
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without consent. And Section 51 gives to any person whose name, 
portrait, or picture is so used a right to civil remedies, through in- 
junction and damages. The appellee, having adopted the name 
“Aunt Jemima” for use in her professional career, had acquired 
certain rights. With the growth of her fame and reputation, she 
became the more closely identified by such name. By it she was 
known to the theatrical world and to the theater-going public. 

Appellants contend that the statute does not relate to a stage 
or other fictitious or assumed name and refer to Davis v. R. K. O. 
Radio Pictures, Inc., 16 F. Supp. 195 (D.C. N. Y.). The question 
has not been passed upon by the New York state courts. Having 
in mind the evident purpose of the statute, its application to a 
public or stage name, as well as a private one, seems inevitable. 
Uproar Co. v. N. B. C., 8 F. Supp. 358 (D. C. Mass.), modified in 
other respects, 81 F. (2d) 373 (C. C. A. 1), cert. den. 298 U. S. 670, 
56S. Ct. 835, 80 L. Ed. 1393; Binns v. Vitagraph Co., 210 N. Y. 51, 
103 N. E. 1108, L. R. A. 1915C, 839, Ann. Cas. 1915B, 1024; 
Derenberg, T'rade-Mark Protection § Unfair Trading, p. 154 
(1936). If the stage name has come to be closely and widely 
identified with the person who bears it, the need for protection 
against unauthorized advertising will be as urgent as in the case 
of a private name; if anything, the need will be more urgent. The 
public character of a name may mean the surrender of a certain 
degree of privacy and may affect the extent and limit of the protec- 
tion accorded. But the abuse of such a name by an advertiser can- 
not be justified, and it is against such abuse that the statute is 
directed. 

But here the statute is inapplicable. As already indicated, 
from 1890 trade-mark rights in the name “Aunt Jemima” have 
existed and the Quaker Oats Company became the assignee of such 
rights. The right to use that name and the fictitious character it 
represents extends not only to the designation of the product but to 
the various forms by which it may be advertised. In both respects a 
complete user of the name has been established. Whatever may be 
the appellee’s rights under the statute against the rest of the world 
and whatever other rights she may have against the appellants, no 


See Ee ue wee te ee i 
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right of privacy as defined by the statute exists here. The statute 
protects against the unauthorized use of a name for purpose of 
idvertising. But the Quaker Oats Company needed no authority 
from the appellee to use the name “Aunt Jemima.” 

The second cause of action pleaded, and upon which the judg- 
ment rests, is for unfair competition. It is claimed that, upon the 
failure of the negotiations between appellants and the appellee, 
Eva Taylor was hired to imitate appellee’s style and manner of 
singing and that by the unlawful use of appellee’s name the public 
was misled into believing that the appellee participated in the 
broadcast. It is stated in addition that the counterfeit performance 
was of inferior quality, thereby injuring the appellee’s reputation 
and earning power as a performer. In reality this cause of action 
divides itself into two theories. One is that the appellee was 
imitated and that the imitation resulted in deception; the usual 
form of “passing off.’ The second is that the imitation was in- 
ferior so that the appellee’s professional reputation was impaired. 
This contains a claim of defamation. 

We may concede appellee’s fame in the theatrical world as a 
performer and that she had become exclusively identified by the 
name “Aunt Jemima.” Within the sphere of her fame and activi- 
ties, the name “Aunt Jemima” had acquired this unique significance, 
and she may rightly complain of the pirating of such secondary 
meaning as she has given to it. She may be protected against 
counterfeiting which deceives the public and perpetrates a fraud 
upon the public and herself. Chaplin v. Amador, 93 Cal. App. 358, 
269 P. 544 [16 T.-M. Rep. 21]; Kimball v. Hall, 87 Conn. 563, 89 
A. 166, L. R. A. 1916E, 632 [4 T.-M. Rep. 56]. See Crescent Tool 
Co. v. Kilborn & Bishop Co., 247 F. 299 (C. C. A. 2) [8 T.-M. Rep. 
177]. Appellants would have no right to trade upon her reputa- 
tion or to pass off an imitation of her singing or form of entertain- 
went which either caused deception, Sweet Sixteen Co. v. Sweet 
“16” Shop, 15 F. (2d) 920 (C. C. A. 8) [17 T.-M. Rep. 71] or 
was likely to do so, Queen Mfg. Co. v. Isaac Ginsberg & Bros., 25 
Fr. (2d) 284 (C. C. A. 8) [18 T.-M. Rep. 275]. In such circum- 


stances, the appellee would be entitled to recover such actual dam- 
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ages as were established by competent and satisfactory evidence. 
Dickinson v. O. & W. Thum Co., 8 F. (2d) 570 (C. C. A. 6) [16 
T.-M. Rep. 95]; Derenberg, supra, p. 756. 

Profits are claimed, but these can be granted only in equity 
upon the theory of a trust ex maleficio. Hamilton-Brown Shoe Co. 
v. Wolf Bros. & Co., 240 U. S. 251, 259, 386 S. Ct. 269, 60 L. Ed. 
629 [6 T.-M. Rep. 169]. No loss of wages or engagements is 
proved. Though punitive damage may be super-imposed on nominal 
damages, where there is a malicious or deliberate wrong Press Pub. 
v. Monroe, 73 F. 196, 51 L. R. A. 353 (C. C. A. 2); Lampert v. 
Judge & Dolph Drug Co., 238 Mo. 409, 141 S. W. 1095, 37 L. R. A. 
(N. S.) 533, Ann. Cas. 1913A, 351 [2 T.-M. Rep. 78]; contra, 
Stacy v. Portland Pub. Co., 68 Me. 279, the rule of Lake Shore & 
Michigan Southern Ry. Co. v. Prentice, 147 U. S. 101, 13 S. Ct. 261. 
37 L. Ed. 97, requires that, in order to assess them against a corpora 
tion, the act of its agent must be in some way authorized or ratified. 
See, also, Pizits Dry Goods Co. v. Yeldell, 274 U. S. 112, 115, 47 
S. Ct. 509, 71 L. Ed. 952, 51 A. L. R. 1876; Western Union Tel. Co. 
v. Aldrich, 66 F. (2d) 26, 89 A. L. R. 352 (C. C. A. 9). The proot 
failed to establish that there was a malicious or deliberate wrong 
chargeable to the appellants to justify the imposition of punitive 
damages. The appellee testified that when her negotiations with ap- 
pellants’ advertisers collapsed, they threatened to procure a counter 
feit performer, the implication being that the acts of unfair competi- 
tion were deliberately planned. Appellants categorically deny th: 
making of this threat. But, assuming that it was made and that the 
wrong, if any, therefore partook of a malicious character, it would b: 
attributable to the advertising agency’s representative, not to the 
appellant’s. Rogers was the agency’s employee engaged in prepar 
ing the advertising campaign. ‘To impute the malicious wrong to 
the corporate appellants so as to support punitive damages, it 
would not be enough that the act committed was within some ap- 
parent authority which the appellants may have created. It would 
have to appear that the appellants in a more or less direct wa) 
“participated in the offense.” Lake Shore & Michigan So. Ry. Co. 


v. Prentice, supra. In other words, the tests used to determine 
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principal’s liability for compensatory and for punitive damages are 
not the same. The appellee contends that some of the appellants’ 
higher officers knew of her as the famous Aunt Jemima and also that 
wcceptance of the benefits of the broadcasts must be accompanied 
by a full acceptance of its responsibilities. Whatever bearing these 
facts may have elsewhere, they obviously do not prove an authoriza- 
tion or ratification of Rogers’ act adequate to establish a participa- 
tion in the malicious wrong with which he is charged. 

The right, if it exists, to damages for injury to reputation, falls 
under the next heading; and we conclude, therefore, that on this 
branch of the cause of action appellee is entitled only to nominal 
damages. Lampert v. Judge & Dolph Drug Co., supra; Kimball 
v. Hall, 87 Conn. 563, 89 A. 166, L. R. A. 1916E, 682. 

The gravamen of the second phase of the cause of action, though 
not so stated in exact words, is that the professional reputation of 
the appellee has been defamed. Eva Taylor acted only under the 


name “Aunt Jemima” and her performance is alleged to have been 


in imitation of the appellee and to have been of inferior quality, 
thus causing deception to the public and inducing the belief that 


appellee’s abilities had deteriorated. If we assume these claims to 


be true, a cause of action for unfair competition is stated which in 
turn consists of the tort of defamation. Injury to professional 
reputation, whether it be in the form of slander or libel, is one 
which the law recognizes and for which it grants a remedy. The 
right to a remedy at law has always been clear. Cruikshank v. 
Gordon, 118 N. Y. 178, 23 N. E. 457; Bornmann v. Star Co., 174 
N. Y. 212, 66 N. E. 723. It is only with respect to equitable relief 
against defamation that obstacles have been encountered, courts of 
equity having denied their power to intervene. American Malting 
Co. v. Keitel, 209 F. 351 (C. C. A. 2); Everett Piano Co. v. Maus, 
200 F. 718 (C. C. A. 6); Marlin Fire Arms Co. v. Shields, 171 N. Y. 
384, 64 N. E. 163, 59 L. R. A. 310; compare: Maytag v. Meadows 
Mfg. Co., 35 F. (2d) 403 (C. C. A. 7) [20 T.-M. Rep. 408], cert. 
len. —— U. S. 737, 50 S. Ct. 250, 74 L. Ed. —— Allen Mfg. Co. 
v. Smith, 224 App. —— 187, 229 N. Y. S. 692. 
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If appellee's professional reputation, her ability, skill, and com 
petence as a theatrical entertainer were defamed, her rights are no 
different and no less because the method of communication was 
that of poor imitation or simulation accompanied by a use of th 
name “Aunt Jemima.” If the effect was one of actual impersona- 
tion, and if the impersonation was defamatory, relief would follow. 
In Ben-Oliel v. Press Pub. Co., 251 N. Y. 250, 167 N. E. 432, the 
plaintiff, a lecturer and scholar of life in Palestine and under Mosaic 
law, alleged that the defendant printed an article purportedly 
written by the plaintiff which contained falsities and made her 
out an ignorant imposter to those familiar with her field. In hold 
ing a cause of action was stated, the court agreed that the defama 
tory communication might take the form of “‘self-revelation.” So 
here the defamation, if any, could be communicated by a performance 
with which the appellee was so identified that it would be thought 
to be hers. Schultz v. Frankfort Marine, Acc. & Plate Glass Ins. 
Co., 151 Wis. 537, 1389 N. W. 386, 43 L. R. A. (N. S.) 520, in 
dicates the various forms which communication may take. It was 
there held that the act of openly and publicly following and shadow 


ing the plaintiff constituted a libel, since it was tantamount to 


proclaiming him a suspect and equally subjected him to contempt 
and ridicule. 


If there was a deceptive imitation which amounted to an im- 
personation, an inferior performance would constitute an attack 
upon appellee’s professional reputation. To have said of her, 
whether in writing or orally, that her abilities had suffered, or that 
she was an incompetent singer, or that she was no longer the able 
and talented entertainer the public knew her to have been, would 
constitute a clear injury to her reputation. To say it by self- 
revelation is the same thing and, if anything, is more effective. In 
either case the appellee suffers in her profession just as much as 
the clergyman who is charged with immorality, Haynes v. Robert- 
son, 190 Mo, App. 156, 175 S. W. 290, or the physician who is 
accused of incompetence or negligence, Elmergreen v. Horn, 115 
Wis. 385, 91 N. W. 973; Crane v. Darling, 71 Vt. 295, 44 A. 395. 
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In case of disparagement or defamation of property the common- 
law rule seems to be that actual damages must be established. Cf. 
Marlin Fire Arms Co. v. Shields, supra; Pound, Equitable Relief 
against Defamation, 29 Harvard Law Review, 663. There is an 
indication in the cases, however, that in actions for unfair com- 
petition damages for injury to the reputation of a product may be 
awarded without proof of actual loss. Coca-Cola Co. v. Vivian Ice, 
Light & Water Co., 150 La. 445, 90 So. 755 [12 T.-M. Rep. 114]; 
Conrad v. Joseph Uhrig Co., 8 Mo. App. 277; see Baker & Co. v. 
Slack, 180 F. 514 (C. C. A. 7). Cf. Nims on Unfair Competition 
and Trade-Marks, § 422. That problem need not concern us, how- 
ever, since the complaint here is of injury to the appellee’s reputa- 
tion in her profession. Accordingly, whether we choose to call it 
slander or libel, damages may be awarded without proof of actual 
loss. Maytag v. Meadows, 45 F. (2d) 299 (C. C. A. 7); Ben-Oliel 
v. Press Pub. Co., supra; Crane v. Darling, supra. Moreover, 
mental distress, of which some claim is made by the appellee, may 
be considered in the estimation of damages. Palmer v. N. Y. 
News Pub. Co., 31 App. Div. 210, 52 N. Y. S. 5389; Harper on 
Torts § 242 (1933). 

With these principles of law in mind, we must examine the 
evidence and consider the question of proof. In both theories, 


that of “passing off” and of defamation, there is a common element, 


essential to recovery upon either. The proof must be adequate in 


either case that the Aunt Jemima of theatrical renown was confused 
with the Aunt Jemima of the advertising broadcasts. Deception of 
the public of its likelihood in the “passing off’ is essential to the 
first theory Keystone Type Foundry v. Portland Pub. Co., 186 F. 
690 (C. C. A. 1) [1 T.-M. Rep. 106]; Queen Mfg. Co. v. Isaac 
Ginsberg & Bros., supra. And of course one cannot speak of de- 
famation here without actual confusion or deception. The element 
of impersonation must exist. In determining whether there was 
evidence upon which a finding of confusion could properly be made, 
several factors must be kept in mind. It must be remembered that 


the right to the name “Aunt Jemima” existed concurrently in two 
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parties, each with its privileges in distinct spheres. The right oi 
the Quaker Oats Company was the older and took origin in regis 
tered trade-marks. It was kept alive and brought constantly to th: 
notice of the public by use both in the designation of the product 
and in advertisements. Appellee’s right took shape with th 
growth of her theatrical fame. Though it is true that the rights 
functioned in different spheres, there was one point at which the) 
may be said to have merged closely. The Quaker Oats Company 
could advertise its product in whatever form it pleased and could 
freely employ its fictitious character, Aunt Jemima, in so doing 
The rights of the appellee could be impinged upon only in tli 
event that the fictitious Aunt Jemima was so used as to confuse her 
with appellee as the theatrical Aunt Jemima. To prevent this. 
identification of the fictitious character was alone necessary. This 
defines the limits of the appellants’ duty and of the appellee’s right. 

In testing the sufficiency of this identification, the need for 
definiteness and particularity must be judged by the probable reac 
tion of the public mind; and this in turn must be judged with a view 
to the significant fact that the fame of the fictitious Aunt Jemima 
the Aunt Jemima of the product and its adertising—was at least as 
great in its own sphere as that of the real Aunt Jemima. This fact. 
by reducing the probability of confusion where an advertising 
broadcast was concerned, qualified the duty of identification. 

Throughout the years of advertising the pancake flour, the use o! 
the fictitious character has been constant. There is proof that on 
numerous occasions colored women were engaged to portray Aunt 
Jemima; costumes were kept on hand which were furnished for 
amateur theatricals; in 1929 a colored performer was engaged fo. 
an extensive series of radio broadcasts put on by the Quaker Oats 
Company. She assumed the fictitious réle of Aunt Jemima and sang 
on those programs. These facts, considered in the light of what has 
been said above, sufficiently indicate that the fictitious character. 
associated with the extensive advertising of a famous product, was 
thoroughly familiar to the public mind. 


Appellee relies upon several facts in her attempted proof of con 


fusion. First, there were two exhibits—letters mailed by radio 
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listeners in response to a contest which was initiated during the 
broadcast in question. One of these was addressed to “Aunt 
Jemima, N. B. C., Radio City, N. Y.”; another to “Aunt Jemima, 
New York, N. Y.’”” These letters were forwarded by a clerk of the 
N. B. C. to the appellee. But they do not prove deception resulting 
from the broadcasts, for it is not shown that the clerk ever listened 
to them. Moreover, on one occasion several years previously, the 
ippellee, in conjunction with one of her vaudeville acts, distributed 
sample packages of pancake flour which the Quaker Oats Company 
supplied upon request. But this does not mean that the appellee 
became identified with the fictitious or “pancake” Aunt Jemima. 
It is said that Eva Taylor, who only sang in these broadcasts, was 
uniquely qualified to imitate and simulate the appellee in view of her 


lhusband’s previous professional contact with the appellee, and that 


the jury could properly find such imitation from recordings made by 


the appellee and those of the broadcasts which were played to them. 
Beyond this there is no proof that Ava Taylor did anything more 
than exercise her natural talents and propensities. It does not 
seem to be argued that Georgia Burke in her dialogue did anything 
more than any colored performer would have done to play her part. 

Even if a finding of some degree of imitation were possible, it 
does not follow that deception was established. Imitation and de- 
ception may frequently be handmaids; not necessarily so under the 
singular facts here. The appellee Aunt Jemima and the “pancake”’ 
Aunt Jemima had numerous features in common. Appellee in 
adopting the character of a singing colored woman, together with 
the name “Aunt Jemima,” rendered inevitable some degree of 
similarity. It must be assumed that the public was accustomed to, 
and was cognizant of, the common features. That identification 
sutiiced which clarified and emphasized the fictitious character of 
the “pancake” Aunt Jemima. An examination of the broadcast 
script reveals that whenever Aunt Jemima was referred to or 
ntroduced it was always in the form of advertising pancakes and 
syrup. Aunt Jemima was predominantly the “pancake” Aunt 


Jemima. 
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We conclude, therefore, that the cause of action under the Civil 
Rights Law should have been dismissed. Proof of confusion or 
deception required to support the cause of action resting on unfai: 
competition may be established only as stated in this opinion. On 
this record the judgment must be reversed. 

Judgment reversed. 


INTERNATIONAL SILVER Company v. OnEmIpA Community, Limirep. 


name now changed to Oneina, Limirep 
United States District Court, Northern District, New York 


June 4, 1937 


Unrair Competition—Svurrs—ConTempt. 

After defendant had been enjoined from using the word “Rogers” 
without more on its silverware, its offers to pay the expense of litigation. 
in case one of its dealers was sued by plaintiff for violating the said in- 
junction, held contempt. 

Unrar Comretirion—Svuirs—ApdvertistnG—ContTeMP?T. 

Where defendant, although enjoined in its advertising from using the 
name “Rogers” in connection with the sale of its silverware without 
plainly distinguishing its goods from plaintiffs,’ omitted the distinguish- 
ing notices in certain advertisements, it was held in contempt. 

Unram Competirion—Svuirs—ConTempt—Scopre. 

In the case at issue, for the defendant to notify its dealers that they 
could not use the name “Rogers” except as specified in the injunction, 
and then to defend them for doing what they were notified not to do, 
held a violation of the intent of the injunction. 

Unram Competirion—ConTEMPT—PUNISHMENT. 

Punishment for contempt should not be granted where there is fair 
ground for doubt as to the wrongfulness of the defendant itself and 
it is not important that defendant may have thought that it was not 
violating the injunction. 

Unramr Comperirion—Svurrs—Derense or “UNcLEAN Hanps.” 

Where plaintiff circulated among its dealers copies of a court decre: 
giving the terms of an injunction against defendant, held that such 
acts did not support defendant’s contention of “unclean hands.” 


In equity. ° Action for unfair competition. On motion to punish 


defendant for contempt, and cross-motion to punish plaintiff for 


contempt. Granted as to the former, denied as to the latter. 


Bartlett, Eyre, Scott & Keel, of New York City, for plaintiff. 
Nims & Verdi, of New York City, for defendant. 
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Cooper, D. J.: This matter comes before the court upon four 
motions, two by plaintiff and two by the defendant. 

The motions are based on the provisions of a decree heretofore 
entered herein, which contained provisions enjoining defendant 
and other provisions enjoining plaintiff. This decree is more fully 
described hereinafter. 


Plaintiff's two motions seek to punish the defendant for contempt. 


The earlier motion is based upon its conduct in providing counsel 


and expenses of litigation to the John G. Myers Company of Albany, 
N. Y., who plaintiff claims sold defendant’s ware simply as ‘Rogers’ 
Silverware.” The other and later motion of plaintiff is to punish 
defendant for contempt in sending to the dealers suggested forms of 
advertisements causing defendant’s wares to be sold as if they were 
plaintiff's wares and doing other things tending to create confusion 
in the trade and deception to the public. 

One of defendant’s motions is to punish plaintiff for contempt 
because (1) of certain allegations in the bill of complaint in the 
Myers Company suit, (2) because of the circulation of a copy of the 
tinal decree which italicized the requirement that defendant Oneida 
should give the prescribed notice to its dealers; and (3) because of 
certain press release by plaintiff relating to the Myers suit. 

The other of defendant’s motions was to modify the decree of 
injunction by striking out of the injunction Section 6-A, the provi- 
sion requiring the defendant to give a certain prescribed notice to 
its dealers. 

In the suit in which the decree above referred to was entered the 
plaintiff sued the defendant charging unfair competition in the sale 
of defendant’s “Rogers Silverware” simply as “Rogers” ware with- 
out limitation or qualification. The decree entered by this court was 
modified in certain respects by the Circuit Court of Appeals in this 
Circuit and certiorari to review was denied by the U. S. Supreme 
Court. The principal injunctive provision of that decree upon which 
plaintiff relies is Paragraph 6-a, which restrains the defendant in 
this language: 


From selling or offering for sale any flat ware marked with marks con- 
taining the name “Rogers” or with the initial marks (Maltese Cross) W. R. 
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“Keystone,” “S. L. & G. H. R. C.” or “R. S. Mfg. Co.,” or from representing 
that any such ware is Rogers ware, except when defendants’ own name, 
either as successor to Wm. A. Rogers, Ltd., or as successor of Simeon L. 
and George H. Rogers Company, or as manufacturers, appears in any and 
all advertising and upon all cartons or containers in which goods bearing 
these marks or bearing the name “Rogers” are supplied, and, if the ware 
be guaranteed, except as defendant’s name as successor or manufacturer 
shall appear upon the guaranty, such name of defendant in either instance 
to be displayed with sufficient proximity either to the name of such prede- 
cessor, or to said trade-marks, or to the name “Rogers” in type of suf- 
ficient size to make it clearly apparent that such goods are the goods of 
defendant and no one else and that the defendant is the successor of such 
predecessor or the manufacturer of such goods, and except as sales to 
dealers or other parties disposing of such ware shall be accompanied ‘by 
written notices in unmistakable terms that the ware must not be sold or 
represented as Rogers ware except as Rogers ware manufactured by the 
defendant (using its corporate name), and from selling or offering for 
sale any ware with new marks containing the name “Rogers” except as 
defendant shall inscribe upon the plate the defendant’s corporate name, 
either as successor or manufacturer. 


The decree also restrained both parties from the use of the 
word “genuine” in connection with the silverware sold by them. 

It also restrained plaintiff from stating to the trade that it was 
the only concern which could sell its wares as “Rogers” or that it 
was unfair competition to sell as “Rogers” ware any of the de- 
fendant’s wares “provided, however, the cartons or containers bear- 
ing the name ‘Rogers,’ and the advertisements thereof, are marked 
with the name of the defendant as successor or manufacturer and 
written notices are given to dealers and others, and plate bearing 
new trade-marks containing the name ‘Rogers’ is inscribed in the 


” 


manner hereinbefore directed ; 

The plaintiff was expressly permitted in Paragraph 7 (c) to 
represent its goods bearing the long used trade-marks used by the 
predecessors as the only original “Rogers” goods and itself as the 


only maker of original “Rogers” goods. 


About December 26, 1935, plaintiff sued the John G. Myers 
Company, Inc., a large department store in the City of Albany, 


N. Y. for unfair competition, alleging that the Myers Company was 


selling the defendant’s silverware simply as “Rogers Silverware’ 
without qualification or limitation and contrary to the notice which 


»v Section 6(a) of the decree aforesaid the defendant was require: 
by Sect ( f the decr foresaid the defendant 1 
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to give the Myers Company, notifying the latter that it could not 
so sell defendant’s silverware. 

In the Myers suit plaintiff made a motion on complaint and 
affidavit for temporary injunction against the Myers Company and 
upon the return day the defendant’s counsel herein, and upon the 
trial of the suit in which such decree was entered, appeared as coun- 
sel for the Myers Company. It appeared that the defendant had 
agreed with the Myers Company to supply counsel to the attorneys 
of the Myers Company and to pay the expenses of the litigation. 
Thereupon plaintiff made this motion to punish the defendant for 
contempt. 

Subsequently it appeared in the numerous affidavits interposed 
by the Oneida Company on the first motion that the defendant com- 
pany had supplied forms of advertisements to at least some dealers 
selling its goods, which plaintiff claimed was in violation of the spirit 
of the injunction above set forth and had written various letters to 
dealers in like alleged violation. Thereupon the plaintiff made the 
second motion to punish the defendant for contempt. 

Apparently as a result of the plaintiff's first motion and fol- 
lowing the position taken by the defendant’s attorneys, who ap- 
peared as counsel for the Myers Company on the argument of 
plaintiff's motion for temporary injunction against the Myers Com- 
pany, the defendant moved to punish the plaintiff for contempt 


because of claims alleged to have been made by plaintiff in its com- 


plaint in the Meyers action and upon the other grounds already 
stated. 


Subsequently the defendant also moved to modify the decree by 
striking out Section 6(a) thereof. 

The affidavits and exhibits in this motion are many and volumi- 
nous and the court will attempt to decide all the motions at the same 
time. 

First, the motion to punish defendant herein for contempt in 
furnishing counsel and expenses to the defendant in the Myers suit. 

As a part of its complaint in the Myers action the plaintiff at- 


tached a copy of the final decree in this suit against the Oneida 
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Company. Upon the argument of the motion for temporary injunc- 
tion the court intimated that unless the Myers Company could estab- 
lish its defense, that it had the right to sell the Oneida Company’s 
silverware as “Rogers Ware”’ simpliciter, a question which had been 
decided against the Oneida Company in the suit between the plain- 
tiff and the defendant herein, the plaintiff would be entitled to an 
injunction. 

Temporary injunction was denied solely because of claimed 
alleged injury to the Myers’ Company’s business, and the plain 
intimation that the court expected that the practice of selling the 
defendant’s silverware as “Rogers” ware simpliciter would be dis- 
continued pending the trial of the suit. 

While it might be premature for this court to decide in advance 
of the trial that the Myers Company had no right so to do, the his- 
tory of the litigation, including this suit, relating to the right of 
any concern to sell any silverware not made by plaintiff or its 


predecessor as “Rogers” ware simpliciter, so conclusively settles the 


matter that there seems no chance for the defendant Myers to estab- 


lish any such defense. Indeed, plaintiff's wares, under the decree 
herein, can only be sold as the only original “Rogers” goods when 
they bear the long used trade-marks used by plaintiff’s predecessors. 

But whether defendant’s counsel herein drew the Myers Company 
answer or not, they are chargeable with notice that such a defense 
in the Myers Company answer that the Myers Company had a right 
to sell defendant’s wares as “Rogers” simpliciter, is only a subter- 
fuge which cannot be established in court. That is, therefore, no 
ground for supplying counsel for the Myers Company. 

The decree herein binds defendants as to its own conduct and as 
to the notice it is required to give the Myers Company. 

This court, upon the argument, intimated, assuming that the 
Oneida Company had sent to the Myers Company the notice required 
by decree to be sent to all the dealers, that if the Oneida Company 
defended the dealer in making the claim which Oneida itself had 
been defeated in making, its act was unconscionable and not in 
harmony with the purport and intent of the injunction. 
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Defendant also contends that plaintiff in its complaint alleges 
and demands more than it is entitled to and defendant by reason 
thereof is justified in supplying counsel and expense of litigation. 

This contention is also the chief ground of defendant's motion to 
put plaintiff in contempt. Defendant contends these allegations 
assert rights which the decree herein denied to the plaintiff. 

Examination of such allegations do not sustain defendant’s con- 
tention. 

The first and most important is this allegation in Paragraph 4 of 
plaintiff's complaint in the Myers suit: 
and the name “Rogers” to the public generally has long meant and still 
means, the silver plated ware of plaintiff, as successor of the original 
Rogers concerns. 

Defendant contends that this allegation plainly means that the 
name “‘Rogers”’ identifies the plaintiff exclusively. Taken by itself, 
and apart from the context, it might be so construed, but other parts 
of the complaint clarify and limit any such construction. The 
complaint expressly refers to other portions of the decree. In 
Paragraph 8 the Myers complaint states that plaintiff therein and 
herein is enjoined from stating to the public or the trade that it 
is unfair competition to sell “Oneida’s” goods as “Rogers” goods 
provided the sale therein is made within the permissive provisions 
of the decree herein. Other portions of the decree are also ex- 
pressly referred to. Moreover, the decree in toto is made a part of 
the Myers complaint. 

Finally, the prayer for relief makes no demand for relief greater 
than was given plaintiff in the decree herein, despite defendant's 
contention to the contrary, though there may be some slight dif- 
ferences in phraseology. : 

Any good lawyer could protect the Myers Company in any trial 
of such suit or decree entered therein. The answer interposed seems 
to put plaintiff to proof of things well established in this and other 


litigation and merely upon the ground that the Myers Company, not 


being a party to this suit is not bound by the decree herein and may 


compel plaintiff to prove again what it has conclusively proved in 
this suit. 
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It is reasonably clear that if, with or without encouragement by 
the Oneida Company, its dealers selling the defendant “Oneida’s’”’ 
wares, nevertheless sell them as “Rogers” wares simpliciter, and 
the Oneida Company then provides the counsel in defense of the 
dealers in such claim, it would require the plaintiff to litigate with 
each dealer selling the defendant ‘“Oneida’s” ware as “Rogers’’ ware 
simpliciter to be sued in a separate suit by the International and will 
result in such a burden of litigation and expense as to nullify the in- 
junction heretofore granted herein. Not only will there be exces- 
sive and burdensome expense but plaintiff's legitimate business may 
be so injured that altogether the burden might be ruinous for the 
plaintiff. Clearly, if the defendant sends out to dealers the notice 
required by the decree herein, sometimes minimized or obscured by 
inclusion with other and extraneous matters, and then defends every 
dealer who violates this notice, it is in effect making a mockery of 
the injunction, as well as flouting the decree of the court. 

The court should not be so feeble and inert as to permit persons 
solemnly enjoined by the decree to do things which in substance and 


effect nullify the decree. It is in practical effect saying to the 
dealers “we are sending you this notice but if you should on your 
own account pay no attention to this notice and advertise our goods 
as ‘Rogers’ goods simpliciter, we will at our expense defend you 
against all claims and litigation brought against you on account of 
such representation by you.” 


It would seem that the matter is so plain and simple that citation 
of authorities would be unnecessary. If the defendant were to act 
in the spirit of the decree it would notify the dealers who are thus 
sued by the plaintiff for selling the defendants wares as “Rogers” 
simpliciter, somewhat in this form: 

We regret that you have not paid heed to the notice which we were 
required to send you by the injunction and if you have sold our goods as 
Rogers simpliciter despite our notice to the contrary, we must disclaim all 
responsibility for your act and you must defend it at your own expense. 

Plaintiff's second motion to put defendant in contempt relates 
to defendant’s general conduct in its transaction with dealers which 


plaintiff asserts had just come to its knowledge from answering 
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affidavits herein and which plaintiff further asserts encourages deal- 
ers to disregard the notices required to be sent by defendant to its 
dealers and enables defendant to sell its goods in violation of Para- 
graph 6(a) of the decree before set forth. 

This second motion of the plaintiff was based largely upon these 
suggested advertisements by the defendant, which avoid compliance 
with the spirit of the restraining provision applicable to the de- 
fendant, and approval of advertisements by dealers advertising 
defendants goods with a mere suggestion of changes identifying the 
defendant with such goods and without any reference whatever to 
the requirements of the decree. 

Paragraph 6(a) of the decree requires, after enjoining the de- 
fendant itself from selling or offering for sale any silverware con- 
taining the name “Rogers,” or with any of the defendants trade- 
marks and bearing the name “Rogers” are supplied and if the ware 
except when the defendant’s own name, either as successor to Wm. 
A. Rogers, Limited or as successor to Simon L. and George H. Rogers 
Company, or as manufacturers appears in any of the advertisements 
and upon all cartons or containers in which goods bearing these 
marks and bearing the name “Rogers’’ are supplied and if the ware 
be guaranteed except as defendant’s name as successor or manu- 
facturer shall appear upon the guarantee, such name shall in either 
instance be displayed with sufficient proximity either to the name 
of the said predecessor or to such trade-marks or the name “‘Rogers’”’ 
in type of sufficient size, to make it clearly apparent that said 
goods are the goods of the defendant and no one else. The decree 
provided in the following language what notice the defendant shall 
give its dealers: 

And except as sales to dealers or to other parties disposing of such ware 
shall be accompanied by written notices in unmistakable terms that the 


ware must not be sold or represented as Rogers ware except as Rogers ware 
manufactured by defendant (using its corporate name) 


The form in which the defendant has given such notice, though 


not relied upon by the plaintiff in its second motion for contempt, 
may be considered as bearing upon the intent of the defendant in 
the other things which it has done and upon which the plaintiff relies. 
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Apparently the only notice which the defendant gave in com- 
pliance with such requirement is to place at the bottom of its bills 
or invoices the following in small type: 


Always emphasize the full brand names marked on our Rogers Lines. 

Our Rogers ware must not be sold or represented as Rogers ware 
except as Rogers ware manufactured by Oneida Limited. 

All orders subject to the approval of the Home Office. 


First, with reference to suggested advertisements. 

In the affidavit of Eugene F. Kitendaugh, verified July 17, ap- 
pears an advertisement of Younkers, a store in Des Moines, Iowa. 

This advertisement is about ten inches long and six and one-half 
inches in width, apparently a three column advertisement and 
the top in large type appears the name of the store “Younkers’”’ and 
below that in smaller but conspicuous type: 

“Half-price sale—Wm. A. Rogers Triple Plate silverware.” 

Nowhere in the advertisement outside of the guarantee itself 
does it appear that this ware is manufactured by Oneida or by either 
of the “Rogers” companies which it succeeds with the words 


“Oneida successor.” The only place in this advertisement in which 


the word “Oneida” appears is in the smaller type in the advertise- 
ment in type difficult to read and purporting to be the guarantee 
which goes with the silverware. This guarantee reads as follows: 


Every piece of “Wm. A. Rogers Silver Plate” is guaranteed without 
qualification to give satisfactory service. 

“Wm. A. Rogers Triple Silver Plate” dealers are authorized to replace 
any piece that, in the ‘opinion of the purchaser, fails to give satisfactory 
service, 

Essential pieces of “William A. Rogers Triple Plate” are reinforced 
with pure silver overlaid with triple thickness at the point of greatest wear, 
thus making possible this positive guarantee. 

Wm. A. Rogers, Ltd.—Oneida Limited, Successors. 


Mr. Kitendaugh in his affidavit of July 17, 1936, states as fol- 
lows: 


The District Court as well as the Circuit Court of Appeals found as a 
fact that for many years dealers had sold various brands of Rogers goods 
merely as Rogers. Oneida appreciated the difficulty of persuading such 
dealers always to identify the manufacturers with the Rogers goods. How- 
ever, it immediately set to work to devise suggested advertising which would 
appeal to such advertisers and at the same time would clearly show that 
the Rogers goods in question were manufactured by Oneida. One suggested 
form of advertisement included a copy of the guarantee which was used. 
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Annexed hereto, as Exhibit G, is a specimen of such advertisement. This 
form of advertisement was used by numerous dealers handling Oneida goods. 
Oneida supplied these dealers with other forms of advertisements and with 
display cards and the like in all of which its corporate name, either as suc- 
cessor or manufacturer was prominently displayed. 

Exhibit G is the above advertisement of Younkers of Des Moines, 
lowa. 

It is apparent that that form of advertisement certainly did not 
display defendant’s name in type of sufficient size and in sufficient 
proximity to the name “Rogers” to make it apparent that the ware 
was the ware of the defendant and not the ware of someone else. 

When plaintiff therefore made its second motion for contempt 
based in part upon defendants preparation of its advertising, Mr. 
Kitendaugh made, or attempted to make, explanation that it was 
the store and not the defendant which was responsible for the ad- 
vertising. But the explanation is largely an explanation which does 
not explain. 

In his later affidavit of July 21, 1936, Mr. Kitendaugh refers to 
two other forms of advertising, saying that one of them, M-1, is 
the suggested advertisement which was sent to the Younkers store, 
and from which the Younkers store took the suggestions for its ad- 
vertisement which is annexed as Exhibit G and on his affidavit of 
July 17, 1936. 

It will be noted that he does not specifically say that Exhibit G 
was not devised by defendant for dealers and sent to the Younkers 
store though he does say that Exhibit M-1 was sent to the Younkers 
store. It is also to be noted that Exhibit 1 which is headed “Sug- 
gested newspaper advertisements for your Wm. A. Rogers Triple 


sale’ does state: “‘We furnish mats of the illustrations shown in 


each ad, the chest and guarantee, the tea spoon ‘one-half price’ cut, 
etc. Your newspaper will set type matter you desire. Mark what- 


ever changes necessary on this sheet and give it to them.” 


It will be noted that there is no suggestion here that it is neces- 
sary under the decree for Oneida to notify the dealer that the ware 
must not be sold or represented as “Rogers’’ ware except as “Rogers” 


ware manufactured by the defendant. The suggestion that the store 
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may make whatever change is necessary would give the dealer to 
understand that he could strike out of the suggested advertisement 
M-1 the words “made and guaranteed by Oneida Limited.” 

Again in Mr. Kitendaugh’s later affidavit of September 10, 1936. 
he says he did not intend to say that Exhibit G (the Younkers ad- 
vertisement) was devised by the defendant, but only that this ad- 
vertisement included a copy of the guarantee which had been sent out 
by the defendant and was not entirely like suggested advertisements 
which the defendant had devised. He says further that Younkers 
alone was responsible for every part of this Exhibit G except the 
guarantee. 

His assertion in this direction would carry greater weight if th 
correspondence between Oneida and Younkers relating to Younkers 
advertisements were attached or at least referred to, or a statement 
made that the correspondence had been lost or destroyed. It would 
seem, therefore that the burden is on the defendant Oneida to clear 
itself of the necessary implication that it has suggested advertise 
ment to dealers which contained no reference to itself as manufac- 


turer of the “Rogers” ware advertised except a very brief referenc: 


to the defendant in the guaranty, which is in exceedingly small type 
and not likely to be read. 


Turning now to the advertisements devised by dealers themselves 


and sent to the Oneida and which Oneida approved in a letter which 
“urged” the dealers to insert the name of Oneida in the advertise 
ment without any statement whatever that the requirements of the 
decree provided that Oneida could not sell such silverware except 
in compliance with the provisions of 6(a) of the decree and that 
when it did sell it it must give notice to the dealer that the ware 
could not be “‘sold or represented as ‘Rogers’ ware except as ‘Rogers 
ware manufactured by the defendant.” 

There are numerous of these advertisements in the motion papers 
and the answering affidavits. 

Typical of such a letter is the one addressed to Wymans of Sout! 
Bend, Indiana, under date of November 14, 1935. This letter in 
full is as follows: 
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Simeon L. and George H. Rogers Co., 
Oneida Ltd. Successor, 
Oneida, N. Y. 
November 4, 1935. 
Wymans, 
South Bend, 
Indiana, 


Gentlemen: 
We note your advertisement in the South Bend (Ind.) Tribune of August 
8, 1935, of our— 
Rogers Silverplate sets 
Gloria Pattern—26 piece, 
$8.95. 


We want to assure you that we very much appreciate your advertising 
sur merchandise, and trust that it has resulted in increased sales. 


However, we urge that you identify us as the makers of this silverware 
by using the phrase— 


Simeon L. & George H. Rogers Co., 
Silver Plate Sets, 
Gloria Pattern, 
Made by Oneida J.imited. 
or 
Simeon L. & George H. Rogers Co., 
Silver Plate Sets, 
Gloria Pattern, 
Made and Guaranteed by Oneida Limited. 
By advertising this way, you will be securing the full benefits from the 
two trade-marks with which our silverware is marked. 
Thanking you in advance for your cooperation, we are, 
Yours very truly, 
SIMEON L. & GEORGE H. ROGERS COMPANY, 


Oneida Limited, Successor. 
Lk. F. KITENDAUGH, 


Here is a dealer who advertises the defendant’s ware as “Rogers” 
simpliciter without any statement of the origin of the ware and 
without any suggestion that it is not the plaintiff's ware and with- 
out any suggestion that it is in fact the defendant’s ware. 

What would a manufacturer desirous of obeying the decree in 
good faith do? Would it limit itself to saying: “We urge that you 
identify us as the makers of this silverware ....” and then after 
suggesting that there be inserted in the name of the ware made by 
Oneida Limited or made and guaranteed by Oneida Limited, would 


such a dealer say: “By advertising this way you will be securing the 
full benefit from the two trade-marks with which our silverware is 
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marked....” No reference is made to any decree involving Oneida 


relations nor reference to any limitation upon which Oneida might 
sell its wares and no reference to the requirement of the decree that 
Oneida must notify its dealers that they cannot sell Oneida’s ware 
simply as “Rogers” ware but must include the name of Oneida as 
maker or successor. 

Is it any reasonable excuse to say that we gave them such notice 
on the bill of lading when that notice is in small type in four or five 
lines at the bottom of the invoice, and that it is the dealer’s adver- 
tisement and not that of Oneida. 

Such excuse might save the situation for Oneida had it not in its 
own letter over its own signature approved such advertising by 
refraining from any reference to the decree or to the limitations of 
sale and merely urged the dealer to put in the name “Oneida” not 
because of any decree but because they would get better selling 
results. 

Such a letter was sent to Litt Brothers of Philadelphia on Novem- 
ber 5, 1935, with reference to advertisement relating to 

Wm. A. Rogers Silver Plate, 
Triple Plate—28 cents each 
Then on November 4 with reference to another advertisement of 
the defendant’s wares: 
26 piece set 
Rogers Triple, 
Silver Plate 
the defendant wrote Litt with reference to such advertisement this: 

However, you must not sell or represent our goods as “Rogers Triple 
Silver Plate” unless you also state that we are the makers of the goods. 

The defendant did, however, in the same letter, with reference 
to the advertisement of Wm. A. Rogers Triple Silver Plate, revert 
to the same formula in these words: 


As a matter of fact we “urge” dealers to use our full Rogers trade-mark 
as well as our own name. 

Similar letters telling the retailers that the defendant “urges” 
the inclusion of the name “made by Oneida Ltd.” or ‘“Made and 


ruaranteed by Oneida Limited’’ were sent on November 4 to 
~ f 





INTERNATIONAL SILVER CO. V. ONEIDA COMMUNITY LTD. 525 


Hamilton, Columbia, S. C. 

Robt. Frazier, Utica, N. Y. 

Robt. Frazier, Utica, N. Y. (2nd letter). 

Rogers Silver Redemption Co. Bureau, New York City, November | 
Filenes, Boston, Mass., December 6, 1935. 

Hahnes, Newark, N. Y., May 11, 1936. 

Barnette Bros., Tacoma, Wash., July 3, 1936. 

M. O'Neill, Akron, Ohio, September 11, 1935. 

Steinbach & Kresge, Asbury Park, N. J., November 20, 1935. 
Bon Marche, Lowell, Mass., November 6, 1935. 

Grunbaum, Seattle, Wash., November 5, 1935. 

Genung’s, Danbury, Conn., November 5, 1935. 

Leroy’s, Los Angeles, Calif. 


The defendants also sent in response to receipts of notices of an 
advertisement from the dealers another type of letter. In this letter, 
such as one sent to Ludwig Baumann, 500 Eighth Avenue, New 
York, under date of November 5, was included a reference to the 
advertisement reading: 

53 Piece, 
Roger Silverware, 
$19.95, 
Thor & Encore Patterns 
defendant said: 

“However, you must not sell or represent our goods as ‘Rogers Silver- 
ware’ unless you also state that we are the makers of the goods as for 
example: 

“Rogers Silverware made by Oneida Limited” 
or 
“Rogers Silverware made or guaranteed by Oneida Ltd.” 


There were a number of these “must” letters but apparently 


not as many as the “urge” letters. So far as the letters are con- 
cerned which used the word “must” this court finds that even though 
the letters make no reference to the decree or the limitations on the 
sale of defendants goods or the notice required to be given, and 
with some hesitation, that so far as past letters of this kind are 
concerned, the defendant is not in contempt. 

Defendant urges that it has violated no specific provision of the 
injunction. It challenges plaintiff to show any specific provision 
violated and asserts that it cannot be punished for disobeying the 
alleged spirit of the injunction but only for disobeying a clear, 


specific and unmistakable mandate of the court. 
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To support its contention, defendant cites some authorities which 
are here discussed and held not analogous or controlling. 

In re Miller & Harbaugh, 54 F. (2d) 612 (C. C. A. 9) 
This was a turnover proceeding order in bankruptcy which re- 
quired the bankrupt to turn over to the trustee in bankruptcy: 
merchandise consisting of jewelry used by the bankrupt in connection with 
its business as a retail jeweler on the premises located in the Buyers Build- 
ing, Portland, Oregon, of the cost value to the bankrupt in the sum of 
$6,933.32, belonging to the bankrupt’s estate in bankruptcy. 

The jewelry had been placed by the bankrupt in a safe on 
September 9. Next day the receiver was given the combination of 
the safe and found in the safe $6,900.00 less jewelry than was 
placed there the day before. 

The missing jewelry the bankrupt was ordered to turn over to 
the trustee. The bankrupt claimed the jewelry was stolen and 
later offered to show that others had the combination of the safe. 

The court denied the application to punish for contempt upon 
the ground that the jewelry was not sufficiently described to enabl 
identification. 

City of Campbell, Mo. v. Ark.-Missouri Power Company, 65 
F. (2d) 425 (C. C. A. 8). In that case the city was enjoined from 
operating a lighting plant because the debt arising from its contract 
for equipment exceeded the legal limit of city indebtedness. There- 
upon a new contract was made which did not exceed the debt limita- 
tions. No new injunction was obtained. The court refused to find 


contempt for operating under the new contract because it was not 


a merely colorable change from the old contract but was essentially 


different and not enjoined. 

This case really supports the plaintiff’s view. The first head 
note says: 

Defendants in injunction suit were not guilty of civil contempt unless 
they did something which constituted violation of the letter or spirit ot 
injunction. 

Ketchum v. Edwards, 153 N. Y. 534 holds that an injunction 
intended to prevent obstructions to a passage by plaintiff over « 


right of way on defendant’s lands was not violated by the erection 
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by defendant of obstructions to protect her lawn but which left a 
right of way of the prescribed width but deviating slightly from the 
original course. 

Terminal R. R. Association v. U. S., 266 U. S. 17, relates 
chiefly to an attempt to punish as contempt of a final decree dissolv- 
ing a terminal association under the Sherman Anti-Trust Act, acts 
of certain railroads in making certain railroads pay transfer charges 
and for not paying reasonable charges on certain other terminal 
transfers. 

The court held that the decree did not cover such charges and 
such failure to pay other reasonable transfer charges; that the 
fixing of rates being a legislative function, was not within the juris- 
diction of the courts. 

Insofar as there was any violation of the decree charged, it was 
not shown that any damage resulted. 

True, the court said that decree will not be expanded beyond the 
meaning of its terms by the language was thus: 

In contempt proceedings for its enforcement, a decree will not be ex- 
panded by implication or intendment beyond the meaning of its terms when 
read in the light of the issues and purposes for which the suit was brought 
ind the facts found must constitute a plain violation of the decree so read. 

That was said with reference to the questions then before the 
court and plainly does not preclude a finding of contempt for viola- 
tion of an injunction when the terms thereof are read “‘in the light 
of the issues and purposes for which suit was brought.” 

Clearly it was the intent of the decree here to enjoin the de- 
fendant from aiding, encouraging or abetting dealers from selling 
its wares as “Rogers” wares simpliciter, for the decree commanded 
the defendant to notify the dealers in unmistakable terms that they 
could do no such thing. To so notify them with one hand that they 
cannot do a thing and defend them with the other for doing what 


they are notified not to do, unmistakably is a violation of the intent 


of the injunction, when “read in the light of the issues and purposes 


for which the suit was brought.” 
The chief purpose of the injunction was to require the defendant 


to refrain from selling its wares to dealers to be by the dealers sold 
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as plaintiff's “Rogers” wares and to require defendant to fully and 
unmistakably inform the dealers that they could not do so. 

It is unnecessary to discuss the other cases cited by the defendant 
for they have little or no application to the facts in this case. 

That punishment for contempt should not be granted where 
there is fair ground for doubt as to the wrongfulness of the de 
fendant’s conduct is undoubted. But that wrongfulness is not to 
be determined by the defendant itself, nor indeed in a civil con- 
tempt is it important that defendant may have thought that it was 
not violating the injunction or that it was authorized to do what it 
did, or had been so advised, if in fact the acts were violative. Such 
things may have importance in a civil contempt in fixing the amount 
of damages. 

But here there seems to be a studied attempt to encourage dealers 
to do what the defendant is commanded to notify them they cannot 
do. Defendant seems to think that when it notifies the dealers that 
they must not sell the defendant’s ware as “Rogers” ware except 
upon the conditions named in the decree, however feeble or concealed 
such notice may sometimes be, it is immune from punishment, regard- 
less of what it may afterwards do to encourage the dealers to do 
what the defendant itself is enjoined from doing, flout its notice. 

Such letters violate the spirit of the mandatory provisions of 
Section 6(a) which require the defendant to give its dealers the 
notice therein specified. 

These letters, instead of informing the dealers and through them 
the public, of the conditions under which the defendant may sell its 


“Rogers” wares, tend to nullify the provisions of the decree man 


datory upon the defendant, confuse the dealers and through them the 


public and thus invite the kind of unfair competition which was in 
tended to be stopped. 

Such conduct is contempt by the defendant. 

The correspondence between the parties in the record on these 
motions shows plaintiff's emphatic protest and defendant’s pro- 
testation that it would not only respect the decree but do even more. 


But its acts and not its words are the important matter. While | 
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gives lip service in its acts, it does all but directly tell its dealers 
to violate the decree. 

To overlook or condone such conduct of the defendant is to 
destroy the respect and dignity in which the court’s decree must be 


held. 


Defendant, asserting that in equity the complainant must come 


into court with clean hands and if shown to be guilty of inequity 


will be denied relief, urges that plaintiff has no standing here and 
should have no relief. Perhaps this is defendant’s main defense. 

This claim that the plaintiff does not come into court with clean 
hands is based on substantially the same grounds which are the 
basis for defendant’s motion to put the plaintiff in contempt for 
violation of the decree. One of the grounds is the bill of complaint 
in the Myers case, which has already been discussed. 

Another ground is the circulation by the plaintiff among the 
dealers of a copy of the final decree herein giving in italics that 
portion of Section 6(a) which requires that the defendant give its 
dealers written notice in unmistakable terms that defendant’s wares 
must not be sold or represented as “Rogers” wares except as 
“Rogers” wares manufactured by the defendant (using its corporate 
name ). 

Inasmuch as the defendant was required to give such notice, 
where the plaintiff sends a copy of the decree and merely italicizes 
the obligation upon the defendant without comment, this court can- 
not see the slightest ground for any criticism of the plaintiff. 

It may be remarked in view of the showing hereinbefore re- 
ferred to, that many retail dealers in defendant's wares seem to be 
unaware that there was any such requirement in the decree and the 
defendant apparently studiously avoided bringing it to their atten- 
tion in any manner other than the one line in small type buried 
among two or three other things at the bottom of the bill or invoice. 
The plaintiff was certainly justified in doing this for its own pre- 
tection, and might have done it more often. 

Nothing bordering on contempt can be found in this circulation 


of the dealers with obligation of the defendant italicized. 





530 TWENTY-SEVEN TRADE-MARK REPORTER 


The last charges of alleged inequitable conduct upon the part 
of the defendant is the so-called release. 

On or about May 24, 1936, the plaintiff released to the press a 
statement relative to the suit against the John G. Myers Company 
of Albany. Such statement was issued substantially at the same 
time as the June issue of the National Jeweler appeared, and ap- 
parently was taken from that magazine. 

This is a magazine stated by the defendant to have a circulation 
of more than 25,000 among silverware dealers. At the time this 
was issued, this court had refused the temporary injunction in the 
Myers case, which is fairly stated in the release and also had denied 
the motion to dismiss the action, which is also a fact and is fairly 
stated in the release. 

The statement with reference to the suit against the Myers 
Company is accurate and fair. 


Defendant claims the press release was tantamount to a claim 


(in violation of the decree) that the plaintiff’s “Rogers” goods only 


were genuine and that defendant’s “Rogers” goods are spurious. 
The word “genuine” is not used in the release, nor is there use of 
any word or words from which any implication necessarily arises 
that the plaintiff’s goods are the only genuine “Rogers” goods. 
The only paragraph of the release concerning which any sub- 
stantial criticism can be made is the following: 


In 1929 Oneida Community, Ltd. bought a Canadian concern known as 
Wm. A. Rogers, Ltd., and immediately put on the market goods bearing the 
Wm. A. Rogers marks. Dealers and customers throughout the country sold 
these goods as “Rogers Ware.” International Silver Company brought 
suit against Oneida Community, Ltd. claiming that they were infringing 
upon the International Silver Company’s “Rogers” marks and by the final 
decree in this suit against Oneida Community, Ltd., an injunction was 
ordered restraining Oneida Community, Ltd., its officers, directors, em- 
ployees, agents and attorneys and all others acting for, through, with or 
under it, from selling or offering for sale any flatware marked with marks 
containing the name “Rogers” or from representing that any such ware 
was “Rogers” ware except when their own name, either as successor or as 
manufacturer, appeared in any and all advertising and upon all cartons 
or containers in which goods bearing these marks or bearing the name 
“Rogers” are supplied, the name of the defendant to be displayed with 
sufficient proximity to the name “Rogers” in type of sufficient size to make 
it clearly apparent that such are the goods of the defendant (Oneida Com- 
munity, Ltd.) and no one else. 
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It is not to be denied that the statement in the quoted paragraph 
that the defendant bought a Canadian concern in 1929 known as 
William A. Rogers Limited and immediately put on the market 
goods bearing the Wm. A. Rogers Mark, does carry a possible “‘in- 
ference that the defendant’s Wm. A. Rogers wares are a new product. 
But this is not a necessary inference. It is a fact that the defendant 
bought Wm. A. Rogers Ltd.” in 1929 and that it was a corporation 
of Canadian residence. It is also a fact that the defendant did not 
sell any Wm. A. Rogers goods until after it bought the Canadian 
concern in 1929. There happens to be no other statement in this 
release which is expressly or by necessary inference contrary to 
the facts. Nor does this construction of the decree transcend the 
spirit and purpose of the decree to any extent, if at all. 

The defendant contends also that after this statement appeared 
a number of dealers advertised the plaintiff's goods as genuine 
“Rogers” goods. There is also an attempt to charge the plaintiff 
with responsibility therefor, particularly for the advertisement in- 
serted by the Wilson Company of Chicago, calling plaintiff's goods 
“genuine original.” The charge is made not upon the direct knowl- 
edge of the affiant but upon information said to have been obtained 
by him. The plaintiff shows in affidavits which are positive in terms 
and which carry greater weight than the defendant’s hearsay affida- 
vits, that plaintiff is in no wise responsible for such advertisements 
and that it neither prepared nor approved them and that it has 
instructed its sales representatives that the word “genuine” cannot 
be used in connection with the plaintiff's goods and the representa- 
tives have been so instructed to notify the dealers. 

Plaintiff offers the affidavit of Leo S. Cohen employed by the 
United States Advertising Corporation of Chicago, who says that he 
prepared the advertisement for Wilson & Company and that he 
personally handled the advertising and was familiar with all the 


facts and that the advertisement was prepared by his concern and 


‘was based upon information furnished us by Mr. George Hughes, 


representative of the International Silver Company of Meriden, 


Conn., except that the word “genuine” was inserted entirely at our 
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own volition. The material furnished by Mr. Hughes did not con- 
tain the word genuine and the following is the exact proposed write- 


up as furnished by Mr. Hughes. 


Wm. Rogers Mfg. Co. 
is an Original Rogers Silver Plate Brand 
Made and guaranteed by the 
International Silver Company 


Mr. Hughes made no further suggestions nor gave us any further 


instructions than is contained in the write-up above quoted and the 


word “genuine” was added by me without receiving any suggestion, 


instruction, or inspiration whatsoever from Mr. Hughes or other 
representatives of the International Silver Company. 

Mr. Hughes, an employee of the plaintiff, also says in his 
affidavit that he furnished a form for advertising for the advertising 
agency which prepared the Wilson advertisement and that the form 
which had been furnished by Hughes did not contain the word 
“genuine” and that he never had any idea that the words would be 
used by the agency. It does not appear that the Chicago advertis- 
ing agency ever saw the release of which the defendant complains 
although, of course, neither does the contrary appear. 

So far as any other dealers advertised the plaintiff's “Rogers” 
ware as genuine “Rogers” ware there is no proof that plaintiff was 
in any way responsible therefor. 

The fact that some of such advertisements appeared after the 
release is no proof that there was any relation of cause and effect. 

There were doubtless such advertisements before the release. 

In any event no such knowledge and approval runs to the plain- 
tiff as runs to the defendant concerning advertisement of defendants 
goods more specifically referred to herein. 

So, finally, though the plaintiff may have been guilty of bad taste 
in the so-called release it was not guilty of inequitable conduct which 
would estop him from obtaining relief against the defendant or 
furnish any support for the injunction against it by the defendant. 

No other ground urged by the defendant merits consideration. 

What has been said covers sufficiently the defendant’s motion to 
put the plaintiff in contempt, which motion must be denied. 
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Upon the argument, this court was of the impression that plain- 
tiff may have put itself in the position contended for by the de- 
fendant. But fuller consideration leads the court to realize that 
there was no misrepreseatation of the decree and no misrepresenta- 
tion of plaintiff or defendant’s rights under the decree. The state- 
ment may have been derogatory to defendant’s claim of antiquity 
in the manufacture of this “Rogers” ware by its predecessors. This 
statement was in bad taste and inadvisable, but not so serious as to 
warrant this court in denying the plaintiffs any relief from the 
defendant’s conduct. 

A somewhat similar situation came before the Court of Appeals 
in the case of Peters v. McDonald, 72 F. (2d) 670. In that case 
the patentee made a mis-statement about damages which had been 
awarded him by the court against the defendant. 

Further, the patentee issued a pamphlet commenting on the 
opinion and in certain letters the patentee stated to third persons that 
contracts of the infringer were illegal and that he had no right to 
manufacture “this type of jewelry” and that if his customers wished 
to buy they should purchase of complainant. This case was held 
not to interfere with plaintiff's right to the decree nor to his right 
to damages. 

Also in Alliance Securities Company v. De Vilbiss Mfg. Com- 
pany, 41 F. (2d) 668, the conduct of the patentee was at least as 
grievous as the conduct of the plaintiff here, and the patentee was 


nevertheless granted relief. 


In Asbestos Shingle, etc. v. Johns Manville Company, 189 Fed. 
611, the patentee misrepresented the effect of the decree holding its 
patent valid, but there was no proof that the patentee acted in con- 
scious bad faith. The court held that the defendant was entitled to 
an order requiring the patentee to desist from further mis-statements 
on pain of further proceedings under the decree and to a recalling 
of the decree, if necessary. 


Here the plaintiff made no mis-statements about the decree. 
Such mis-statements as were made related not to the decree but to 


the history of defendant’s wares and such alleged mis-statements 
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were not actual mis-statements but rather inferences from the state- 
ments made. 

The correspondence between the parties shows the arbitrary at- 
titude of and interpretation of the decree by the defendant upon the 
provisions restraining defendant and in a sense justified plaintiff in 
defending itself from such practices. 

It is doubtful also that any mis-statement by plaintiff de hors 
the decree would justify the court in denying plaintiff its right to 
punish defendant for grievous violation of the spirit of the decree. 

Defendant may pursue its remedy elsewhere for any grievance 
it may have. 

The facts do not bring this case within the doctrine of Barfield 
v. Nichols, 2 L. J. Ch. 90 (1824). The chronology alone renders 
it inapplicable. Plaintiff was not the first transgressor, if it was a 
transgressor at all. The defendant was the earlier. Even if the 
doctrine were inapplicable, regardless of chronology, the case is still 
inapplicable for plaintiff has not misrepresented the decree nor 
violated it and has not forfeited its right to proceed against the de- 
fendant for the latter’s violations of the decree. 

It is asserted by the defendant as to plaintiff's second motion that 
the ground for contempt was not included in the original motion 


papers. But this information was largely brought into the case by 


defendant’s answering affidavit and papers show repeated protest 
by plaintiff against the encouragement of such advertising. 

It hardly lies in the mouth of the defendant to show that affida- 
vits, letters and advertisements which the defendant itself largely in- 
troduced in the record of this case may not be considered upon this 
motion. 


Defendant has not shown such conduct on the part of the plain- 
tiff as to put plaintiff in contempt or to deny plaintiff relief in con- 
tempt for defendant’s violation of the decree. 

Defendant’s motion to modify the decree must also be denied. 

The decree having been modified and affirmed as modified by the 
Court of Appeals, the District Court has no power to modify the 
decree without leave of the Circuit Court of Appeals. Hazerott v. 
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Adams, 61 F. (2d) 35 (C. C. A. 8); Novelty Tufting Machine 
Company, 158 Fed. 83 (C. C. A. 6); McClintock v. City of Paw- 
tucket, 180 Fed. 320; Durant v. Essex Company, 101 U.S. 5 


Orders may be entered in accordance herewith. 


The conclusion is that defendant is guilty of contempt in supply- 


ing counsel and furnishing the expenses of the defense in the Myers 
litigation. The damages in this respect must be limited to plaintiff's 
reasonable costs and expenses in this litigation. 

The court also finds the defendant guilty of contempt upon 
plaintiff's later motion seeking such relief, in relation to the adver- 
tisements above set forth and in others which may be disclosed where 
the defendant received forms of advertisements from its dealers, 
which contained no reference to the defendant as the manufacturer 
of the “Rogers” silverware and contented itself with “urging” a 
statement inserting the defendant’s name for business reasons and 
not fixed in the decree. 

No contempt is found for any such advertisements where the 
defendants notified the dealers that they “must” insert the de- 
fendant’s name as manufacturer or guarantor or both. 

If the parties cannot agree upon damages a reference will be 
made in both matters in which defendant is found in contempt. 

Under the circumstances no damages for the Younkers store will 
be allowed. 

The measure of damages but not the amount thereof, may, unless 
the parties can agree, be submitted to the court upon brief or oral 
argument at an agreed day or upon June 19, 1937. 


Findings and orders may be entered in accordance herewith. 
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INTERNATIONAL SILVER ComMpaANy v. OneErmpaA Community LIMITED, 


name now changed to Onerpa LimitTep 


United States District Court, Northern District, New York 
July 9, 1937 


Unram Comrettrion—Contremet— PEN ALTIES—DAMAGES. 

Where defendant violated spirit and intent of decree enjoining it 
from doing certain things and commanding it to do certain other things, 
it may be punished for damage resulting from such violation. In the 
present case, more than nominal, damages must be presumed and will 
consist either of defendant’s profit from wrongful sales, or plaintiff's loss 
from loss of sales. 


Unram Competirion—ContTempt—Power or Court. 
Whether a court, in a contempt proceeding, as distinct from an unfair 
competition action, can require defendant to send copies of opinion in 
contempt proceedings to dealers, quaere. 


In equity. On motion to settle decree adjudging defendant in 
contempt and for determination of measure of damages. For earlier 
opinion, see ante, p. 512. 


Bartlett, Eyre, Scott & Keel, of New York City, for plaintiff. 

Nims & Verdi (Davis, Polk, Wardwell, Gardiner & Reed, John 
W. Davis and Luke W. Finlay) of counsel, of New York City, 
for defendant. 


Cooper, D. J.: This is a motion to settle an order or decree 
adjudging the defendant in contempt pursuant to the opinion of 


this court handed down upon two separate motions of the plaintiff 


and also for a determination and inclusion in such order of the 
measure of damages to which plaintiff is entitled by reason of such 
contempt of the defendant. 

Both parties have submitted proposed orders or decrees. 

Neither decree is satisfactory to the court. 

Paragraph 5 of the plaintiff's decree contains provisions re- 
quiring the defendant to send copies of the opinion in these contempt 
proceedings to dealers. It is extremely doubtful that the court in 
contempt proceedings, as distinct from a suit for unfair competition, 
can require the defendant to do so, and that provision of the pro- 
posed decree will be stricken out and plaintiff left to do its own 
circulating. 
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The plaintiff's proposed decree fails to state specifically the 
grounds upon which the court finds the defendant in contempt. 

First—So far as the Myers case is concerned, the court held the 
plaintiff in contempt for furnishing counsel to the defendant in the 
‘ase and agreeing to provide for the defendant therein the expenses 
of the trial of that case. The only damages allowed were the 
plaintiff's reasonable costs and expenses in the prosecution of that 
suit. The decree should more specifically state the grounds of the 
contempt and define the measure of damages. 

The other two items of contempt are these: 

Second—Receiving from dealers advertisements or proposed ad- 
vertisements of defendant’s silverware which failed to contain a 
statement in the advertisement in close proximity to the trade-name 
yr trade-mark and in type of sufficient size to make it clearly ap- 
parent, showing that such goods are the goods of the defendant and 
no one else, or which failed to show in like manner that the defendant 
is the successor of the former manufacturer of said goods, and then 
approving the advertisement by the so-called “urge’’ letter. 

The cases of many dealers in which such advertisements and 
such urge letters appeared, were enumerated in the opinion, but it 
is not intended to limit the plaintiff to those enumerated. 

Paragraph 1-C of the proposed decree perhaps sufficiently 
covers the case of the urge letters and stands approved. 

Third—The other finding of contempt relates to dealers to 
whom the defendant suggested the advertisement in a form like 
or similar to the Younkers’ advertisement referred to in the opinion, 


which failed to comply with the provisions of 6-A of the final decree 


herein. 


The Younkers’ case was eliminated because of the affidavit 
submitted by the defendants that they did not suggest to Younkers 
the advertisement in the form in which it appeared but that Younkers 
changed the suggested advertisement to the form in which it was 
published. 

It was the purpose of the court to find the defendants in con- 


tempt for any advertisement submitted to the dealers in sub- 





538 TWENTY-SEVEN TRADE-MARK REPORTER 


stantially the form of the Younkers’ advertisement where the adver- 
tisement did not contain the requirements which 6-A of the decree 
imposed upon the defendant. There may be none of these. If 
there were any, they constitute contempt in the view of this court and 
plaintiff is entitled to damages. They may all be like the Younkers’ 
case where the dealer is responsible for the form in which the ad- 
vertisement was published. No part of the proposed order defines 
the acts constituting contempt in this respect. 

1-B is too general and vague and is likely to lead to confusion and 
should be restated. 

Coming now to the measure of damages. It seems to this court 
that when a court makes a decree enjoining the defendants from 
doing certain things and commanding them to do certain other 
things and they violate the spirit and intent of the decree, they may 
be punished if damage results from such violation. If they may 
not be so punished, then they may not be punished at all and the 


decree is a scrap of paper akin to the treaties disregarded in the 
World War. 


In a proceeding for contempt the question of damages is not 
before the court in the first instance but only the question of whether 


or not the defendant has been guilty of contempt. Of course, 
nominal damages may be presumed but nominal damages are in 
effect no damages at all. If the defendant may flout the decree and 
pay nothing except nominal damages, so may the plaintiff, and the 
war of unfair competition will go on as if the courts did not exist. 
It would be most regrettable if court decrees were so futile in 
matters of civil contempt. 

The defendant sells silverware labelled “Wm. A. Rogers’ ware 
and the plaintiff sells “William Rogers & Son” ware, it may be said 
for illustrative purposes. If there is extensive advertising by deal- 
ers of “Wm. A. Rogers” ware simply as “Wm. A. Rogers” silver- 
ware, at the suggestion or with the approval of the defendant, with- 
out any substantial compliance with the decree, that is, if defendant's 
goods are sold by dealers as ‘Rogers’ simpliciter, and the price is 
distinctly lower than the plaintiff’s “Wm. A. Rogers & Son” silver- 
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ware, it naturally follows that the cheaper ware will have large 
sales and the more expensive ware limited sales. There would 
naturally be confusion in the public mind. Even if the price is the 
same, the defendant’s business may, and probably did, unduly in- 
crease and plaintiff's decrease and while plaintiff has no exclusive 
right to the name “Rogers’’ on silverware, it was held on the trial 
herein that plaintiff's “Rogers” ware was better known and had a 
longer history in the trade. 

The fact that the advertisements include a representation of the 
guarantee on the cover of the open box or container showing the 
silver, giving defendant’s name as guarantor, in print so fine as not 
to be legible to the ordinary eye does not save the defendant from 
contempt and was held in the contempt opinion herein. 

Nor is the defendant saved from contempt because the boxes or 
cartons containing the silver carry the trade-mark names of de- 
fendant’s ware with the name of the defendant as successor manu- 
facturer in small type, nor because the inner paper wrappers of the 
ware contain the defendant's name, nor because the silverware is 
back stamped with the defendant’s “Rogers” trade-mark and the 
defendant’s corporate name. 


None of these appear in the advertisement except possibly the 
silverware containing the back stamping and this is wholly illegible. 

After such an advertisement, if one looked at the back stamping 
on the silverware and saw the word “Rogers” therein, she would 
assume that she was buying the advertised “Rogers” ware. 

However, all this goes to the contempt which has been decided, 


and not to the measure of damage or the right to damage. 


It seem to this court that upon the face of the record more than 
nominal damages must be presumed under such circumstances as here 
exist, and that they must consist either of defendant’s profits from 
the unusual sale of such ware or of plaintiff’s loss of profits from 
reduced sales of such ware in the same community. While these 
things may be difficult to prove, proof does not seem impossible. 

In any event, the court cannot at this stage of the proceeding say 
that such proof is impossible. 
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Unless there is controlling authority to the contrary, such, it 
seems to this court, is and ought to be, the rule of law applicable 
here. 

Defendant contends that the burden of proof is on the plaintiff 
to prove substantial damages as a condition to procuring an order 
of reference and that such burden must be met on the motion to 
punish for contempt. 


As has been before stated, on a motion for contempt, the issue is 


whether or not the accused party has been guilty of contempt. 


Damage is not considered until contempt is found. When contempt 
has been found the moving party should have opportunity to prove 
that it has suffered damage by reason of such acts of contempt 
unless it clearly appears from the record before the court on the 
contempt proceeding, either that there has been no damage or that 
damages are incapable of proof. Neither of these things appears 
from the record here. 

The record shows many acts of contempt based on the defendant's 
“urge” letters approving advertisements of defendant’s goods in a 
manner prohibited to defendant itself which letters violate the spirit 
and intent of the mandatory provisions of the decree requiring the 
defendant to positively notify its dealers that they could not sell its 
wares by advertising such wares in the manner which they were ad- 
vertising them. 

How can it be said at this stage either that no damages resulted 
or that proof of damage is impossible? 

Plaintiff should have opportunity to prove its damages on a 
reference, for while there is a strong presumption of damages from 
such flagrant acts by the defendant, the amount of damage does not 
become an issue in these contempt proceedings until after contempt 
has been found. 

Defendant relies in part upon Ludington Novelty Company v. 
Leonard, 127 Fed. 155 (C. C. A. 2). There appear to have been 
special facts in that case persuading the court that damages were 


impossible of proof. 
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The court said “If we could discover any theory upon which a 


substantial recovery might be had we would not hesitate to direct a 


” 


reference ————. 

Even this case holds by necessary inference that substantial 
damages as distinguished from nominal damages may be had in a 
proper case of the kind at bar. 

The same court held in a later case that damages in a like case 
might be had. 

Florence v. Dowd, 189 Fed. 44 (C. C. A. 2) [1 T.-M. Rep. 289}. 
Later reference will be made to this case. 

Reardon Laboratories v. B. B. Eat. Co., 3 Fed. Supp. 467 

Affd. 71 F. (2d) 515 [23 T.-M. Rep. 375]. In this case cited by 
defendant accounting was denied because there was no substantial 
evidence that customers had been deceived or that defendants had 
realized profits from deceptive sales or that plaintiff had sustained 
any substantial damage by defendant's competition. 

That case was decided upon its own facts. 

The decree in the case at bar enjoined the defendant from sell- 
ing its goods except with such notice to its dealers as would prevent 
them selling defendant’s goods in such a way as to lead the public 
to believe they were buying plaintiff's goods. 


Here the acts of the defendant encouraged the dealers to sell 


its goods in such a way as to lead purchaser to believe they were 
buying plaintiff's goods. 


Hence the last mentioned case does not support defendant’s 

contention. Cases such as Stetzer v. Lang, 69 F. (2d) 475 
C. C. A. 7), Los Angeles Brush Company, 272 U. S. 701, relate 

to a reference of the issue or the chief issues of a suit and have no 
pplication here. 

Straus v. Notaseme Company, 240 U.S. 179 [6 T.-M. Rep. 103}. 
This was not a contempt case. The facts upon. which the court 
eld that there should be no accounting were chiefly that the de- 
fendants used a device that an earlier user sought to have registered 


it was refused; that the original imitation was unintentional and 
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innocent; that no deceit of substitution of goods was in fact accom- 


plished. 

The lack of analogy is manifest. 

American Specialty Company v. Collis, 285 Fed. 929 (S. D. 
Iowa) [6 T.-M. Rep. 561], was an unfair competition case and the 
court refused a reference to prove damages for the reason, among 
others, “there is nothing in the case to indicate that it would be 
possible to prove damages.” 

Estate Stove Company v. Gray & Dudley, 41 F. (2d) 462. 
The court here held it would be impossible to prove the damages. 
not that damages were not allowable if provable. 

The defendant cites no controlling authority holding that no 
substantial damages may be allowed in such a case as the one at bar. 

Plaintiff relies upon Florence v. Dowd, supra, a case in this 
circuit. It is an unfair competition case and distinctly applicable 
here. The court said: 

This is not a case where this Court or the Circuit Court can say in 
advance that the complainant will be unable to establish the amount of gains 
and profits which the defendants have made by reason of the unfair methods 
employed by them in dressing up their brushes to resemble the com- 
plainant’s brushes. Except in those cases where the court is convinced 
that such proof is impossible, an accounting should be ordered. 

So here, the court is not convinced that such proof is impos 
sible. That no accounting was directed in the final decree in the 
case at bar was based on other grounds. 

And even if based on the same ground, a different situation 
presents itself when, as here, the conditions under which defendant 
could sell its wares were, for the first time, defined and limited in 
the final decree. Defendants’ attempt to find lack of analogy for 
this case must fail. 

In Merriam v. Saal field, 198 Fed. 369 (C. C. A. 6) [7 T.-M. Rep. 
110], which cited Florence v. Dowd, supra, the court in a like case 
reaffirmed this doctrine that plaintiff was entitled to damages and 
an accounting: “Unless it is made clearly and certainly to appear 
that neither upon the existing record nor upon any record which: 
complainant can make before the master, could there be any sub 


stantial recovery.” 
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Plaintiff cites: 

Lehman v. Treullic-Arnold Company, 284 U. S. 448, and various 
other cases. 

They are chiefly contempt proceedings following decrees in 
patent infringement cases. They are therefore not unfair com- 
petition cases but the doctrine of compensation and measure of 


damages appears to be the same as in kindred unfair competition 


cases like the one at bar. These cases show that profits may be 


recovered as compensation in a contempt case. The proof may be 
more easy in patent infringement cases, but the principle seems to 
be the same. 

In Florence v. Dowd, supra, the court speaks of complainant’s 
right to recover from the defendant if provable “The amount of 
gains and profits which the defendant made by reason of the unfair 
methods employed by them in dressing up their brushes to resemble 
the complainant’s brushes.” 

There seems strict analogy between the doing of the unfair act 
by defendant itself and by those whom defendant encouraged to do 
the forbidden act, especially when profit results to the defendant, 
as may reasonably be presumed here. 

The conclusion then is that plaintiff should have opportunity 
to prove its damages and that the measure of the damage to which 
plaintiff is entitled by reason of defendant’s violation of the decree 
is defendant’s profits or its own losses insofar as they can be 
traced to the defendant’s acts in violation of the decree, but not 
both. Besides this, plaintiff may recover its reasonable costs and 
expenses of these proceedings in civil contempt. Plaintiff may also 
recover costs and expenses in the Myers case. 

Since there is to be a reference to one special master on both 
motions, there seems no good reason why the findings of contempt 
should not be contained in one order. 


An order may be entered in accordance herewith. 
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Stranparp O11 Company v. STANDARD O1L Company (New Jersey), 


STANDARD O11 ComPANy or New Jersey, Esso, INCORPORATED, 


Hucu Scortr and Francis SHEERAN 


United States District Court, Eastern Division, Eastern Judicial 


District of Missouri 


July 8, 1937 


Unrar Competirion—“S O” anp “Esso”—Conruiictinc Marks. 

The word “Esso” held confusingly similar to the letters “S O,” both 
notations being used as trade-marks for motor oils and other petroleum 
products. 

Unram Competrrion—“Sranparp On,” “S O” anno “Sranparv’—UseE 
Trape-Mark IN Corporate NAME. 

Plaintiff has, since 1889, been manufacturing and selling petroleum 
products in filling stations, hardware stores and other outlets, under 
various trade-marks, such as “Standard Oil Company,” “Standard Oil,” 
“Standard,” “SOCO” and “S O,’ which marks have come to be iden- 
tified with its said products to consumers in Colorado, Illinois, Indiana, 
Iowa, Kansas, Michigan, Minnesota, Montana, Missouri, North Dakota, 
Oklahoma, South Dakota, Wisconsin and Wyoming. Therefore, the use 
by defendant, Esso, Incorporated, organized many years later, of the 
word “Esso” as a trade-mark for petroleum products in said terri- 
tory and in its corporate name, held unfair competition. 

Trape-Marxs—“Esso”— REGistration—EFrecr. 

The registration of “Esso” in the United States Patent Office as a 
trade-mark for motor oil and other petroleum products by defendant 
held not to have created any trade-mark rights therein effective in terri- 
tory in which plaintiff operates. 

Unrair Competrrion—Svuirs—Derenses—Use or Expianatory Purase. 

Defendant’s use of explanatory phrases, such as “Not connected with 
Standard Oil Company (Indiana),” held not to constitute a defense or 
a justification of the acts complained of. 


OF 


In equity. Action for unfair competition in the use of a trade 
mark. Injunction granted. 


Nims & Verdi (Harry D. Nims, Wallace H. Martin, and Stewart L. 
Whitman, of counsel), of New York City, Louis L. Stephens, 
of Chicago, Ill., Daniel N. Kirby and Everett Paul Griffin, 
of St. Louis, Mo., for plaintiff. 

Edward S. Rogers, Frank H. Sullivan, Wm. O. Reeder, Edwin S 


Hall, of Chicago, Ill. and H. M. McLarin, of New York City. 
for defendants. 
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Findings of Fact 


The matter in controversy herein exceeds, exclusive of interest and 
costs, the sum or value of Three Thousand Dollars, and this suit is between 
citizens of different states. Plaintiff, Standard Oil Company, is incorporated 
under the laws of the State of Indiana. Defendant Esso, Incorporated, is 
incorporated under the laws of the State of Delaware. The complaint 
names as defendants, Standard Oil Company, a New Jersey corporation, 
its wholly owned subsidiary, Standard Oil Company of New Jersey, a 
Delaware corporation, Esso, Incorporated, a wholly owned subsidiary of 
the Standard Oil Company of New Jersey, and two employees of Esso, 
Incorporated, Hugh Scott and Francis Sheeran. The last two named de- 
fendants were served. Esso, Incorporated, appeared and answered. Sub- 
sequently the bill was dismissed by consent as to Scott and Sheeran, and 
Esso, Incorporated, is now the sole defendant. 

The term “Standard” was first used in the oil industry in Pittsburgh, 
Pa. ia 1862 by the partnership of Clark & Sumner. Apparently it was 
then used to suggest a flag or banner and a flag was used with the name. 
rhe word has never been used in the oil industry as meaning quality and 
defendant’s parent company, Standard Oil Company of New Jersey, at 
various times, has asserted this fact and relied on it in legal proceedings. 
In 1868 the Clark & Sumner partnership was succeeded by a joint-stock 
company organized under the name of “The Standard Oil Company.” 
This corporation became known as “The Standard Oil Company of Pitts- 
burgh” and from it the plaintiff and all other Standard Oil Companies 
claimed to derive their rights to the word “Standard” as a trade-mark or 
trade-name. Standard Oil Company (Ohio) was organized in 1870. In 
1882 the control of forty petroleum companies, including the Standard Oil 
Company of Ohio, was placed in the hands of nine trustees. Shortly after- 
ward these trustees organized a Standard Oil Company of New York and 
Standard Oil Company of New Jersey, a name subsequently changed to 
Standard Oil Company (New Jersey). Subsequently various other Standard 
Oil Companies were organized. 

3. Plaintiff was incorporated in Indiana in 1889 under the name 
“Standard Oil Company.” This has been its name continuously from that 
date to the present, although at different times it has used in connection 
with its corporate name “Incorporated,” “An Indiana _ corporation,” 
“Indiana.” From the date of its incorporation, plaintiff has been en- 
gaged in the purchase and refining of crude petroleum and in the manu- 
facture, distribution and sale, at wholesale and retail, of petroleum 
products of which it sells more than 2200 different brands. Its products 
are sold at filling or service stations, hardware stores, drug stores, grocery 
stores and other retail outlets. Plaintiff is the largest distributor and 
seller of petroleum products in the states in which it operates. Since 
about 1915 plaintiff has used red, white and blue, and red and white on its 
station pumps and merchandise, and such colors have been used for the 
purpose of identifying and distinguishing plaintiff's stations and its mer- 
chandise. 

1. Subsequent to its incorporation, plaintiff acquired the businesses of 
various companies, the goods of which were marked with one or more of 
the brands “Standard Oil Company,” “Standard Oil,” “Standard,” 
“S OC O,” and “S O.” In Missouri, plaintiff succeeded in 1896 to the 
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business of the Standard Oil Company of Kentucky, which business was 
formerly owned by the Consolidated Tank Line Company and was begun in 
1881. Plaintiff also extended its business into certain states in the Mid- 
West, and, prior to the acts herein complained of, it was operating under 
its corporate name and owning and using as its said trade-marks and trade- 
names “S O,” “S O C O,” “Standard,” “Standard Oil” and “Standard Oil 
Company” in the following states: Missouri, Colorado, Illinois, Indiana, 
Iowa, Kansas, Michigan, Minnesota, Montana, North Dakota, Oklahoma, 
South Dakota, Wisconsin and Wyoming, hereinafter referred to as “said 
states.” 

5. From the beginning plaintiff's business in connection with its said 
trade-marks and trade-names has been substantial. In 1896 its annual 
sales amounted to nearly $7,000,000; in 1915 its annual sales amounted to 
more than $55,000,000; in 1925 in excess of $281,000,000, and since that time 
its annual sales have varied between $167,000,000 and $394,000,000. In 
Missouri alone its annual sales since 1920 have varied between $15,000,000 
and $29,000,000. 

6. Either the plaintiff or its predecessors, as the case might be, were the 
first to’sell petroleum products in said states marked “Standard Oil Com- 
pany,” “Standard Oil,” “Standard,” “S O C O” and “S O.” Some of these 
uses date as far back as 1881. Since prior to 1900, plaintiff has sold 
products, each of which, in addition to the name of the plaintiff, was marked 
with the word “Standard.” Some of these products, so marked, have been 
sold for over forty years. For years plaintiff has maintained and operated 
many kinds of signs on which appear one or more of the names “Standard,” 
“Standard Oil,’ “Standard Oil Company,” “Standard Oil Products,” 
“Standard Service,” “Standard Lubrication,” “Standard Dealer,” “Standard 
Red Crown,” and the like. In the ten years following 1926 plaintiff spent 
more than $32,000,000 in advertising, all of which carried the words 
“Standard Oil.” Over $3,000,000 of this amount was spent in the State of 
Missouri. Plaintiff has long used as one of its trade-marks the initials of 
the name “Standard Oil Company” either as “S O C O” or as “S O.” This 
was begun in Missouri by plaintiff's predecessor, Consolidated Tank Line, 
before 1890, by use of “S O C O” in monogram form. By 1898, plaintiff 
was identifying itself and its goods in its price lists as “S O.” By 1906, 
plaintiff used “S O C O” on barrel labels. In 1910-11, 5,000,000 cans bearing 
the initials “S O C O” in a monogram were bought from the Ohio Company, 
and in 1913-14 it was ordered to make no more monograms. A monogram 
of these letters has been used to a limited extent since and is used today. 
The use of the initials in form of letters (“S O C O” and “S O”) as a 
trade-mark has been very extensive. For instance, since 1912 several 
hundred thousand metal barrels have been used marked “S O C O Ind.” 
The initials were incorporated in the trade-mark “Solite” in 1923 and mil- 
lions of gallons of gasoline have been sold under this mark. The initials 
were put on many service stations in signs and decorations beginning about 
1926, and there have been other uses of these initial trade-marks in other 
ways for many years. 

7. Plaintiff and its products have long been known in the localities 
where it operates by the nicknames “S O C O,” “S O,” “S O Company,” 
“Standard,” and “Standard Oil.” 

8. In the states in which plaintiff operates there are various persons who 
are aware of the fact that there are several concerns in the petroleum in- 
dustry known by names which include the words Standard Oil, but in 
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these states the terms “Standard,” “Standard Oil,’ “S O” and “S O C O” 
and variants thereof are used by the public to identify the plaintiff and 
the plaintiff's products. 

9. Defendant’s parent company, Standard Oil Company (New Jersey), 
at various times has asserted and admitted that “Standard” and “Standard 
Oil” as used by each of the Standard Oil Companies in the respective 
localities where each operates (including the plaintiff here) indicate in 
each such locality the company operating in that locality and none of the 
others. 

10. Plaintiff's exclusive rights in the terms “Standard Oil Company,” 
“Standard Oil” and “Standard,” and any imitation, abbreviation or ampli- 
fication thereof in various of the states in which it operates, have been 
adjudicated by this and other courts. 

11. “S O” and “S O C O” are abbreviations of and equivalents of 
“Standard Oil,’ and are recognized as such by the public. 

12. Standard Oil Company of New Jersey and Standard Oil Company 
(New Jersey), which defendant in its brief refers to as its associates, have 
recognized and acknowledged plaintiff's exclusive rights in “Standard Oil 
Company,” “Standard,” and “Standard Oil” in said states. 

13. In 1899, the Standard Oil Company (New Jersey) acquired the 
corporate stock of various Standard Oil Companies, including plaintiff, and 
continued to hold this stock until 1911, when such ownership ceased, but 
this ownership gave it no rights in or ownership of the good-will and trade- 
marks of plaintiff. 

14. Continuously, since the dissolution decree in 1911, the various 
Standard Oil companies, including plaintiff, have used one or more of the 
trade-marks “Standard,” “Standard Oil,” “Standard Oil Company,” 
“SOC O,” “S O,” or abbreviations of such marks or variations of them, 
exclusively in the territory where each has operated under the name 
Standard Oil Company and each of said companies has acquired common 
law rights in marks used by it in the states in which it has used its said 
trade-marks, which rights are exclusive of the other companies and each has 
recognized the rights of each of the others to use said marks exclusively 
in its own locality. Each company has competed with the others without 
limitation of locality under many different names and trade-marks, which 
do not include “Standard” or similar words. For instance, the Standard 
Oil Company of New Jersey competes with plaintiff under the name Penola, 
Inc.; plaintiff competes with the Standard Oil Company of New Jersey 
under the names “Amoco” and “Pan. Am.” 

15. The Standard Oil Company of New Jersey, or the Standard Oil 
Company (New Jersey), or both, in the past in applying to various courts 
for protection for their trade-mark rights in the words “Standard” or 
analogous marks have represented to said courts as a basis for desired relief 
that the rights of each of the Standard Oil Companies in the states in which 
it conducts its business are exclusive of each of the other Standard Oil 
Companies and that such rights in each company are based on exclusive use 
of such trade-marks in the territory in which it has conducted its business 
under such trade-marks. : 

16. In 1923, defendant’s parent company, Standard Oil Company of 
New Jersey, began to use the term “Esso” which it admits it derived 
from the letters “S O,” such use being outside the states where plaintiff 
does business. At that time plaintiff had long used in said states the 
trade-names and trade-marks “Standard,” “Standard Oil,” “Standard 
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Oil Company,” “S O C O” and “S O” on its products and had also used the 
letters “S O” in combination with other terms as in the trade-mark “Solite” 
for gasoline. 

17. In 1932 defendant, Esso, Incorporated, was organized by Standard 
Oil Company of New Jersey and was from the time of its incorporation and 
now is a wholly owned subsidiary of Standard Oil Company of New Jersey. 

18. Defendant, Esso, Incorporated, is a subsidiary of and an instrumen- 
tality used by Standard Oil Company of New Jersey and Standard Oil 
Company (New Jersey) in selling and marketing the petroleum products 
of said companies. 

19. Beginning in 1933 defendant, Esso, Incorporated, as such subsidiary 
and instrumentality made sales in states where plaintiff operates, in small 
and decreasing amounts, of a product marked “Esso Handy Oil.” There 
were no sales of this product in Missouri after 1935 and very little else- 
where in said states. 

20. As early as 1931, and prior to any use of the word or mark “Esso” 
by defendant in said states, plaintiff notified Standard Oil Company of New 
Jersey that it would object to any use of the word “Esso” in such states. 

21. In 1935 the defendant, Esso, Incorporated, opened three stations in 
the City of St. Louis, Missouri, at which it sold and offered for sale 
gasoline, oil and other petroleum products. On the signs, pumps, and 
other equipment at said stations, defendant displayed the terms “Esso,” 
“Esso, Inc.,” and “Esso Station,” and also combinations of “Esso,” such as 
“Essolube” and “Essolene.” Defendant also sold and offered for sale 
petroleum products in cans marked “Essolube,” “Essoleum,” and “S O Co. 
of N. J.” Signs marked “Esso” also bore phrases like “Not connected with 
Standard Oil Company (Indiana).” Pamphlets were distributed containing 
similar statements. Defendant also used “Esso” in advertisements of its 
products in St. Louis beginning in April, 1935, and this advertising included 
statements like “Not connected with Standard Oil Company (Indiana).” 

22. Plaintiff promptly objected to and protested against defendant's 
acts. 

23. The stations maintained by defendant in the City of St. Louis where 
the term “Esso” was used were decorated in red, white and blue, and at 
said stations petroleum products were offered for sale in cans colored red, 
white and blue. 

24. Prior to any use by defendant Esso, Incorporated, of “Esso” in said 
states, plaintiff had notified Standard Oil Company (New Jersey) that it 
owned the exclusive use to “Standard” and similar marks in the said states 
and claimed the exclusive right to use the brands “S O,” “S O C O,” 
“Standard,” “Standard Oil” and “Standard Oil Company” in said states, 
and had notified Standard Oil Company (New Jersey) that it objected to 
the use by any other concern of “Esso” in said states and that the use of 
“Esso” in said states would be a violation of its rights and would not be 
allowed. 

25. Plaintiff did not adopt nor has it used any of its trade-marks or 
trade-names with the intent or purpose of forestalling or preventing legiti- 
mate exercise of any lawful rights or property of the defendant, or of its 
parent company. 

26. Plaintiff's use of “Standard,” “Standard Oil,” “S O” and “S O C O,” 
both prior to and after defendant’s use of “Esso” has been a continuance of 
its long use of those marks and was in exercise of its then existing rights. 
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27. The public regard the letters “S O” when used in connection with 
petroleum products sold by plaintiff as being the initials of “Standard Oil 
Company” and “Standard Oil” and understand them to mean that such 
products are made by or sold by plaintiff or by a subsidiary of plaintiff, 
or by a concern connected with plaintiff, or by a concern selling plaintiff's 
goods. 

28. “Esso” is the spelled out form of “S O.” 

29. “Esso” is identical in sound and significance to “S O.” 

30. “Esso” is the equivalent of “S O.” 

31. “Esso” is confusingly similar to “S O” and “S OC O.” 

32. “Esso” is the equivalent of “Standard Oil” to many consumers of 
petroleum products. 

33. Defendant’s parent company, Standard Oil Company of New Jersey, 
in seeking relief and protection from courts of equity has asserted and 
represented to such courts that “Esso” is identically the same as the 
letters “S O” and also that “S O” is the same as “S O C O.” 

34. The intent of the Standard Oil Company of New Jersey in its use of 
Esso as a brand and as part of the corporate name of defendant “Esso, 
Incorporated,” is to sell its goods as “Standard Oil” and “S O” goods in 
states in which these brands are not its trade-marks and trade-names, but 
are the trade-marks and trade-names of its competitors; and by so doing 
to enable it to deceive the public to its advantage and profit and to use and 
profit by the reputation, popularity and good-will of plaintiff and “to reap 
where it had not sown,” and to appropriate “to itself the harvest of those 
who have sown” and was “an unauthorized interference with the normal 
operation of complainant’s legitimate business precisely at the point where 
profit is to be reaped in order to divert a material portion of the profit 
from those who have earned it to those who have not.” 

35. Members of the public seeing the word “Esso” displayed at 
defendant's stations believe that the products sold there are the products 
of the plaintiff or of a subsidiary of plaintiff, or of a company connected 
with plaintiff or selling plaintiff's products; and such belief is not 
eliminated or greatly affected by the use of defendant of the phrase “Not 
Connected with Standard Oil Company (Indiana),” and other precautions 
against confusion, and members of the public who have purchased mer- 
chandise at defendant’s stations where the word “Esso” was displayed, 
have believed, because of the term “Esso” there displayed, that they were 
getting plaintiff's products, and were thereby deceived, and the likelihood 
of confusion arising out of defendant’s use of “Esso” is not obviated by 
defendant’s explanatory phrases and other precautions of defendant. 

36. Many members of the public do not closely observe signs displayed 
in gasoline service stations. 

37. Members of the public, who purchased gasoline at defendant's 
stations, noticed the word “Esso” and believed it to indicate that the 
stations were plaintiff’s stations and did not notice the signs displayed at 
defendant’s stations stating “Not Connected with Standard Oil Company 
(Indiana).” 

38. Other customers who saw the “Esso” sign and saw also the state- 
ment “Not Connected with Standard Oil Company (Indiana),” believed 
that the station was plaintiff’s station or a station selling plaintiff's products 
or a station in some way connected with plaintiff, and that the goods sold 
at such station were plaintiff's goods. Some others saw the sign and were 
not confused. 
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39. The use of plaintiff's name on signs displayed at defendant’s 
stations tends to cause customers who see it, to believe that defendant's 
stations are plaintiff's stations. 

40. The term “Esso” does not describe and is not understood as mean- 
iny any particular grade or quality of product. It has no meaning except 
as the equivalent of the letters “S O.” 

41. Defendant’s conduct has had the effect both of causing defendant's 
goods marked “Esso” to be sold as plaintiff's, and of trading upon plain- 
tiff’s long established and widely and favorably known good-will and 
reputation. 

42. Defendant’s use of the colors red, white and blue in the combina- 
tion in which it uses them on its stations and on cans in which it sells its 
products, is sufficiently different from plaintiff's combination and arrange- 
ment of such colors, that if used without the word “Esso,” or any word of 
which “Esso” is a part, or any other word or symbol similar to or suggesting 
the marks or names “S O,” “S O C O,” “Standard,” “Standard Oil,” 
“Standard Oil Company,” or any one or more of them, the public is not 
likely to be deceived into believing that the products sold at the stations 
and in cans bearing defendant’s combination of such colors, are plaintiff’s 
products. 


Conclusions of Law 


1. The terms “Standard,” “Standard Oil,’ “Standard Oil Com- 
pany,” “SO,” and “S OC O,” are plaintiff's trade-marks and trade- 
names. Plaintiff is entitled to their exclusive use in the states in 
which it conducts its business. 


2. Plaintiff's exclusive rights to said trade-marks and trade- 


names have never been abandoned. 


3. Defendant’s use of “Esso” infringes plaintiff's rights and 
constitutes unfair competition. 

4. The registration of “Esso” in the United States Patent 
Office, whether by the defendant, Esso, Incorporated, or by Standard 
Oil Company of New Jersey or Standard Oil Company (New 
Jersey), has not created any trade-mark rights therein effective in 
any of the states in which plaintiff operates. 

5. Defendant’s use of explanatory phrases and other precau- 
tions against infringement such as “Not connected with Standard 
Oil Company (Indiana), do not constitute a defense to this cause 
or a justification of its acts as complained of herein. 

6. Defendant’s use of “Esso” as a part of its corporate name, 
in the states in which plaintiff operates, constitutes an infringement 


of plaintiff’s rights and unfair competition. 
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7. The decree entered by this court in the case of United States 
v. Standard Oil Company, et al., does not constitute a justification 
of the acts herein adjudged to be unfair or a defense to this cause. 

8. Defendant, Esso, Incorporated, is estopped to deny plaintift’s 
exclusive trade-mark rights in “S O,’ “S O C O,” “Standard,” 
“Standard Oil” and “Standard Oil Company” in the states in 
which it does business and is further estopped to deny that “Esso” 
is the equivalent of “S O” and that said defendant’s use of “Esso” 
in such states is an infringement of plaintiff’s rights in “S O,” 
“SOC O,” “Standard,” “Standard Oil” and “Standard Oil Com- 
pany.” 


” 


9. The use of “Esso” in defendant’s corporate name and as a 
brand on merchandise not sold by plaintiff, in said states in which 
plaintiff has been the exclusive user of “S O,” “Standard Oil’ and 
similar marks, constitutes an unauthorized interference with the 
normal operation of plaintiff's business and is unfair competition 
and an unfair diversion of profit from plaintiff who created the 
good-will represented by said marks in said states to defendant and 
its “associates” who did not create it. 

10. Plaintiff has fully established by evidence that it is entitled 
to a permanent injunction against the defendant, Esso, Incorporated, 
perpetually enjoining and restraining said defendant, its agents, 
servants, representatives, employees, attorneys, confederates and all 
others acting for, with, through or under it, and each of them: 

(a) From using in the states of Missouri, Colorado, Illinois, 
Indiana, Iowa, Kansas, Michigan, Minnesota, Montana, North 


Dakota, Oklahoma, South Dakota, Wisconsin or Wyoming, in con- 


nection with petroleum and its products or in the petroleum industry 


or in connection with the sale of any articles similar to those here- 
tofore marketed by plaintiff, in any name, corporate or otherwise, 
or as a brand for merchandise, or in any manner: 

1. The term “Esso,” either alone or in combination with other 
names, terms, letters, marks, symbols or syllables. 

2. Any of plaintiff's trade-marks or trade-names, i.e., “Standard 
Oil Company,” “Standard Oil,”’ “Standard,” “S O C O” or “S O,” 
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or any names, terms, marks or symbols colorably similar thereto in 
sound, appearance, significance or meaning, or any combination 
thereof with other names, terms, letters, marks, symbols or syllables. 

(b) From selling, offering or advertising for sale any product 
not plaintiff's product of a similar nature to the products heretofore 
marketed by the plaintiff in the above named states under any name 
or mark or by any method indicating that such product is the product 
of Standard Oil Company; 

(c) From committing any other act or acts calculated to cause 
confusion or to infringe, injure or damage the rights of the plaintiff 
in and to its trade-marks, name and good-will, and from otherwise 
competing unfairly with the plaintiff by any means or in any manner. 


WueEREFORE, the court enters its 


Decree 


This cause came on to be heard at this term and was argued by 
counsel; and thereupon, upon consideration thereof, it was and is 
ordered, adjudged and decreed, in accordance with the findings of 
fact and conclusions of law filed herewith that: 

Defendant, Esso, Incorporated, its agents, servants, representa- 


tives, employees, attorneys, confederates, and all others acting for, 


with, through or under it and each of them, be and hereby are per- 


petually enjoined and restrained ; 

(a) From using in the states of Missouri, Colorado, Illinois, 
Indiana, Iowa, Kansas, Michigan, Minnesota, Montana, North 
Dakota, Oklahoma, South Dakota, Wisconsin or Wyoming in con- 
nection with petroleum and its products or in the petroleum indus- 
try or in connection with the sale of any articles similar to those 
heretofore marketed by plaintiff, in any name, corporate or other- 
wise, or as a brand for merchandise, or in any manner: 

1. The term “Esso,” either alone or in combination with other 
names, terms, letters, marks, symbols or syllables. 

2. Any of plaintiff’s trade-marks or trade-names, i.e., “Standard 
Oil Company,” “Standard Oil,” “Standard,” “S O C O,” or “ S O,” 


or any names, terms, marks or symbols colorably similar thereto in 
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sound, appearance, significances or meaning, or any combination 


thereof with other names, terms, letters, marks, symbols or syllables. 


(b) From selling, offering or advertising for sale any product 
not plaintiff's product of a similar nature to the products heretofore 


marketed by the plaintiff in the above named states under any name 


or mark or by any method indicating that such product is the product 
of Standard Oil Company ; 

(c) From committing any other act or acts calculated to cause 
contusion or to infringe, injure or damage the rights of the plain- 
tiff in and to its trade-marks, name and good-will, and from other- 
wise competing unfairly with the plaintiff by any means or in any 
manner. 

It is further ordered, adjudged and decreed that a writ of in- 
junction issue out of this court in accordance with the foregoing 
order and decree; and that 

The plaintiff shall recover from defendant all profits and gains 
which defendant may have derived on account of defendant’s acts 
enjoined by this decree, as well as all damages which the plaintiff 
has suffered by reason thereof and that this cause is hereby referred 
to Staunton E. Boudreaux, Esq., as Special Master, to ascertain and 
take and state and report to this court an account of said profits 
and damages; and the defendant, its officers, directors, agents and 
servants, and each of them, are hereby directed and required to 
attend before the said Special Master, as required by said Special 
Master, and produce the books, papers, exhibits, statements and 
documents of the said defendant as it may be directed by the said 
Special Master, and to submit to such examination as the said 
Special Master may deem proper. 
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EvizaBETH ARDEN, INc. v. Frances Denney, INc., DENNEY & 
Denney, Inc., and Wititiam F. Denney, Jr., Jonn D. 
Denney, ANTHONY De P. Denney and ANNE DENNEY 
FLEMING, co-partners trading under the firm name 


and style of Denney & DENNEY 
United States District Court, Eastern District of Pennsylvania 
May 21, 1937 


Unrair Comretirion—Coror—Ricur to Use. 

It is well settled that color, and even color combinations, unless 
distinctive, are publici juris and cannot be appropriated by one person 
to the exclusion of all others. 

Unrair Compettrion—Use or Cotor on Totter Artictes—LiMIraTIons. 

The fact that plaintiff, a manufacturer of toilet articles, was restricted 
in its choice of colors suitable for use on its containers did not enlarge 
its rights to appropriate features ordinarily free to all, the general rule 
being that neither the use of the same colors nor of the same form of 
containers, cartons or labels constitutes unfair competition, when such 
features are common to the trade. 

Unrarr Competirion—Use or Simirar Conralners. 

Defendant, by the use of its containers of face powder and other 
toilet articles of certain pastel colors, gilt borders and general arrange- 
ment of contents, all similar to those in prior use by plaintiff, held not 
guilty of unfair competition with the latter, inasmuch as toilet prepara- 
tions of the kind at issue are seldom sold from a common display 
counter, each brand being kept separate from all others, and especially 
as the variations of the color scheme chosen was one in general use. 


In equity. Action for alleged unfair competition. Bill dismissed. 


Kirxpatrick, D. J.: This is a suit in equity for unfair competi- 
tion, based chiefly upon alleged copying by the defendants of the 
dress and general appearance of the plaintiff’s goods. 

Both the plaintiff and the defendants make and sell various 
toilet preparations, such as soaps, toilet powders, perfumes, bath 
salts, creams, rouges, and the like. Both are old and well established 


concerns and have spent a great deal of money upon advertising their 


products. If its allied lines be included, the business of the plain- 
tiff is one of the largest of its kind in the country. That of the 
defendants is also very large. The plaintiff and the defendants are 


in direct competition in Philadelphia and other cities. 
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This controversy centers mainly upon what are known as ‘“‘sets”’ 
or “‘gift boxes.” For the last two or three years the plaintiff has 
been putting out, particularly at Christmas time, good sized paste- 
board boxes with hinged tops and cotton packing, containing com- 
binations of its products—usually a bottle of bath salts or of toilet 
water, a cake of soap, and an oval box of dusting powder. Last 
Christmas the defendants began to sell a box of generally similar 
shape, also containing a combination packed in cotton, which in- 
cluded a bottle of bath salts and an oval box of dusting powder, in 
an arrangement corresponding to the plaintiff's and in packages 
which bore some resemblance to those used by the plaintiff. 

At the outset, I shall state my view that the defendants’ sets 
are enough like the plaintiff's to cause some moderately observant 
purchasers to confuse the two. Unless carefully separated and dis- 
tinguished at the time of sale, it is more than likely that some of 
the defendants’ boxes will be bought under the mistaken belief that 
they are the plaintiff's. 

It is true that no single package in the defendants’ combination 
is exactly like the corresponding item in the plaintiff's, and that 
no one feature of the box is exactly like the corresponding feature of 


the plaintiff’s. It is useless and would be perhaps misleading to 


catalog all the points of difference. If one says that the plaintiff's 


box is pink and blue with a blue lining for the lid, while the de- 
fendant’s is light pink and dark pink with a green lining for the lid, 
it sounds as though there could be no possibility of confusing the 
two; but the fact is that the plaintiff's blue and the defendants’ 
green are so close to one another as to be almost indistinguishable 
except in a good light, that the boxes are usually displayed open, so 
that the inside of the lid rather than the top is what the purchaser 
sees, and that when you look first at one, then the other the whole 
effect is that of the same colors, massed and arranged in the same 
way. The jeweler’s cotton of the plaintiff conforms to one element 
(pink) of the general color combination, while that of the defendant 
conforms to the other (blue-green), but the difference in the color 


of the cotton has very little effect in differentiating the packages to 
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the ordinary casual observer, to whom the cotton is merely packing 


material. When you look at the items of the combinations as ar- 
ranged, you have in both the blue-green bottle at the left and the 
pink oval dusting powder pasteboard boxes to the right, all sur- 
rounded by the cotton, and you get much the same impression. Both 
boxes are edged in gilt. The.defendants’ box has a gilt monogram 
upon the lid in the place where the plaintiff has placed a gilt signa- 
ture. Each has his own gilt signature on the inside of the lid, 
but what the casual observer gets from both is only a general im- 
pression of some kind of gilt inscriptions upon both boxes in the 
same places. 

There was some evidence of actual cases of confusion. I have 
not said that this was intended by the defendants, but it does seem 
plain that the defendants meant to attract purchasers by utilizing 
a type of box, general color scheme and arrangement of packages 
which the plaintiff was already using. 

This, however, by no means disposes of the case. It is a well 
settled rule of law that color, and even color combinations (without 
distinctive designs), are in the public domain and can not be ap- 
propriated by one person to the exclusion of all others. Of course, 
color is an element in the dressing of goods, and copying of colors 
may be evidence of fraudulent intent, as well as evidence upon the 
general question of likelihood of deception. Naturally, it is of more 
importance where the parties have the entire range of colors to 
choose from than it is in cases like the present where the field is 
limited. The evidence, if evidence be required, is undisputed that 
at the present time pastel shades of the more delicate colors—blues, 
greens, pinks—are almost the only ones that can be used for boxes 
and containers which are intended to stand upon women’s dressing 
tables in. bedrooms or bathrooms. It scarcely needs an interior 
decorator to advise that harsh, crude colors—browns, purples, ete.— 
will not do. So, the defendants, if they were to get out gift boxes at 
all, did not have a very wide selection of colors. 

These same considerations worked against sharp or striking 


differentiation in markings on the boxes. The plaintiff certainly 
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did not choose to adopt anything very distinctive in the way of 
design. The boxes are of a common enough type and in plain colors. 
The gilt edges are not unusual, and about the only thing which 
makes the package individual is the trade-mark signature, which 
is quite inconspicuous. Of course, no manufacturer would want to 
spoil an attractive box for a lady’s dressing table by putting a big 
glaring placard upon it. Still, the fact that the plaintiff is limited 
does not enlarge its rights to appropriate features ordinarily free 
to all. The general rule is that neither the use of the same colors 
nor of the same form of containing vessels, cartons, or labels con- 
stitutes unfair competition, when such features are in common use 
in the trade, especially when they serve purposes of utility, con- 
venience, or attraction. Viavi Co. v. Vimedia Co., 245 Fed. 289 
[7 T.-M. Rep. 609]. See also Joseph Schlitz Brewing Co. v. 
Houston Ice and Brewing Co., 241 Fed. 817 [7 T.-M. Rep. 417]; 
A. G. Morse Co. v. Walter M. Lowney Co., 256 Fed. 935 [9 T.-M. 
Rep. 351], and many other cases. 

In Payton & Co. Ltd. v. Shelling, Lampard, & Co. Ltd., 17 Rep. 
Pat. Cas. (Eng.) 48 (1900), the court said, 


The evidence is very strong that one tin may be mistaken for the other; 
very likely; but why? Because of the features common to them and common 
to all. That appears to me to be the short answer to this case... . 


The court went on to say that the plaintiff must 


Make out that the defendant's are like his by reason of something 
peculiar to him and by reason of the defendant having adopted some mark 
or device or label or something of that kind which distinguishes the plain- 
tiff's from other goods which have, like his, the features common to the 
trade. Unless the plaintiff can bring his case up to that he fails. 


In the case now before the court, the defendants’ goods resemble 


the plaintiff’s only in a certain general impression which they give 


and which depends chiefly on shape, size and color of containers 
and arrangement of articles. But the defendants have displayed 
their name just as prominently as the plaintiff displayed its, and in 
making up their package they have adopted only the features of 
the plaintiff's which were common property. 

There is still the question of intent. I have no doubt that if 
deliberate fraud could be proved it would make little difference what 
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the means were to accomplish it or what features were imitated. 
However, I am very clearly of the opinion that the defendants did 
not adopt their present package with the intention to palm off their 
goods upon the public as those of the plaintiff, or to cause people to 
buy them in the belief that they were buying those of the plaintiff. 
Certainly, the probabilities are against one old and well established 
manufacturer promoting a competitor’s publicity in this way, but, 
regardless of that, I think the evidence shows very plainly what the 
purpose of the defendants was. They were entitled to look about 
for the purpose of seeing what was the most attractive form and 
dress and the most likely to attract customers. Their attention had 
undoubtedly been drawn to the sales possibilities and advantages 
of a combination box such as the plaintiff was selling by the plain- 
tiff’s suecess with it. They undoubtedly recognized that the plain- 
tiff had an attractive color scheme in the shades best adapted to sell 
the goods for the purposes for which they were used. They must 
have observed the general trend in articles of this kind toward dainty 
combinations and delicate colors and desired to get the benefit of 
customers’ buying habits which the plaintiff had already taken 
advantage of and may well have created or developed. 

All this they had the right to do. But I am convinced that their 
intention went no further and that, so far as they could without 
sacrificing the advantage of general color scheme and arrangement 
which were common to the public, they intended that purchasers 
should not buy their boxes under the impression that they were 
buying the plaintiff’s. This is the conclusion, which I have arrived 
at after a careful study of the testimony, which need not be detailed 
here. It could not stand if the imitation had been very much closer, 
because here, as in other branches of the law, an intention to do that 
which necessarily results from an act cannot be disputed. But that 


confusion will necessarily result from the likeness of the goods is 


at least questionable. And there is one matter worth mentioning 


which bears upon the question of intention. Toilet preparations of 
the more expensive kind, such as these two parties make, are very 


rarely sold in department stores from a common display counter. 





BECK, KOLLER & CO., INC. V. BAKELITE CORP. 


Each manufacturer “‘puts in his line,’ and they are usually exhibited 
in the stores entirely separate from one another, each exhibit 
clearly marked by a large sign or placard. Sales girls are 
peremptorily instructed not to try to substitute one brand for another. 
This custom of the trade is well known to all manufacturers and its 
existence is of considerable importance in negativing the probability 
of an attempt to palm off, as the plaintiff charges here. 

I have not discussed the various specific instances of imitation 
charged by the plaintiff, item by item. The gift boxes are by far 
the most important. What were referred to as the “formal com- 
pacts” have been entirely withdrawn from the market by the 
defendants, and I am satisfied that, even if intent to palm off could 
be shown as to these, injunctive relief would not be necessary. The 
other items are all subject to the general considerations which have 
been discussed in this opinion. 

The statements of fact in this opinion may be taken as special 
findings of fact, and the statements of law as conclusions of law, 
under Equity Rule 7014. 

I am of the opinion that the plaintiff has failed to make out a 
case of unfair competition. A decree may be entered dismissing 


the bill. 


Beck, Kotter & Company, Inc. v. BAKELITE CORPORATION 
(Nine Cases) 


United States Court of Customs and Patent Appeals 


June 21, 1937 


Cancellations Nos. 2590, 2591, 2592 
Oppositions Nos. 12,545, 12,580, 12,581, 12,582, 12,584, 12,688 


Trapve-Marks—“BAKELITE” AND “BrcKkacrre”—ConFLicTiINnG MARKS. 
The words “Beckacite,” “Beck-O-Lac,” and “Beckolloid” held con- 
fusingly similar to the word “Baxetrre.” 
Trapve-MAarxs—Oppos!IrIon—SyYNTHETIC RESIN AND CONDENSATION Propvucrts 
or PHENOL AND ForMALDEHYDE—Goops oF Same DescriPrive 
PROPERTIES. 
A synthetic resin for use in the paint, varnish and lacquer industry 
held to be of the same descriptive properties as a condensation product 
of phenol and formaldehyde. 
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On appeal from decisions of the Commissioner of Patents sus- 
taining six trade-mark oppositions and three cancellation proceed- 
ings all involving the word “Bakelite.” Affirmed. 


Munson H. Lane, of Washington, D. C., for appellant. 
Charles H. Potter and Harold T. Howell (Jos. N. Neilsen, of 
counsel), all of Washington, D. C., for appellee. 


Patent Appeal No. 3816—Opposition No. 12,545 


Bianp, J.: This is an appeal from the decision of the Commis- 
sioner of Patents sustaining the opposition of the Bakelite Cor- 
poration to the registration by Beck, Koller & Company, Inc., here- 
inafter usually referred to as applicant-appellant, in “Class 6, 


Chemicals, Medicines, and Pharmaceutical Preparations,’ of the 


word “Beckacite” used as a trade-mark on a special type of synthetic 


resin suitable for use solely in the paint, varnish and lacquer in- 
dustry. Applicant-appellant’s application for the registration of 
the trade-mark “Beckacite”’ calls for its use upon “Synthetic Resins.” 
A motion to amend was made so as to restrict the registration sought 
to “oil-soluble varnish and lacquer resins.” 

The opposition of the Bakelite Corporation is based upon op- 
poser’s trade-mark “Bakelite,” No. 75,266, registered September 
14, 1909, for “condensation products of phenol and formaldehyde, 
in Class 6, Chemicals, medicines and pharmaceutical preparations.” 

This case is the first of a group of nine appeals numbered 3816 
to 3824, inclusive, which involve the same parties and, for the most 
part, the same issues. The record in appeal No. 3816 includes the 
testimony and exhibits applicable to all cases and also the answers 
of the applicant-appellant in all cases. The main briefs of the 
parties are filed in appeal No. 3816 and briefs in the other appeals 
are filed by the parties so as to explain the differences in the cases 
and discuss the issues there involved which are not discussed in 
appeal No. 3816. 

There is very little dispute about the facts proven, and the main 
issue is one of law and involves a determination of whether or not 
the goods upon which the respective marks were used at certain 


times were of the same descriptive properties. 
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Applicant-appellant makes no claim, which is of concern here, 
to the use of the mark prior to 1924. Since that date, its mark 
“Beckacite” has been used in the sale of synthetic phenolic resins 
which are sold in this country to the manufacturers of varnishes and 
lacquers. Applicant-appellant’s synthetic resin is dissolved in oil 
by the varnish and lacquer manufacturers to produce air-drying 
varnishes and lacquers, and is a substitute for the natural resins 
heretofore employed for that purpose. 

The opposer-appellee prior to 1924 had manufactured a synthetic 
resin which was a new article of manufacture in which the opposer- 
appellee had a monopoly by virtue of certain patents. This resin 
possessed numerous valuable properties, such as becoming solid at 
ordinary temperatures without lessening in volume. It had good in- 
sulating properties and long before 1924 went into general use in the 
electrical trades and was molded into various articles of manufac- 
ture. It was soluble in oil to only a small extent and was not of the 
type of resin which is used by the varnish manufacturers in manu- 
facturing the air-drying type of varnish. Artificial heat was 
normally employed to set and harden the varnish made from op- 
poser’s resin. It was soluble in alcohol. 

Later than 1924 and after the applicant-appellant had entered 
the field, opposer-appellee manufactured a synthetic resin which 
was soluble in air-drying oils. ‘The exact date of opposer-appellee’s 
entry into this field is in dispute but since it was subsequent to 1924 
we do not regard this matter as of importance. It is conceded that 
prior to 1924 opposer-appellee supplied consumer customers with 
spirit varnishes which had a rather limited use owing to the baking 
requirement. The weight of the evidence is to the effect that it did 
not sell to varnish manufacturers a phenolic resin for use in making 
paints and varnishes until after applicant-appellant had entered 
the field. This fact is in dispute. The tribunals below on this 


question found against the opposer-appellee. On this question 


opposer-appellee in this court disputes the contention of applicant- 


appellant that it was the first to market oil-soluble resins in this 
country and points out the testimony of some witnesses (which the 


applicant-appellant claims were interested) to show that it did 
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sell some such resin prior to 1924 and that samples of this resin 
were sent out to various customers for trial. Certain shipping 
papers were introduced to show that opposer-appellee’s activities 
in dealing with this character of resin were increasing gradually in 
1925 and grew steadily from that time. The Examiner of Inter- 
ferences found, which finding was evidently approved by the Com- 
missioner of Patents, that prior to 1924 when the applicant-appel- 
lant entered the field, opposer was not selling or dealing in, except 
in an experimental way, oil-soluble phenolic resins for use in making 
varnishes and lacquers. 

In this opposition, therefore, is presented for decision, first, the 
question of law as to whether or not at the time applicant-appellant 
adopted and first used its mark in this country (1924) it used it 
on goods of the same descriptive properties as those upon which 
opposer-appellee was then using its mark. Upon this question it is 
the contention of applicant-appellant that varnishes generally, or 
varnishes made from non oil-drying resins or resins which were 
not soluble in oil, are not goods of the same descriptive properties 
as oil-soluble varnish and lacquer resins. Its argument is chiefly 
based upon the contention that its product was sold only to the 
manufacturers of air-drying varnishes and lacquers, and that the 
goods of the opposer prior to 1924 could not be sold to this class 
of customers and were for the most part manufactured into molded 


articles or sold in the form of spirit varnishes (dissolved in alcohol), 


and that since there was no likelihood of confusion, applicant-ap- 


pellant should not be deprived of its right of registration and that it 
should not be held that the goods of the parties were of the same 
descriptive properties. 

The question has been argued at great length as to whether or 
not after 1924 the opposer had the right to use its “Bakelite” 
trade-mark in entering the restricted field which the applicant- 
appellant had entered. This was one of the main questions ruled 
upon by the Examiner of Interferences and by the Commissioner. 
On that subject and on the subject as to the likelihood of confusion 


the Commissioner said: 
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The answer to the applicant’s question as to whether the opposer 
possessed the right to enter the specific field previously occupied by the 
applicant depends upon the determination of whether or not the goods of 
the opposer at the time the applicant entered the field, and prior thereto, 
possessed the same descriptive properties as the goods of the applicant. 
If the goods of the respective parties possessed the same descriptive proper- 
ties at that time, and I am constrained to agree with the Examiner that 
such was the case, then it is well settled that the opposer possessed the right 
to later extend its business to include goods which, although specifically 
different in some characteristics, are nevertheless of the same class and may 
be said to possess the same descriptive properties. In support see: Boston 
Rubber Shoe Company v. Abramowitz, 47 App. D. C. 199; 247 O. G. 247; 
1918 C. D. 137; California Packing Corporation v. Halferty, 295 Fed. 229; 
54 App. D. C. 88; 320 O. G. 700; 1924 C. D. 225; Berghoff Brewing Associa- 
tion v. Popel-Giller Co., Ine., 273 Fed. 328; 50 App. D. C. 364; 287 O. G. 
405; 1921 C. D. 192; Parsons Trading Co. v. Hoffman, 177 N. Y. Supp. 713; 
[9 T.-M. Rep. 387]. 

Notwithstanding the distinctive differences between the synthetic resins 
of the opposer and the applicant in 1924, as far as the air-drying varnish 
trade is concerned, because of their relation and association, they do possess 
the same descriptive properties; they are derivatives of phenol and suscepti- 
ble of the common definition “synthetic resins”; in regard to their relation 
and association in trade, it may be noted that resin is an essential element of 
varnish, and that prior to 1924, the date Reichhold entered the United 
States with a synthetic resin for air-drying varnishes, synthetic resins for 
the manufacture of artificial heat-drying varnishes had been substituted for 
natural resins in the manufacture of varnishes, so that it seems beyond 
doubt but that the synthetic resins made and sold by the opposer in 1924, 
and prior thereto, possess the same descriptive properties as the synthetic 
resin introduced by the applicant. 


In view of our conclusion we see no necessity for discussing at 
any great length the question as to whether or not under the cir- 
cumstances the opposer-appellee had the right to enter the field 
which had been entered by the applicant-appellant because, as the 
Commissioner has stated, it all depends upon whether the goods 
upon which the “Bakelite” trade-mark was used prior to 1924 were 
of the same descriptive properties as the goods upon which the 
“Beckacite” trade-mark was used. If they were, of course applicant- 
appellant is not entitled to registration, and it would follow that 
the opposer-appellee was privileged to enter the alleged restricted 
field which the applicant-appellant claims for itself. 

We agree with the finding of the tribunals that the goods sold 
by both parties at the time when the applicant-appellant entered the 
field were of the same descriptive properties. Opposer-appellee also 
sold synthetic phenolic resin manufactured into spirit varnishes. 
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Both resins were made from phenol. Both resins were used for 
varnishes and the mere fact that the resins had different properties 
or that the ultimate product made from them was used in a slightly 
different way and sold, at that particular time, to different customers 
does not alter the situation. Varnish manufacturers to whom ap- 
plicant-appellant sold its resins may wish to make and sell several 
kinds of varnishes. ‘Trade practices change and the owner of a 
mark for use on condensation products of phenol should not be so 
hampered in its trade practices as to prevent it from improving its 
product or giving its said product certain new qualities. The 
goods of both parties are so closely related that they must be re- 
garded as belonging to the same class for trade-mark registration 
purposes. 

While applicant-appellant argues here that the trade-marks are 
not similar, we do not think there is any merit to such contention. 
The tribunals below gave very little consideration to this subject. 
The record shows that the witnesses in speaking of the two terms 
were confused, and it is too obvious to admit of logical contention 
to the contrary that “Bakelite” and “Beckacite’’ have so many 
things in common, notwithstanding the alleged fanciful manner of 
writing the term “Beckacite,’ that the concurrent use of the two 
terms upon goods of the same descriptive properties would lead to 
such confusion as the trade-mark registration law was intended to 
prevent. 

As to the origin of its mark applicant-appellant states in its 
brief that the trade-mark ““Beckacite” and some of the other trade- 
marks involved in these appeals such as “B K C,” “Beckolloid’” and 
“Beck-O-Lac” are derived from the firm name Beck, Koller & Com- 
pany, which originally had the trade-mark “B K C”’ and used it 
since 1868 in Berlin and Vienna, and that when Helmuth Reichhold. 
president of Beck, Koller & Company, Inc., introduced the goods 


into this country it used its marks so as to suggest the origin of the 


goods with Beck, Koller & Company, Inc., and that the company 


always tried to emphasize the term “Beck” which was the surname 


of one of the original owners of the business, and also in some of the 
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marks to suggest the word “Koller.’’ In discussing the similarity 
of the trade-marks hereinafter in Patent Appeal No. 3818, further 
reference will be made to this phase of the case. 

Another question was discussed in the briefs of both parties, 
which by reason of the above conclusion requires no attention here 
other than to state it. It is the contention of the opposer that the 
judgment against the applicant in opposition No. 9592 which in- 
volved the same parties and the same marks is res ad judicata of the 
issue in the present opposition. This matter was discussed by the 
Examiner of Intereferences and he held that in any consideration 
of the resemblances and differences found in the marks the decision 
in said opposition proceeding was stare decisis with him. The Com- 
missioner gave no consideration to this question and there is no 
assignment of error presenting the question here. Moreover, if the 
question had been presented, it would not be necessary for us to 
decide it in view of our conclusion hereinbefore reached. 

Since we conclude that the goods upon which the mark “Becka- 
cite” is used are of the same descriptive properties as the goods upon 
which opposer used its mark “Bakelite” prior to 1924 and subsequent 
thereto, and that the marks are confusingly similar when used upon 
goods of the same descriptive properties, it follows that the Com- 
missioner correctly affirmed the decision of the Examiner of Inter- 
ferences in sustaining the opposition of the opposer and refusing 
registration of applicant’s mark and the decision of the Commis- 


sioner is afiirmed. 


Patent Appeal No. 3817—Cancellation No. 2591 


This is the second of a series of appeals relating to opposition 
and cancellation proceedings which proceedings involve several 
different trade-marks. 

In the instant cancellation proceeding the Commissioner of 
Patents affirmed the decision of the Examiner of Interferences in 
granting the petition of the Bakelite Corporation for cancellation 
of appellant’s registered trade-mark 231,360, of August 16, 1927 


“Beckacite’”” used for “Dry, paste, and Ready-Mixed Paints; 
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Varnishes, Lacquers in Class 16, Paints and painter’s materials.” 
The parties are the same, the testimony and exhibits are the same, 
and the issues are substantially the same as were present in the 
above-entitled appeal No. 3816, opposition No. 12,545, supra. 
Both sides concede that the general principles applicable to this 
case were discussed at length in the briefs in that companion appeal, 
and the Commissioner in deciding the cancellation proceeding stated: 


It satisfactorily appears that the applicant for cancellation has used the 
notation “Bakelite” in trade on a phenol resin varnish as of a date long 
prior to any claimed by the respondent for use of the notation “Beckacite” 
on the goods stated. 

For substantially the reasons set forth in my decision today in the 
related Opposition No. 12,545, it is held that confusion in trade would be 
likely to result from the simultaneous use of the marks upon the goods of 
the respective parties here involved. 

Being convinced that the relief prayed for should be granted, the decision 
of the Examiner of Interferences is believed to be without error and is 
accordingly affirmed. 


+ 
a 


In view of our conclusion in Patent Appeal No. 3816, supra, 


we are in agreement with the conclusion reached by the Commis- 
sioner and his decision is affirmed. 


Patent Appeal No. 3818—Cancellation No. 2590 


This is the third of a series of appeals in related opposition and 
cancellation proceedings involving a number of different trade- 
marks, some of which were registered and others of which registra- 
tion was applied for. 

This is a cancellation proceeding and the respondent-appellant, 
Beck, Koller & Company, Inc., has appealed here from a decision of 
the Commissioner of Patents affirming the decision of the Examiner 
of Intereferences granting the petition for cancellation of the regis- 
tered mark. The mark relied upon by the _ petitioner-appellee, 
Bakelite Corporation, as was stated by the Commissioner “comprises 
a trefoil border enclosing the capital letter ‘B’ in the single upper 
lobe and the conventional sign of infinity in the two lower lobes.” 
This mark is registered in registration No. 199,128 of June 2, 1925, 
for ‘‘Condensation Products of Phenols and Formaldehyde, in Class 


1, Raw or partly-prepared materials’ and in registration No. 206,- 
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013, of November 24, 1925, for “Paint, Enamels, Lacquers, and Var- 
nishes, in Class 16, Paints and painters’ materials.” In both 
registrations the letter ““B” and the sign of infinity are large enough 
to almost completely fill the trefoil or clover leaf border. 

The mark of the respondent-appellant, registration No. 230,009, 
of July 12, 1927, for “Dry, Paste, and Ready-Mixed Paints, Var- 
nishes, Lacquers, in Class 16, Paint and Painters’ materials’ is 
described by the Commissioner as comprising “a slightly ornate 
trefoil border having a single lobe lowermost and enclosing the 
capital letters ‘B,’ “K,’ and ‘C,’ symmetrically arranged, each within 
one of the lobes of the trefoil.” The letters “B,” “K,” and “C,” like 
the characters in appellee’s mark are so arranged as to almost 
completely fill the trefoil figure. 

The Commissioner said: 


For substantially the reasons set forth in my decision today in 
the related Opposition No. 12,545, it is held that the goods of the parties 
do possess the same descriptive properties and that priority of right has 
been established in the applicant, so that the question of likelihood of con- 
fusion in trade turns upon a consideration of the marks used by the parties. 

The similarity of the marks, if not obvious from this description 
[quoted supra], is immediately apparent upon an inspection of the marks 
themselves. The letter “B” is prominently displayed in each mark, and the 
trefoil border, common to both marks, is similarly represented in each. I am 
persuaded that confusion in trade would be likely to result from the 
simultaneous use of the marks here involved upon the goods of the opposing 
parties. Any doubt on this issue must be resolved in favor of the prior 
user which is here the applicant for cancellation. 


We are in agreement with the above finding of the Commissioner, 
and in accordance with our statement in the opinion in appeal No. 
3816, supra, we wish to say that it seems to us that if the respondent 
in introducing its goods into this country wished to distinguish its 
goods from the goods of the petitioner-appellee, it would not have 
adopted a mark so similar to that of the latter. This mark is used 
in connection with the “Beckacite’” mark and the adoption of the 


two marks under the circumstances shown by this record would 


not suggest that the newcomer sought to distinguish its goods from 


those of the appellee. 
We are in agreement with the conclusion reached by the Com- 


missioner of Patents and his decision is affirmed. 
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Patent Appeal No. 3819—Opposition No. 12,580 


This is the fourth of a series of appeals in opposition and can- 
cellation proceedings which are closely related and involve certain 
trade-marks which are either registered or sought to be registered by 
Beck, Koller & Company, Inc. 

In this instance, Beck, Koller & Company, Inc., is the applicant- 
appellant and seeks to register, in class 6, chemicals, medicines, 
and pharmaceutical preparations, over the opposition of the Bake- 
lite Corporation, the opposer-appellee, a mark quite similar to, but 
differing in some respects from, the trefoil mark described in the 
last-above-decided appeal. The difference is that to the trefoil 
“B K C” mark is added at the lower right side thereof a representa- 
tion of the terrestrial globe with the notation around it “World Wide 
Distribution.” The mark of the Bakelite Corporation, opposer- 


appellee, is the trefoil mark described in the last above-decided 


appeal. The goods of applicant-appellant, upon which the mark 


is used, according to the application, are “synthetic resins, plastic 
synthetic resins and ester gums” and by amendment it is proposed 
to change the description to “soluble synthetic varnish and lacquer 
resins and ester gums.” 

In affirming the decision of the Examiner of Interferences, the 
Commissioner said: 


The opposer relies upon its trade-mark registration No. 199,128, and, for 
substantially the reasons set forth in my decision today in the related Oppo- 
sition No. 12,545, the goods of the parties are held to possess the same 
descriptive properties, whether the goods of the applicant be those described 
in the application as published or in the amendment filed February 8, 1933, 
in which it was proposed to change the description of the goods to “soluble 
synthetic varnish and lacquer resins and ester gums.” 

The marks here involved are only slightly more different than the 
marks which were considered in a companion proceeding in a decision of 
even date herewith, namely, Cancellation No. 2590. The difference is caused 
by the addition to the mark involved in the companion case of a representa- 
tion of a terrestrial globe with the notation “World Wide Distribution.” 
Such an addition would tend to indicate “world wide distribution” rather 
than a difference of origin or ownership; and when the marks are con- 
sidered in their entireties, as they must be, I am convinced that confusion in 
trade would be likely to result from the simultaneous use of the marks here 
involved upon the goods of the opposing parties. 


The main issue of this case relating to the descriptive properties 


of the goods of the parties is decided in appeal No. 3816, supra. 





BECK, KOLLER & CO., INC. V. BAKELITE CORP. 569 


We are in agreement with the decision of the Commissioner to the 
effect that the marks being confusingly similar and the goods of 
the respective parties having the same descriptive properties, the 
opposition was properly sustained and registration properly denied, 


and his decision is affirmed. 


Patent Appeal No. 3820—Opposition No. 12,688 


This is the fifth of a series of opposition and cancellation pro- 


ceedings which involve trade-marks either registered or for which 
registration was sought by Beck, Koller & Company, Inc., applicant- 
appellant. 

The Commissioner of Patents affirmed the decision of the 
Examiner of Interferences who sustained the opposition. 

The marks involved herein are the same as those involved in the 
companion opposition proceeding, appeal No. 3819, last above- 
decided. 

In the application as it is proposed to be amended, applicant- 
appellant seeks to register the trade-mark for “oil soluble plastic 
resins and solutions thereof, in oils and mineral spirits used as 
painters’ materials” in class 16, paints and painters’ materials. 

The Commissioner of Patents was of the opinion that, under the 
circumstances, the concurrent use of the marks in trade on the 
goods of the respective parties would be likely to result in confusion 
to the trade and said: 

The applicant for cancellation [opposition] relies upon its trade-mark 
registration No. 206,013, and it satisfactorily appears that the applicant has 
used the mark disclosed therein in trade on a phenol resin varnish since a 
date long prior to any claimed by the respondent for use of its mark upon 
the goods stated. For substantially the reasons set forth in my decision 
today in the related Opposition No. 12,545, it is held that the goods of the 
parties do possess the same descriptive properties and that priority of right 
has been established in the applicant, so that the question of likelihood of 
confusion in trade turns upon a consideration of the marks used by the 
parties. 

The decision of this case is controlled by our decision in Patent 
Appeal No. 3816, supra, and in the last above-decided case. We are 
in agreement with the conclusion reached by the Commissioner of 


Patents and his decision is affirmed. 
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Patent Appeal No. 3821—Cancellation No. 2592 


In this cancellation proceeding Beck, Koller & Company, Inc., 
has appealed from the decision of the Commissioner of Patents 
reversing the decision of the Examiner of Interferences who denied 
the petition for cancellation filed by the Bakelite Corporation. 


This is the sixth of a series of appeals involving trade-mark 
proceedings which were submitted upon a single testimonial record 
and involves several marks registered or sought to be registered by 
Beck, Koller & Company, Inc. 

The mark sought to be cancelled is ““Beckolloid” used for “Paints, 
Dry, Paste, and Ready-Mixed, as well as Varnishes and Lacquers, 
in Class No. 16, paints and painters’ materials,” registration No. 
258,623, of July 9, 1929. The Bakelite Corporation based its peti- 
tion for cancellation upon its well-known trade-mark “Bakelite,” 
registration No. 75,266 of September 14, 1909, for “condensation 
products of phenol and formaldehyde, in Class 6, chemicals, medi- 
cines, and pharmaceutical preparations,’ and registration No. 210,- 

522, of March 16, 1926, for “Paint Enamels, Lacquers, and Var- 
nishes, in Class 16, paints and painters’ materials.” 

The Examiner of Interferences concluded that there was not 
sufficient similarity between the marks to bring about confusion in 
trade in event of their concurrent use and accordingly dismissed 
the petition for cancellation. 

In reversing the decision of the Examiner of Interferences, the 
Commissioner said: 


It satisfactorily appears that the applicant for cancellation has used the 
notation “Bakelite” in trade on a phenol resin varnish as of a date long 
prior to any claimed by the respondent for use of the notation “Beckolloid” 
on the goods stated, and for substantially the reasons set forth in my 
decision today in the related Opposition No. 12,545, it is held that the 
goods of the parties possess the same descriptive properties. This being so, 
the sole question here to be decided is whether the two notations are con- 
fusingly similar. 

In my opinion the two words “Bakelite” and “Beckolloid” are confus- 
ingly similar. In meaning they have little, if any, significance and there- 
fore similarity in meaning is of little or no importance. On the other hand, 
in sound the two words strike me as being very much the same. They 
have the same number of syllables and when pronounced in the perfectly 
normal way the only difference between the marks is found to reside in the 
suffixes. For all other practical purposes, so far as sound is concerned, the 
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remaining portions of the marks might as well be identical. Even the 
suffixes comprise a single syllable beginning with the same letter, namely, 
“LL.” For this reason and in view of the similarity in appearance of the 
marks I am of the opinion that they are confusingly similar. 

In view of our holding in Patent Appeal No. 3816, supra, it is 
unnecessary for us to discuss the issue presented further than is 
indicated by our approval of the above-quoted part of the Commis- 
sioner’s decision. We think that the Commissioner arrived at the 


right result for the right reasons and his decision is afhrmed. 
£ £ 


Patent Appeal No. 3822—Opposition No. 12,582 


This is the seventh of a series of appeals from the decision of 
the Commissioner of Patents relating to opposition or cancellation 
proceedings which involve different marks of the parties to this 
litigation. 

In that instant case the Commissioner of Patents reversed the 
decision of the Examiner of Intereferences which dismissed opposer- 
appellee’s notice of opposition and adjudged that the applicant- 
appellant was entitled to the registration of the mark involved. 

The mark of applicant-appellant, Beck, Koller & Company, Inc., 
which the Commissioner held not entitled to registration was the 
notation “Beckolloid” used, according to the application, for 
“synthetic resins, plastic synthetic resins and ester gums in Class 
6, chemicals, medicines and pharmaceutical preparations.” It was 
proposed to change the description to read: “Soluble synthetic var- 
nish and lacquer resins and ester gums.” 

The opposer-appellee relies upon its registered mark “Bakelite” 
No. 75,266, of September 14, 1909, for “condensation products of 
phenol and formaldehyde, in Class 6, chemicals, medicines, and 
pharmaceutical preparations.”’ 

The case in the Patent Office turned on the question as to 
whether or not the terms “Beckolloid’” and “Bakelite” were suf- 


ficiently similar as to lead to confusion when used upon goods of the 
same descriptive properties. The question of the same descriptive 
properties was not passed upon by the Examiner of Interferences 


and the Commissioner relied upon his reasons set out in opposition 
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No. 12,545, Patent Appeal No. 3816. Since his reasons have been 
fully set out above, it is not necessary to discuss them here. 

We agree with the Commissioner that the goods of the respective 
parties have the same descriptive properties and that the marks 


are confusingly similar and his decision is affirmed. 


Patent Appeal No. 3823—Opposition No. 12,584 


This is the eighth of a series of appeals by Beck, Koller & Com- 
pany from decisions of the Commissioner of Patents involving trade- 
mark oppositions or cancellation proceedings in connection with 
various marks used by the respective parties. 

This is an opposition proceeding instituted by the Bakelite Cor- 
poration, the opposer-appellee, challenging the right to registration 
by the applicant-appellant of the trade-mark “Beck-O-Lac.” Ac- 
cording to the application, it is used on “dry, paste and ready- 
mixed paints, varnishes and lacquers, in Class 16, paints and paint- 
ers’ materials.” It is proposed to amend the description to read: 
“Solutions and soluble synthetic resins in oils and mineral spirits 
for use in the manufacture of paints, varnishes, and lacquers, but 
excluding paints, varnishes, lacquers, and like finished products.” 

The trade-mark relied upon by the Bakelite Corporation in this 
opposition proceeding is the mark “Bakelite,” registration No. 


210,522, of March 16, 1926, for “Paint Enamels, Lacquers, and 


Varnishes, in Class 16, paints and painters’ materials.” 


As in the prior opposition case, Patent Appeal No. 3822, the 
Examiner of Interferences concluded that the differences in the 
marks predominated over the similarities to such an extent that 
there was no likelihood of confusion whether the use of applicant- 
appellant’s mark was as stated in the application or as proposed 
to be amended. 

The Commissioner of Patents in reversing the decision of the 
Examiner of Interferences and in holding that the applicant-appel- 
lant was not entitled to registration said: 


It satisfactorily appears that the opposer has used the notation “Bake- 
lite” in trade on a phenol resin varnish as of a date long prior to any 
claimed by the applicant for use of the notation “Beck-O-Lac” on the 
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goods stated. For substantially the reasons set forth in my decision today 
in the related Oppositions Nos. 12,545 and 12,581 the goods of the parties 
are held to possess the same descriptive properties. It is further held that 
the opposer has the right to oppose, whether the goods of the applicant be 
those described in the application as published or in the proposed amendment 
filed February 8, 1933, wherein it was proposed to change the description of 
the goods to read—“solutions of soluble synthetic resins in oils and mineral 
spirits for use in the manufacture of paints, varnishes, and lacquers, but 
excluding paints, varnishes, lacquers and like finished products.” 

Furthermore, for substantially the same reasons set forth in my decision 
of even date in Cancellation No. 2592, in which the marks involved are 
“Bakelite” and “Beckolloid,” it is believed that the notations in the case 
at bar, namely: “Bakelite” and “Beck-O-Lac,” are confusingly similar. 
They have the same number of syllables and when pronounced in the normal 
way the only substantial difference between the marks is found to reside in 
the suffixes. Even these comprise a single syllable beginning with the same 
letter, namely: “L,” and when pronounced sound somewhat alike. 

We think the issues in this case as to the goods being of the 
same descriptive properties is controlled by our decision in Patent 
Appeal No. 3816, supra, and we agree with the Commissioner that 
“Bakelite” and ‘“Beck-O-Lac’’ resemble each other so closely that 
there would be probability of confusion if they were concurrently 
used upon goods of the same descriptive properties, and that the 
mark ‘“‘Beck-O-Lac” therefore should not be registered, and his 


decision is affirmed. 
Patent Appeal No. 3824—Opposition No. 12,581 
Pp 4 PI 


This is the ninth and last of a series of appeals by Beck, Koller 
& Company, Inc., in which the Bakelite Corporation is the appellee, 
from the decision of the Commissioner of Patents, in either opposi- 
tion or cancellation proceedings. In the instant opposition proceed- 
ing, the applicant-appellant sought to register the trade-mark 
“Beck-O-Lac” and in the application stated that it was to be used 
on “synthetic resins, in Class 6, chemicals, medicines and pharma- 
ceutical preparations.” Amendment was later offered to make the 
application read for “soluble synthetic varnish and lacquer resins.”’ 


The trade-mark “Bakelite,” No. 75,266, of September 14, 1909, 


which formed the basis of the opposition by, the opposer-appellee, 
was registered for use on “condensation products of phenol and 


formaldehyde, in Class 6, chemicals, medicines, and pharmaceutical 


preparations.” 
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The Examiner of Interferences concluded that the goods were 
of the same descriptive properties but that the marks ‘“Beck- 
O-Lac” and “Bakelite” were so dissimilar that their concurrent use 
would not result in confusion, and he dismissed the notice of opposi- 
tion and adjudged that the applicant was entitled to registration. 

Upon appeal to the Commissioner, he too found that the goods 
of the parties possessed the same descriptive properties and stated 
that the sole question was whether the notations “Beck-O-Lac” and 
“Bakelite” were confusingly similar. He then referred to his deci- 
sion in opposition No. 12,584, Patent Appeal No. 3823, in which 
decision he had held that the marks were confusingly similar and 
upon these findings reversed the decision of the Examiner of Inter- 
ferences. 

In view of our holding in Patent Appeals Nos. 3816 and 3823, 
it is not necessary for us to discuss the issue of this case. We agree 
with the decision of the Commissioner of Patents and the same is 
affirmed. 

Agreeable to the above holdings, the decisions of the Commis- 
sioner of Patents in Patent Appeals 3816 to 3824, inclusive, are 


affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Color 


Frazier, A. C.: Held that, in view of the ruling of the Court of 
Appeals for the District of Columbia in Hygienic Products Co. v. 
Coe, 66 App. D. C. 98, 85 F. (2d) 264, 469 O. G. 765 [26 T.-M. 
Rep. 600], The Wilson Fastener Company is entitled to register, 
under the Act of 1905, as a trade-mark for snap fasteners, a mark 


which the Examiner of Trade-Marks describes as “the orange 


colored face of the card with its conventional border and the cir- 
cular central border just described and without other features.” 

In his decision after pointing out the character of the mark that 
the Court of Appeals held registrable and noting the similarity in 


the two cases, he said: 
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There as here the mark was merely a geometrical design, outlined by a 
conventional border of contrasting color, and completely covering the con- 
tainer to which it was applied. It is true that applicant’s container is a 
card while the container of the cited case was a tin can, but I do not think 
that difference has any bearing on the question of trade-mark use.! 


Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for typewriter and continuous-form manifold strips 
of stationery, a mark consisting of the notation “Speed-o-forms,’’ 
the letters of which are centered along the shaft of an arrow, in 
view of the prior adoption and use by opposer of trade-marks includ- 
ing respectively the words “Speedigraph” and “Speediset” for the 
same goods. 

In his decision the Assistant Commissioner said: 


Only two of opposer’s marks need be considered, namely, “Speedigraph” 
and “Speediset.”. In my opinion either is a bar to the registration of 
“Speed-o-forms” for identical merchandise. Recent decisions of the Court 
of Customs and Patent Appeals which support this view are Kroger 
Grocery & Baking Co. v. Blue Earth Canning Co., 88 F. (2d) 725 [27 T.M. 
Rep. 250], where “Country Kist” was refused registration over “Country 
Club”; and Skelly Oil Co. v. Powerine Co., 86 F. (2d) 752, where “Power- 
max” was held deceptively similar to “Powerine.” It is true that the mer- 
chandise here involved is purchased with a greater degree of discrimination 
than would be exercised in connection with the goods to which either of 
those marks was applied, and that the methods of sale are not the same, 
but that is not the final test. Where the goods of the parties are alike, 
and their trade-marks so nearly resemble each other “as to be likely to 
cause confusion in the mind of the public or to deceive purchasers” the 
statute prohibits registration to the newcomer. Nothing more is required. 


He then further said: 


Not only do I think the opposition should have been sustained, but I am 
clearly of the opinion that applicant’s mark should have been denied regis- 
tration because merely descriptive of the goods with which it is used. These 


goods are described in the application as “typewriter and continuous-form 
manifold strips of stationery.” 


He then, after quoting from the decision of the Examiner of 


Interferences as to the significance of the term sought to be regis- 
tered, said: 


The correctness of this statement is not questioned by applicant. On 
the contrary similar statements occur in applicant’s brief, and it is there 


‘Ex parte The Wilson Fastener Company, Ser. No. 376,973, 159 M. D. 
934, June 17, 1937. 
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asserted that “no trade-mark rights are claimed by applicant in the words 
‘per se’ and none can be claimed by opposer.” There is, however, no dis- 
claimer in the record, and none has been required.* 


Frazer, A. C.: Held that applicant was not entitled to register 
the notation “Satin Smooth,” as a trade-mark for face powders, 
etc., in view of the prior registration, under the Act of February 
20, 1905, of the word “Satin” on identical merchandise. 

In his decision the Assistant Commissioner said: 


I agree with the Examiner that the two marks are so nearly identical as 
to be likely to cause confusion if used concurrently on the goods described. 
In fact I think that confusion would be inevitable.* 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “King-Kola,” in association with the representation 
of a crown, as a trade-mark for soft drinks and syrups, in view of 
the prior adoption and use by the opposer of the term “Coca-Cola’”’ 


for similar goods. 
In his decision the Assistant Commissioner said: 


In Steinreich v. The Coca-Cola Co., 21 C. C. P. A. 722, 67 F. (2d) 498 
[24 T.-M. Rep. 11], it was held by the Court of Customs and Patent Appeals 
that the mark “Vera-Coca” is confusingly similar to opposer’s mark here 
relied on; and in the recent case of Doyle v. John Morrell & Co., 88 F. (2d) 
721 [27 T.-M. Rep. 260], the same court refused to permit registration of 
the word “Strongheart” over the registered mark “Red Heart,” both used 
for dog and cat food. If precedent be needed I think either of those cases 
affords ample authority for holding that the marks “King-Kola” and 
“Coca-Cola” are too nearly alike to be used, without the probability of con- 
fusion, on identical merchandise of the character here involved.* 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the words “Jeune Arline” as a trade-mark 


for girls’ coats and dresses, since this mark is confusingly similar to 


the mark “Arlyne Juniors” which had been previously registered 


by another as a trade-mark for ladies’ dresses, coats, suits, gowns, 


and wraps. 


? American Sales Book Company, Limited v. United Autographic 
Register Co., Opp’n No. 13,417, 159 M. D. 906, May 29, 1937. 

3 Ex parte Max Factor & Co., Ser. No. 360,712, 159 M. D. 917, June 7, 1937. 

* Coca-Cola Company v. King-Kola Mfg. Co., Opp’n No. 14,785, 159 M. D. 
911, June 4, 1937. 
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In his decision, after stating that the goods are obviously of 


the same descriptive properties, he said, with reference to the 
marks: 

As pointed out by the Examiner the “jeune” of applicant’s mark is the 
French equivalent for “junior,” so that about all applicant has done is to 


transpose the two words of the registered mark and translate one of them 
from English to French.5 


Frazer, A. C.: Held that applicant is not entitled to register 
the term “‘Micro,” as a trade-mark for electric switches, in view of 
the opposition of The Federal Gauge Company (The Mercoid 
Corporation), assignee, based upon the use of the term “Mer- 
coid”’ upon the same goods. 

In his decision, after noting that the Examiner had relied largely 
upon the decision of the Court of Customs and Patent Appeals in 
California Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. 
1146, 40 F. (2d) 1013 [20 T.-M. Rep. 447], and Marion Lambert, 
Inc. v. O’Conner, 159 M. D. 428, 26 U.S. P. Q. 44 [25 T.-M. Rep. 
+76] in the first of which were involved the marks “Citrofume” and 
“Citrus Dust,’ and in the second of which were involved the trade- 
marks ‘“Voo” and “Dew,” and noting that the second decision had 
later been reversed by the Court of Customs and Patent Appeals 
(86 F. [ 2d] 980), he said: 

In California Cyanide Co. vy. American Cyanamid Co., supra, the court 
pointed out that one of the expressions there involved consists of a single 
word and the other of two, and that “the one word is not made up of 
syllables which cause it to look or sound like the two-word term.” Here 
both marks are unitary, two-syllable words, not differing greatly in either 
appearance or sound. It is true that they are entirely different in 


significance, but that point is not of controlling importance. Kroger 
Grocery & Baking Co. v. Blue Earth Canning Co. (C. C. P. A.), 88 F. (2d) 


POR 


inv. 


Then, after noting applicant’s argument that the switches of the 
two parties were specifically different, he said: 


Assuming, however, that this slight difference in the goods now sold 
by the parties is material, it is to be noted that applicant is seeking regis- 
tration of its mark for electric switches generally, with no restrictions as 
to type. For the purpose of this proceeding the goods of the parties must 
therefore be deemed identical. 

> Ex parte Maison Blanche Company, Ser. No. 382,612, 159 M. D. 924, 
June 15, 1937. 
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In my opinion it is at least reasonably probable that confusion may 
result from the concurrent use on such goods of the trade-marks “Mercoid” 
and “Micro,” and any doubts in that regard must be resolved in opposer’s 
favor. Skelly Oil Co. v. The Powerine Co. (C. C. P. A.), 86 F. (2d) 752 
[27 T.-M. Rep. 78].6 

Frazer, A. C.: Held that the opposition by Green River Dis- 
tilling Company, Inc., to the registration by Majestic Distilling 
Company, of the words “Green Brook” as a trade-mark for whisky, 


gin, brandy and alcoholic cordials, was properly dismissed since 


“Green Brook” was not the name of the opposer, and the opposer 


had transferred all its interest in the mark “Green River” on which 
the opposition was based. 
With reference to the latter, the Assistant Commissioner said: 


Opposer argues that “the right to oppose registration is based upon the 
facts existing at the time the opposition is filed and not on circumstances 
arising thereafter,” and that the admitted assignment of its mark is there- 
fore immaterial. I think this argument is without merit. Both at common 
law and in equity it is well settled. that a transfer, pendente lite, of a 
plaintiff's entire interest in the subject matter in litigation, abates the suit 
or action; and I know of no statute under which an opposition proceeding 
may be excepted from the rule. When opposer assigned the trade-mark 
upon which it relies it lost the right further to prosecute this proceeding. 

He held, however, that the applicant was not entitled to register 
the mark “Green Brook”’ since it is confusingly similar to the mark 
“Green River” as applied to the same goods. In this connection, 
after stating that “Green River” had been used as a trade-mark for 
the goods in question long prior to the applicant’s use of ““Green 
Brook” and referring to the cases Hamilton Brown Shoe Co. v. 
Sam B. Wolf Sons Co., 17 C. C. P. A. 921, 39 F. (2d) 272 [20 
T.-M. Rep. 201], and Fashion Park, Inc. v. The Fair, 18 C. C. 
P. A. 1899, 49 F. (2d) 830 [21 T.-M. Rep. 205], in which it was 
held respectively that “American Lady” is confusingly similar to 
“The American Girl,” and “Fashion Row” is confusingly similar to 
“Fashion Park,” he said: 

As already noted the marks here involved are likewise used on identical 
merchandise, and I think come as nearly suggesting the same idea as do the 
marks discussed in the foregoing quotation. A brook and a river are both 


streams of water, differing only in size, and when modified by the same 
adjective both nouns necessarily convey the same general impression to the 


® The Federal Gauge Company v. C. F. Burgess Laboratories, Inc., 
Opp’n No. 15,139, 159 M. D. 895, May 7, 1937. 
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mind. I think the court’s language may properly be paraphrased to fit the 
marks and the goods of the parties to this proceeding.* 

Frazer, A. C.: Held that Gutmann and Company was not en- 
titled to register, under the Act of 1920, the term “Tufraw” as a 
trade-mark for leather, in view of the prior ownership and registra- 
tion by Respro, Inc., of the three marks, “Tufsta,”’ “Tufskim” and 
“Tuflex,” all registered, prior to the first use claimed by respondent, 
as trade-marks for artificial leather. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as used thereon confusingly 
similar. 

With reference to the goods, the Assistant Commissioner, after 
quoting from petitioner’s brief, said: 

It thus seems clear that while the goods of the parties are not identical, 
they are nevertheless of the same descriptive properties within the meaning 
of Section 1 of the Act of 1920; and the only remaining question is whether 
their marks are so similar “as to be likely to cause confusion or mistake 


in the mind of the public or to deceive purchasers.” If they are respondent’s 
mark was improperly registered, and the registration should be canceled. 


He then referred to respondent’s insistence that the syllable 
“Tuf,’ common to both marks, is a phonetic equivalent of the 
descriptive word “tough” and is not subject to exclusive appropria- 
tion by anyone, and that a number of registrations of marks including 
this syllable had been cited, and said: 


A very similar situation was presented in the case of Pepsodent Com- 
pany v. Comfort Manufacturing Co., 83 F. (2d) 906, where the marks 
“Pearledent” and “Pepsodent,” both used on dentifrices, were held by the 
Court of Customs and Patent Appeals to be confusingly similar. The 
court refused to consider the use by others of the word “dent” in their 
trade-marks, or the availability of that descriptive term for exclusive trade- 
mark appropriation and reaffirmed the rule here applicable in the following 
language: 

“In determining the probability of confusion arising from the concurrent 
use of marks claimed to be confusingly similar, it has long been well estab- 
lished that the marks must be considered as a whole and not dissected as 
appellee seeks to do. 

“Considered as a whole, I think the marks “Tufraw’ and ‘Tufsta’ are so 
nearly alike in both sound and appearance that confusion would very 
probably result from their concurrent use on the goods here involved.”® 

7Green River Distilling Company, Inc. v. Majestic Distilling Company, 
Opp’n No. 14,106, 159 M. D. 773, September 30, 1936. 

8 Respro, Inc. v. Gutmann and Company, Canc. No. 2842, 159 M. D. 
755, September 21, 1936. 
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Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the term ““Economaster” as a trade-mark for 
electric cook stoves, in view of the prior registration to another of 
the term “Electromaster” as a trade-mark for the same goods. 


In his decision the Assistant Commissioner said: 


For the reasons set forth in the Examiner’s statement on appeal, and 
upon authority of the cases there cited, I am clearly of the opinion that 
the registration applied for was properly refused. I think that applicant’s 
mark bears too near a resemblance to the registered mark for both to be 


used on identical merchandise, without a reasonable probability, at least, 
that confusion would result.® 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for disinfectants, a composite mark consisting of a 
rectangular figure lined for light blue and cream, having on its face 


the letters ““M D” in dark blue, with a Greek cross enclosing the 


head and face of a woman, in view of the prior registration of 
mark for the same goods consisting of a Greek cross inclosing the 
letters “M D D,” written in the form of a monogram and shown as 
being in two shades of green. 

In his decision, the First Assistant Commissioner said: 


Applicant points out that these are both composite marks and must be 
considered in their entireties. That is of course true, but when so con- 
sidered I am clearly of the opinion that their points of difference are in- 
sufficient to insure against the general impression of similarity that would 
remain in the mind of the average purchaser. The letters and the Greek 
cross are the outstanding features of each mark, and the letters are the 
same except that applicant’s mark contains one less “D” than does regis- 
trant’s. I think these marks are at least as similar as were those held to 
be confusingly so in the case of Elgin American Manufacturing Co. v. Eliza- 
beth Arden, Inc., (C. C. P. A.), 83 F. (2d) 681.1° 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Sunny Mist”’ as a trade-mark for canned citrus fruits 


and juices in view of the prior adoption and use by opposer of the 


‘ 


term ‘“‘Sunkist’”’ as a trade-mark for fresh citrus fruits and their 


by-products. 
® Ex parte Southern Metal Products Corporation, Ser. No. 368,990, 159 


M. D. 917, June 7, 1937. 


10 Ex parte Edward A. Bachman, Ser. No. 375,235, 159 M. D. 761, Septem- 
ber 25, 1936. 
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In his decision, after stating that the goods were of the same 
descriptive properties and therefore the only question involved was 
that of the similarity of the marks, the Assistant Commissioner said: 


The two expressions sound very much alike when spoken, and they do 
not differ greatly in appearance or suggestive meaning. Certainly they 
are no less similar than were the marks “Sunset Gold” and “Slices O’Gold” 
which were held by the Court of Customs and Patent Appeals to be con- 
fusingly so in the case of Sutter Packing Co. v. Piggly Wiggly Corporation, 
20 C. C. P. A. 1069, 64 F. (2d) 1006 [23 T.-M. Rep. 249]."! 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for leather, a composite mark including the notation 
“Tufdri,” in view of the ownership by opposer of the three marks, 
“Tufsta,” “Tufskim’” and “Tuflex,’ all registered prior to ap- 
plicant’s first use of its mark, as a trade-mark for artificial leather or 
leather substitutes. 


The ground of the decision is that the goods are of substantially 
the same descriptive properties and that the marks as used thereon 
are confusingly similar. 

In his decision, with reference to the test for determining 
similarity of a mark, the Assistant Commissioner said: 


After noting that “Tufdri” in applicant’s mark is obviously descriptive 
of its goods, while the marks of the opposer “must be here conclusively 
presumed to be arbitrary and fanciful,’ the Examiner said: 


“It is to be expected, therefore, that the notation ‘Tufdri’ would be 
readily recognizable by reason of its known signification, and in consequence 
thereof that purchasers would not be likely to confuse it with inherently 
meaningless notations such as those of the opposer. 

“I do not think that is a proper test in determining the question of con- 
fusing similarity. The trade-marks of the parties must be considered in 
their entireties, including descriptive as well as nondescriptive matter 
appearing therein. This rule has frequently been announced by the courts.” 


Then with reference to the likelihood of confusion of the specific 
marks, he said: 


Thus comparing the marks involved in the instant case I think there 
is at least a reasonable probability that confusion in the mind of the public 
would result from their concurrent use on the goods of the parties. It is 
true that applicant’s mark is a composite one having certain design features 
in addition to the words “Tufdri” and “Leather,” while opposer’s marks 
consist of the mere words “Tufsta,” “Tufskim” and “Tuflex”; but the 
design features cannot be spoken, and applicant’s product would neces- 

California Fruit Growers Exchange v. Florida Citrus Canners Co- 
operative, Opp’n No. 14,590, 159 M. D. 763, September 25, 1936. 
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sarily be known to the trade as “Tufdri” leather. It is also true that the 
goods of the parties are not identical, but in view of their conjoint use in 
the manufacture of shoes I doubt that the slight difference in their specific 
properties is of material importance.'* 


Descriptive Terms 


Frazer, A. C.: Held that applicant is not entitled to register 


the term “Streamline” as a trade-mark for vanity cases, since the 
mark is merely descriptive of the goods. 

In his decision, after stating that the term is now employed 
with reference to nearly all articles characterized by graceful, flow- 
ing lines, the Assistant Commissioner said: 

As applied to a vanity case I think its significance would be purely 
descriptive to the average mind. This being true, its registration as a trade- 
mark is expressly prohibited by Section 5 of the Trade-Mark Act. 

Then, after stating that opposer, like the applicant, is a manu- 
facturer of vanity cases and had used the term “Streamline” in 
advertising its goods and upon its labels, and noting that applicant 
insisted there was no satisfactory proof of such use prior to ap- 
plicant’s filing date, he said: 

I am inclined to agree that this is true, but I do not consider it of con- 
trolling importance. Any manufacturer has the right to use an aptly 
descriptive word in connection with his merchandise, and its registration to 
another as a trade-mark would obviously restrict such use, with resulting 
damages to his business. Upon the record before me it seems clear that 
opposer would suffer injury if it were required to discontinue its use of the 
word sought to be registered.'® 


A petition for rehearing was filed accompanied by a disclaimer 
of said words in the petitioner's application for registration. 

The Assistant Commissioner stated that, in view of that dis- 
claimer, the prior decision was modified in so far as it held that the 
petitioner was not entitled to register its mark because of its descrip- 
tiveness, but with reference to the opposition proceeding, he said: 

The disclaimer can be given no effect, however, in the opposition proceed- 
ing. If an appeal is taken from my decision it must be upon the same 


record that was before me. This is but fair to both the court and the 
opposer. But even if the disclaimer were in the record it would not 
12 Respo, Inc. v. J. Greenebaum Tanning Company, Opp’n No. 14,457, 
159 M. D. 759, September 21, 1936. 
13 Lentheric, Incorporated v. Zell Products Corporation, Opp’n No. 
15,107, 159 M. D. 921, June 12, 1937. 
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change my opinion that petitioner's mark and the marks of opposer are 
confusingly similar when applied to the goods involved. In determining 
this question disclaimed features must be given the same weight as features 
not disclaimed. Joseph Tetley & Co. v. Bay State Fishing Co., 23 C. C. P. A. 
969, 82 F. (2d) 299 [26 T.-M. Rep. 217]. 

Then, with reference to the complaint which was made as to the 
construction placed upon certain arguments advanced before the 
Examiner of Trade-Marks in the ea parte proceeding, the Assistant 
Commissioner said: 

I have reread these arguments in the light of counsels’ criticism and still 
feel that they may fairly be construed as they were in my decision. In any 
event they are all in the record, so that counsel are not precluded by any- 


thing I have said from urging a different interpretation if they consider the 
matter to be of importance.'+ 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Floating Bra” as a trade-mark for swim suits. 


The ground of the decision is that the mark is clearly descriptive 
of the goods. 


In his decision, after stating that the term “bra” is commonly 


used as an abbreviation for the word “brassiére,”’ and it is estab- 
lished that inflatable brassiéres have been built into bathing suits, 
the Assistant Commissioner said: 


Certainly applicant’s mark would be aptly descriptive of a bathing suit 
of that character. Whether or not applicant’s swim suits include such 
brassiéres does not appear, but as pointed out by the Examiner its 
descriptiveness of like goods of others renders the mark unregistrable. 


Then, with reference to the case of Chrysler Corporation v. 
Trott, 23 C. C. P. A. 1098, 838 F. (2d) 302 [26 T.-M. Rep. 331}, 
where the mark under consideration was “Floating Power,” as ap- 
plied to engine mountings, he said: 


An inflatable brassiére incorporated in a swim suit is not an intangible 
thing. It is a physical unit just as the engine of an automobile is a physical 
unit. I think the court’s language above quoted weakens, rather than 
strengthens, applicant’s position. 

Applicant emphasizes the fact that it is the first to use the expression 
“Floating Bra.” All applicant has done, however, is to combine two in- 
dependently descriptive words to produce a descriptive phrase, and the 
mere novelty of the combination confers no rights to its exclusive use.'® 


‘American Sales Book Company, Limited v. United Autographic 
tegister Co., Opp’n No. 13,417, 159 M. D. 943, June 24, 1937. 


* Ex parte Gantner & Mattern Company, Ser. No. 378,483, 159 M. D. 
936, June 17, 1937. 
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Frazer, A. C.: Held that the use by opposer of a mark featur- 
ing a blue background and displaying the portrait and signature of 
King C. Gillette and the notation “Gillette Blue Blade” as a trade- 
mark for razor blades, was not sufficient ground for refusing regis- 
tration to the applicant of a mark containing the notation “Navy 
Blue Razor Blades” in association with a pictorial representation 
of a ship at sea displayed on a blue background for the same goods, 
but that applicant was not entitled to registration of the mark since 
it was merely descriptive of its goods. 

With reference to the similarity of the two marks, the Assistant 
Commissioner stated that the disclaimer in each mark of certain 
descriptive words was unimportant and the disclaimed portion must 
be taken into consideration in determining whether, as a whole, the 
marks were confusingly similar, citing Joseph Tetley § Co. v. Bay 
State Fishing Co. (C.C. P. A.), 82 F. (2d) 299 [26 T.-M. Rep. 217]. 

He then said: 


In applicant’s mark the word “Navy” is printed in bold blue letters 
above the somewhat fanciful picture of a ship, and the words “Blue Razor 
Blades” appear at the bottom in white letters against a blue background. 
Opposer’s mark is dominated by the portrait of Mr. Gillette, beneath which 
appears his signature and above which are the words “Gillette Blue Blade.” 
Aside from the blue color and the name of the goods, there is not the 
slightest resemblance between these marks, and it is inconceivable that any 
person of ordinary intelligence could confuse the two. 

Opposer, having been the first to market blue razor blades in blue 
wrappers, seems to claim a monopoly of this color for the dress of its goods. 
It may be that in a court of equity opposer’s claim would warrant considera- 
tion. Here, however, no question of unfair competition is presented. Ap- 
plicant is entitled to the registration of its mark unless it appears to “so 
nearly resemble a registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the same descriptive properties 
as to be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers.” Being clearly of the opinion that there is no such 
resemblance between the marks here involved, I think the opposition was 
properly dismissed. 


With reference to the descriptive character of applicant’s 


mark, he said: 


Navy blue denotes a well-known color, and is probably the first expres 
sion that would occur to the average individual in attempting to describe 
the particular shade of blue that characterizes the razor blades introduced 
here as exhibits. Applicant’s argument has been carefully considered, but 
I am convinced that its trade-mark is descriptive of its goods and there- 
fore unregistrable under the Act of February 20, 1905.16 


16 Gillette Safety Razor Company v. Triangle Mechanical Laboratories 
Corp., Opp’n No. 13,919, 159 M. D. 757, September 21, 1936. 
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Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the notation “‘Multi-Linkt” as a trade-mark 


for a strip of continuous form stationery provided with superposed 


packets of forms having interleaved carbon sheets. 

The ground of the decision is that the mark is descriptive of the 
goods to which it is applied. 

In his decision, after noting applicant’s argument based upon 
the structural characteristics of the goods, the Assistant Commis- 
sioner said: 


One definition of the verb “link,” found in Webster’s New International 
Dictionary, is “to join firmly by means of a connecting element.” According 
to the same authority the combining form “multi-” means “consisting of, 
containing, or having, many.” Applicant’s continuous form stationery con- 
sists of many individual packets, bound together by means of a connecting 
element. It thus seems clear that either word standing alone is aptly 
descriptive of these goods or of their “character or quality,’ and that their 
combination results in an expression that is equally descriptive.1? 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for roofing cements and 
asphaltic plastic cement, the notation “Stay-Tite.” 

The ground of the decision is that the mark is descriptive of the 
goods. 

In his decision, after stating that the cements in question are 
chiefly used to secure sheets of roofing material in place and ap- 
plicant contends that while the roofing sheets must thereafter stay 
tight, which is not necessarily true of the cement and therefore the 
mark is only suggestive, and quoting from the decision of the 
Examiner, the Assistant Commissioner said: 


I think the Examiner’s position in holding the mark descriptive is amply 
supported by both reason and authority. (Citing In re Chas. R. Long, Jr., 
Co., 51 App. D. C. 399, 280 Fed. 975 [12 T.-M. Rep. 176], holding “Stabrite” 
descriptive of a polish, In re Holed-Tite Packing, Inc., 21 C. C. P. A. 1039, 
70 F. (2d) 109 [24 T.-M. Rep. 168], in which it was held that “Holed-Tite” 
is descriptive of cartons for packing eggs, and Walgreen Co. v. Godefroy 
Mfg. Co., 22 C. C. P. A. 819, 74 F. (2d) 127 [22 T.-M. Rep. 271], in which 
it was held that “Peaudouce,” meaning “soft skin,” is descriptive of skin 
cream. ) 


He further said: 
Even accepting applicant’s theory that it is only the roofing elements 
to which its cements are applied that stay tight the case last cited would 


17Ex parte United Autographic Register Co., Ser. No. 371,986, 159 
M. D. 904, May 29, 1937. 
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seem sufficient authority for holding its mark unregistrable, because in 
that case it is quite apparent that the mark described the skin as affected 
by the cream rather than the cream itself. 


He then noted that applicant did not attempt to distinguish from 


the Long case, supra, but said that it “was manifestly ill considered,” 


and then said: 


Ill considered or otherwise, the fact remains that it was the pronounce- 
ment of a court having appellate jurisdiction of cases arising in the Patent 
Office, and is directly in point on the issue here presented. 

With reference to applicant’s argument that there are other 
marks more clearly descriptive of the goods that had been regis- 
tered, and that consistency and impartiality are virtues which 
should be cultivated, he said: 


However, while no one will deny the desirability of these virtues or the 
importance of their cultivation, occasional mistakes are inevitable; and 
their multiplication for the sake of consistency would hardly stand the 
test of reason.!* 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Gypsteel Gypsum Plank” as a trade-mark for a pre- 
cast, reinforced slab of cementitious material, without a disclaimer 
of the word “plank,” since the word is clearly descriptive of the 
goods. 

In his decision, after noting the definition of the word “plank” 
and quoting from the Examiner’s statement, the Assistant Com- 
missioner said: 

I am constrained to agree with the Examiner. Applicant’s product is 
admittedly a substitute for wooden planking, and so far as the record dis- 
closes has no other use. When a gypsum slab is so fashioned as to take 
the place of a lumber plank in construction work, and is called a “gypsum 


plank,” it seems to me that the expression can have no other possible 
significance to the public than one of descriptiveness.!® 


Drawing 


Frazer, A. C.: Held that the Examiner of Trade-Marks prop- 
erly refused to permit the removal from the drawings of certain 

18 Ex parte The Lehon Company, Ser. No. 370,807, 159 M. D. 910, June 3, 
1937. 

19 Ex parte Structural Gypsum Corporation, Ser. No. 339,007, 159 M. D. 
912, June 4, 1937. 
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portions of the trade-mark sought to be registered in the absence of 
a disclaimer. 

In his decision, after noting that the drawing of the application 
disclosed a design having thereon the word “Radiant,” and the 
word “Midway,” and that registration was refused because of prior 
registration of the word “Radiant’’ for goods of the same descrip- 
tive properties, and that applicant had sought to amend by striking 
out the entire “Radiant” and the emblem, leaving only the word 
“Midway,” and noting the decision in Wayne Poultry Tonic Co., 
164 O. G. 251, which provides that where the drawing is modified 
by the elimination of the arbitrary feature a disclaimer shall be 
filed, the Assistant Commissioner said: 


Counsel does not question the soundness of the rule as applied to com- 
posite marks, but insists that applicant’s drawing contains two distinct 
trade-marks, either of which may be erased without mutilating the other. 
In the application papers, however, it is stated under oath by applicant’s 
secretary “that the description and the drawing presented truly represent 
the trade-mark sought to be registered;” and the drawing itself is not 
inconsistent with that statement. Counsel refers to the labels in support 
of his contention that two separate marks are shown, but admits that 
“there are no specimens now in the record;” and those attached to the 


brief, assuming that they may properly be considered, show no trade-mark 
use of the word “Midway.” 


Geographical Terms 
Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Chippewa’s Pride,” as a trade-mark for beer, since 
the word “Chippewa” is merely geographical and in view of the 
prior use by opposer of the term “Chippewa” as a trade-mark for 
various non-alcoholic carbonated beverages including ginger ale. 
With respect to applicant’s argument that even if the word 
“Chippewa” is geographical, there had been added to it the word 
“Pride,” the Assistant Commissioner said: 


It is not my understanding that its association with other matter ever 
renders a geographical term registrable unless it is disclaimed, and I am 
therefore of the opinion that the Examiner of Interferences was right in 
his ex parte refusal to register applicant’s mark. 


With reference to the question of similarity of the goods, and 
noting applicant’s argument that the decision of the Patent Office in 


20 Ex parte Midway Chemical Co., Ser. No. 381,230, 159 M. D. 892, May 
5, 1937. 
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Sprague, Warner & Co. v. Christie § Hoover, 159 M. D. 320, 22 
U.S. P. Q. 414 [24 T.-M. Rep. 474], should be overruled, he said: 


. .. + but with that contention I am unable to agree. Both items are 
beverages, and both are sold in similar containers, over the same counters. 
to the same class of purchasers. In my opinion their sale under trade- 
marks so nearly similar as those here involved would be very likely to 
lead to confusion. ’ } 


With reference to the proceeding between the same parties in 
the prior infringement suit and noting the argument that certain 
findings had been made in that suit which indicated that the opposer 


did not enjoy the exclusive use of the mark throughout the ten- 


year period, in view of which it had obtained registration, he said: 


It is thus argued by applicant’s counsel that opposer’s registrations are 
invalid, and hence insufficient to support the opposition. The court, how- 
ever, did not hold these registrations invalid, but on the contrary expressly 
stated in its decree: Q 

“That the plaintiff's (opposer’s) trade-marks registered under United 
States certificates of trade-mark registration No. 119,429, dated Novem- 
ber 20, 1917, and No. 130,164, dated April 13, 1920, are good and valid in 
law.” 

With reference to the argument that under the decree of the 
Wisconsin court applicant had a right to use the mark, he said: 

Applicant would construe this language as an affirmative ruling that it 
is entitled to use the mark for the goods mentioned. The question here, how- 
ever, is not whether applicant is entitled to use the mark, but whether it is 


entitled to have the mark registered. From what has been said it follows 
that in my opinion this question must be answered in the negative.* 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that W. H. Snyder & Sons was entitled 
to register under the Act of 1920 the word “Tiffany” as a trade- 
mark for cigars, notwithstanding the prior use by Tiffany & Com- 
pany of the word “Tiffany” and “Tiffany & Co.” on various goods, 
and that the registration obtained by W. H. Snyder & Sons should 
not be cancelled. 

In his decision, after referring to certain registrations of Tif- 
fany & Company and stating that the goods specified in registration 
137,721, namely, “tobacco-pipes, cigar and cigarette holders made 


21 Chippewa Springs Corporation v. J. Leinenkugel Brewing Co., Opp’n 
No. 14,171, 159 M. D,. 913, June 4, 1937. 
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of amber, cigar and cigarette cases made of leather or silk, and 
humidors and ash-trays made of glass, wood, or base metals,’ are 
the nearest to the goods of the opposer and referring to cases cited 
by the opposer, the Assistant Commissioner said: 


Since this appeal was argued, however, two decisions have been handed 
down by the Court of Customs and Patent Appeals, which more strongly 
support appellant’s contention in this regard than do any of the cases 
cited in the brief, so that these latter require no discussion. In Elgin 
American Mfg. Co. v. Elizabeth Arden, Inc. (C. C. P. A.), 83 Fed. (2d) 
681 [26 T.-M. Rep. 422] it was expressly held that powder boxes and per- 
fume containers possess the same descriptive properties as power and 
perfume; and in Elgin American Mfg. Co. v. Elizabeth Arden, Inc., supra, 
that soap and metal soap receptacles likewise are merchandise of the same 
descriptive properties within the meaning of the Trade-Mark Act. Mani- 
festly, the goods involved in the present proceeding are at least as closely 
related as those considered by the court, and were it not for other facts 
appearing of record, I should feel compelled to hold those cases con- 
trolling here. Upon careful consideration, however, I have concluded that 
under the peculiar circumstances of this case a contrary holding is war- 
ranted. 


He then referred to the case of B. F. Goodrich Co. v. Hock- 
meyer, 17 C. C. P. A. 1068, 40 F. (2d) 99 [20 T.-M. Rep. 205] 
and noted that the circumstances of the case seemed to have influ- 


enced the court in holding that soap and metal soap receptacles are 


goods of the same descriptive properties, and also that powder and 


perfume are of the same descriptive properties as powder boxes and 
perfume containers, and then said: 


There is only one place in the United States at which appellant’s mer- 
chandise is available to purchasers, and that is its own retail store at 37th 
Street and Fifth Avenue in New York City. This has been true through- 
out appellant's existence of nearly a century, and so far as the record 
shows will continue to be true. Appellant does not deal in cigars or 
tobacco products of any kind. It never has done so, and so far as the 
record shows it never will. It is thus impossible that appellant’s goods 
and those of respondent can ever be “sold in the same stores” or even 
“from the same kind of stores.” It is true that smokers’ articles generally 
may be purchased in cigar stores, but not the smokers’ articles to which 
appellant applies its trade-mark. And the mere fact that goods similar 
to appellant’s are sold over the same counters as those of respondent could 
hardly be said to give rise to likelihood of confusion between the marks 
of these parties. Nor does it seem reasonable to suppose that one purchas- 
ing a humidor at Tiffany’s Fifth Avenue store would thereby be deceived 


as to the origin of respondent’s cigars sold elsewhere simply because they 
bear the same mark.?? 


*? Tiffany & Company v. W. H. Snyder & Sons, Canc. No. 2,649, 159 M. D. 
730, August 11, 1936. 
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Frazer, A. C.: Held that applicant is entitled to register the 
notation “Eno” somewhat fancifully displayed, as a trade-mark for 
a cleaner for silver, glass, ete., notwithstanding the prior adoption, 
use and registration by opposer of the term “Eno” as a trade-mark 
for a saline aperient. 

The ground of the decision is that the goods are not of the same 
descriptive properties. 


In his decision the Assistant Commissioner noted opposer's 


argument that because of its hitherto exclusive trade-mark use of 
the term “Eno” the applicant’s mark should be denied registration 
on the authority of certain decisions cited. He then referred to the 
facts of those cases and said: 

No such record has been presented in the instant case, nor am I at 
liberty to apply the principles of equity which appear to have influenced the 
court. Furthermore, it does not necessarily follow that because locks and 
flashlights have been held to possess the same descriptive properties the 
same rule must be applied to salts and silver polish. 

With respect to the argument of opposer that confusion might 
arise no matter how diverse the products, if the same mark was 
applied on both, the Assistant Commissioner cited the rather recent 
decision of the then First Assistant Commissioner in Meredith Pub- 
lishing Co. v. O. M. Scoti & Sons Co., 26 U. S. Pat. Q. 21 [27 T.-M. 
Rep. 183], in which the identical marks were applied to magazines 
and lawn grass seed, and stating that the opposition was dismissed 
on the grounds that the goods were not of the same descriptive 
properties, he said: 

I am clearly of the opinion that the goods involved in the case before 
me are not of the same descriptive properties. Mulhens § Kropf v. 
Onnen (C. C. P. A.) 37 Fed. (2d) 435 [20 T.-M. Rep. 48]; Bayer Company 
v. Noxon Chemical Products Co., 23 U. S. Pat. Q. 178. That being true 
the similarity of the marks under which they are sold becomes immaterial, 


at least so far as the question of registration is concerned. Meredith 
Publishing Co. v. O. M. Scott & Sons Co., supra.*% 


Goods of Same Descriptive Properties 
Frazer, A. C.: Held that Arrow Distilleries, Inc. is not en- 
titled to register the word “Arrow” as a trade-mark for alcoholic 


23J. C. Eno (U. S.) Ltd. v. Edward J. Deshayes, Opp’n No. 13,992, 
159 M. D. 654, April 7, 1936. 
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cordials and liqueurs, in view of the prior adoption and use by The 
Globe Brewing Company of the same mark as a trade-mark for 
beer and that the registration which the Arrow Distilleries, Inc., had 
obtained should be cancelled. 


The ground of the decision is that the goods are of the same 
descriptive properties. 

In his decision, after noting that in American Brewing Co. v. 
Hercules Products & Distilling Corporation, 463 O. G. 700 [26 
T.-M. Rep. 184], it has been held that gin and beer are of the 
same descriptive properties, the Assistant Commissioner said: 


. if that decision is to be followed a similar ruling must necessarily 
be made with respect to the goods of the parties in the present case. 


Then, after noting respondent’s argument that the usual tests 
applied in opposition proceedings to determine whether goods are of 
the same descriptive properties are not appropriate in cancellation 
proceedings, and that a petitioner for cancellation should be re- 
quired to prove actual injury, if he would prevail, he said: 


I think the argument is untenable. The particular type of proceeding 
in which merchandise is considered can have no bearing on its classification, 
nor on the rules by which its descriptive properties are determined. And 
where, as in the instant case, a petitioner for cancellation alleges and 
proves that it “was using its registered mark in interstate commerce at the 
time its petition for cancellation was filed,” damage will be presumed. 
American Cyanamid Co. v. Synthetic Nitrogen Products Corporation, 19 
C. C. P. A. 1235, 58 F. (2d) 834 [22 T.-M. Rep. 275]. 

I agree with respondent that its alcoholic cordials and liqueurs differ 
greatly from petitioner's beer in many respects; but all are alcoholic 
beverages, and all are for sale over the same counters to the same general 
class of purchasers. It is doubtless true that all beer drinkers do not 
indulge in cordials and liqueurs, but it is likewise true that some probably 
do. A prospective purchaser of such goods, familiar with petitioner's 
trade-mark may readily select those bearing the same mark in the mistaken 
belief that they are petitioner’s products.** 


Frazer, A. C.: Held that applicant is not entitled to register 


the term “Geyser” as a trade-mark for covered syphons and bulbs 


or capsules for compressed or liquid gas, in view of the prior owner- 
ship and use by opposer of the same mark as applied to mineral 
water. 


24'The Globe Brewing Company vy. Arrow Distilleries, Inc., Cane. No. 
2944, 159 M. D. 905, May 29, 1937. 
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In his decision, after stating that the only question was whether 
the goods are of the same descriptive properties and the Examiner 
of Interferences held that they were not, and stating that if the 
case were one of first impression he would have no difficulty in 
agreeing with that holding, the Assistant Commissioner said: 


I am clearly of the opinion, however, that his ruling is in direct conflict 
with the decision of the Court of Customs and Patent Appeals in the case 
of Elgin American Manufacturing Co. v. Elizabeth Arden, Inc., 23 C. C. 
P. A. 1153, 83 F. (2d) 681 [26 T.-M. Rep. 416]. It was there held that 
bath salts, rouge, sun-tan-oil, talcum powder and perfumes have the same 
descriptive properties as empty receptacles designed to contain such goods, 
even though the trade-marks involved were not identical. 


Then, after quoting from the decision cited, he said: 


While applicant’s goods in the instant case include “bulbs or capsules 
for compressed or liquid gas,” I do not think these items have any particular 
bearing on the question under consideration. Its “covered syphons” ad- 
mittedly are siphon bottles, and the term “siphon bottle” is defined in 
Webster’s New International Dictionary as “a bottle for holding aerated 
water.” 


Then, after quoting from the decision of the Examiner of In- 
terferences, he said: 


Applicant took no testimony, and the only indication of the type of 
bottle with which its mark is used is found in a photograph filed with the 
application, showing a bottle with some sort of device attached to the top 
which may or may not be a bulb or capsule for compressed or liquid gas. 
No particular style of “covered syphons” is described in the application, 
and the registration applied for would, if granted, be prima facie evidence 
of applicant’s ownership of the mark disclosed for all types of siphon bottles. 

Opposer’s product is an aerated water, which is sold to the public in 
bottles carrying opposer’s “Geyser” label. This water is said to have 
medicinal properties, but it is widely used as a table water, just as would be 
the water contained in applicant’s bottles regardless of how it is placed 
there. In this situation I think the sale of opposer’s water and applicant’s 
bottles under identical trade-marks would be likely to lead to the same sort*° 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Berkeley Square” as a trade-mark for men’s and boys’ 


suits and overcoats, in view of the prior use and registration by 


opposer of the same words as a trade-mark for women’s and misses’ 
shoes. 

In his decision, after referring to the case of In re Keller, 
Heumann & Thompson Co., 23 C. C. P. A. 837, 81 F. (2d) 399, in 


9 


25 Saratoga Springs Authority v. Old Faithful Corporation, Inc., Opp’n 
No. 14,799, 159 M. D. 900, May 15, 1937. 
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which it was held that men’s suits and top coats are of the same 


descriptive properties as boots and shoes, the Assistant Commis- 
sioner said: 


In its opinion, however, the court remarked that it “has never indicated 
in an opinion that all articles of wearing apparel are goods of the same 
descriptive properties,” and that a showing that the previously registered 
mark had not been used with men’s shoes “would then have presented a 
question not necessary here to decide.” The Examiner of Interferences thus 
seeks to distinguish the cited case, and concludes that it is not controlling 
with respect to the goods here involved because opposer’s registration does 
not cover men’s or boys’ shoes. 


Then, with reference to the holding of the Examiner of Inter- 
ferences that the goods were not under that decision of the same 
descriptive properties and noting that the court had said that it 
would seem clear that a purchaser of men’s shoes bearing a certain 
trade-mark upon seeing the same mark upon men’s suits, topcoats or 
overcoats, for sale in the same store would conclude that they had 
the same origin, he said: 

I think this reasoning holds true in the instant case. It is a fact of 
common knowledge that boys’ suits and overcoats are more often than not 
purchased by mothers, and it seems to me quite probable that a woman who 
had previously purchased opposer’s shoes for herself or her daughter, 
might select a suit or overcoat for her son, bearing the same trade-mark, 
in the belief that it had the same origin as that of the shoes with which she 
was familiar. While it is doubtless true that all articles of wearing apparel 
do not necessarily possess the same descriptive properties within the mean- 
ing of the Trade-Mark Act, I do not believe that the sex of the intended 


wearer is alone sufficient to modify the classification of merchandise other- 
wise identical.?® 


Interference—Non-Use 


Frazer, A. C.: Held that neither the Califruit Wineries, Inc. 
(doing business in California), nor Bohemian Distributing Co., 


Ltd., whose applications are for the registration of the word 


“Ramona” as a trade-mark on wines, is entitled to such registration. 

With reference to the claim of the Califruit Wineries, Inc., to 
establish use through an alleged predecessor in business, The Golden 
Gate Fruit Company, the Assistant Commissioner, after noting 


that that company went out of business in 1922, its assets were 


ae) 


disposed of and its charter revoked, and the Califruit Wineries, 


26 The Daniels and Fisher Stores Company v. Padi Clothes Company, 
Incorporated, Opp’n No. 15,041, 159 M. D. 915, June 7, 1937. 
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Inc., was not organized by the former stockholders of that company 
until 1933, said: 


Assuming for the moment that the Golden Gate Fruit Company owned 
this particular mark, I think it is apparent that its suspension of business 
and the revocation of its charter, under the circumstances disclosed by the 
record, resulted in a clear abandonment of the mark; and that appellee's 
rights therein, if any, must be predicated upon an appropriation thereof 
subsequent to such abandonment. Rice-Stix Dry Goods Co. v. Schwarzen- 
bach-Huber Co., 47 D. C. 249 [8 T.-M. Rep. 111]. 

But I do not think the Golden Gate Fruit Company owned the mark. 
Five labels are in the record as exhibits, said to represent those used by 
that company on all its wine bottles. On four of them the notation occurs, 
“Golden Gate Fruit Co. at Ramona Winery.’ On the fifth, a neck label, 
are the words “Ramona Winery.” This is the only evidence of the manner 
of use, and I am convinced that it did not constitute a trade-mark use 
of the single word “Ramona” here sought to be registered. 


With reference to the testimony offered on behalf of Califruit 
Wineries, Inc., to establish -its own use of the mark, the Assistant 
Commissioner said: 


Between April, 1933, and appellant’s earliest date of claimed use at 
least five months had passed, and yet no attempt was made to prove any 
definite sales of wine bearing the trade-mark in issue during that period; 
and I am inclined to doubt that any were made. Nor do I believe that 
the evidence before me is sufficient to establish any such sales by appellee 
prior to the taking of its testimony in October, 1934. Transactions of 
this character, are so easily proved that the absence of persuasive evidence 
necessarily creates doubt as to its availability. 


He then, after stating that no evidence can be found in the 
record to show that the word “Ramona” had been used by the 
Califruit Wineries, Inc., in such a manner as to denote origin of the 
goods, said: 


No label was offered in evidence, nor any testimony that a label was 
ever used bearing that word in association with appellee’s corporate name. 
Going back to the file of its application I find specimen labels, submitted 
to “show the mark as actually used upon the goods,” disclosing nothing 
more than a pictorial design and the one word “Ramona.” Such use could 
not possibly denote origin, and with nothing else before me to show how 
the word was used I must conclude that it did not perform the function 
of a trade-mark. 


With reference to the evidence offered to establish use by the 
Bohemian Distributing Co., Ltd., he said: 


Its testimony develops the fact, however, that the mark was not actually 
applied in commerce to any of its merchandise prior to December 9, 1933, 
or fifty-three days after its application for registration was filed. It is 
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argued that the receipt of an order in September constitutes use of the 
mark at that time. One difficulty with this argument is that the alleged 
order was not proved. But even if it had been, I do not think the receipt 
of an unfilled order can be said to constitute use of a trade-mark on the 
ordered goods within the meaning of the statute. I am thus constrained to 
hold that appellant was not using the mark at the time its application was 
filed. 


Then, with reference to the character of the mark in question, 


he said: 


Finally I am of the opinion, and so hold, that the word “Ramona” is 
unregistrable to either party by reason of the fact that it is geographical, 
and has, as far as I am advised, no other significance. I take judicial 
notice of the fact that there are towns of that name not only in California, 
where both applicants are doing business, but also in Kansas, Oklahoma 
and South Dakota.?? 


Interference—Priority 


Frazer, A. C.: Held that Bushmill Wine & Products Co., Inc., 
had not proved priority of adoption and use of the trade-mark 
“Don Juan” as applied to wines prior to the earliest date of use 
established by K. Arakelian, Inc. 

In his decision the evidence was discussed quite fully and with 
respect to certain phases of it, the Assistant Commissioner said: 


Neither of the documents referred to, after reading which Mr. Wein- 
berger was able to testify of his own knowledge, was offered in evidence, 
so that their contents are a matter of conjecture; but even without them 
I think the pronounced unreliability of this witness becomes clearly appar- 
ent from a mere reading of the quoted testimony. 

* + 6 


But the chief weakness in Bushmill’s evidence with respect to the 
alleged sale of December 5 lies in the fact that none of the witnesses 
actually testified that such a sale was made. No order was mentioned, 
no price, no payment, nor even a delivery. The most that can definitely 
be said from the record is that on that date certain wine was loaded on a 
Bushmill truck, addressed to the Schiff Company. 


Then, after stating that he agreed with counsel that trade-mark 
use “may be established by parol evidence,” he said: 
“Where, however, a party is admittedly in possession of documents 


pertinent to the issue, and fails to introduce them, the presumption natu- 
rally arises that their introduction would not be helpful to that party’s 


“7 Bohemian Distributing Co., Ltd. v. Califruit Wineries, Inc., Trade- 
Mark Int. No. 2,241, 159 M. D. 604, February 17, 1936. 
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case. And where, as here, the testimony alone is wholly insufficient to 
prove the fact in issue, such presumption gives way to conviction.?® 


Non-conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register as 
a trade-mark for a brushless shaving cream the notation “Shav-Ami 
brushless shave,” the last two words being disclaimed, notwith- 
standing the prior use by opposer of the words “Bon Ami,” as a 


trade-mark for divers cleaning and scouring material including 


tooth paste. The ground of the decision is that the marks are not 
confusingly similar. 
With reference to the goods, he said: 


That tooth paste and shaving cream are not identical is of course 
apparent, but they are both toilet preparations and belong to the same 
general class of merchandise; and in my opinion are unquestionably goods 
of the same descriptive properties within the meaning of the Trade-Mark 
Act, Malone v. Horowitz, 17 C. C. P. A. 1252, 41 Fed. (2d) 414. 


With reference to the marks, he said: 


But I am convinced that the marks of the parties are free of de- 
ceptive similarity. They are widely different in sound, appearance and 
suggestive meaning, and I do not think there is any reasonable likelihood 
that confusion will result from their concurrent use on the goods to which 
they are applied. Opposer has undertaken to show the existence of actual 
confusion, but its evidence in that regard is not persuasive.?® 


28K. Arakelian, Inc. v. Bushmill Wine & Products Co., Ine., Int. 
No. 2,358, 159 M. D. 596, February 6, 1936. 

22 The Bon Ami Company v. McKesson & Robbins, Inc., Opp’n No. 
14,474, 159 M. D. 705, July 17, 1936. 
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FrepERAL TrapE Commission v. Rear Propucts CorPoraATION, ET AL. 


United States Circuit Court of Appeals, Second Circuit 







June 7, 1937 4 









Unrarr Competrrion—Feperat Trane Commission Act—Pustiic INnTerest. 
The public is entitled to be protected against unfair practices and its 
interest in such protection is specific and substantial. Nor is it neces- 
sary that the product misrepresented be inferior or harmful to the public. 
Unrarr Competirion—“CHampion Spark Prive Ser’—Beartnc or Copy- 
RIGHT. 
The fact that respondents copyrighted the box label “Champion 
Spark Plug Set” held not material, in as much as a copyright is not a 
license to engage in unfair competition. 
Unratm Competririon—Feprrat Trape Commission Acr—‘CHAmPiIon”’— 
Use or Compertror’s 'TRApE-Mark. 

The use by respondents of the word “Champion” in the sale of their 
spark plug sets and similar products, notwithstanding the said word had 
for fifteen years been identified to the public with the products of the 
Champion Spark Plug Co., he/d unfair competition; and the “cease and 

desist” order of the Federal Trade Commission was affirmed. 




























In equity. Appeal from an order of the Federal Trade Com- 
Affirmed. 


mission. 





W. T. Kelley, Chief Counsel, Federal Trade Commission, Mar- 
tin A. Morrison, Assistant Chief Counsel, and John W. Hill- 
drop and James W. Nichol, all of Washington, D. C., for 
petitioner. 

Irving Beck, President, Real Products Corporation, in propria 


persona. 









Before 


Judges. 


Manton, L. Hann, and Aveustus N. Hann, Circuit 





Manton, C. J.: Respondents are corporations, organized under 
the laws of the state of New York, engaged in joint enterprises, 
: manufacturing automotive and metal specialties, including spark 
plug cable sets, which are sold and distributed throughout the vari- 
ous states of the United States. Their products are transported in 
interstate commerce from their place of business in New York. 
The charge against them is the use of unfair methods of com- 


petition in the sale of their products in interstate commerce in 


TWENTY-SEVEN TRADE-MARK REPORTER 


violation of Section 5 of the Federal Trade Commission Act (38 
Stat. 719, as amended by Act Feb. 13, 1925, § 2, 43 Stat. 939, 
15 U.S. C. A. § 45). The order entered directed that they cease 
and desist from 

(a) Representing in any manner that the automotive and metal specialties, 
including spark plug cable sets, manufactured and sold by the respondents 
are the products of or are made by the Champion Spark Plug Company of 
Toledo, Ohio. (b) Using the word “Champion” alone or in connection or 
conjunction with any other word or words .... to describe or designate 
automotive and metal specialties, including spark plug cable sets, made by 
respondents, and from using any other word or words so as to import or 
imply that said products are made by the Champion Spark Plug Company 
of Toledo, Ohio. (c) Using and displaying the word “Champion” in their 
advertising .... on cartons, boxes or other containers. ... (d) The use, 
by any method, manner or means of advertising .... in newspapers and 
circulars, of the device or picture of a spark plug at the bottom of which a 
simulation of electricity is displayed and containing the word “Champion” 
therein. 

The Commission made complete and specific findings, which have 
evidence to support them, and which justify the order entered to 
cease and desist. The Champion Spark Plug Company has been in 
the field fifteen years, engaged in the manufacture of automotive 
and metal specialties, including spark plugs and porcelains and 
their sale and distribution in interstate commerce. It applied the 
word and trade designation “Champion” to its products, including 
spark plugs and used it on its stationery and in its corporate name 
and on its cartons and printed advertising matter. The name thus 
signifies to the trade and purchasing public that such automotive 
and metal specialties, including spark plugs and porcelains, were 
the products of the Champion Spark Plug Company. There was 
evidence to support the finding that the respondents, without the 
permission or consent of the Champion Spark Plug Company, used 
and continued to use the trade designation “Champion” for their 
automotive and metal specialties, including spark plug cable sets, 
and on their price list, cartons, and advertising matters. 

The Commission found, with evidence to support it, that the use 
of the word “Champion” by respondents as set forth was false. 


deceptive, and misleading to the retail trade and the purchasing 


public and had a tendency to, and did deceive the purchasing public 
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by creating the impression that the products of the respondents were 
those of the Champion Spark Plug Company. It had a like ten- 
dency to unfairly divert trade to respondents from their competitors. 

False and misleading representations of respondents’ products 
constituted an unfair method of competition within the intent and 
meaning of Section 5 of the Act, as amended. Federal Trade 
Comm. v. Royal Milling Co., 288 U. S. 212, 53 S. Ct. 335, 77 L. Ed. 
706; Federal Trade Comm. v. Winsted Hosiery Co., 258 U. S. 483, 
412 S. Ct. 384, 66 L. Ed. 729; Indiana Quartered Oak Co. v. Federal 
Trade Comm. 26 F. (2d) 340 (C. C. A. 2), certiorari denied 278 
U. S. 623, 49 S. Ct. 25, 73 L. Ed. 544. The use of an identical 
name for kindred products necessarily was deceptive to the public 
and indicated a purpose to use it unfairly in competition. Standard 
Oil Co. of New Mexico v. Standard Oil Co. of California, 56 F. (2d) 
973, 980 (C. C. A. 10); Del Monte Special Food Co. v. California 
Packing Corporation, 34 F. (2d) 774, 776 (C. C. A. 9). The pur- 
chasing public would be likely to buy respondents’ product on the 
strength of the first user’s reputation where the word “Champion” 
was connected with the sale of spark plugs, spark plug cable sets, 
and porcelains. 

The existence of a public interest here may rest either on the 
deception suffered by the public (Federal Trade Comm. v. Royal 
Milling Co., supra, cf. Federal Trade Comm. v. Klesner, 280 U. S. 
19, 50 S. Ct. 1, 74 L. Ed. 138, 68 A. L. R. 838) or the prejudice 
occasioned to competitors (Federal Trade Comm. v. Raladam Co., 
283 U. S. 648, 51 S. Ct. 587, 75 L. Ed. 1324, 79 A. L. R. 1191). 
On either ground the public is entitled to be protected against un- 
fair practices and its interest in such protection is specific and 
substantial. Federal Trade Comm. v. Royal Milling Co.; supra. 
Nor is it necessary that the product misrepresented be inferior or 
harmful to the public. The deceptive misrepresentation suffices. 
See National Silver Co. v. Federal Trade Comm., 88 F. (2d) 425, 
127 (C. C. A. 2). 

The principle of the Raladam Case, supra, that potential com- 


petitors are equally to be protected with actual competitors, is an 
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integral part of the law of unfair competition. All persons are free 


to enter the trade at any time, and are, therefore, potential com- 
petitors. Here, however, it is clear that competition was wrongfully 
affected. The respondents obtained an advantage over their com- 
petitors. 

Finally, it is not material that respondents have copyrighted the 
box label “Champion Spark Plug Set.” A copyright is not a license 
to engage in unfair competition. Marietta Mfg. Co. v. Federal 
Trade Comm., 50 F. (2d) 641 (C. C. A. 7); N. Fluegelman & Co. 
v. Federal Trade Comm., 37 F. (2d) 59, 61 (C. C. A. 2). 

The order of enforcement is granted. 


Order granted. 


Wuitre Tower System, Inc. v. Wuite CAstTLe System or EATING 
Houses CorPoRATION 
(90 F. [2d] 67) 


United States Circuit Court of Appeals, Sixth Circuit 
May 4, 1937 


‘Trape-M arks—Goop- Witi—Derinirion—Sitvs. 

Good-will may be defined as the favorable consideration shown by 
purchasers to goods known to emanate from a particular source. It 
may exist in territory where no business is done by the possessor of the 
good-will. 

Trape-Marks AND Unrarr Competirion—Priority oF Apboprion. 

It is the general rule that priority of adoption of a trade-name or 
distinctive advertising feature gives an exclusive right to their use. 
Unram Competirion—‘Wurre Tower”—Decertive Use or TrRApdE-NAmM! 
AND Stocan—Copryinc Distrincrive Features or Comperiror’s 

Business. 

Appellee’s predecessors in 1921 founded in Wichita, Kansas, a busi- 
ness of selling hamburger sandwiches and other food products in stands 
designated by the name “White Castle” and the slogan “Buy ’em by the 
sack,” said business having subsequently been extended to several other 
cities of the Central West, including Chicago, Columbus, and Minne- 
apolis. In 1926, appellant’s predecessors knowing appellee’s prior ap- 
propriations of its trade methods and symbols, began in Milwaukee a 
similar business under the name “White Tower” and the slogan ‘Take 
home a bagful,” using a building similar in design to appellee’s, certain 
of appellee’s business methods and forms having also been appropriated. 
Held that, although appellee did not establish a business in Detroit 
until after appellant had located therein, the latter’s acts constituted 
unfair competition against appellee, and an injunction was granted. 
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In equity. Appeal from the United States District Court, 
Eastern District of Michigan. From a decree for defendant, com- 


plainant appeals. Affirmed. 


















C. R. Fletcher, of Minneapolis, Minn., and J. A. Fish, of Mil- 


Saisie Aaitoee 


4 waukee, Wis. (Junell Driscoll, Fletcher, Dorsey & Barker, 

‘| of Minneapolis, Minn., Stevenson Butzel, Eaman & Long, of 
Detroit, Mich., and Fish, Marshutz & Hoffman, of Milwau- 

bi kee, Wis., on the brief), for appellant. 

e EE. W. Evans, of Wichita, Kan., and O. C. Hull, of Detroit, Mich. 
(Oxtoby, Robinson & Hull, of Detroit, Mich. and Vermilion, 

: Evans, Carey & Lilleston, of Wichita, Kan., on the brief), 


for appellee. 
Before Hicks, Simons, and ALLEN, Circuit Judges. 


AuLEN, C. J.: This appeal deals with the question whether one 





who has substantially appropriated a trade-name and advertising 


slogan and has knowingly imitated a building of peculiar style, 










Pe a eee te ae 


with knowledge of their previous use in the same business by an- 


other, can enjoin the originator from using its own style of building, 
trade-name and slogan in territory in which the junior user first 


operated, and whether the originator in turn can enjoin the junior 


| 
: 


user from such use. 
Appellant filed its bill of complaint, seeking relief from alleged 


unfair competition. Appellee filed a cross-bill seeking similar relief. 













The cause was referred to a special master, who filed a report recom- 
mending that a decree be entered in favor of appellee. The District 


Court confirmed the master’s report, made findings of fact and con- 





clusions of law, and permanently enjoined appellant as prayed in ee 

the cross-petition. 
Both parties operate stands for the sale of hamburger sand- 
3 wiches and other food products in Detroit, Mich., each using 
1 white structure designed like a miniature castle. As each party 
pleads that the names, types of buildings and advertising slogans are 
so similar as to mislead and deceive the public, confusion is con- 


ceded. Appellant entered Detroit in 1928 and appellee in 1929. 
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Appellee’s predecessors began business in Wichita, Kan., in 


1921. The business expanded from Wichita through Omaha, Kan- 


sas City, St. Louis, Louisville, Cincinnati, Indianapolis, Minneapolis 


and St. Paul, later entering Detroit, Chicago, Columbus, Newark 
and New York. It now includes 120 stands in the major cities of 
eleven states. Since commencement of its business appellee has 
called its stands “White Castle,” and its slogan has been “Buy ‘Em 
By the Sack.” 

In 1926 appellant’s predecessors and organizers began busi 
ness in Milwaukee, Wis., using a building similar in design to 


, 


appellee’s, under the name “White Tower,’ and the slogan “Take 
Home a Bagful.” Appellant's organizers had been attracted to 
the possibilities of such a business by appellee’s success in Min 
neapolis. They deliberately used one of appellee’s stands as a 
model, obtained measurements and photographs thereof, and later 
secured plans and specifications of appellee’s building and gave 
them to their architect. Appellant employed one of appellee's 
countermen at four times the salary received from appellee, to 
install the equipment. It was a part of the consideration for his 
employment that he should give information about the White Castle 
methods. He came into appellant’s service equipped with a White 
Castle hamburger paddle, with specimens of the peculiar metal used 
in the White Castle griddle, and with appellee’s accounting forms. 
Thus appellant secured access to, and in the main adopted, appel- 
lee’s business methods. 

The District Court found that appellee’s food products, trade- 
name, slogan, and style of building were known in Detroit and to 
the purchasing public of that city before appellant located there, 
and that Detroit was at that time within the normal scope of ex- 
pansion of appellee’s business, and that appellee then had sub- 
stantial good-will in that city. These findings were based upon 
testimony that appellee advertised in various newspapers, trade 
journals and over the radio, and also upon the testimony of residents 
of Detroit who had known of the White Castle lunchrooms prior 


to the opening of the White Tower stands. 
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Appellant vigorously urges that there was no evidence to support 
these findings. We cannot agree with this contention. Appellee’s 
expansion into the cities east and north of Wichita, as found by the 
court, was made pursuant to a plan formed in 1921 by which it 
proposed to locate in cities where its name, slogan and style of 
architecture were already known, either because of their proximity 
or because there was flow of travel between them and cities in which 
it was already located. This plan was pursued with such success 
that when in 1926 appellant opened its stand in Milwaukee, it 
did so because it had observed the popularity of appellee's business 
and desired to profit by its good-will. We cannot ignore the fact 
that appellee established its stands along arterial highways, with 
the result that the traveling public carried its reputation to far dis- 
tant points, and by personal recommendation its good name became 
an asset in Detroit. Good-will may be defined as the favorable 
consideration shown by the purchasing public to goods known to 
emanate from a particular source. While its existence may be 
shown by proof of actual successful operation, it may also be 
shown by proof of the reputation which arises from such operation. 
[t may exist in territory where no business is done by the possessor 
of the good-will. Cf. Buckspan v. Hudson’s Bay Co., 22 F. (2d) 
721 (C. C. A. 5) [18 T.-M. Rep. 4]. The right of the owner of 
good-will to be protected is not limited to the prevention of actual 
market competition. Wisconsin Electric Co. v. Dumore Co., 35 F. 
2d) 555 (C. C. A. 6). In that case this court held that the doctrine 
of protection against unfair competition “extends to all cases in 
which one party fraudulently seeks to sell his goods as those of 
another.” 

While the trade-names of both parties were registered as trade- 
marks, the pleadings were framed and the trial was conducted on 
the theory of unfair competition, and it was upon this ground that 
the relief was granted. Unfair competition is “a convenient name 
for the doctrine that no one should be allowed to sell his goods as 
those of another.” Vogue Co. v. Thompson-Hudson Co., 300 F. 


509, 512 (C. C. A. 6) [13 T.-M. Rep. 349]. Appellant having 
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deliberately imitated the peculiar characteristics of appellee's busi- 


ness, and adopted its system, seeks to exclude appellee from using 
its own style of building, name and slogan in Detroit upon the 
ground that appellant first did business in that city. 

The general rule is that priority of adoption of a trade-name 
or distinctive advertising feature gives exclusive right to their use. 
Delaware & H. Canal Co. v. Clark, 13 Wall. 311, 322, 20 L. Ed. 
581; Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 415, 36 
S. Ct. 357, 60 L. Ed. 713 [6 T.-M. Rep. 149]; United Drug Co. v. 
Theodore Rectanus Co., 248 U. S. 90, 100, 39 S. Ct. 48, 63 L. Ed. 
141 [9 T.-M. Rep. 1]. Appellee has the exclusive right to the name 
“White Castle,” to its style of building and its slogan within its 
normal territory. If Detroit lies within that territory, appellant 
is guilty of unfair competition, for it palms off its food products as 
those of appellee. Cf. Western Oil Refining Co. v. Jones, 27 F. (2d) 
205 (C. C. A. 6 [18 T.-M. Rep. 432]. Appellant claims that it is 
entitled to an injunction under the established exception to this 
rule, which is that where the junior user has innocently built up a 
business in a market remote from that of the originator, he may not 
be restrained though his monopoly is restricted to the territory of 
its use. Hanover Star Milling Co. v. Metcalf, supra; United Drug 
Co. v. Theodore Rectanus Co., supra. However, these decisions, 
which adopt the exception, are to be distinguished, for in both the 
junior user had no knowledge of the originator’s trade-mark and no 
intention to copy it. The court in United Drug Co. v. Theodore 
Rectanus Co., supra, quotes with approval from the Hanover Milling 
Co. Case, as follows: 

But where two parties independently are employing the same mark upon 
goods of the same class, but in separate markets wholly remote the one from 
the other, the question of prior appropriation is legally insignificant, unless 
at least it appear that the second adopter has selected the mark with some 
design inimical to the interests of the first user, such as to take the benefit 
of the reputation of his goods, to forestall the extension of his trade or the 
like. 

We think such design was present in the instant case. In the 
Hanover Milling Co. Case there were two causes. In one the second 


user was protected in new territory where the trade-mark was 
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used in good faith, but in the other, where fraudulent intent was 


indicated, the junior user was enjoined. The second holding sup- 





x 
Fi 


ports the denial of appellant’s prayer for injunction. 
Appellant relies on certain decisions which apparently reach a ; 
different conclusion because of their peculiar facts. Thus when 


the original adopter consents to the operation by the junior user, or 





limits its own territory, the injunction against the junior user is 


4 denied. American Trading Co. v. H. E. Heacock Co., 285 U. S. 


qi 247, 52 S. Ct. 387, 76 L. Ed. 740. In that case the junior user 
FA secured permission from the prior user to register its trade-mark 
4 under the statute of the Philippine Islands and developed a local 


trade in the Islands. The court held that the junior user would not 


; be enjoined in its own territory. Obviously, since the prior user . 
s consented to the registration of its trade-mark it consented to the . 
development of the junior user’s business in the Philippine market. 
The same rule was applied in Nisley Shoe Co. v. Nisley Co., 72 
: F. (2d) 118 (C. C. A. 6), where the junior user was protected in 
: territory not occupied by the prior user. The prior user had con- 
" sented to and encouraged the use of the trade-name and the owner 
; of the prior user corporation was president of the junior user cor- 
poration. These facts created an estoppel against the prior user. 
Ff The federal decisions generally hold that a junior user with 


inimical design, seeking to encroach upon another’s established good- 
will, will not only be refused relief, but will itself be enjoined. 
Western Oil Refining Co. v. Jones, supra; R. H. Macy & Co., Inc. 
v. Colorado Clothing Mfg. Co., 68 F. (2d) 690 (C. C. A. 10) [24 
T.-M. Rep. 42]; Sweet Sixteen Co. v. Sweet “16” Shop, Inc., 15 
F. (2d) 920 (C. C. A. 8) [17 T.-M. Rep. 71]. We apply this rule 
to the instant case. "h 


The 


decree is affirmed. 








606 TWENTY-SEVEN TRADE-MARK REPORTER 


Wawak Co., Inc. v. RicHarp C. Kaiser, Detmer, Bruner & 


Mason, InNc., AND DetmMeR Woo.Len Co. 


United States Circuit Court of Appeals, Seventh Circuit 


June 8, 1937 


Unrair CoMPETITION—WHEN PRESENT. 

Wherever unfair competition exists is a question of fact, and 
plaintiff, to succeed, must show that the probable result of defendant's 
conduct would be to lead the public to purchase his goods as those ot 
plaintiff. 

Unram Competirion—Use or Deceprive AbDvERTISING. 

If a trader, in his advertising matter imitates the form, color and 
design of another to such extent that his advertising is calculated to 
induce the public to buy his goods in the belief that they are those of 
his competitor, such action is unfair competition. 

Unram Competirion—Errecr oF AGREEMENT NOT TO ENGAGE IN BusINeEss. 

Where an agreement of the vendor not to engage in business or to 
permit others to do so in certain territory was limited as to time and 
place and, in other respects, was reasonable and proper, held valid, and 
in force as long as the vendee continues the business. 

Unratir Competition AND ‘TRApDE-MarKks—-litte—TRANSFER WITH Goop 
WILL. 

Where D. sold to appellant all goods in stock, sample books, trade 
records and sample style cards used in carrying on business at its 
Chicago branch, together with promise that D. would not sell goods in 
the Chicago area or allow others to do so under its name, but thal 
appellant should operate in said territory as its successor and fill all 
subsequent orders, held that the good-will of the business within said 
territory passed as an incident to such contract, although the good-will 
was not specifically mentioned therein. 

Unrair Competirion—Use or Company NAMES. 

Detmer Woolen Co., Bruner Woolen Co., Mason & Hanson, Inc., 
and Salzer & Worf, Inc., consolidated into Detmer, Bruner & Mason, 
Inc., with branches in New York and Chicago, covered separate areas 
and later took over all business of four constituents. The latter cor 
poration sold to plaintiff's predecessor all business of Chicago branch, 
all customer’s lists, and data, and agreed not to compete in that terri 
tory. Thereafter, K. purchased Detmer, Bruner & Mason, Inc., and 
proceeded in Chicago territory to circularize the trade with reproduc 
tions of advertising matter used by Detmer, Bruner & Mason, Inc., and 
taken over by plaintiff's predecessor. Defendant even used nam 
Detmer, Bruner & Mason, Inc., but on complaint revived defunct name 
of Detmer Woolen Co., and continued imitation of advertising stating 
it had been in business fifty years. Held unfair competition and de 
fendant was enjoined from use of name “Detmer” or old trade-marks or 
“Detmer Woolens” or similar literature and correspondence with cus 
tomers of old corporation. 
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In equity. On appeal from the United States District Court, 
Northern District of Illinois, in an action for unfair competition. 


teversed. 




















David K. Tone, of Chicago, Ill., for appellant. 


George I. Haight, of Chicago, Ill., for appellee. 


Before Sparks and Mayor, Circuit Judges, and Linp.tey, Dis- 


trict Judge. 


Linptey, D. J.: This is an appeal from a decree dismissing for 
want of equity appellant’s bill charging appellees with unfair com- 
petition and seeking an injunction and damages. 

For some years before 1922, four corporations, Detmer Woolen 
Co., Bruner Woolen Co., Mason & Hanson, Inc., and Salzer & 
Wolf, Inc., had carried on in the United States, sale of woolens and 


trimmings to tailors by supplying to the trade samples, mounted 


on style cards, which in turn were put into boxes with order blanks, 
envelopes addressed to the vendor and explanatory literature. This 


matter at times made use of certain trade-marks registered in the 


«i heen ie aca Raat, NE 


names of the four corporations. Appellee Kaiser was an officer 
and stockholder in the Detmer Woolen Company. 

In 1922 the four corporations conveyed their property, includ- 
ing trade-marks, to a new corporation then organized under the 
name, Detmer, Bruner & Mason, Inc., which we, in accord with 


counsel, shall refer to as the old corporation. This company did 










not manufacture but purchased woolens and trimmings in the 
market and sold them to retail merchants by the same means and 
in the same manner as the predecessor corporations had done. At . 
no time did the old corporation make use of the registered trade- vs} 
marks owned by the four merging companies but it registered and | 
used certain other trade-marks. After the amalgamation, until the 
period pertinent in this cause, the Detmer Woolen Company was 
not the owner of any property or trade-mark and did not conduct 
any business. 

In January, 1933, the old corporation determined to liquidate. 


Appellee Kaiser was vice-president and active in the liquidation. 
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The business of the old corporation had always been divided into 
two branches, designated as the New York and Chicago branches. 
The New York branch included, roughly speaking, the states east of 
Ohio; the Chicago branch covered the remainder of the United 
States. 

On January 12, 1933 appellant made a proposal to the old 
corporation which the latter accepted. Thereby, for the sum of 
$28,000, appellant acquired the merchandise located in Chicago, 
including the right, in connection with its own name or that of th: 
Ferris Woolen Company, to use “Successor to Detmer, Bruner & 
Mason, Inc., Chicago” in “any territory that is now being served by 
the Chicago branch.” It was provided that the old company should 
not thereafter sell any merchandise in this territory or authorize 
anyone else to do so under its name. The purchase covered also al! 
customers’ records and stencils, history cards, “Rand File” records. 
sample lines and trimming books then in the office or in the hands 
of the trade. The old company agreed that appellant, at its own 
expense might send under the old company’s name and on its letter 
head, to be approved by it, an appropriate circular letter to th: 
trade in the Chicago territory stating that the sample lines and 
trimming books in the hands of the trade thereafter belonged to 


appellant and that appellant had undertaken to fill all future orders 


In pursuance of this contract, on January 29, 1933, appellant 


sent out, under the name of the old company, a circular letter which 


had been approved by the latter, in which it was said: 


We are discontinuing our Chicago Branch, but having in mind the bes 
interest of our customers, arrangements have been made with the Ferris 
Woolen Company, 325 W. Jackson Blvd., Chicago, Ill. to continue supply 
ing our customers in the territory served by this branch. ... In making 
this arrangement, we feel that we have chosen a firm experienced in th 
Sample Woolen and Trimming business, and one that will be able to con 
tinue the same satisfactory service which it has been our pleasure to render 
you for so many years. Ferris Woolen Company, who will now succeed 
us in the territory served by our Chicago branch, will write you in a day or 
two advising when their new spring and summer lines will be ready for 
distribution. 


Simultaneously, appellant forwarded to the customers of thi 


old corporation in the Chicago territory, under its own name, as 
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successor to Detmer, Bruner & Mason, Inc., another letter similarly 
approved by the old corporation, in which it announced that it had 
succeeded the old corporation in the Chicago branch and that, in 
pursuance with this arrangement, all orders received from the old 
corporation’s customers on or after January 16 would be filled by 
appellant. 

Between January 12 and May 1, 1933, style cards with sample 
lines of woolens attached to them containing the words ‘Ferris 
Woolen Company, Successor to Detmer, Bruner & Mason, Inc., 
Chicago,” in 3,415 sample boxes, containing approximately 275 to 
300 style cards each, at a cost of approximately $27,000, were sent 
by appellant to the trade. At that time there were in the hands of 
the trade several thousand old style cards and trimming books. It 
is apparent that it was the intent that any business ordered from 
those style cards and order books should reach appellant. 

On March 28, 1933 the Kaiser Corporation purchased from the 
old corporation the merchandise of the New York branch, the 
furniture and fixtures of the company wherever located, the ac- 
counts receivable, trade-marks and capital stock of the four cor- 
porations previously merged in the old corporation and the list of 
customers of the New York branch. This contract recited that the 
old corporation assigned to the purchaser the good-will of the busi- 
ness, subject, however, to the agreement between the old corpora- 
tion and appellant, copy of which was made a part of the Kaiser 
purchase contract. It was agreed in the latter that the old cor- 
poration should cause its stockholders to change its name so that the 
purchaser might form a new corporation with the name of the old 
one or some similar one; but it was provided that nothing contained 
in the contract should authorize such corporation so organized to 
sell in any territory served by the Chicago branch of the old corpora- 
tion. 

On January 12, 1933, the old company changed its name to 
D-B-M Corporation and Kaiser caused to be incorporated under 
the laws of New York, a new corporation with the name of the 
Detmer, Bruner & Mason, Inc. This will be referred to as the 


new corporation. 
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Thereafter in April, 1933, Kaiser came to Chicago and began 
business, selling woolens and trimmings in the Chicago territory 
under the name of Detmer, Bruner & Mason, Inc. On May 5, he 
sent to the Chicago customers of the old corporation a letter under 


signature of Detmer, Bruner & Mason, Ine., saying, 
g ying 


You are one of our old and valued customers. .. . We thank you once 
again for your past patronage. ... The business of Detmer, Bruner & 
Mason, Inc., has been re-established in Chicago at our old location, 205 
West Monroe Street. 

At that time the new corporation had no old or valued customers. 
It had no past patronage. It could not properly re-establish the 
business of the old corporation if the covenants of the old contract 
of sale to appellant were valid. The plain purport of the letter 
was that the new corporation was in fact the old one and that it 
had re-established and was continuing its business. 

At the same time Kaiser, under the name of Detmer, Bruner & 
Mason, Inc., distributed to the customers of the old corporation in 
the Chicago territory sample boxes, containing woolens, mounted on 
style cards, and order blanks and return envelopes bearing the name 
of Detmer, Bruner & Mason, Inc. ‘These were closely similar to the 
sample boxes, style cards, order blanks and return envelopes 
formerly distributed to the old corporation and then held by its 
customers, 

Shortly thereafter, on May 10, 1933, appellant filed its bill and 
on May 27, 1933, Kaiser sent out a letter, under the name of Detmer 
Woolen Company, saying that the right to do business under the 
name of the old corporation having been questioned by appellant, 
the former company and Kaiser, its president, were willing to 
relinquish and cease the use of the name Detmer, Bruner & Mason, 
Inc., pending the hearing of the suit, without prejudice to their legal 
rights, and that in the future, the business would be conducted under 
the name of Detmer Woolen Company. 

As we have seen, the Detmer Woolen Company transferred all 
of its property and assets to the old corporation in 1922. It did 
not thereafter transact any business or use any trade-marks or own 


any property until May 27, 1933. Detmer Woolen Company, the 
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new corporation incorporated on March 27, 1933, received from the 
Kaiser corporation, without consideration, a stock of merchandise 
and other sums of money which had been taken to Chicago and 
deposited in a bank in the name of Detmer, Bruner & Mason, Inc., 
when Kaiser began business in Chicago about April 1. The em- 
plovees who had formerly conducted the business under the name of 
the latter company thereafter conducted it under the name of Detmer 
Woolen Company. In this manner, the business initiated by Kaiser 
in Chicago passed from Detmer, Bruner & Mason to Detmer Woolen 
Company, an instrumentality controlled entirely by Kaiser. 

The record is silent as to whether any of the style cards, sample 
hooks and other material which Kaiser recalled were in fact returned. 
In the falls of 1933 and 1934 appellees sent to the customers of the 
old corporation in the Chicago territory, trimming books on the 
cover of which were copied substantially the words, design and 
lettering of appellant, and the inside cover of which is an exact dup- 


licate of the words, figures, design and coloring matter of appel- 


lant’s, except that the words ‘““Detmer & Mason” are found on ap- 


pellant’s exhibit and not on appellees.’ Appellees forwarded also 
what was substantially a duplicate of appellant’s style card, which 
had become its property under its contract of January 12, 1933, and 
sent to the trade an. advertisement in which it was said, 

And now we celebrate our Golden Anniversary ... . one hundred seasons 
of uninterrupted service. ... Now after fifty years of successful endeavor 
we find, through mutual effort, we have become a national institution. 

This bore the address of Detmer Woolen Company, 205 W. 
Monroe Street, Chicago, Ill., the same address that their circulars 
signed Detmer, Bruner & Mason, Inc., bore. The implication of the 
statement obviously was that the Detmer Woolen Company was 
continuing the business of the old corporation at its old address. 
The statements were untrue. 

One hundred and twenty-five orders for trimmings and woolens 
intended for appellant were sent to appellees at 205 W. Monroe 
Street. Thirty-two orders on the blanks of Ferris Woolen Com- 


pany, Successor to Detmer, Bruner & Mason, Inc., were sent to 
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Ferris Woolen Company but intended for Detmer Woolen Com- 
pany. Of nine orders on the blanks of Ferris Woolen as successor. 
six intended for Detmer Woolen Company were sent to the Ferris 
Woolen Company, and three intended for the Ferris Woolen Com 
pany were sent to the Detmer Company. Customers wrote, inquiring 
as to whether Detmer Woolen Company was the same as Detmer, 
Bruner & Mason, Inc., and inquiring further why, if Ferris Woolen 
Company was successor to the latter, they were getting circulars 
from Detmer Woolen Company, stating “that they represent the 
Detmer line.” 

Upon these facts the District Court concluded that appellant 
was entitled to no relief and dismissed the bill for want of equity. 

It is essential first to determine what appellant acquired by its 
contract of January 12, 1933. Among its acquisitions was the 
right. in connection with the name of Ferris Woolen Company to 
use the words “Successor to Detmer, Bruner & Mason, Inc., Chi 
cago.” According to all lexicographers, a “successor” is one who 
succeeds or takes the place of another; State v. Andrews, 67 Pac 
870, 877, 64 Kan. 474; one who takes the place another has left and 
sustains the like part or character; Thompson v. N. Tex. Nat. Banik 
(Tex.) 37 S. W. (2d) 735; Webster’s International; 60 C. J. 985. 


Accordingly, under its contract of purchase, appellant succeeded and 


took the place of Detmer, Bruner & Mason, Inc., in the Chicago 
territory. 

The contract further provided that the company to which appel 
lant became successor should not thereafter sell merchandise in 
that territory and should not authorize anyone else to do so. It 
further provided that the vendor would approve a proper letter to 
the trade setting up that appellant had succeeded to its business 
in the Chicago territory; that the sample books, trimming books in 
the hand of the trade belonged to appellant and that the latter had 
undertaken to fill all future orders. This letter was written and 
mailed. 

What is the legal effect of these covenants, to which appellees’ 


rights were made subject by the contract of purchase by Kaiser 
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from the old corporation at a later date? We have, in effect, a sale 
of all merchandise, sample books, trade records and sample style 
cards, in fact, all of the paraphernalia used by the old corporation 
in conducting the business in Chicago, coupled with the promise 
that the vendor was not to conduct the business or to permit anybody 
else to do so as its successor but that appellant alone should operate 
in Chicago as its successor and fill all future orders. 

Where a vendor sells all or the principal part of his mer- 
chandise and covenants not to engage within a specified territory, 
it has been held quite generally that the good-will of the business 
within that territory passes as an incident to such contract. In 
28 C. J. 738 it is stated that when the property and business rights 
are sold, good-will though not specifically mentioned, passes to the 
vendee as an incident. Thus in Canadian Club Beverage Co. v. 
Canadian Club Corp., 268 Mass. 561 [19 T.-M. Rep. 459], where 
a company conveyed the property relating to one line of its busi- 
ness and discontinued the line, it was held that the good-will of 
the discontinued line passed to the purchaser, although it was not 
mentioned, the court announcing that where the sale agreement 
omits to mention good-will at the time of the transfer of business, 
it is presumed to pass with the other assets. In Riddlesperger v. 
Malakoff Gin Co., 29 S. W. 636 (Texas C. C. A.), the court similarly 
ruled. There the contract included a covenant that the vendor 
would not directly or indirectly operate a cotton gin in the com- 
munity. 

The following words have been held sufficient to imply a con- 
vevance of good-will: “Goods, wares and merchandise,” Shafer v. 
Sloan, 3 Cal. A. 335; 85 Pac. 162; “Livery Outfits,’ Smith v. Webb, 
176 Ala. 596; 40 L. R. A. 1191; “Partnership business,” Johnson 
v. Bruzek, 142 Minn. 454, 172 N. W. 700; “Patronage,” Kellogg v. 
Totten, 16 Abb. Pr. (N. Y.) 35; “Effects and Securities,’ Jn re 
David, 1 Ch. 378; “Effects and things,” Barrow v. Barrow, 27 
L. T. Rep. N. S. 431; “Business,” Beatty v. Dickson, 3 Ont. W. R. 
2; “Good-Will,” Shipwright v. Clements, 19 Wkly. 599. In Eisel 


. Hayes, 141 Ind. 41, the vendor sold his butcher-shop equipment 
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and agreed not to engage in the butcher business in the vicinity. 


The court found that, considering the whole contract, the money 
paid was for the transfer of not only the equipment but also the 
good-will. In Bessel v. Bethke, 56 N. D. 1, 215 N. W. Rep. 868, 
the vendor sold forty-eight shares of capital stock of a certain 
corporation and agreed not to engage in the business of that cor- 
poration within a certain radius for a period of ten years. The 
shares sold constituted the majority of the capital stock. The 
court held that it was intended to sell the good-will of the business. 

Inasmuch as the old corporation sold to appellant all of its 
merchandise in the Chicago territory and the right to hold itself 
out as successor to the old corporation and convenanted not to engage 
in business and to cooperate in the furnishing of information to the 
trade that the future business would be conducted by appellant as 
successor, it is obvious that the good-will of the business of the old 
corporation in the Chicago territory passed as an incident to the 
contract. That such was the intent is further corroborated by the 
fact that Kaiser, under the terms of his contract, was given a list 
of the customers of the New York branch, but no list of the cus- 
tomers of the Chicago branch, and that his purchase was subject to 
the rights of appellant under its previous purchase agreement. 

The covenant not to engage in business or to permit others to 
do so in the Chicago territory was valid. Where such an agreement 
is limited as to time and place and is in other respects reasonable 
and proper, it must be upheld. Upper River Ice Co. v. Dentler, 
114 Mich. 296; Swanson v. Kirbey, 98 Ga. 586; Smith v. Webb, 
176 Ala. 596. Such a covenant is in force as long as the vendee con- 
tinues the business. Southworth v. Davison, 106 Minn. 119, 121; 
Cook vy. Johnson, 47 Conn. 175, 177; Tavey v. Johnston, 114 Neb. 
496, 504; Foss v. Roby, 195 Mass. 292; Sklaroff v. Sklaroff, 106 
Atl. 792 (Pa. Sup. Ct.) ; Webster v. Buss, 61 N. H. 40, 41; O'Neil 
v. Hines, 145 Ind. 32, 36; Foss v. Roby, 195 Mass. 289, 297. 

If a trader in his advertising matter imitates the form, color 
and design of another to such extent that his advertising matter is 


calculated and intended to induce the public to buy his wares under 
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the belief that they are buying those of his competitor, such action 
amounts to unfair competition. Coats v. Merrick Thread Co., 149 
U. S. 562, 566; Lawrence v. P. E. Sharpless Co., 203 Fed. 762, 
768; Miller Rubber Co. v. Behrend, 242 Fed. 515 [7 T.-M. Rep. 
99}. 

Whether unfair competition exists is a question of fact, Howe 
Scale Co. v. Wykoff, Seamans & Benedict, 198 U. S. 118, and to 
succeed it is sufficient if the plaintiff show that the natural and 
probable result of the defendant’s conduct would be to lead the 
public to purchase his goods in the belief that they are the goods of 
the plaintiff. If the action complained of will deceive the ordinary 
buyer purchasing under ordinary conditions, it is unfair. Miller 
Rubber Co. v. Behrend, supra; Lawrence v. P. E. Sharpless Co., 
supra; McLean v. Flemming, 96 U. S. 245. 

Proof that appelles copied the characteristic features of the 
design and structure of appellant’s cards and literature, in so far as 
the latter included the features previously utilized by the old cor- 
poration, indicates an intentional imitation. In view of the copying 
of the covers of the trimming books in design and lettering, the 
language of the letters issued by appellees, indicating that they were 
the successor to the old corporation, the resulting confusion shown 
by the evidence, it is apparent that appellees brought themselves 
within the categories of the decisions cited. 

Appellant makes no claim of ownership of any of the trade- 
marks and does not seek the right to use them. But it does complain 
of the use of copyrights belonging to the old company by appellees 
in the territory in which appellant was a successor to the old cor- 
poration’s business. Its position is that appellees may not use the 
registered trade-marks of the old corporation in the territory where 
appellant is the successor to the good-will of the company and that 
to permit the use of such trade-marks in that territory constitutes an 


element of unfair competition. 


If we give full force and effect to the covenants of appellant’s 


contract, and the necessary implications thereof, it is apparent 


that it was the intent that appellant should receive the merchandise 
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in the Chicago territory, the sample books and all other para- 
phernalia material to the carrying on of the business with the right 
to hold itself out as successor to all the business of the old cor- 
poration and the indicia thereof. The action of appellees, whose 
contract was subject to that of appellant, in doing anything, as 
purchaser from the old corporation, savoring of unfair competition, 
tending to destroy appellant’s rights, must be condemned. That 
customers were misled, that they were deceived and confused to 
appellant’s detriment is apparent from the facts recited. There 
was confusion in orders, in correspondence and in remittances. 
What we have said is applicable also to the use of the name 
Detmer Woolen Company. The implications of the record are con- 
vincing that the name Detmer had been strictly associated and iden- 
tified with the business of the old company; that the corporate 
name Detmer Woolen Company had been acquired by the old com- 
pany and then had passed into “innocuous desuetude,” but that the 
name Detmer was used in the trade as indicating the wares of the 
old corporation. When appellees began business in Chicago they 
used the name of the old corporation. Upon objection, they 
changed to the Detmer Woolen Company, but thereafter they 
advised the trade that they were continuing the business in which 
they had engaged for one hundred seasons, and that they were deal- 
ing in “Detmer Woolens” at the same address where the old cor- 
poration had had its business. This action inevitably tended to 
confuse the trade, to create false impressions, and was, therefore, 
a trespass upon appellant’s rights as successor to the old corpora- 


tion in the city of Chicago. 


We believe that appellees were guilty of unfair competition in 


the use of the name Detmer, in using the old company’s trade-marks 
in the Chicago territory, in the use of the term “Detmer Woolens,” 
the similitude of its literature and its correspondence with the cus- 
tomers of the old corporation and that appellant was entitled to 
an injunction against such action. The decree of the District 
Court is reversed with directions to proceed in accordance with the 
views herein expressed. 
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ALFRED SCHNEIER Company, Inc. v. Sam Branson, doing busi- 


ness as MetTrRoPOLITAN SIPHON SuppPpLy CoMPANY 
United States District Court, Eastern District of New York 
June 22, 1936 


‘Trape-Marks—Stipetep RecranGuLar PANEL—REGISTRABLE Mark. 

A trade-mark for siphon heads consisting of a stippled rectangular 
panel, stamped with customer’s name, held valid, the addition of cus- 
tomer’s name to the mark having no effect on its validity. 

Trape-MarKks—Pvrairy oF Marks. 

A single article of merchandise may carry more than one trade- 
mark and each trade-mark may be valid. 

In equity. Action for trade-mark infringement and unfair com- 
petition. Injunction granted. 


H. C. Bierman, of New York City, for plaintiff. 


Isadore Glauberman, of New York City, for defendant. 


Moscowirz, D. J.: This is an action for unfair competition by 
defendant and for the infringement of plaintiff's registered trade- 
mark No. 293,514, dated April 26, 1932. 

Plaintiff and its predecessor has been since 1887 and now is 
engaged in the business of manufacturing, selling and distributing 
siphons for use in dispensing carbonated beverages. Such siphons 
have been and are in common use and in wide distribution. These 
siphons consist essentially of a siphon bottle having fitted to the 
neck thereof a metallic siphon head which includes a valve and other 
necessary elements whereby to control the flow of liquids through 
said siphon head. Plaintiff's business is the largest business of its 
kind in the United States. Up to the year 1930 the siphon heads 
of various manufacturers were not easily distinguishable. It was 
impossible for the ordinary user to distinguish the products of the 
manufacturers. 


On or about June 17, 1930, plaintiff adopted a distinguishing 


mark on siphon heads manufactured by plaintiff and plaintiff used 


in interstate commerce in the United States and elsewhere such 


distinguishing mark, and has continuously used the same. Said 
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mark consists in a panel impressed into the siphon head at one side 
thereof, the panel being generally of rectangular shape and being 
longer than it is high and usually is stippled in order to make the 
same more visible at a glance. Plaintiff in the manufacture of 
siphon heads stamps the name of its customer on the rectangular 
panel. 

After the adoption of plaintiff's trade-mark and prior to its in- 
fringement by the defendant Sam Bramson, doing business as 
Metropolitan Siphon Supply Co., plaintiff filed an application for 
registration of its trade-mark in the United States Patent Office on 
December 5, 1930, Serial No. 308,644. Plaintiff was the originator 
and sole proprietor of the trade-mark sought to be protected in said 
application, which trade-mark was unknown and had not been used 
by others in this country at the time of the origin and adoption 
thereof by plaintiff. Said trade-mark has been continuously used 
by the plaintiff since its adoption and has not been abandoned. 
Plaintiff, having complied with the statutes, rules and regulations, 
such proceedings were had in the United States Patent Office that 
on April 26, 1932, Registration No. 293,514 was duly granted to 
the plaintiff for said trade-mark. ‘That said trade-mark reads as 


follows: 


To al! whom it may concern: 


Be it known that Alfred Schneier Company, Inc., a corporation organ- 
ized under the laws of the State of New York, and having an office for 
the transaction of business at 205 East 42nd Street, New York City, in the 
borough of Manhattan and State of New York, has adopted and used the 
trade-mark shown in the accompanying drawing, for Siphon Heads For 
Glass Siphon Bottles, in Class No. 13, hardware and plumbing and steam- 
fitting supplies. 

The trade-mark has been continuously used in the business of said 
corporation since about June 17, 1930. 

The mark consists of a stippled panel impressed’on the siphon head as 
shown in the drawing. 

ALFRED SCHNEIER Company, INc., 
By Atrrep SCHNEIER, 
President. 


There is no question as to defendant’s infringement of plaintiff's 


trade-mark. At the conclusion of the trial the court held that the 


plaintiff originated the idea of the panel and that no prior use had 
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been established. Briefs were to be submitted upon two questions 


of law. First, the question of whether or not the panel was a valid 
trade-mark and whether the plaintiff contemplated the use thereof 
as a trade-mark. The second question was whether placing the 
name of the customer on the panel invalidates the trade-mark and 
makes it ineffective. Both questions have been resolved in favor of 
the plaintiff. 

The rectangular panel design is arbitrary in its character and 
selection. Geometrical figures of various types are being constantly 
registered in the United States Patent Office, such as rectangles, 
diamonds, circles, triangles and lines. The arbitrary symbol of a 
rectangle is a proper subject of registration in the Patent Office. 
In the case of Busby v. Davis, 150 Fed. 275, the court had under 
consideration a keystone as a trade-mark for lubricating oils. The 
court decided: 

But the arbitrary symbol of the keystone of an arch is not a geographical 
term. It is the proper subject of exclusive appropriation as a trade-mark, 
and it was so under the common law... . 

The panel is a very valuable trade-mark to the plaintiff. Cus- 
tomers of plaintiff and defendant, being bottlers of carbonated 
beverages, recognized the panel as plaintiff's trade-mark. The 
trade recognized the fact that the rectangle identified the siphon as 
being manufactured by the plaintiff. The fact that the Patent 
Office permitted the registration of the trade-mark gives a very 
definite presumption both of the ownership of the trade-mark and 
the validity thereof. Chapin-Sacks Mfg. Co. v. Hendler Creamery 
Co., 254 Fed. 553 [9 T.-M. Rep. 123]; Spiegel v. Zuckerman, 188 
Fed. 63 [1 T.-M. Rep. 213]; McLellan Stores Co. v. Conrad & 
Co., Inc., 18 F. (2d) 826; Planten v. Gedney, 221 Fed. 281 [5 
T.-M. Rep. 382}. 

The placing of the name of the user within the rectangular 
panel would not nullify the plaintiff's trade-mark rights to the 
panel. A single article may carry more than one trade-mark and 
each trade-mark may be valid. Loonen v. Deitsch, 189 Fed. 487 
[2 T.-M. Rep. 469]; Marcucci v. United Can Company, 278 Fed. 





620 TWENTY-SEVEN TRADE-MARK REPORTER 


741 [12 T.-M. Rep. 202]. Plaintiff’s trade-mark is valid and has 
been infringed. 


Settle findings and decree on notice. 


Moveuin, Inc. anp Movaguin Inc. or New York v. ConsuMERS- 
PropLes Propucts Company, INc., OriGginaL Jutius Marcus 
LABORATORIES, INc. or New Jersey, ABRAHAM & Strauss, 
Inc., A. I. Namo & Son, Inc., Potk Wine & Ligvor 


Srore, Inc. 
United States District Court, Eastern District of New York 
April 27, 1937 


‘TrApE-Marks—INFRINGEMEN T—J URISDICTION. 

In a suit for trade-mark infringement, plaintiff cannot recover 

where the alleged infringement was the result of an intrastate sale. 
Trape-M arks—INFRINGEMENT—PLEADING AND PRACTICE. 

In a suit for trade-mark infringement, a bill of particulars is 
allowed, requiring plaintiff to state whether defendant is charged with 
sale, shipment, or use of merchandise in interstate commerce after 
defendant acquired title thereto. 

In equity: On motion to quash service of subpoena and to dis- 


miss and for better statement of claim. 


April & Eisenrod (Nathan April, of counsel), of New York City, 
for plaintiffs. 


Kaufman & Weitzner, of New York City, for defendants. 


Moscowitz, D. J.: These are three motions, (1) for an order 
vacating, quashing and setting aside the service of the subpoena 
in equity as to defendant Original Julius Marcus Laboratories, Inc. 
of New Jersey, and vacating, quashing and setting aside the return 
of the United States Marshal upon said writ of subpoena, and dis- 
missing the bill of complaint, and amended bill of complaint as 


against the defendant Original Marcus Laboratories, Inc. of New 


Jersey, (2) for an order dismissing the action, and dismissing 


plaintiffs’ subpoena in equity, bill of complaint and amended com- 


plaint, and vacating the service thereof upon the ground that said 
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amended bill of complaint does not state facts sufficient to confer 
jurisdiction upon this court pursuant to the Trade-Mark Laws of 
the United States, (3) for an order pursuant to Rule 20 of the 
Rules of Practice in the courts of equity of the United States, for 
a further and better statement of the nature of the claim as to the 
following: 

(1) As to whether the allegations contained in paragraph designated 
“Eleventh” of the amended Bill of Complaint herein, are that the de- 
fendant Consumers-Peoples Products Co., Inc. is engaged in interstate 
commerce or has infringed the alleged trade-marks of the plaintiffs in 
interstate commerce. 

(2) As to whether the allegations contained in paragraph designated 
“Eleventh” of the amended Bill of Complaint herein charge the defendant 
Consumers-Peoples Products Co., Inc. with the sale, shipment or use of any 
merchandise in interstate commerce subsequent to the acquisition of title 
to the said merchandise by the said defendant. 

As to the motion made by the Original Julius Marcus Labora- 
tories, Inc. of New Jersey, to vacate the service of the subpoena, it 
appears that a subpoena was served upon Louis Bernstein, vice- 
president of Original Julius Marcus Laboratories, Inc. of New 


Jersey, on March 25, 1937, at 220 Taaffe Place, Borough of Brook- 


lyn, City of New York. It cannot be determined from the paper 


whether said Original Julius Marcus Laboratories, Inc. of New 
Jersey, is engaged in business in New York State. Testimony will 
have to be taken to determine that question. That motion will be 
referred to a Special Master to report with his opinion thereon. 

As to the motion to dismiss the bill for want of jurisdiction the 
law is that, in the absence of diversity of citizenship, jurisdiction 
of the Federal Court can only be obtained in a trade-mark action 
where the bill of complaint alleges the infringement of a trade-mark 
in interstate commerce, or with a foreign nation. This is provided 
in Title 15, Section 96 of the United States Code, as follows: 

The registration of a trade-mark under the provisions of this sub- 
division of this chapter shall be prima facie evidence of ownership. Any 
person who shall, without the consent of the owner thereof, reproduce, 
counterfeit, copy, or colorably imitate any such trade-mark and affix the 
same to merchandise of substantially the samie descriptive properties as 
those set forth in the registration, or to labels, signs, prints, packages, 


wrappers, or receptacles intended to be used upon or in connection with 
the sale of merchandise of substantially the same descriptive properties as 
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those set forth in such registration, and shall use, or shall have used, such 
reproduction, counterfeit, copy, or colorable imitation in commerce among 
the several States, or with a foreign nation, or with the Indian tribes, shall 
be liable to an action for damages therefor at the suit of the owner thereof; 
and whenever in any such action a verdict is rendered for the plaintiff, the 
court may enter judgment therein for any sum above the amount found 
by the verdict as the actual damages, according to the circumstances of the 
case, not exceeding three times the amount of such verdict, together with 
the costs. (February 20, 1905, c. 522, par. 16, 33 Stat. 728.) 

See Horlick’s Malted Milk Corporation v. Horluck’s, Inc., 59 
F. (2d) 13 [22 T.-M. Rep. 319]; Youngs Rubber Corporation v. 
C.I. Lee & Ce., 45 F. (2d) 108 [| 20 T.-M. Rep. 559 |. There is 
no longer any doubt that in a suit upon a trade-mark plaintiff can 
not recover for infringement thereof where it was the result of an 
intrastate sale. While the amended complaint is subject to some 
criticism, reading it as a whole the conclusion may be reached the 
sale took place in interstate commerce. 

The granting of the third motion requiring a further and better 
statement in the amended complaint will give the defendant suf- 
ficient detailed information with respect to the interstate use. The 
third motion is granted. 

The second motion to dismiss is denied with leave to renew after 
the plaintiff has complied with the order to be entered upon the 
second motion. 


Settle orders on notice in accordance with this opinion. 


Cuase Brass & Copper Co., INCORPORATED v. CHASE METALCRAFT 


CorRPORATION 


United States District Court, Southern District of New York 


July 7, 1937 


Trapve-MArKs—INFRINGEMENT—Svuits—“CuHase” oN Brass Goovs—Lacues. 
In an action to restrain defendant from using the name “Chase” on 
its products, where plaintiff allowed sixteen months to elapse before 
taking action, held that, by reason of such laches and the irreparable 
loss to defendant caused by a temporary injunction, the motion should 

be denied and the case assigned for early trial. 
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In equity. On motion for preliminary injunction in a case of 


alleged trade-mark infringement. Denied. 


William A. Rolka, of New York City, for plaintiff. 
Maepeak, Flatow § Abramowitz (Fred Flatow, of counsel), all 
of New York City, for defendant. 


Lerpett, D. J.: Defendant moves for an injunction pendente 
lite restraining the defendant from using in connection with the 
advertisement and sale of products manufactured by defendant the 
word “Chase” or the words “Chase Metal” or “Chasecraft” or any 
other word or combination of words similar to the plaintiff's 
alleged trade-mark “‘Chase.” 

It appears that since 1900 plaintiff's predecessor corporations 
have all used the word “Chase” to identify their products, as well 
as the names “Chase Brass” and “Chase Metal.” The use of the 
name “Chase” is due to the fact that in 1900 one Henry Sabin 
Chase founded the Chase Rolling Mill Co., the first of a series of 
corporations all of which used the name “Chase.” 

It appears further that plaintiff does a very large business 
throughout the United States and it is alleged that its gross yearly 
sales exceed $34,000,000. The products manufactured by the 
plaintiff are numerous and varied. In the past few years a small 
fraction of its business has consisted in the manufacture and sale 
of lamps. 

In June, 1934, the defendant corporation was organized under 
the laws of the State of New York as “Chase Metalcraft Corpora- 
tion.” No person with the family name of “Chase” had any finan- 
cial or official interest in the defendant. It is claimed that from 
that time until the beginning of 1936 various types of lamps were 
manufactured “for experimental purposes to determine which were 


mostly desired in the trade.” It further appears from the affidavit 


of the president of the defendant that about the beginning of 1936 


it was decided that the defendant corporation would manufacture 


desk lamps only and that that has been the nature of its business 


ever since. 
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It is now urged that, due to the limited nature of defendant’s 
business, there can be little or no competition between it and the 
plaintiff. On the other hand, it is argued that the name “Chase”’ has 
through the years acquired such a distinctive connotation in the 
mind of the public that defendant’s lamps are bought and sold 
under the impression that they are the products of the plaintiff. 

It affirmatively appears that as early as February, 1936, the 
plaintiff was aware of the fact of the existence of the defendant 
and of the nature of its business. Under date of February 28, 
1936, a letter was written by plaintiff's attorney to the defendant 
protesting its use of the name “Chase.” 

Before an injunction pendente lite should issue it ought to be 
made to appear that the plaintiff has applied for such relief with 
prompt diligence. The fact here is undisputed that plaintiff al- 
lowed sixteen months to pass before applying for the temporary 
injunction now sought. By reason of the laches on the part of 
plaintiff and the irreparable loss that the issuance of a temporary 
injunction would cause to defendant, this motion will in the court’s 
discretion be denied. The balance “of the relative conveniences and 


inconveniences which might result” weighs against the granting 


of an interlocutory injunction herein. Rice & Adams v. Lathrop, 
278 U. S. 509, 514. 


The court, however, is of opinion that plaintiff should have an 
early trial. Defendant has offered to proceed to a trial of the 
issues at the earliest possible date. I recommend that this case be 
granted a preference for trial. An immediate application for such 
a preference should be made upon the basis of my recommendation 
contained herein. Motion for a temporary injunction is denied. 


Submit order on notice. 
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Tue Kay & Ess Company v. Conway P. Cor, Commissioner of 
Patents 
United States Court of Appeals for the District of Columbia 
August 9, 1937 
CrapE-M arks—REGIstRATION—“Morocco” on PAINTs AND VARNISHES 
Descriptive TERM. 

The word “Morocco,” used as a trade-mark for paints and varnishes 
and similar finishes, intended to give articles the appearance of Morocco 
leather, held descriptive and hence unregistrable. 

On appeal from the District Court of the United States, District 


of Columbia. Affirmed. For the Commissioner’s decision, see 24 


T.-M. Rep. 344. 


John N. Mason, of Washington, D. C. and H. A. Toulmin, and 
H. A. Toulmin, Jr., both of Dayton, Ohio, for appellant. 

R. F. Whitehead, Solicitor, United States Patent Office, for 
appellee. 


Before Martin, Chief Justice, and Rops, VAN OrspEL, GRONER 
and STEPHENS, Associate Justices. 


SrePHens, A. J.: The appellant sought, under the ‘Trade-Mark 


Act of 1905 (33 Stat. 725), to register the word “Morocco” as a 


trade-mark for a class of paints and varnishes. The pertinent por- 
tion of the Act is a proviso that: 


. no mark which consists .... merely in words ... . which are 
descriptive of the goods with which they are used, or of the character or 
quality of such goods .... shall be registered... . 

The appellant made application in the usual course in the United 
States Patent Office. The application was refused by the Examiner, upon 
the ground that the word “Morocco” is merely a descriptive designation 
of the goods, refused. This refusal was, upon the same ground, confirmed 
by the Assistant Commissioner of Patents. The appellant then filed a 
bill in equity in the District Court of the United States for the District 
of Columbia under Rev. Stat. Sec. 4915, praying that it be adjudged en- 
titled to receive a certificate of registration. After a trial upon the 
merits on issues of fact raised by an answer, filed by the appellee Com- 
missioner of Patents, the trial court ruled that the word “Morocco” is 
not registrable and dismissed the appellant’s bill. 


The trial court made findings of fact as follows: 
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1. The application of the plaintiff involved in this proceeding is for the 
registration under the Trade-Mark Act of 1905 of the term “Morocco” as a 
trade-mark for a lacquer finish. 

2. Plaintiff's finish*when applied to an article gives an appearance 
indicating a simulation of Morocco leather. 

3. The word “Morocco” had been extensively used by plaintiff in con- 
nection with its product. 


The trial court made the following conclusions of law: 


1. The term “Morocco” as used by plaintiff is descriptive of the goods 
upon which it is used. 

2. A word which is aptly descriptive of the goods with which it is used 
is not registrable as a trade-mark under the Trade-Mark Act of 1905, 
even if it has acquired a “secondary” meaning as indicating the goods of 
the user. 

3. The term “Morocco” as used by plaintiff did not function as a trade- 
mark to indicate origin or source of manufacture but was employed to 
designate the type of finish produced by plaintiff’s product. 

t. The word “Morocco” is not registrable by plaintiff. 

5. The Bill should be dismissed. 


It appeared from the evidence that the appellant applied the 
word “Morocco” to a class of paints, variously referred to as 
enamels, varnishes, lacquers and japans, which were used for a 
final coat upon either wood or metallic surfaces. According to an 
affidavit of the president of the appellant company, which was 
introduced in evidence, “the word ‘Morocco’ is used to designate our 
paints and varnishes where there is a special finish that looks like 
imitation Morocco leather.” The president also testified, according 


to the narrative statement of evidence: 


“Morocco” is applied to a line of finishes that we call imitation leather 
finishes, more to distinguish them from high gloss or flat enamels of the 
conventional type. The surface of these enamels is not smooth, as for the 
conventional enamels; they vary from a fairly high gloss to absolutely 
flat, but the surface is composed of wrinkles of various types, and those 
wrinkles are not in one direction, but in all directions. 

In the various enamels of this character which we designate as “Morocco,” 
these wrinkles vary a great deal as to size and degree of coarseness and 
fineness. As to the commercial reason for the variation in these different 
types of finishes which we designate “Morocco” and for having wrinkles 
in these finishes, some customers want one type of finish and some want 
another. I mean by that some want a glossy finish, with shiny spots in 
there that some of them call “eyes”; others want more or less flat finishes. 
These variations in finishes are all specified by the same general trade- 
mark “Morocco.” 
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It appeared also from the evidence that the term “Morocco” 
as used in the trade identifies the product made by the appellant. 

The appellant urges as errors the trial court’s rulings that the 
word ‘‘Morocco”’ is descriptive of the goods, and that a word which 
has acquired a secondary meaning is not registrable even though 
it be descriptive. 

1. The trial court correctly decided that the term “Morocco” 
was descriptive of the appellant’s goods. The quoted statement from 
the affidavit of the appellant’s president supports the trial court's 
finding of fact to such effect. There are numerous similar deci- 
sions by the courts. Especially persuasive are the following: 
Barton v. Rex-Oil Co., 2 F. (2d) 402 (1924) [14 T.-M. Rep. 455]; 
Mirrolike Mfg. Co. v. Devoe & Reynolds Co., 3 Fed. 846 (1923) 
[13 T.-M. Rep. 425]; Hercules Powder Co. v. Newton, 266 Fed. 
169 (1920) [10 T.-M. Rep. 198]; Sears, Roebuck & Co. v. Elliott 
Varnish Co., 232 Fed. 588 (1916) [6 T.-M. Rep. 345]. These 
cases, respectively, held descriptive: ““Dyanshine” as applied to 
shoe polish; ““Mirrolike” as applied to furniture, floor and automo- 
bile polish; “Infallible” as applied to explosive powders; “Roof 
Leak” as applied to roof paint. In this jurisdiction Continental 
Varnish Co. v. Alabastine Co., 56 App. D. C. 19, 6 F. (2d) 717 
(1925); In re Swan & Finch Co., 49 App. D. C. 95, 259 Fed. 991 
(1919) |9 T.-M. Rep. 398]; and In re Anti-Cori-Zine Chemical Co., 
34 App. D. C. 191 (1909), are, we think, controlling. They, 
respectively, held descriptive: “Opaline” as applied to varnishes; 
“Slo Flo” as applied to lubricating grease; “Getwell” as applied to 
medicines. 

Calling attention to the terms of the statute forbidding registra- 
tion of words “descriptive of the goods with which they are used, 
or of the character or quality of such goods,’ the appellant 
especially urges that the word “Morocco” is not descriptive of its 
goods for the reason that the same are in liquid form in cans, and in 
that form have no leather-like appearance. This is too narrow and 
technical a use of the term “goods.’”’ The appellant’s finishes are 


as much its goods, in the trade-mark sense of the term, when applied 
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to a wood or metallic surface as when in the can. On the facts of 
the cases above cited the word “Dyanshine”’ does not describe shoe 
polish in the box, but its effect upon shoes when applied to them; 
the term “Mirrolike’ does not describe furniture, floor and automo- 
bile polish in the container, but its effect when applied to the sur- 
faces referred to; the term “Infallible’” does not describe explosive 
powder in the container, but its dependable firing quality in use; 
the words “Roof Leak’ and “Opaline’’ do not describe paint in the 
can—‘‘Roof Leak” describes a capacity of paint, after application. 
to keep roofs from leaking; “Opaline’’ describes the appearance of 


varnish when applied; “Slo Flo” does not describe the appearance 


of lubricating grease itself in the original container, but its quality 


of viscosity in use; and “‘Getwell” describes the effect of medicine 
upon the patient, not the character or quality of the medicine in 
box or bottle. 

In In re Irving Drew Co., 54 App. D. C. 310, 297 Fed. 889 
(1924) [14 T.-M. Rep. 225], this court held the term “Arch Rest’’ 
as applied to boots, shoes and slippers not descriptive. ‘The appel- 
lant insists that the case is controlling in its favor. As written, 
the decision is rested upon the proposition that the term “Arch 
Rest” is descriptive, not of the character or quality of the goods 
themselves, but of their effect upon the wearer. So restricted, the 
decision is distinguishable from the instant case because the term 
“Morocco” is descriptive of the appellant’s finishes themselves, in 
their applied-to-surface form, rather than of their effect, in the 
sense of Jn re Irving Drew Co., upon surfaces. The instant case 
being distinguishable from Jn re Irving Drew Co., we are not called 
upon either to follow the case or to modify or overrule it. But we 
think it fair to state that upon present consideration of the case, 
it seems to put too narrow a construction upon the Trade-Mark Act. 

2. In respect of the appellant’s point that a descriptive word is 
registrable if it has acquired a secondary meaning: The law is 
settled that while a secondary meaning may be protected in equity 
against fraudulent or deceptive use, the existence of a secondary 


meaning is not a foundation for registration of a descriptive word. 
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See Elgin Nat’l Watch Co. v. Illinois Watch Co., 179 U. S. 665 
(1901), and see In re Canada Dry Ginger Ale, 86 F. (2d) 830 
(1936) [27 T.-M. Rep. 83], overruling, in respect of the point in 
question, In re Plymouth Motor Corporation, 46 F. (2d) 211 (1931) 
[21 T.-M. Rep. 157], which is relied upon by the appellant. Lowe 
Bros. Co. v. Toledo Varnish Co., 168 Fed. 627 (1909), also relied 
upon by the appellant, does not hold, as we read it, that the 
acquisition of a secondary meaning is a foundation for registration 
of a descriptive word, but merely that a secondary meaning may be 
protected in equity against deceptive use. 


The decree of the trial court is affirmed. 


Jupee Van Orspet took no part in the decision of this case. 


JoHN Morrewi & Co. v. Boyp W. DoyLe anno FREpDERIcK DoyLe, 


doing business as Doyte PackinG Company 
United States District Court, Eastern District of Illinois 
July 31, 1937 


‘Trape-Marxs—Svurrs— Parties. 

Although one party to the present action was not a party to the 
former proceedings, held that he, as a member of the co-partnership 
party therein, was privy to the principal in litigation. 

‘Trape-Marks—“Rep Heart” anno “StroNGHEART’—COoNFLICTING MArks 
Decision oF Court or Customs anp Patrenr Appeats—Res Ap- 
JUDICATA. 

The decision of the Court of Customs and Patent Appeals holding 
that the word “Strongheart” was deceptively similar to the words “Red 
Heart,” both marks being used on dog food, held res adjudicata in the 
present action. The registration of the words “Red Heart,” used as a 
trade-mark with priority by plaintiff, was, therefore, held valid. 

Trape-Marks—INFRrINGEMEN t—EstToPPeEL. 

Inasmuch as the plaintiff for the registration of the trade-mark took 
no appeal under R.S. 4915, it was estopped thereafter from raising the 
question of priority. 


In equity. Action for the alleged trade-mark infringement. Bill 


dismissed. 


Gunn, Penwell § Lindley and Mason, Fenwick & Lawrence, all 


of Washington, D. C., for plaintiff. 
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Acton, Acton & Baldwin and Rogers, Woodson & Rogers, all of 


Chicago, IIl., for defendants. 


Linney, D. J.: Plaintiff, engaged in packing and selling meat 
products, including dog food, brings this suit against defendants 
Boyd W. Doyle, Frederick Doyle and the same parties as a co 
partnership, trading under the name and style of Doyle Packing 
Company, likewise engaged in packing and selling dog food. Plain 
tiff charges that its trade-marks “‘Heart” and “Red Heart” are in- 
fringed by the defendants’ trade-mark “Strongheart.”” The basis 
of plaintiff's trade-mark is a red colored heart, used on many of its 
products including dog food, accompanied at times by the word 
“Heart” and at times by the words “Red Heart.” Defendants use 
the picture of the head of a police dog in a circle and the word 
“Strongheart,’ the basis for same, according to the testimony, being 
the name of a deceased dog prominent in the annals of moving pic- 
tures. The latter’s figures are not colored in red, but are generally 
gray in color. 

At the outset we are confronted with the question of whether the 
judgment in a prior proceeding is an estoppel against defendants 
to deny the validity of plaintiff's trade-mark and infringement 
thereof by themselves. One of the members of defendant co- 
partnership applied October 11, 1932, for registration of the trade- 
mark “Strongheart” for dog and cat food. Later, in the course 
of proceedings, the application was assigned to the copartnership. 
Plaintiff entered its appearance in opposition to the granting of the 
trade-mark on December 14, 1932. The applicant filed its answer 
thereto on February 1, 1933; evidence was submitted by both 


parties. The Examiner held that the word “Heart” was an es- 


sential feature of both marks and upheld the opposition. The ap- 


plicant filed an appeal on July 16, 1934, and on February 19, 1936, 
the Commissioner of Patents affirmed the decision of the Examiner. 
On May 31, 1936, the applicant perfected an appeal to the Court of 
Customs and Patent Appeals and on March 29, 1937, that court 


athrmed the decision of the Commissioner. 
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Prior thereto, on March 31, 1936, plaintiff had filed this suit, 
in which it set forth the proceedings mentioned, including the then 
pending appeal to the Court of Customs and Patent Appeals. Later, 
in an amendment, it set forth the decision of the court and asserted 
that as a result thereof defendants are estopped to contest proba- 
bility of confusion between the marks. 

In their answer defendants admit the binding effect of the deci- 
sion as to the issues there involved, but deny that the proceedings, 
marks and parties were the same as in the present case and that 
the issue of probability of confusion in the trade considered by the 
Court of Customs and Patent Appeals is the same as that involved 
here. In orther words, they admit that the decision of likelihood of 
confusion between the marks as presented to that court is final 
on the question of the right to registér the mark “Strongheart,” 
but deny that they are now estopped to present evidence that 
“there is no likelihood of confusion in trade as between the goods 
of the respective parties.” 

It is obvious that the parties are the same. Though Frederick 
Doyle was not in his own proper person a party to the former 
proceedings, the Doyle Packing Company was, and he, as a member 
of that copartnership, was privy to the principal in the litigation. 

To determine whether the issues in the two proceedings are the 
same, it is necessary to consider the applicable acts of Congress. 
The trade-mark statute created by the act of February 20, 1905, 
provides that the owner of a trade-mark may obtain registration 
by complying therewith; that no mark shall be registered which 
“so nearly resembles a registration or a trade-mark owned and in 
use by another and appropriated to merchandise of the same 
descriptive properties as to be likely to cause confusion or mistake 
in the minds of the purchasing public or to deceive purchasers.”’ 
Under the act any person who believes he may be damaged by the 
registration may oppose the same in the Patent Office. If an appli- 
cation is made for the registration of a trade-mark which is sub- 
stantially identical with a trade-mark appropriated to goods of the 


same descriptive properties, for which a previous registration has 
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issued or a mark “which so nearly resembles such trade-mark or a 


known trade-mark owned and used by another, as is, in the opinion 


of the Commissioner, likely to be mistaken therefore by the public. 
the Commissioner may declare that an interference exists and direct 
the Examiner to determine the question “of the right of registra- 
tion to such trade-mark and of the sufficiency of objections to regis- 
tration.” The practice is the same as that in interferences upon 
application for patents, and the procedure is governed by the rules 
in equity in the United States courts. 

It is obvious that the Commissioner is charged with the duty of 
determining (1) priority of adoption and use; (2) similarity of the 
goods; (3) similarity of marks or likelihood of confusion or mis- 
take in the mind of the public or to deceive purchasers. The act 
provides for an appeal from the decision of the Examiner to the 
Commissioner, and for a further appeal to the Court of Appeals 
of the District of Columbia (by amendment, to the United States 
Court of Customs and Patent Appeals). (See 89 U. S. C. A. 
Title 15, Sec. 309-a U.S. C. A. Title 28.) 

There is no dispute as to priority, plaintiff having adopted and 
used the words “Red Heart” on April 2, 1932, for dog food and 
defendants having used the word “Strongheart’”’ as of August +4, 
1932, for dog food. The products were the same. 

The controverted issue in the proceedings mentioned was the 
similarity of the marks or the likelihood of confusion in the minds 
of the purchasing public. The court held against defendants and 
the immediate question is as to the binding effect of such decision. 
There is no precise precedent fully answering the contentions of 
the parties here as to the effect of the decision. 

Defendants contend that the issue submitted to the court was a 
limited one, bearing only upon their right to register and that the 
issue here is much broader and includes much more as to the respec- 
tive rights of the parties in the trade. It is true that the court had 
to decide the ultimate questions of right to registration, but it is 
apparent that in doing so, in pursuance of the statute, the court 


was called upon to determine whether there was likelihood of con- 
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fusion. The testimony in that cause and that in the present cause 
were substantially the same. 

It should be observed that Section 4915 of the revised statutes, 
as it was originally adopted, provides that when an application for 
patent is refused, the applicant may have a remedy by a bill in 
equity and, upon adjudication in favor of the applicant, that the 
court trying the issue shall direct the Commissioner to issue the 
patent. Such suit is a bill in equity upon which testimony can be 
introduced de novo and is in the nature of a proceeding to set 
aside the conclusions of the Commissioner. Prior to March 2, 1927, 
the suit could not be filed until after an appeal from the Commis- 
sioner of Patents to the District of Columbia Court of Appeals. 
Consequently it was likewise a direct attack upon the decision of 
the latter court. 

On March 2, 1927, the statute was amended to provide that the 
bill to obtain a patent could be filed only when no appeal had been 
taken from the decision of the Commissioner to the United States 
Court of Customs and Patent Appeals but that, in the absence of 
such appeal, the remedy would lie as previously provided. Con- 
sequently, it appears that under the present statute as amended an 
applicant for patent or trade-mark, defeated by the Commissioner, 
may appeal and obtain an adjudication in the Court of Customs and 
Patent Appeals or he may, if he takes no such appeal, file a bill in 
equity to obtain a patent. It seems obvious that Congress has 
given him an option to prosecute an appeal from the decision of the 
Commissioner as was done here, and, in the absence of such appeal, 
to file his bill in equity. If he files his appeal he has no right to 
prosecute his bill to procure a patent. Such was the conclusion of 
the court in the unreported case of United States Gypsum Com- 
pany v. American Gypsum Company, Equity No. 1621 in the United 
States District Court of the Northern District of Ohio. Judge 
Stringham held that the applicant, having taken no further proceed- 
ings under 4915, was precluded thereafter from raising the ques- 
tion of priority. 

It would seem apparent that the one essential issue of fact de- 
cided by the Court of Customs and Patent Appeals was the same 
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as that presented here and that the finding of that court creates an 
estoppel against defendants to reassert their contentions there 
made upon which they were defeated. True, the Commissioner 
acts in a purely administrative capacity and to a certain extent 
upon appeal from his decision the court acts in a similar capacity. 
But it does not necessarily follow that the decision of the Com- 
missioner, upheld by that of the Court of Customs and Patent Ap- 
peals, does not constitute a judicial hearing within the sense of 
that term as used in determining whether an estoppel exists. Thus 
in U. S. v. Duell, 172 U. S. 576, the Supreme Court held that a 
decision of the Court of Appeals on appeal from the Patent Office 
in a patent interference case was a judgment, and Mr. Justice 
Matthews remarked in Butterworth v. United States, 122 U. S. 
50, 28 L. Ed. 555, that the decision of the Commissioner is quasi- 
judicial. 

In Morgan v. Daniels, 153 U. S. 120, Justice Brewer held that 
the remedy under Section 4915, as it then existed, was one authoriz- 
ing a direct attack upon a judgment and that, in the absence of 
that right, the decision of the Patent Office “was a finality upon 
every matter of fact.” He further held that “where the question 
decided in the Patent Office is one between contesting parties, as to 
priority of invention, the decision there made must be accepted as 
controlling upon that question of fact in any subsequent suit be- 
tween the parties,” unless, in an action under R. S. 4915, authoriz- 
ing a direct attack, “the contrary is established by testimony which 
in character and amount carries thorough conviction.” In view of 
the amendment to 4915, when defendants prosecuted their appeal 
they waived their remedy under 4915. Hence that remedy no 
longer exists and the language of Justice Brewer as to the effect 
of the decision of the Patent Office, affirmed by the Court of Customs 
and Patent Appeals, becomes directly applicable. 

In Hanford v. Westcott, Federal Case No. 6022, Judge Nixon 
held that the decision of the Examiner of Interferences in an inter- 


ference concerning a trade-mark is conclusive upon the parties and 


their privies and unquestionable in any other tribunal, saying: 
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In the present case the applicant, Wharton, would have been permitted 
to withdraw his application for registration as soon as the interference 
was declared, and to go into the courts for redress. He elected to attempt 
to prove his right before the Examiner of Interferences. He put in his 
testimony, and acquiesced in the decision against him without appeal, and 
it is too late to assert that he is not bound by the result of the contest. A 
matter is always held to be res adjudicata where the question has been 
determined by a tribunal of competent jurisdiction, and where there is a 
concurrence of identity of parties, or privies claiming under them, and 
identity of purpose or object. Freeman on Judg., Section 252; Aspden v. 
Nivon, 4 How. 497. 

Following this decision, Judge Acheson, in Peck Stow & HWilcox 
Co. v. Lindsay, 2 Fed. 688, held defendants estopped to contest 
priority of invention in view of the decision against their assignors 
in interference proceedings. This holding was limited, however, to 
priority of invention. 

In Holiday v. Pickhardt, 12 F. 147, the court held the defendant 
estopped to contest the operativeness of plaintiff's device where the 
same issue had been raised in the Patent Office and decided against 
him. To the same effect are Shuter v. Davis, 16 F. 564; Dicker- 
son v. De LaVergne Refrigerating Machine, 35 F. 143 (limited, 
however, to priority). 

In Victor Talking Machine Company v. Brunswicke-Balke 
Collender Company, 290 F. 565, the court concluded that the judg 


ment on appeal from the Patent Office was an estoppel and that its 


conclusions, though not final, were binding unless overcome by 


evidence carrying thorough conviction. 

In United Shoe Machinery Co. v. Meuther, 288 I. 283, the 
court had before it an infringement suit involving priority of inven 
tion. The issue had previously been decided in an interference 
proceeding between the same parties. The court held that the 
Commissioner of Patents was an administrative officer charged with 
administering the patent laws and that the same presumption should 
be applied to his acts and decisions as any other administrative 
officer, and that where the statute authorizes such officer to inves 
tigate and decide questions upon which parties’ rights are to rest, 


the conclusion is final. 
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In Automatic Weighing Machine Co. v. Pneumatic Scale Cor- 
poration, 166 F. 288, the court held that such a decision, if not final, 
“is entitled to great weight.” To the same effect is Imperial Brass 
Manufacturing Co. v. Hackney, 75 F. (2d) 689 (C. C. A. 7), 


where Judge Evans said: 


























But where the contested issue in the two proceedings (the interference 
and the infringement suit) is the same, and the disputed issue of fact is 
identical, why shouldn’t the determination of the contest in the Patent 
Office assume well nigh dominating importance in the determination of the 
infringement suit? Grant that the ruling of the Examiner is not res 
ad judicata—that the finding in the interference contest may be shown to 
be erroneous—yet the rule applies, namely, that where the evidence is prac- 
tically the same and the issues are identical, and the determination of the 
issues turns upon the question of veracity, the second trier of fact must of 
necessity give much weight to the finding of the first trier of fact. This is 
so regardless of the status of the second trier of fact. 





. 


In Puget Sound Electric Railway v. Lee, 207 F. 860, 


Neterer made what seems to me a correct analysis of the princi 


Judge 


ples governing in such cases. There a public service commission 
was created by the laws of the state of Washington with power to 
regulate railroad rates, with the right in the railroad company 
to maintain a suit in the superior court to review any order of the 
commission. He concluded that the court’s decision, authorized 
by the statute, estopped the railroad company from raising the 
same question in a federal court proceedings to restrain the com- 
mission. He relied upon Oregon R. R. & N. Co. v. Fairchild, 224 
U.S. 510, where the court held that when an adequate opportunity 
is provided for hearing before the commission and for judicial 
review, the decision entered in such proceedings is final and con- 
trolling, saying: 

having been given full opportunity to be heard on the issue made by the 
complaint and answer and as to the reasonableness of the proposed order, 
and having adopted the statutory method of review, this company cannot 
complain. 

Estoppel by judgment or the binding effect of any finding of 
fact essential to judgment does not depend at all upon the char- 
acter of the court. The decision may be that of an inferior court, 
such as a Justice of Peace, but, if unappealed, it is controlling and 
binding upon all the parties thereto and their privies, not only as 


to the issues that were actually raised and determined but as to all 
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issues which might have been presented and upon which testimony 
might have been submitted. 

A trade-mark which if used is likely to be confused with another 
prior in time may not be registered. Just as clearly, tested by 
common law rights, it may not be used. So one issue in the Court 
of Customs and Patent Appeals was whether there was likelihood of 
confusion; here, likewise, the essential question of fact is the same. 
That court, having had jurisdiction of the parties and having de- 
cided the essential question of fact adversely to defendants, the lat- 
ter may not relitigate the adjudicated issue; they are estopped 
by verdict, even though the issue then was the right to register 
and here it is the right to use. One may no more use than he may 
register a mark likely to confusion. When a court finds that he 
may not register a mark because it is confusing, it follows, for 
the same reason, that he may not use it. 

So the controversy between these parties over the precise ques- 
tion of fact here involved has been settled by the statutory tribunal, 
the administrative officer, and confirmed by a court upon appeal in 
a proceedings where both parties had an opportunity to present 
their evidence. If we are to give any degree of permanency to 
finality of litigation by judgments entered, and to the adjudication 
of facts necessary to a decision, we must recognize the controlling 
effect of the findings and resulting decision of the United States 
Court of Customs and Patent Appeals made in this case. ‘That 
court heard and determined the basic question of fact presented to 
this court. I attribute finality to the adjudication, and doing so, 
I am without right to decide otherwise. 

If the decision of the Court of Customs and Patent Appeals ‘is 
not a binding adjudication, still, under the rule as announced by 
Judge Evans in Imperial Brass Manufacturing, supra, the deter- 
mination of the contest in the Patent Office assumes “wellnigh 
dominating importance in the determination of an infringement 
suit,” and where the evidence is practically the same and the issues 
identical, the second trier of facts must give much weight to the 


finding of the first trier. As said by other courts in the cases 
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above cited, the conclusion of the first trier of facts is binding un- 
less overcome by evidence carrying thorough conviction. The 
evidence in the present case does not carry such conviction. Indeed, 
the evidence of confusion in radio advertising is apparent. Con- 
sequently, should my conclusion as to the binding effect of the 
finding of the Court of Customs and Patent Appeals be erroneous, 
the evidence here is not sufficient to convince me that likelihood 
of confusion as determined by that court does not exist. Indeed. 
I am impelled to conclude that such likelihood does exist, 
especially in radio advertising where the pictures are not before 
the public but only the words “Red Heart” and “Strongheart.”’ 
Were the labels with their different colors put into such adver- 
tising by television, the conclusion might be different. 

Defendants insist that plaintiff has no right to a monopoly in the 
use of the word “Heart.” There is ample evidence, however, of a 
secondary meaning commonly attributed by the public to the 
words “Red Heart,” as applied to dog food. Under well known 
decisions, this is sufficient to justify registration and use. 

Inasmuch as I find that defendants have no right to use the 
trade-mark “Strongheart’” with the picture of a dog, it follows 
that their counterclaim against the plaintiff for alleged wrongful 
use of pictures of dogs must be denied. Furthermore, the evidence 
shows that such pictures have long been used in connection with 
labels on dog food. 

Plaintiff's trade-mark is registered, valid and infringed, as 
set forth in its bill of complaint. There will be a decree as prayed. 

The foregoing is included in my more formal findings of fact 


and conclusions of law as a part thereof. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 


as a trade-mark for typewriter and continuous-form manifold strips 


of stationery, a mark consisting of the notation “Speed-o-forms,” 
the letters of which are centered along the shaft of an arrow, in 
view of the prior adoption and use by opposer, of trade-marks 
including respectively the words “Speedigraph” and “Speediset” 
for the same goods. 

In his decision the Assistant Commissioner said: 


Only two of opposer’s marks need be considered, namely, “Speedigraph” 
and “Speediset.” In my opinion either is a bar to the registration of 
“Speed-o-forms” for identical merchandise. Recent decisions of the Court 
of Customs and Patent Appeals which support this view are Aroger 
Grocery & Baking Co. v. Blue Earth Canning Co., 88 F. (2d) 725, where 
“Country Kist” was refused registration over “Country Club”; and Skelly 
Oil Co. v. Powerine Co., 86 F. (2d) 752, where “Powermax” was held de 
ceptively similar to “Powerine.” It is true that the merchandise here in- 
volved is purchased with a greater degree of discrimination than would be 
exercised in connection with the goods to which either of those marks was 
applied, and that the methods of sale are not the same, but that is not the 
final test. Where the goods of the parties are alike, and their trade-marks 
so nearly resemble each other “as to be likely to cause confusion in the mind 
of the public or to deceive purchasers” the statute prohibits registration to 
the newcomer. Nothing more is required. 


He then further said: 


Not only do I think the opposition should have been sustained, but I am 
clearly of the opinion that applicant’s mark should have been denied regis- 
tration because merely descriptive of the goods with which it is used. These 
goods are described in the application as “typewriter and continuous-form 
manifold strips of stationery.” 


He then, after quoting from the decision of the Examiner of 
Interferences as to the significance of the term sought to be 
registered, said: 


The correctness of this statement is not questioned by applicant. On 
the contrary similar statements occur in applicant’s brief, and it is there 
asserted that “no trade-mark rights are claimed by applicant in the words 
‘per se’ and none can be claimed by opposer.” There is, however, no dis- 
claimer in the record, and none has been of a connecting element. Ac- 
cording to the same authority the combining form “multi-” means “consist- 
ing of, containing, or having, many.” Applicant’s continuous-form station- 
ery consists of many individual packets, bound together by means of a 
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connecting element. It thus seems clear that either word standing alone is 
aptly descriptive of these goods or of their “character or quality,” and that 
their combination results in an expression that is equally descriptive. 


Van Arspae, A. C.: Held that applicant is not entitled to 
register the term “Dixie Dew” for whiskey in view of the prior 
adoption and use by the opposer of the term “Dixie Belle” and 
“Dixie Beaux Gin” for gin. 

In his decision the Assistant Commissioner made the same 
ruling as in the preceding case with reference to the manner in 
which the marks must be considered and then said: 

the mark “Dixie Dew” sought to be registered by appellant for 
whiskey and opposer’s registered marks “Dixie Belle” or “Dixie Beaux” 
for gin are so similar in looks and sound that the use of “Dixie Dew” and 
“Dixie Belle” or “Dixie Beaux Gin” for the goods specified would be likely 


to confuse and mislead the public as to the origin of the goods and that the 
notice of opposition should be sustained.’ 


Van Arspate, A. C.: Held that applicant is not entitled to 
register the term “Dixiana” for gin, in view of the prior adoption 
and use by opposer of the term “Dixie Belle” as a trade-mark for 
the same goods. 

In his decision the Assistant Commissioner said that the likeli- 
hood of confusion between the two marks cannot be considered 


as if the word “Dixie” were not present in the mark “Dixie Belle” and 
the syllable “Dixi” were not present in the word “Dixiana” but that the 
presence and effect of such word in the one mark and such syllable in the 
other must be recognized. 


He then said: 


the applicant’s mark “Dixiana” and opposer’s registered mark 
“Dixie Belle,” both for gin, are so similar in looks and sound that the 
use of “Dixiana” and “Dixie Belle” for the goods specified would be likely 
to confuse and mislead the public as to the origin of the goods and that 
the notice of opposition should be sustained.* 


1 American Sales Book Company, Limited v. United Autographic Regis- 
ter Co., Opp’n No. 13,417, 159 M. D. 906, May 29, 1937. 

* Continental Distilling Corporation v. Century Distilling Co., Opp’n No. 
14,801, 159 M. D. 949, July 2, 1937. 

* Continental Distilling Corporation v. Century Distilling Co., Opp’n 
No. 14,330, 159 M. D. 948, July 2, 1937. 
























DECISIONS OF THE COMMISSIONER OF PATENTS 


Descriptive Terms 








Van Arspate, A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the notation “Carrier-Call” as a 
trade-mark for communicating apparatus utilizing high frequency, 
radio frequency, or carrier frequency circuits and instrumentalities. 

The ground of the decision is that the mark is merely descriptive 
of the goods. 

In his decision, after stating that the applicant asserted that 
the devices used comprised various types of intercommunicating 
systems, and stating that the term “Call” is descriptive of the 
purpose and function of such a device, and the term “Carrier” is 
also descriptive since the apparatus and system utilize radio 
frequency or carrier frequency circuits, the Assistant Commissioner 


said: 













Applicant has disclaimed the words “Carrier” and “Call” when used 

apart from each other and contends that the combined words constitute an ; 
arbitrary, fanciful notation, not descriptive of any characteristics of the 
goods specified. However, since the word “Call” describes the kind of yt 
apparatus, i.e., signaling and communicating, and the word “Carrier” 
describes the type of apparatus, i.e., one utilizing carrier frequency circuits 
as distinguished from those utilizing other types of circuits, the words used 
together seem to be merely descriptive of the apparatus, and it is believed 
they would be so considered by the manufacturers and also by the pur- 
chasing public, or at least a large portion thereof. 


Goods of the Same Descriptive Properties 














Frazer, A. C.: Held that applicant is not entitled to register 
the word “Arrow” as a trade-mark for alcoholic cordials and .| 
liqueurs, in view of the prior adoption and use by The Globe Brew- 
ing Company, of the same mark as a trade-mark for beer and that 
the registration which the Arrow Distilleries, Inc., had obtained i 
should be cancelled. 

The ground of the decision is that the goods are of the same 
descriptive properties. 

In his decision, after noting that in American Brewing Co. v. 

Hercules Products & Distilling Corporation, 463 O. G. 700 [26 


* Ex parte International Carrier-Call and Television Corporation, Ser. 
No. 381,482, 159 M. D. 951, July 21, 1937. 
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T.-M. Rep. 184], it has been held that gin and beer are of the same 
descriptive properties, the Assistant Commissioner said: 

if that decision is to be followed a similar ruling must necessarily be 
made with respect to the goods of the parties in the present case. 

Then, after noting respondent’s argument that the usual tests 
applied in opposition proceedings to determine whether goods are 
of the same descriptive properties are not appropriate in can- 
cellation proceedings, and that a petitioner for cancellation should 
be required to prove actual injury, if he would prevail, he said: 


I think the argument is untenable. The particular type of proceeding 
in which merchandise is considered can have no bearing on its classification, 
nor on the rules by which its descriptive properties are determined. And 
where, as in the instant case, a petitioner for cancellation alleges and 
proves that it “was using its registered mark in interstate commerce at the 
time its petition for cancellation was filed,’ damage will be presumed. 
American Cyanamid Co. vy. Synthetic Nitrogen Products Corporation, 
19 C. C. P. A. 1235, 58 F. (2d) 834 [22 T.-M. Rep. 275]. 

I agree with respondent that its alcoholic cordials and liqueurs differ 
greatly from petitioner’s beer in many respects; but all are alcoholic 
beverages, and all are for sale over the same counters to the same general 
class of purchasers. It is doubtless true that all beer drinkers do not in- 
dulge in cordials and liqueurs, but it is likewise true that some probably 
do. A prospective purchaser of such goods, familiar with petitioner’s trade- 
mark, may readily select those bearing the same mark in the mistaken 
belief that they are petitioner's products.® 


Interference—Appeal 

Frazer, A. C.: Denied a petition for reconsideration of the 
above case which was based on the ground that it was error to have 
granted a motion for judgment on the basis of an assignment since 
it was urged that the appellant is not claiming title through that 
assignment. 

In his decision, after noting the argument made in the brief 
and noting that the request for substitution of the United Razor 


Blade Corporation for Katherine Schwarz was based upon the 


assignment and that the request for substitution was made by 


Katherine Schwarz herself, he said: 


In the Patent Office, as elsewhere, a case must be determined upon the 
record presented. In my opinion the record here clearly establishes that 

5 The Globe Brewing Company v. Arrow Distilleries, Inc., Canc. No. 
2,944, 159 M. D. 905, May 29, 1937. 
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the rights of appellee are paramount to those of appellant. The order 
appealed from is accordingly affirmed.® 





Interference—Proof of Transfer 















Frazer, A. C.: Held that Woolf's Hypozone, Ine., is not 


entitled to register a trade-mark for germicide and disinfectant. 







since it does not appear that the mark in question was used by that 
party prior to the registration of Milton M. Warner, of the same 
mark and that no showing of transfer of title of the mark to the 
applicant from an earlier user had been established. 


In his decision the Assistant Commissioner referred to the 






















testimony of one witness as to the transfer of title and quoted from 
the testimony which was to the effect that the witness had taken 
hold of the business of one Woolf, the earlier user, but did not 
know whether she bought it from Woolf or Woolf’s estate and also 


showing that she was only a stockholder in Woolf’s Hypozone, 


es 


Inc., and did not own all of either the common stock or the preferred 
stock. 
He then said: 


Just how this transaction is supposed to have vested title to the trade- 
mark in Woolf's Hypozone, Inc., is not explained, nor am I able to com- 
prehend. Let it be assumed that Louise G. Robinovitch acquired the mark 
from “Woolf or Woolf’s estate,” the fact remains that she is not a party 
to this proceeding and her possible interest is not in issue. Such use as Mr. 
Woolf and his several companies may have made of the trade-mark could ’ 
inure to applicant’s benefit only in the event of some sort of transfer to 
applicant. Proof of such transfer is wholly lacking.‘ 





Labels 


Frazer, A. C.: Held that applicant is not entitled to register 
a label, since it is lacking in artistic merit. 

In his decision the Assistant Commissioner said: 

The label discloses applicant’s name and address, his trade-mark, and 
the word “Cigarettes”; and in addition thereto, inclosed within quotation i 
marks, the notation “Little Friends of All the World.” It is upon the 

® Akron Drug and Sundries Company v.. Katherine Schwarz (United nn 
Razor Blade Corporation, Assignee, Substituted), 159 M. D. 932, June ‘ 
16, 1937. 

7 Woolf’s Hypozone, Inc. v. Milton M. Warner, Int. No. 2,654, 159 M. D. 
922, June 14, 1937. 
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strength of this notation, which, according to the brief, “is the result of 
artistic or intellectual effort,” that applicant rests his case.§ 


Non-conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register the 
notation “Pilsator,”’ as a trade-mark for a malt beverage with not 
more than the legal alcoholic content, notwithstanding the prior use 
by opposer of the notation “Pilsner BB.” 

The ground of the decision is that the word “Pilsator’” is neither 
geographical nor descriptive, nor confusingly similar to the geo- 
graphical term “Pilsner.”’ 

With reference to the character of the mark “Pilsner,” the 
Assistant Commissioner said: 

Pilsen is opposer’s principal place of business; and “Pilsner,” as 
applied to its merchandise, is in my opinion merely geographical, just as 
the Commissioner held “Hollander” to be in the case of Ex parte Conrad 
Seipp Brewing Co., 1914 C. D. 80, 206 O. G. 877. Moreover, I am convinced 
from the record before me that the word “Pilsner,” as applied to beer, has 
become generic and descriptive in the United States, as evidenced by the 
quotation reproduced in the Examiner's decision from the 1927 edition of 
the Encyclopedia Americana. 

And then after citing two cases in which “Luzona” had been 
held registrable over the geographical name “Luzon,” and the word 
“Rota-Verso” held registrable over the term “Rotarex” (In re J. L. 
Hudson & Co., 56 App. D. C. 22, 6 Fed. (2d) 720, and Apex Elec- 
trical Mfg. Co. v. Landers, Frary & Clark, 17 C. C. P. A. 1184, 
41 Fed. (2d) 99) he said: 

I think these two cases so aptly dispose of every argument that can 
reasonably be advanced upon the present record against the registrability 
of applicant’s mark, “Pilsator,” that further discussion is unnecessary. In 
my opinion it is neither geographical nor descriptive, nor does it so nearly 
simulate the descriptive word used by opposer as to give rise to any likeli- 
hood of confusion therewith.® 


Frazer, A. C.: Held that the prior use and registration of the 


notation “La Rosa” as a trade-mark for alimentary pastes by op- 


poser is not sufficient to justify the refusal to register the notation 


8 Ex parte Joseph C. Gannon, Ser. No. 70,161, 159 M. D. 903, May 29, 
1937. 

® Buergerliches Braeuhaus Pilsen v. Léwenbrauerei Béhmisches Brau- 
haus A. G., Opp’n No. 13,755, 159 M. D. 714, July 25, 1936. 
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‘“Albarosa”’ as a trade-mark for dried fruits and Spanish peppers, 
as set out in the application of Schroeder Bros., Inc. 

The ground of the decision is that the marks are not so similar 
that, as applied to the goods of the respective parties, there would 
be probability of confusion in trade. 

With respect to the goods, the Assistant Commissioner, after 
stating that opposer had cited numerous authorities in support of 
his contention that the goods were of the same descriptive properties, 
said: 


. if an express ruling were necessary upon this point I should have 
no hesitancy in overruling such contention on the authority of Cracker Jack 
Co. v. Blanton Citrus Growers (C. C. P. A.), 81 Fed. (2d) 553, decided 
since this appeal was taken. It was there held that fresh citrus fruits are ; 
not of the same descriptive properties as a popcorn confection, and I can 
perceive no greater similarity between the goods here involved. 












He then said: 


But even though it be conceded that either butter or alimentary pastes 
are broadly of the same descriptive properties as dried fruits and Spanish 
peppers, I should still be constrained to hold that these goods possess such 
outstanding differences in their essential characteristics as to insure against 
confusion when sold under the respective trade-marks of the parties to 
this proceeding. (Citing Purex Corporation v. United Drug Co., 22 C. C. 
P. A. 753, 67 Fed. (2d) 918.) 


He then said: 










I doubt that any purchaser would be led to believe that the manufac- 
turer of “La Rosa” butter and alimentary pastes had gone into the produc- 
tion of dried fruits and Spanish pappers simply because these articles were 
branded “Albarosa.” 





With reference to opposer's argument based on the English 
translation of the two marks, he said: 












“La Rosa” is shown to mean “The Rose,” and “Albarosa” is shown to 
mean “Dawn Rose” or “White Rose.” The mark sought to be registered, 
however, is “Albarosa,” not “Dawn Rose” or “White Rose”; and opposer’s 
marks involve the notation “La Rosa” and not “The Rose.” The compari- 
son must be between the marks as used, and upon such comparison, 
considering the differences in the goods to which they are applied, I 
am convinced that there is not sufficicnt similarity as to be likely to cause 
confusion in the mind of the public or to deceive purchasers.?” 


Frazer, A. C.: Held that applicant is entitled to register, as 
a trade-mark for a laxative preparation in jelly form, the notation 


10'V. La Rosa & Sons, Inc. v. Schroeder Bros., Inc., Opp’n No. 14,532, 
159 M. D. 717, July 29, 1936. t 
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“Lax-O-Jel,” notwithstanding the prior adoption and use by opposer 


of the notation “Laxa’”’ as a trade-mark for biscuits having laxative 
properties. 

The ground of the decision is that the marks are not confusingly 
similar. 


With respect to the goods, the Assistant Commissioner said: 


I am constrained to agree with the Examiner that the opposer’s phar- 
maceutical preparation would probably have about the same appeal to 
the normally healthy purchaser as would castor oil itself. Hence, notwith- 
standing the specific differences between opposer’s “biscuit” product, com- 
posed of bran, agar-agar, and sweetening, and applicant’s castor oil in 
jelly form, I am inclined to the belief that the goods of the parties possess 
the same descriptive properties within the meaning of the statute. 


With respect to the marks, he said: 


Turning to a consideration of the marks, and seeking points of simi- 
larity as of primary importance, it is at once apparent that their only 
resemblance lies in the fact that both begin with the syllable “Lax.” It 
seems equally apparent that when viewed in their entireties they are unlike 
in sound, appearance and suggestive meaning. The point or points of 
similarity are overwhelmingly outweighed by the points of dissimilarity." 


Frazer, A: C.: Held that applicant is entitled to register, as 
trade-marks for perfumery, two marks including the name ‘Jules 
V. Riviere” so arranged that the initial “V” stands out prominently 
from all other printed matter, notwithstanding the prior adoption, 
use and registration by opposer of the trade-mark “No. 5,” as a 
trade-mark for the same goods. 


The ground of the decision is that the marks are not confusingly 
similar. 

In his decision, after noting opposer’s contention that the letter 
“V”" of applicant’s mark and the figure “5” of opposer’s mark are 
equivalents, the Assistant Commissioner said: 


Upon the record before me I am unable to agree with this contention. 
I do not believe that anyone, after seeing applicant's marks, would be 
likely to associate the numeral “5” with either of them. Moreover, opposer’s 
mark is not the numeral “5,” nor is either of applicant’s marks the letter 
“Vv.” All must be taken in their entireties for the purpose of comparison. 
Even the use of the actual figure of opposer’s mark would not necessarily 
render those of applicant deceptively similar thereto. The test would 
still be whether the manner of such use actually made them so.!? 

11 The Battle Creek Food Company v. Martin S. Wasserman, Opp'n No. 
14,234, 159 M. D. 599, February 12, 1936. 

12 Chanel, Inc. v. Jules V. Riviere Perfumes, Inc., Opp’n Nos. 13,705 and 
13,706, 159 M. D. 601, February 13, 1936. 
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Frazer, A. C.: Held that applicant is entitled to register the 
notation “Zubodent” as a trade-mark for a gum astringent and 
mouth wash, notwithstanding the prior adoption and use by opposer 
of the notation ““Pepsodent”’ as a trade-mark for dentifrices, etc. 

The ground of the decision is that the marks are not confusingly 
similar. 

In his decision the Assistant Commissioner said: 


“Dent” means “tooth” and is so defined in Webster’s New International 
Dictionary. And it is no reflection on the validity of opposer's registration 
to say that any manufacturer of a product designed for the treatment or 
protection of the teeth has a right to use the word to identify such product. 
With the exception of this common syllable the two words, “Pepsodent”™ 
and “Zubodent” are obviously dissimilar, and considered in their entireties, 
are in my opinion unlikely to create confusion in the mind of the public 
when used concurrently on the goods here involved. 

In Pepsodent Co. v. Comfort Manufacturing Co., 25 Pat. Q. 119 [26 
T.-M. Rep. 481], it was held that “Pepsodent” and “Pearledent,’ both 
applied to tooth paste, are not confusingly similar; and it seems clearly 
apparent that those marks are at least as nearly similar as are the ones 
here under consideration. I am in entire agreement with the reasoning 
and the decision of the First Assistant Commissioner in that case, and it 
necessarily follows that I agree with the conclusions reached by the 
Examiner in the case before me.’ 


Frazer, A. C.: Held that applicant is entitled to register the 
term “Aerolator” as a trade-mark for air-conditioning apparatus, 
notwithstanding the prior adoption and use by opposer of the term 
“Kelvinator” on similar merchandise. 

In his decision, after stating that a large number of decisions had 


been cited which had been carefully examined, but that it was not 


deemed that there was reasonable likelihood of confusion by the 


use of the two marks, the Assistant Commissioner said: 


The only point of resemblance is the suffix “ator,” which is in common 
daily use as a part of mnany well-known words, such for example as “refrig- 
erator.” To sustain the present opposition would be in effect to hold that 
by virtue of its adoption and use of “Kelvinator” as a trade-mark opposer 
has acquired a monopoly of all four-syllable words ending in this suffix for 
use on like goods, because otherwise the two words “Kelvinator” and 
“Aerolator” differ widely in spelling, sound and appearance. While op- 
poser’s mark is unquestionably of great value, I do not think it is entitled to 
such broad protection. In my opinion opposer’s rights require only that 


18 The Pepsodent Co. v. Beckie Banchefsky, Opp’n No. 13,807, 159 M. D. 
617, February 28, 1936. 
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others using the same suffix avoid deceptive simulation of opposer's mark 
as a whole, and in my opinion applicant has met that requirement." 


Frazer, A. C.: Held that applicant is entitled to register the 


words “St. Charles’’ as a trade-mark for brandy, notwithstanding 


the prior registration by opposer of the term “St. George” for the 
same goods. 
In his decision the Assistant Commissioner said: 


I agree with the Examiner that there is no reasonable likelihood that 
confusion will result from the concurrent use of these marks on the mer- 
chandise involved. Manifestly their only similarity resides in the common 
occurrence of the abbreviation “St.” No confusion could conceivably arise 
between the names “Charles” and “George,” which are obviously the 
dominating features of the respective marks. If “Brown” and “Smith” are 
dissimilar, I think “Mr. Brown” and “Mr. Smith” are equally so as far as 
the probability of their confusion is concerned.!° 


Frazer, A. C.: Held that applicant is entitled to register the 
term “‘Dipensol” as a trade-mark for a terpene hydrocarbon solvent 
for use in all processes and compounds using turpentine, notwith- 
standing the prior adoption and use by opposer of the term “Penn- 
zoil” as a trade-mark for lubricants, motor fuel oils, ete. 

In his decision, after quoting from the decision of the Examiner 
of Interferences as to the difference in the uses of the goods of the 
respective parties and stating that these statements were not con- 
tradicted, the Assistant Commissioner said: 

Opposer insists, however, that it should be protected in its alleged 
right to extend the use of its mark to goods said to be more nearly like 
applicant’s, such, for example, as naphtha, which is a petroleum distillate. 
As opposer has never applied its. mark to any such product, and the pos- 
sibility of its doing so is purely speculative, I do not think the question is 
of particular importance in the present proceeding. But even if opposer 
were now dealing in naphtha, that fact would not change my view that con- 


fusion is unlikely to result from applicant’s use of its mark on the goods 
described in the application. 


Then, with reference to the similarity of the two marks, he said: 


If the two marks “Pennzoil” and “Dipensol” were used with identical or 
closely related merchandise the probability of confusion would be apparent. 


14 Kelvinator Corporation v. Norge Corporation (Borg-Warner Corpora- 
tion, Assignee, Substituted), Opp’n No. 14,300, 159 M. D. 764, September 
26, 1936. 

15 St. George Winery v. Alta Winery & Distillery, Inc., Opp’n No. 14,877, 
159 M. D. 919, June 12, 1937. 
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Or if the marks were identical it is likewise possible that confusion might 
result from their concurrent use with the goods here involved. But as the 
marks are different, and the goods are not the same, I am clearly of the 
opinion that there is no reasonable likelihood that confusion will occur.'® 


Frazer, A. C.: Held that applicant is entitled to register as a 
trade-mark for cream cheese the mark comprising the initials 
“P.O. P.” printed in bold type above the notation “Pride of Penn- 
svlvania,”’ notwithstanding the prior adoption and use by opposer 
of a trade-mark, for bacon, ham and lard, disclosing the word 
“Pride.” 

After stating that applicant concedes that cream cheese is 
broadly of the same descriptive properties as bacon, lard and ham, 
but insists that the specific differences should be taken into account 
in determining the question of confusing similarity of the mark, 
and citing the decision of the Court of Customs and Patent Appeals 
in Joseph Tetley & Co. v. Bay State Fishing Co., 82 F. (2d) 299 
[26 T.-M. Rep. 217], the Assistant Commissioner said: 

I think the same situation exists in the use before me, and that the 
possibility of confusion between the marks here involved is much less than 
it would be if the goods were closely related. But even if the goods were 
identical I would not be inclined to hold the marks confusingly similar. 


They must of course be considered in their entireties, and when so considered, 
their single point of similarity becomes relatively insignificant. 


And then, with reference to opposer’s argument that confusion 


will necessarily result because applicant has copied opposer's 
mark “Pride” into its mark, he said: 


I am unable to adopt opposer’s reasoning. Regardless of whether all or 
only a portion of an opposer's trade-mark is reproduced in the trade-mark 
of another, I think the same rule must be applied, namely, that registration 
should be granted unless the resulting mark as a whole be confusingly 
similar to the one from which the applicant has borrowed. I know of no 
authority to the contrary and opposer has cited none, though some reliance 
is placed on the language of the Court of Appeals of the District of Columbia 
in the case of Carmel Wine Co. v. California Winery, 38 App. D. C. 1, where 
it was said: 


“It goes without saying that one has no right to incorporate the mark 
of another as an essential feature of his mark. Such a practice would lead 
to no end of confusion, and deprive the owner of a mark of the just protec- 
tion which the law accords him.” 


‘6 The Pennzoil Company v. Hercules Powder Company, Opp’n No. 
14,990, 159 M. D. 938, June 18, 1937. 
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The court, however, based its decision primarily upon the fact “that 
the two marks are deceptively similar within the meaning of the statute.” 
Moreover, it was clear in that case that the matter appropriated did con- 
stitute “ an essential feature” of the trade-mark in which it had been in- 
corporated. In the case at bar I do not think that criticism applies. In 
my opinion the word “Pride” as used in applicant’s mark has no trade-mark 
significance apart from the mark as a whole, the essential feature of which 
consists in the letters “P. O. P."!* 


Frazer, A. C.: Held that applicant is entitled to register, as 


a trade-mark for tooth paste, the term ‘“Choco-dent,” notwith- 


standing the adoption and use by opposer of the term “Pepsodent,” 


as a trade-mark for the same goods. 

In his decision, after referring to a decision in Pepsodent Co. v 
Burton, 471 O. G. 717, 31 U. S. P. Q. 100 (see next case), in 
which the Patent Office held that “‘Mintsodent’”’ and “Pepsodent” 
are not confusingly similar, the Assistant Commissioner said: 


. for substantially the reasons there set forth, I am constrained to 
hold the marks here presented to be sufficiently different to insure against 
confusion. Serum | from the deci ogg in Yeasties Products, Inc. v. General 
Mille, Inc., 22 C. C. P. A. 1215, 77 F. (2d) 523). 

So, in the instant. case, snilicait mark clearly suggests a chocolate- 
flavored preparation, while opposer’s mark sugge sts a preparation flavored 
with pepsin. When considered in connection with the obvious differences 
between the marks in spelling, sound and appearance, I think this rather 
striking difference in suggested meaning removes all reasonable likelihood 
of the occurrence of confusion through their concurrent use on the goods 
involved.!* 


Frazer, A. C.: Held that applicant is entitled to register the 
term ‘“‘Mintsodent” as a trade-mark for tooth paste and mouth 
wash, notwithstanding the prior adoption and use by opposer of the 
term ‘“‘Pepsodent” as a trade-mark for dentrifrices and antiseptics. 

In his decision, after referring to the decision of the Court of 
Customs and Patent Appeals in Pepsodent Co. v. Comfort Manu- 
facturing Co., 83 F. (2d) 906, 23 C. C. P. A., the Assistant Com- 
missioner said: 


But I think as to their merits the two cases are clearly distinguishable. 
In the cited case the applicant's mark was “Pearledent,” which the court 


17 John Morrell & Co. v. Harmonsburg Creamery Co., Inc., Opp’n No. 
14,279, 159 M. D. 766, September 26, 1936. 

18'The Pepsodent Co. v. Lawrence Lederer, Opp’n No. 14,929, 159 M. D. 
918, June 7, 1937. 
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held to be confusingly similar to “Pepsodent.” It does not necessarily 
follow that “Mintsodent” is likewise confusingly similar to “Pepsodent.” 
In my opinion it is not. The last two syllables are of course the same, but 
otherwise the marks differ in sound, appearance and meaning; and when 
viewed in their entireties, I am unable to believe that they could reasonably 
be confused. 


And then, after referring to the decision of the same court in 
Yeasties Products, Inc. v. General Mills, Inc., 22 C. C. P. A. 1215, 
77 F. (2d) 523 [25 T.-M. Rep. 396], in which “Wheaties” and 
‘“Yeasties’” were held not confusingly similar, he said: 

It is well known that goods of the character here involved contain 
flavoring ingredients. “Pepsodent” immediately suggests a pepsin flavor, 
while “Mintsodent” suggests a mint flavor. Nor do I think it important 
that either or both of the products thus branded may actually be devoid of 
the suggested characteristic. It still serves the purpose of differentiating 


the marks in the mind of the purchasing public, and in this proceeding that 
is the controlling consideration.'® 


Frazer, A. C.: Held that applicant is entitled to register the 
term ““Health-Lite” as a trade-mark for ophthalmic lenses, notwith- 
standing the use by opposer of the term “Soft-Lite” on the same 
woods. 

In his decision, after noting that in his decision the Examiner 
of Interferences had said that the only feature the marks had in 
common related to the word “lite,” which is a misspelling of the 
word “Light,” and that that term is descriptive, the Assistant Com- 
missioner said: 

This is not a proper test in determining whether or not applicant’s mark 


is confusingly similar to the registered mark of its opponent. (Citing Skelly 
Oil Co. v. The Powerine Co., 86 F. [2d] 752) [27 T.-M. Rep. 78]. 


He then said: 


While I am unable to adopt the reasoning of the Examiner, I am never- 
theless of the opinion that the opposition was properly dismissed. Con- 
sidered in their entireties, I think the two marks “Health-Lite” and “Soft- 
Lite” are so different in spelling, appearance, sound, and significance that no 


confusion could reasonably be expected to result from their concurrent 
use on the goods involved.2° 


'? The Pepsodent Co. v. Buxton, Opp’n No. 14,217, 159 M. D. 772 
September 29, 1936. 

2° Soft-Lite Lens Company, Inc. v. Martin’s Ophthalmic Optician Optical 
Company, Opp’n No. 14,951, 159 M. D. 939, June 19, 1937. 


. 
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Non-descriptive Terms 


Frazer, A. C.: Held that applicant is entitled to register, 
under the Act of 1905, the notation “Carryall,” as a trade-mark for 
transporting scrapers, holding that the mark is not descriptive of 
the goods, as has been held by the Examiner. 

In his decision, after noting applicant’s argument that the mark 
was suggestive, as indicating merely greater capacity than the 
scrapers ordinarily used, the Assistant Commissioner said: 

Regardless of the reasons for its adoption, I am inclined to agree that 
the mark is not aptly descriptive of applicant’s goods. I do not think the 
word “Carryall,” in the absence of its trade-mark use by applicant, would 
even suggest an earth scraper to the purchasing public; and I am con- 
vinced that it is not a word which would normally be used by manufac- 


turers of similar equipment in describing such equipment or its “character 
or quulity.*! 


Frazer, A. C.: Held that applicant is entitled to register, 


under the Act of 1905, as a trade-mark for beer, a mark displaying 


the representation of a pair of clasped hands, with the words “In 
Union There Is Strength,’ thereabove and the words “Union 
Label” and “Beer” therebelow. 

After noting the Examiner's statement that the mark was 
descriptive because it would indicate that the goods had been 
produced by union labor, and stating that the statute provides that 
no mark should be registered which is descriptive of the goods on 
which it is used or of the character or quality thereof he said: 


Certainly these words are strongly suggestive that the product is union 
made, but suggestiveness in a trade-mark is not a bar to its registration.2* 


Non-use 


Frazer, A. C.: Held that neither party to the interference was 
entitled to register, since neither party was using the mark at the 
time its application was filed. 

In his decision he said: 


“1Ex parte R. G. Le Tourneau, Inc., Ser. No. 356,257, 159 M. D. 739 
August 21, 1936. 
*2 Ex parte Max L. Hill, Ser. No. 381,942, 159 M. D. 937, June 18, 1937. 
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Lawson’s application was filed October 5, 1933, and his date of first use 
was March 21, 1934. Appellant filed July 12, 1933, and the only specific 
sale of merchandise bearing its mark that is established by the record 
occurred September 27, 1933. 

Appellant claims to have used the mark on whiskey prior to the pro- 
hibition era, and to have resumed use as soon as it could legally do so. It 
is not necessary to pass upon the evidence in this regard, and I express 
no opinion as to its sufficiency. Appellant concedes that it was not using 
the mark when its application was filed. Present use in commerce is a 
prerequisite to registration. It follows that appellant is not entitled to 
registration on the application involved in this proceeding.** 


Not a Trade-Mark 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of March, 1920, the notation “ ‘Certified’ Prints,” 
as a trade-mark for photographs, on the ground that these words 
are incapable of indicating origin. 

In his decision the Assistant Commissioner stated that the appli 
cation which originally specified that the mark was used on photo 
graphs was changed to specify “photo finishing” and the Examiner 
of Trade-Marks had held that those words did not indicate an 
article, but a service to which a trade-mark could not apply. 

After stating that amendment had been filed seeking to restore 
the word “photographs” and that applicant argued that “photo 
finishing’ described a product in the same sense that ““photo engrav 
ing”’ designated a print, he stated that, while applicant might be 
right in the latter contention, it was immaterial in view of the con 
clusion which he had reached, and said: 


According to Webster's New International Dictionary the word “cer 
tified” is an adjective meaning “guaranteed or attested as to quality, 
qualifications, fitness, etc.” I have carefully considered the argument 
advanced in applicant’s behalf and the cases on which it relies, but I am 
constrained to agree with the Examiner that such a word is incapable of 
denoting origin, and cannot therefore serve as a trade-mark or be regis 
tered as such even under the 1920 Act.*4 ) 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for periodicals, the notation “I E N” on the ground 


23 William P. Lawson (Consolidated Distillers Corporation, Assignee. 
Substituted) v. Cahn, Belt & Co., Int. No. 2,289, 159 M. D. 733, August 
13, 1936. | 

24Ex parte Joseph G. Taylor, Ser. No. 363,471, 159 M. D. 700, July 
16, 1936. 
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that this combination of letters which are the initials of the title, 
“Industrial Equipment News,” does not function as a trade-mark. 


In his decision the Assistant Commissioner said: 


I find myself in complete agreement with the Examiner’s conclusion. 
It is clear from the specimen pages of applicant’s publication that the 
alleged trade-mark is merely the initial letters of its title, and that these 
letters are generally used, in association with various numbers, to identify 
advertised articles of manufacture, rather than as a trade-mark for the 
publication. As stated by the Examiner they occur only “in the body of 
the printed matter,” and there is nothing in their manner of use to indicate 
that they are intended to denote origin of applicant’s goods.” 


Opposition—Amendment of Application 


Frazer, A. C.: Denied a petition that the Examiner of Inter- 
ferences be directed to “enter an order making a final judgment 
dismissing the opposition upon its merits.”’ 

In his decision the Assistant Commissioner noted that the 
parties had filed a stipulation that the opposition should be dis- 


missed upon the granting of a motion which the applicant had made 


to amend its application and the entry of an amendment accompany- 


ing said motion, and that pursuant to the stipulation the Examiner 
of Interferences had dismissed the notice of opposition without 
prejudice, contingent upon the entry of the amendment. 

He further noted that the motion had been duly entered and a 
certificate of registration issued to the applicant. 

He then, after noting the Examiner's refusal to enter the 
judgment asked for on the ground that the case was no longer in 
his jurisdiction, said: 


I am clearly of the opinion that the ruling of the Examiner of Interfer- 
ences should not be disturbed. He had never considered the opposition 
“upon the merits.” In fact the application as finally allowed was unopposed. 
The stipulation in effect was a withdrawal of the opposition, upon condition 
that the application be so amended as to overcome opposer’s objections to 
the registration sought; and when the amendment was entered the oppo- 
sition proceeding was automatically terminated by the Examiner’s order of 
January 27. This was in strict accordance with the stipulation, and peti- 
tioner is entitled to nothing more.*® 


25 Ex parte Thomas Publishing Company, Ser. No. 375,109, 159 M. D. 
920, June 12, 1937. 

°6 The R. F. Johnston Paint Company, et al. v. S. C. Johnson & Son, 
Inc., Opp’n No. 14,372, 159 M. D. 891, May 5, 1937. 
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O pposition—A nswer 


Frazer, A. C.: Held that the Examiner of Interferences prop- 


erly refused to dismiss a notice of opposition under the following 
circumstances: The opposer did not take testimony within the time 
set. The Examiner of Interferences denied a motion to dismiss on 
the ground that the opposer had pleaded in the notice of opposition 
a registration which it owned, and had filed, within its time for 
taking testimony, a copy of that registration. 

The Assistant Commissioner quoted from the decision of the 
Examiner of Interferences as follows: 

This registration is deemed to be prima facie evidence of ownership of 
the mark disclosed therein as of the date of filing of the application which 
matured into this registration. The latter date is prior to the filing date of 
the application involved herein and the motion is accordingly denied. 

He then said: 


It may be added that in its answer to the notice of opposition applicant 
expressly admitted “that trade-mark registration No. 47,621 was issued to 
a Packard Motor Car Company of Detroit, Michigan, and that said trade- 
mark registration was renewed.” This admission alone was sufficient to 
justify the denial of the motion to dismiss. Clearly, a party need not take 
testimony to prove an allegation of its pleading which its adversary admits 
to be true.?7 


O pposition—Evidence 


Frazer, A. C.: Held that applicant is entitled to register, under 
the Act of 1905, the term “Londerry,” as a trade-mark for piece 
fabrics, notwithstanding the prior registration, under the Act of 
1920, by opposer, of the term ““Dunderry” for the same goods. 

The ground of the decision is that registration under the Act 
of 1920 is not prima facie evidence of ownership and the opposer 
introduced no evidence to establish actual use. 

In his decision the Assistant Commissioner said: 

Section 16 of the Act of 1905 provides “that the registration of a trade- 
mark under the provisions of this act shall be prima facie evidence of 
ownership.” As there can be no ownership without use, it necessarily fol- 


lows that registration is likewise prima facie evidence of use of the regis- 
tered mark. No such statutory provision exists with respect to trade- 


27 Packard Motor Car Company v. Lektro Shave Corporation, Opp'n No. 
15,697, 159 M. D. 894, May 3, 1937. 
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marks registered under the 1920 Act, and consequently such registration 
raises no presumption either of ownership or use. (Citing Trustees for 
Arch Preserver Shoe Patents v. James McCreery & Co., 18 C. C. P. A. 1507, 
19 F. (2d) 1068 [21 T.-M. Rep. 374]; Charles Broadway Rouss, Inc. v. 
Winchester Co., 300 Fed. Rep. 706 [14 T.-M. Rep. 159].) 


He further said: 


Opposer has cited a number of authorities to the general effect that 
exclusive ownership of a technical trade-mark need not be shown by one 
opposing registration of a deceptively similar mark for use on conflicting 
merchandise, but that “the essential thing in such proceedings is the prior 
use of the mark by the opposer.” ‘The cases referred to need not be dis- 
cussed, except to say that they have no application here for the obvious 


reason that opposer has presented no evidence of use of the mark on which 
it relies.25 


Opposition—Return of Fee 


Frazer, A. C.: Held that Royal Warrant Holders Association, 
of London, England, who filed a notice of opposition without veri- 
fication was not entitled to have the opposition fee returned after 


failure to file the verification and dismissal of the opposition. 


In his decision, after noting that reliance was placed upon the 
case of S. P. Darby and Union Grocery Co. v. South Georgia 
Produce Co., 316 O. G. 4, 1923 C. D. 72, in which it had been ruled 
that when an opposition is filed without verification the case 
should be returned if the verification was never made within the 
statutory period, the Assistant Commissioner said: 

I am not in accord with that ruling. It was based upon the assumption 
that payment had been made by mistake because the opposer “would not 
have paid the price if he had not been misled to assume that the payment 
of the fee was to institute an opposition proceeding.” It is my opinion that 
one filing an unverified notice of opposition, and paying the statutory fil- 
ing fee, must be presumed to have acted deliberately, and that to say such 
fee is paid by mistake is a mere distortion of words. 

Then, after referring to a recent decision of the Acting 
Comptroller General (Decisions of the Comptroller General, Vol. 
16, page 283) in which it was held that the fee paid to the Patent 
Office for the filing of a petition to revive a forfeited application 
could not be returned when the petition was denied for lack of 
authority to grant it, and quoting from the decision, he said: 


28 Rockford Mitten & Hosiery Company v. Fred Butterfield & Co., Inc., 
Opp’n No. 13,760, 159 M. D. 743, August 24, 1936. 
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I think the same line of reasoning applies here with even greater force. 
The statute does grant authority for the consideration of notices of 
opposition, and fixes the fee to be paid upon their filing. Service is neces- 
sarily involved whether the notice as filed is complete or not; and an op- 
poser’s failure to furnish the requisite verification upon being requested 
to do so may properly be construed as nothing more than “a mere change 
of purpose after the payment of money,” which, under the express language 
of rule 85, will not entitle him to reimbursement. 

The decision in S. P. Darby and Union Grocery Co. vy. South Georgia 
Produce Co. is overruled.*® 


Op position—Testimony 

Frazer, A. C.: Held that testimony taken stenographically by 
White Horse Distillers, Limited, Glasgow, Scotland, England, over 
the objection of Jacob Englander, would not be stricken where it 
appears that the attorney for the latter had participated in the 
taking of the testimony. 

The ground of the decision is that while the rule specifies that 
testimony in cases before the Patent Office may be taken steno- 
graphically only with the written consent of all parties present, 
another party could waive the provisions of the rule and in this 


case had so done. 


In his decision, after stating the facts of the case and quoting 


from the decision of the Supreme Court of the United States in 
Northern Pacific Railroad Co. v. Urlin, 158 U. S. 271, the Assistant 


Commissioner said: 


Englander’s counsel was present throughout the examination of ap- 
pellant’s witnesses, and while he declined to cross-examine he repeatedly 
interposed objections to questions propounded by appellant’s attorney and 
to exhibits made of record in the course of the examination, and even stated 
in the record that he would “move to strike the entire testimony .. . . on 
the ground that all of the questions are leading.” Such objections could 
have had no other purpose than to lay the foundation for an attack on 
appellant’s showing at final hearing, and thus to aid Englander in the 
presentation of his case before the Examiner of Interferences. In my 
opinion his participation in the examination was as fatal to his right to 
insist on his objection to the manner in which it was taken as would have 
beer his actual cross-examination of appellant’s witnesses. He does not 
claim to have been prejudiced, and the right now asserted is purely tech- 
nical. I thus have less hesitancy in holding that it has been waived. 


29 Royal Warrant Holders Association vy. Martha Maid Manufacturing 
Company, Opp’n No. 16,232, 159 M. D. 929, June 15, 1937. 
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With respect to the denial of opposer’s motion to use the tes- 
timony taken in an interference, he held that since the rule pro- 
vided only for cases where the parties were the same in both 
proceedings, the refusal to use this testimony was proper, and said: 


It has been held repeatedly that this rule applies only when the parties 
are the same in both proceedings. Illustrative cases are Hewitt vy. Weintraub, 
1908 C. D. 140 and Erickson vy. Dunbar v. Dunham, 1926 C. D. 98. In Hewitt 
v. Weintraub the Commissioner used the following language: 

“It is pointed out that the terms of this rule (rule 157) are sufficiently 
broad to admit the testimony of witnesses in another proceeding between 
parties who are not the same or privy in interest as those in the proceeding 
in which it is sought to enter this testimony. This contention is not believed 
to be well founded. The well-settled rule in the court of equity as to the 
admission of testimony is that a deposition taken in one proceeding may 
not be introduced in another suit as a substitute for the oral testimony of 
witnesses against one who is not a party thereto, nor a privy to such party, 
to prove any fact except the pendency of the proceeding in which it was 
used.” 


Ownership of Mark 


Frazer, A. C.: Held that opposer, which claimed to have 
owned and used the trade-mark “Pilsner,” had not established any 
ownership of that mark and therefore was not entitled to oppose 
the registration of the word ‘Pilser’s” as a trade-mark for beer. 

He further held that applicant was not entitled to registration 
since it had not shown use of the mark. 


In his decision the Assistant Commissioner said: 


‘The Examiner held that opposer had failed to establish ownership of the 
mark on which it relies, and with that holding I am constrained to agree. 
It clearly appears from the record, and from the publication cited by the 
Examiner in his decision, that “Pilsner” is the name of a certain type of 
beer and is thus merely descriptive of opposer’s product. It necessarily 
follows that the opposition must fail unless applicant’s mark, which is 
obviously very similar to opposer’s descriptive word, is in itself descriptive 
of the goods here involved. Opposer argues that it is, because it would 
lead the public to believe that applicant’s beer originates in Pilsen, 
Czecho-Slovakia, which is opposer’s principal place of business and the 
original home of Pilsner beer. 


. ~ * 
Applicant’s mark, so far as I can determine from the record, is 
descriptive of nothing; and the mere fact that it sounds somewhat like a 
word that is descriptive of applicant’s goods is insufficient to justify a 


8° White Horse Distillers, Limited v. Jacob Englander, Opp’n No. 14,755, 
159 M. D. 768, September 30, 1936. 































DECISIONS OF THE COMMISSIONER OF PATENTS 659 


holding that it is likewise descriptive of such goods. I think the opposition 
was properly dismissed. 

With reference to the question of applicant’s ownership of the 
mark, after stating that a prerequisite to registration of a trade- 
mark is ownership, which can be established only by use, he said: 

Applicant is a Delaware corporation, which according to its application 
for registration is “trading under the name of The Pilser Brewery.” How- 
ever, the novelty of a corporation doing business under a fictitious name 
need not be discussed, because it is clear from the record that applicant’s 
only interest in the trade-mark “Pilser” for beer resides in the fact that 
applicant owns the capital stock of Pilser Brewing Company, Inc., a 
corporation of the State of New York, which corporation has marketed beer 
under that trade-mark. Such use of the mark confers no rights on appli- 
cant. Pilser Brewing Company, Inc., may own the mark, but that fact 
does not make it registrable to applicant who has never used it.*! 


Portrait 


Frazer, A. C.: Held that Mary Garden, of Paris, France, is 
entitled to have cancelled four trade-mark registrations owned by 
Parfumerie Rigaud, Ine., which registrations disclosed a mark 
consisting of the name and portrait of Mary Garden. 

The ground of the decision is that no consent had been given 
by Mary Garden to the registration of a mark containing her 
portrait and that she was injured by the registrations. 

In his decision the Assistant Commissioner pointed out that 
the registrations had been granted in view of a letter from Miss 
Garden to one Mason, the original registrant, giving permission 
to use her name and portrait in connection with a perfume “which 
you have originated known as the parfum ‘Mary Garden,” and 
that there was no consent to the registration of the trade-mark. 
He then quoted from the decision of the Examiner of Interferences 
and said: 

I am unable to adopt this reasoning. The statute leaves nothing to in- 
ference or implication. The requirement is unmistakably clear that be- 
fore the portrait of a living individual may be registered as a trade-mark 
his written consent to such registration must be supplied. If, as suggested 


by the Examiner, the statute has been otherwise interpreted by the Patent 
Office, such practice is palpably wrong. 


‘1 Buergerliches Braeuhaus Pilsen v. Allied Brewing & Distilling Com- 
pany, Incorporated, Opp’n No. 13,431, 159 M. D. 753, September 21, 1936. 
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In my opinion the consent relied on by respondent carried with it 
neither the right to register petitioner’s portrait nor the right to use it as 
a trade-mark. It follows “that the registrant was not entitled to the use 
of the mark at the date of his application for registration, thereof,” and 
that such registration is subject to cancellation under the express provi- 
sions of Section 13 of the Trade-Mark Act. The only remaining question 
is whether petitioner has shown herself to be injured by the registration. 


With reference to the question of injury, he said: 


On February 7, 1931, petitioner entered into a contract with Nancy 
Hatch, Inc., a corporation of the State of Delaware, whereby petitioner, in 
consideration of the promised payment of substantial royalties, granted to 
the corporation “the right and license to publish and use upon labels, con- 
tainers and in advertising and other publicity matter, the name ‘Mary 
Garden, or ‘Mary Garden’s Secret’ as a part of the trade-names in con- 
nection with the manufacture, sale and use,” of various merchandise, in- 
cluding cosmetics and cosmetic preparations. On May 7, 1931, a letter 
was written by respondent’s attorneys advising the corporation of respond- 
ent’s ownership of the trade-mark registrations here involved, and “that 
the name ‘Mary Garden’ and the photograph of Miss Mary Garden as ap- 
plied to perfumes, toilet water, face creams and all cosmetics is the ex- 
clusive property of Parfumerie Rigaud, Inc., in the United States.” 
Naturally there was no further performance of the contract. Incidentally 
it was by reason of this letter, according to petitioner’s testimony, that she 
first learned of the registration of her name and portrait as a trade-mark. 
That she suffered damage as a direct result of such registration seems clear 
beyond dispute. 


He then further said: 


In conclusion I think it proper to observe that petitioner’s testimony 
establishes quite conclusively that she had known of respondent’s use of 
her name and portrait for many years before the institution of this proceed- 
ing. She had never objected to such use, and it may well be that she is 
estopped to object now. That, however, is a question that is not presented 
for determination in this proceeding.*” 


Prints and Labels 


Frazer, A. C.: Held that applicant is not entitled to register 


a certain print on the ground that it is not artistic and on the further 
ground that it is not descriptive of the goods. 

In his decision the Assistant Commissioner said: 

The specimens of the print or label sought to be registered disclose the 


words “Re-a-Range Your Kitchen” inclosed in a plain rectangular border, 
the word “re-arrange” being so displayed that the syllable “range” stands 


82 Mary Garden v. Parfumerie Rigaud, Inc., Cane. No. 2,331, 159 M. D. 
925, June 15, 1937. 
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out somewhat from the balance of the printed matter. The Examiner 
refused registration on the ground that the label is not artistic. I fully 
agree with this conclusion. 


He then said: 
I do not believe that any fractional part of a word, regardless of its 


manner of display, can properly be said to meet the requirement of 
descriptiveness.** 


Frazer, A. C.: Held that applicant is not entitled to register 
a print alleged to be for motor lubricants, displaying the representa- 
tion of a pair of clasped hands above which are the words “Perfect 
Partners,’ and below which are the words “Pennzip-Pennzoil,” 
since this label does not describe the goods. 

With reference to the argument that since “Pennzip”’ is regis- 
tered as a trade-mark for gasoline and “Pennzoil” is registered as 
a trade-mark for motor oil, the words are necessarily descriptive of 
these goods, the Assistant Commissioner said: 


The argument is not convincing. A trade-mark describes the goods 
with which it is used only as it becomes associated with such goods in the 
mind of the public, and even then it might suggest different articles of 
merchandise to different individuals. 


With reference to the argument that rule 30 of the print and 


label rules is not valid since the copyright law does not require that 


a print be descriptive of an article, he said: 


It is true that the act does not expressly contain such a requirement, but 
it is also true that the rule violates no provision of the statute, nor does it 
appear to be unreasonable. It has been in effect for a great many years, 
and has been accepted and relied on by industry and the legal profession. 
If, at this late date, applicant seriously questions its validity, I think re- 
course should be had to the courts rather than to the Commissioner of 
Patents.*4 


Frazer, A. C.: Held that applicant is not entitled to register 
a label, since it is lacking in artistic merit. 

In his decision the Assistant Commissioner said: 

The label discloses applicant’s name and address, his trade-mark, and the 


word “Cigarettes”; and in addition thereto, inclosed within quotation 
marks, the notation “Little Friends of All’the World.” It is upon the 


33 Ex parte Simon Halle, Ser. No. 66,741, 159 M. D. 595, February 8, 1936. 
‘4 Ex parte The Pennzoil Company, Ser. No. 68,250, 159 M. D. 938, June 
16, 1937. 
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strength of this notation, which, according to the brief, “is the result of 
artistic or intellectual effort,” that applicant rests his case.*® 


Frazer, A. C.: Held that applicant is not entitled to register 
a print claimed to be “used for advertising purposes for theatrical 
programs,” since the thing sought to, be registered is itself a 
program. 

After referring to rules 28 and 30 of the rules relating to the 
registration of prints and labels, the Assistant Commissioner said: 


Applicant does not seem to contend that a theatrical program is regis- 
trable as a print, but insists that its print is not a theatrical program. It 
is somewhat difficult to follow this argument in view of the fact that speci- 
mens submitted are on their face repeatedly designated as programs, and 
their contents would permit of no other rational designation. It is sug- 
gested in the brief that “calling a thing a program would not make it a 
program if it evidently is not a program.” With equal logic it may be said 
that calling a program a print does not necessarily make a print out of a 
program. 


Res Adjudicata 


Frazer, A. C.: Held that the parties to the proceeding having 
stipulated that this proceeding be suspended pending the deter- 
mination of a suit in the United States District Court for South 
Carolina, it was proper to enter judgment in accordance with the 
decree of that court which was affirmed on appeal and in which it 
yas adjudicated: 

That the defendant Old South Brewing Company, Inc., is the sole and 


exclusive owner of the trade-mark “Old South Brew” for beer, ale and 
other cereal and malt beverages. 


Then, after stating that it was argued that the issue here in 
controversy is not the same as that determined by the court and the 
judgment therefore not conclusive, the Assistant Commissioner said: 


he suit was based on trade-mark infringement, and, as has _ been 
stipulated, was “an action between the above parties involving the ques- 
tion of priority of adoption and use of the trade-marks here involved.” 
That is the precise question upon which the rights of the parties depend 
in an interference proceeding; and, as already noted, it was expressly 
adjudicated by the court. 

85 Ex parte Joseph C. Gannon, Ser. No. 70,161, 159 M. D. 903, May 20, 
1937. 

36 Ex parte Frontenac Theatre, Ser. No. 69,622, 159 M. D. 753, September 
21, 1936. 
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The judgment having become final, it is fundamental that the parties 
thereto are conclusively estopped to further litigate the matters adjudicated. 
‘rhe doctrine of res adjudicata applies in interference proceedings just as it 
does in any other type of legal contest; and as there is no provision for 
pleadings, “the Commissioner of Patents is entitled to look to the records 
of his own department and the reports and decisions of courts in cases 
relating to actions therein without pleading.” McKenzie v. Garrett, 43 App. 


D. C. 6. 


Then, with reference to the argument that the court merely re- 
strained the junior party to this proceeding from using the trade- 
mark in certain states, he said: 


The language of the decree in this regard, after declaring the senior 
party to be “the sole and exclusive owner of the trade-mark” for the goods 
described, is as follows: 

“That the plaintiff be permanently enjoined and restrained from using 
the trade-mark ‘Old South’ or any simulation thereof on any beer, ale or 
other cereal and malt beverages and that it be permanently enjoined and 
restrained from interfering in any way with the use by defendant of the 
trade-mark ‘Old South Brew’ on beer, ale and other cereal and malt 
beverages in the States of Virginia, North Carolina, and South Carolina.” 


He then, after stating that the junior party’s argument was 
untenable even if its interpretation of the above quoted language 
was accepted, said: 


Under the statute the first to adopt and use is entitled to the registra- 
tion of its trade-marks, even though a later user may have preceded it in 
a particular territory. It may be that the junior party has acquired cer- 
tain rights of use in respect to which it is entitled to protection, but no 
such question may properly be considered in this proceeding. Ball §& Gun- 
ning Milling Co. v. Mammoth Spring Milling Co., 48 App. D. C. 243 [9. T.-M. 
Rep. 73].37 


Frazer, A. C.: Held that the question whether Martin Broth- 
ers Company is entitled to register the trade-mark “Klad-ezee” as 
a trade-mark for one-piece outer garments in view of the prior 
adoption and use by E-Z Mills, Inc., of the mark “E-Z” on gar- 


ments of the same descriptive properties was not res adjudicata 


because in an opposition proceeding involving the same parties it 


had been held that Martin Brothers Company was not entitled to 
register the mark “E-Z-Clad” as a trade-mark for the same goods. 

In his decision, after stating that he-was unable to concur with 
the conclusion of the Examiner of Trade-Marks that the prior judg- 


87 Southeastern Brewing Co. v. Old South Brewing Co., Int. 2,460, 159 
M. D. 806, November 18, 1936. 
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ment was necessarily conclusive of the registrability of the mark 


involved in this proceeding, and quoting a statement from Corpus 
Juris as to when a former judgment is not a bar to a subsequent 


action, he said: 


Petitioner urges that “‘Klad-ezee’ is a mere colorable variation of 
‘E-Z-Clad, ” and that the two marks are “substantially the same,” or at 
least are “not clearly or registrably different.” If the owner of “Klad-ezee” 
were opposing registration to another of “E-Z-Clad,”’ I should be inclined 
to adopt petitioner’s reasoning in this regard. But that state of facts 
would, I think, present a different question than the one before me. It 
does not necessarily follow that because those two marks are confusingly 
similar to each other, both are confusingly similar to a third mark which 
one of them has been held to infringe. It may well be that the occurrence 
in the “E-Z-Clad” mark of the capital letters “E-Z,” alone promoted the 
ruling in the opposition case. That feature is of course absent in the 
registered mark, and the most striking point of resemblance between 
petitioner’s mark and the one adjudged unregistrable has thus been elimi- 
nated. In this situation I am clearly of the opinion that the doctrine of 
res adjudicata is not applicable. 


With reference to the question whether the marks involved in 
this proceeding are confusingly similar, he said: 


In determining the question of confusing similarity the two marks must 
of course be considered in their entireties, and the fact that “ezee” may 
conflict with “E-Z” is not of controlling importance. Apex Electrical Mfg. 
Co. v. Landers, Frary & Clark, 17 C. C. P. A. 1184, 41 Fed. (2d) 99 [20 
T.-M. Rep. 321]. In Ford Motor Co. vy. Partridge, Singer §& Baldwin, 58 
App. D. C. 195, 26 Fed. (2d) 567, the Court of Appeals of the District of 
Columbia held “that the appearance and pronunciation of the word “War 
ford” is so distinctively different from the word “Ford” standing alone as 
to obviate any probability of confusion either as to origin or reputation.” 
I think the quoted language may with equal propriety be applied to the 
marks “Klad-ezee” and “E-Z.” In fact, I think these marks are even less 
similar than were those considered by the court. No actual confusion has 
been shown, though respondent’s mark had been registered and in use for 
seven years when petitioner’s testimony was taken. And while proof of 
actual confusion was not essential to petitioner’s case, the absence of such 
proof, after so many years of concurrent use of the marks involved, is a 
persuasive circumstance in determining the question of likelihood of con- 
fusion.®* 


38 E-Z Mills, Inc. v. Martin Brothers Company, Canc. No. 
M. D. 810, November 30, 1936. 


9,872, 159 





IND. RAYON CORP. V. DUTCHESS UNDERWEAR CORP. 665 


INpuUsTRIAL Rayon CorporaTION v. DutcHess UNDERWEAR CorpP. 


United States Circuit Court of Appeals, Second Circuit 
July 19, 1937 


Trape-Marks—Derinition—Ricuts or Owner. 

A trade-mark is a word or symbol indicating the origin of a com- 
mercial product, and its owner has the right to prevent the goods to 
which the mark is applied from being confused with those of others. 
Whether a given mark is entitled to protection depends on whether, as 
applied to a particular line of goods, it signifies the source. 

Trape-Marks—INrrinceEMENT—“Spun-Lo” anpd “SunGio”—ConFLIcTING 
Marks. 

The word “Sunglo” held confusingly similar to “Spun-Lo,” both 

marks being used on women’s rayon silk undergarments. 
Trape-M arks—INFrInceEMENT—Svrtrs—DeErense. 

In the case at issue, defendant’s contention that another concern 
than plaintiff had made a brief use of the word “Sunglo” as a trade- 
mark for artificial silk thread and had registered the mark for these 
goods, held insufficient to weaken plaintiff's claim to the mark, inasmuch 
as the adverse use had been discontinued four years prior to bringing 
suit. 


In equity. From a decree dismissing a bill filed by the com- 
plainant to restrain defendant from infringement of complainant’s 
registered trade-mark and for unfair competition, complainant 
appeals. Reversed. For decision below, see 27 T.-M. Rep. 1383. 


Sullivan §& Cromwell and Tolles, Hogsett & Ginn (Inzer B. 
Wyatt and Louis S. Pierce, of counsel), all of New York 
City, for complainant-appellant. 

Herbert Kaufman (Asher Blum and Hugo Mock, of counsel), 
all of New York City, for defendant-appellee. 


Before L. Hann, Auaustus N. Hanp and Cuasse, Circuit Judges. 


Aveustus N. Hanp, C. J.: This is a suit to enjoin infringe- 
ment of complainant’s registered trade-mark “Spun-lo” and to 
restrain unfair competition by the defendant because of the use of 
the mark “Sunglo”’ by the latter on competing goods. No account- 
ing is prayed for. The District Court ‘dismissed the bill on the 
ground that the word “Sunglo” had been used by others prior to 
registration or use of “Spun-lo” by the complainant, and the latter 
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appeals. For reasons to be stated, we differ with the conclusion and 
think the complainant’s prayer should be answered. 

The goods to which the trade-marks “Spun-lo” and “Sunglo” 
have been applied by the complainant and the defendant respectively 
are women’s undergarments of rayon silk. ‘They are similar in 
appearance and texture and are in active competition. The com- 
plainant began to use “Spun-lo” to designate its fabrics on Septem- 
ber 15, 1931, filed its application for the trade-mark on May 6, 
1932, and obtained a certificate of registration on June 6, 1933. The 
mark was affixed by attaching to the fabrics hanger labels on which 
it was inscribed. In many instances these labels also bore in addi- 
tion the individual marks of the eustomers. 

Since complainant began to use “Spun-lo,” it has spent about 
$500,000 in advertising, and the mark finally became so well known 
that many department and retail stores have advertised it at their 
own expense. Over four million pounds of “Spun-lo” fabric had 
been sold by complainant up to the date of the trial. There can be 
no doubt that the name indicates to a wide public the origin of the 
fabric and that it is well known through a great part of the United 
States. 

In February, 1934, about two years and five months after the 
complainant had adopted “Spun-lo” as its trade-mark, the defendant 
took the name “‘Sunglo” for its mark and used it on the same kind 
of rayon fabric in the same manner as complainant has done; namely, 
by employing hanger labels bearing the word “Sunglo.” It has, 
however, done little or no advertising of the mark except what has 
been put out by the customers. 

The name “Sunglo”’ so closely resembles “Spun-lo”’ phonetically 
that instances of confusion were proved at the trial in the case of a 
large department store in Kansas City, of another at Lafayette, 
Ind., likewise in New York and in Newark, N. J. The defendant 
was aware of the existence and use of complainant’s trade-mark 
before adopting “Sunglo” for its own competing business. Under 
these circumstances the trial court properly found that “the de- 


fendant chose a word which came far too near the plaintiff's mark” 
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and “attempted to imitate ‘Spun-lo’ with the hope of not running 
the risk of being held guilty of infringing it.” 

The only defense worthy of serious consideration is that of the 
prior registration of the word “Sunglo” by Brainerd & Armstrong 
Company and its prior use by that company for artificial silk thread, 
also the prior registration of ‘“Sunglow Satin’ by Smith-McCord- 
Townsend Dry Goods Company for mercerized sateen in linings 
and underwear. It was because of these defenses that the trial court 
held the trade-mark invalid and dismissed the bill to enjoin in- 
fringement and unfair competition. Upon the sufficiency of these 
defenses the whole case turns, for without them the complainant has 
established a valid trade-mark and infringement by defendant 
through the use of a confusing mark. 

On July 25, 1922, the name “Sunglo” was registered by 
Brainerd & Armstrong for artificial silk thread in Class 43 cover- 
ing “Thread and Yarn.” They afterwards used “Sunglo” on em- 
broidery thread, sweater thread, balls of embroidery thread and 
rayon sewing thread. Brainerd & Armstrong changed their name 
to Corticelli Silk Company in 1926, and in 1932 merged with Beld- 
ing-Hemingway Company, and after the merger took the name of 
Belding-Hemingway-Corticelli Company. The business of this 
corporation is in silk threads, silk fabric and silk hosiery. It does 
not make or sell undergarments for women or fabric for such un- 
dergarments. 

In 1922 Brainerd & Armstrong began to use the mark “Sunglo” 
on an artificial rope silk which was sold for an embroidery thread. 
In 1926 or 1927 Corticelli Silk Company put a rayon sewing thread 
on the market and sold it under the name “Sunglo,” but discon- 
tinued the line after about two years because rayon thread had not 
then developed a proper elasticity. For a time prior to 1930 the 
mark “Sunglo” was used by the Corticelli Silk Company on rayon 
yarn to display the color line in which they put out the sweater yarn 
for hand knitting and crocheting of sweaters, caps, gloves, scarfs 
and handkerchiefs. After the merger with Belding-Hemingway in 
1932, an embroidery thread known as “Texto-Rope,’ which had 
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been sold by the latter, was kept on the market and the use of 
“Texto-Rope” as a trade-mark was retained and the name “Sun- 
glo” was discontinued. It has not been in actual use since except 
as used by the defendant to designate its garments. No “Sunglo’ 
thread was carried in stock by the merged company. 

Neither Brainerd & Armstrong, Corticelli Silk Company, nor 
Belding- Hemingway-Corticelli Company ever used the name “Sun- 
glo” on fabric. 

In spite of the fact that the Belding-Hemingway-Corticelli 
Company had discontinued the use of the mark “Sunglo” in 1932, 
Mr. Armstrong, its vice-president, testified that it was not their 
intention to abandon that mark. But on January 24, 1936, about 
a month after the present suit was begun, and in response to a 
request from the defendant that it be given an assurance by Beld- 
ing-Hemingway-Corticelli Company that the name “Sunglo’’ on 
underwear would not affect the latter in any way, Mr. Armstrong 
wrote to the defendant that his company did not care to give up 
their mark “Sunglo,” or in any way impair their right to its use. 
He added, however, that he did not believe its use on knitted rayon 
would adversely affect its value to them and that they were “mak- 
ing no objection” to defendant’s registration. 

On December 30, 1924, Smith-McCord-Townsend Dry Goods 
Company, of Kansas City, secured registration of the trade-mark 
“Sunglow Satin” which is stated in its application for registration 
to have been used since December, 1923, for mercerized sateen in 
linings and underwear in Patent Office Class 42 covering “‘Knitted, 
netted and textile fabrics.’”” The fabrics referred to in this regis- 
tration was cotton and not rayon, and it has not been shown to what 
extent it has ever been used or in what territory or, indeed, that it 
was in use at all when the complainant began to use the mark 
“Spun-lo” in connection with its merchandise. 

Upon the foregoing record we cannot agree with the conclusion 
of the trial court that the complainant has no right to protect its 
trade-mark “Spun-lo” against a defendant which has chosen a 
deceptive mark likely to take away the former’s trade in competing 
merchandise. Registration of the mark “Sunglo” added nothing 
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to rights of the defendant, of Brainerd & Armstrong, of Belding- 
Hemingway-Corticelli Company, or of Smith-McCord-Townsend 
Dry Goods Company. The only advantage which might lie in the 
registration was the procedural one of a remedy in the United States 
courts against infringers in case the trade-mark was valid. The 
substantive rights of the registrants depended on whether, in view 
of the particular business situation, they had a mark which, under 
all the conditions, they were entitled to protect. 

A trade-mark is not property in the ordinary sense, but only a 
word or symbol indicating the origin of a commercial product. The 
owner of the mark acquires the right to prevent the goods to which 
the mark is applied from being confused with those of others and to 
prevent his own trade from being diverted to competitors through 
their use of misleading marks. There are no rights in a trade-mark 
beyond these. It cannot be assigned in gross and may only be trans- 
ferred with a business to identify the merchandise of the owner. 
The question in each case is not whether the mark has been regis- 
tered, or even whether it has at one time been used by the person 
seeking protection, but whether, as applied to a particular line of 
goods, it signifies the source. If, as in the case of Smith-McCord- 
Townsend Dry Goods Company, there is no showing that the mark 
“Sunglow Satin” signifies the goods of that concern, registration 
will avail nothing. If, as we held in DuPont Cellophane Co., Inc. v. 
Waxed Products Co., Inc., 85 F. (2d) 75 [26 T.-M. Rep. 513], the 
word “cellophane” because of wide advertising has come to signify 
a cellulose product rather than DuPont’s wares, neither the regis- 
tration of the mark, nor the original appropriation and use of it 
on the goods of the registrant will suffice to protect the person who 
adopted the mark. In each the critical question is whether, under 
existing conditions, the mark signifies that the party claiming 
protection is the source of the merchandise. 

The trial judge was right in holding that Belding-Hemingway- 
Corticelli Company might ordinarily extend the protection of their 
mark “Sunglo” from rayon embroidery thread or sweater yarn to 


goods of as near a class as women’s rayon underwear. L. E. 
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Waterman Co. v. Gordon, 72 F. (2d) 272 (C. C. A. 2); Aunt 
Jemima Mills Co. v. Rigney & Co., 247 F. 407, L. R. A. 1918C, 
1039 (C. C. A. 2) [8 T.-M. Rep. 163]. But here the use of that 
mark had been discontinued for four years and, though not aban- 
doned, had ceased to identify the goods of Belding-Hemingway- 
Corticelli Company. The trifling sales of “Sunglo” knitting yarn 
said to have been made in the summer of 1935 were termed by Mr. 
Armstrong not of importance. (F. 401.) This admission, coupled 
with his statement that there was practically no such stock left, 
does not substantially qualify his repeated assertions that ‘““Sunglo” 
was discontinued in 1932. The trifling sales did not maintain the 
mark as identifying Belding-Hemingway-Corticelli goods. When 
Mr. Armstrong wrote that the defendant’s use of the word ““Sun- 
glo” on rayon underwear would not injure its rights, he in sub- 
stance declared that the use of “Sunglo’” by his company either was 
permanently discontinued or limited to use in connection with 
thread. The declaration was by a man wholly familiar with the 
situation and was the equivalent of a statement that “Sunglo” did 
not cover fabrics and was not confusing when employed by de- 
fendant on a line of goods so different from embroidery thread as 
rayon underwear. His letter indicates that in his opinion rayon 
thread and rayon underwear were not in competition and that the 
uses of the marks “Spun-lo” and “Sunglo” were not competitive 
when employed in those different fields. His opinion is strongly 
confirmed by the disuse of the mark by his company even upon 
thread. 

Under the circumstances it seems clear that the mark ‘‘Sunglo” 
no longer signifies to the public the goods of Belding-Hemingway- 
Corticelli Company, not even where the product is embroidery 
thread, and certainly not where it is rayon underwear to which that 


company has never applied it in the past. A technical abandon- 


ment did not have to occur in order that Belding-Hemingway- 


Corticelli Company should lose the right to protect the mark. In- 
deed, it might perhaps still prevent its use on rayon thread. The 


point is that the mark “Sunglo” has ceased to mean the goods of 
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Belding-Hemingway-Corticelli Company, or at most only means 
rayon thread and that to an insignificant number of their cus- 
tomers. Inasmuch, therefore, as that company could not preclude 
the complainant from using “Spun-lo” on rayon underwear, the 
former’s mark “Sunglo” does not anticipate “Spun-lo” when used 
on such articles. The situation was quite different in Ubeda v. 
Zialcita, 266 U. S. 452, 33 S. Ct. 165, 57 L. Ed. 296, for there the 
earlier trade-mark was still in widespread use and had not been dis- 
continued as in this case. Here Belding-Hemingway-Corticelli 
Company had discontinued the use of “Sunglo”’ when the defendant 
adopted and used that mark on the same class of competing goods 
that bore the mark “Spun-lo.”” The step was calculated to deceive 
as to the source of the merchandise and to divert complainant's 
customers. It was a plain infringement. 

Defendant's counsel further argues that “Spun-lo”’ is a descrip- 
tive term signifying only a small number of turns in spinning thread 
and, therefore, not a valid trade-mark. We think the court below 
was right in holding that “Spun-lo” has no such meaning when 
applied to a fabric and probably not even when applied to a thread, 
and that it is essentially a fanciful word which, under all the authori- 
ties, is the proper subject of a trade-mark. 


For the above reasons we hold that the decree dismissing the 
bill should be reversed and that a decree should issue for the com- 


plainant granting an injunction against the defendant restraining 
the use of the mark “Sunglo” upon its goods. 


Decree reversed, with costs. 


SPEAKER, ET AL. V. SHALER CoMPANY 
87 F. (2d) 985 
United States Circuit Court of Appeals, Seventh Circuit 
February 6, 1937 


Trape-Marks—Descriptive Terms—Seconpary MEANING. 

Although descriptive words are not valid as trade-marks, if such 
words have acquired a secondary meaning the business built up under 
such secondary meaning will be protected against the use of the term 
by competitors. 
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Trapve-Marxs—‘Hor Parcues” oN VULCANIZERS—EFFECT OF DISCLAIMER. 
The fact that appellee disclaimed the use of the word “Hot Patches,” 
except in so far as its common-law rights were concerned, held not to 
disentitle it to relief in a case of unfair competition. 


In equity. On appeal from a decision of the United States Dis- 
trict Court, Eastern District of Wisconsin, in a case of alleged 


unfair competition. Reversed in part and affirmed in part. 


Casanave Young, of Milwaukee, Wis., for appellants. 
S. L. Wheeler, W. G. Wheeler, and Leverett C. Wheeler, all of 
Milwaukee, Wis., for appellee. 


Before Evans and Sparks, Circuit Judges, and Linney, Dis- 
trict Judge. 


Linptey, D. J.: This is an appeal from a decree finding patent 
to Hanson No. 1,970,698, granted April 21, 1934, assigned to ap- 
pellee, valid and infringed by appellants,* the trade-mark of ap- 
pellee infringed; and adjudging appellants guilty of unfair com- 
petition and of breach of contract of employment. It is insisted 
that the court erred in each of these respects. 

Appellee is now, and has been for a number of years, engaged 
in the production of so-called ‘““Hot Patches’ vulcanizing units and 
apparatus for repairing rubber products, especially inner tubes of 
pneumatic tires. It is the owner of various patents having to do 
with the art, the one in suit being one of the later developments. 

The District Court found that appellee had used the trade-name 


“Hot Patches” for several years; that it had expended much money 


in advertising, exploiting, and introducing its equipment, develop- 
ing, prior to this suit, a nation-wide reputation and good-will under 
this name; that among buyers in general the word “Hot Patches” 
had become associated with appellee’s equipment to such an extent 
as to indicate its product and none other; that the words “Hot 
Patches” have acquired a secondary meaning, indicative to the 
public generally, of the product of appellee; and that appellants 
had no right to use the words “Hot Patch” in a description of their 
equipment of similar character. 


* Note.—The portion of the opinion relating to the patent infringement 
is here omitted.—Eb. 
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Descriptive words, included within the broader category of 
generic terms, are not valid as trade-marks, for each individual in 
the community has an equal right to use them. However, if such 
words have acquired a secondary meaning in the industrial world, 
the business built up under such secondary connotation will be 
protected against the use of the term by competitors. As Mr. Jus- 
tice Holmes, in Coca-Cola Co. v. Koke Co., 254 U. S. 143, 41 S. Ct. 
113, 65 L. Ed. 189, said: 


Whatever may have been its original weakness, the mark for years has 
acquired a secondary significance and has indicated the plaintiff's product 
alone. ... It means a single thing coming from a single source, and well 
known to the community. . .. It has acquired a secondary meaning in 
which perhaps the product is more emphasized than the producer but to 
which the producer is entitled. 


The doctrine contemplates that a word or phrase originally, and 
in that sense primarily, incapable of exclusive appropriation with 
reference to an article on the market, because descriptive, may 
nevertheless have been used so long and so exclusively by one pro- 
ducer with reference to his article that, in that trade and to that 
branch of the purchasing public, the word or phrase has come to 
mean that the article is his product. Merriam Co. v. Saalfield, 198 
F. 369 (C. C. A. 6) [7 T.-M. Rep. 110]. The relief, however, is 
not granted under the rules applicable to infringement of a trade- 
mark. Vacuum Oil Co. v. Climax Refining Co., 120 F, 254 (C.C. A. 
6). 

Here there was substantial evidence to support the court’s find- 
ing of attribution of a secondary meaning and no evidence contra- 
dicting the same. Consequently, the court correctly enjoined the 
use of the words “Hot Patch” by appellants. Such use was an in- 
vasion of appellee’s right. 

It was said, however, that, because appellee has disclaimed the 
use of the words “Hot Patches” except insofar as its common-law 
rights are concerned, it is not entitled to protection against the use 
of the same. As we have pointed out, the right to relief is proper, 
not as protection of an invalid trade-mark but to prevent unfair 
competition, and arises under the common-law rights of appellee. 


We find no evidence to support a charge of unfair competition in 


any other respect. Complaint was made of appellants’ use of ap- 
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pellee’s catalogues and the making of prices in competition with 
those quoted therein on a lower basis. Bidding in the open market, 
promoting free competition cannot become unlawful except by 
legislative enactment. 

The court found that appellants had violated the provisions of a 
contract of employment of appellant Speaker. He was formerly 
in the employ of appellee. He agreed as a part of his contract to 
promote appellee’s business, to grant to it such improvements and 
inventions as he might devise, to treat as confidential such informa- 
tion as he obtained in its plant, and not to divulge any of the trade 
secrets, inventions, processes or other information of value to appel- 
lee to any other person for five years after he left the employment. 

The decree is reversed except as to the relief granted as to the 
use of the words “Hot Patches,” and in that respect it is affirmed. 


SHALER ComPANy v. Ritre-Way Propwcts, INc., ET AL. 
(19 F. S. 804) 
United States District Court, Western District of Tennessee 
June 22, 1937 


Trapve-M arks—Recistration—Errecr or DiscLarMer. 

An applicant for a trade-mark is estopped from obtaining subsequent 
registration of material disclaimed in previous registrations. 

Unrarr Competirion—“Hor Parcues’—Use or Siuiiar ‘Trap—-NaMeE 
Seconpary MEANING. 

Where plaintiff had for many years used the words “Hot Patches” 
in connection with its portable repair vulcanizers and had_ thereby 
acquired a secondary meaning for said words as indicating its product 
exclusively, the use by defendants of the words “Hot Patches” or “Hot 
Shot” on competing goods was enjoined as unfair competition. 


In equity. Suit for alleged patent infringement,* trade-mark 
infringement and unfair competition. Decree in accordance with 
opinion. 

Wheeler, Wheeler & Wheeler, of Milwaukee, Wis., and Henry 

J. Livingston, of Memphis, Tenn., for plaintiff. 
Frank E. Liverance, Jr., of Grand Rapids, Mich., and Joyn B. 
Snowden 2nd, of Memphis, Tenn., for defendants. 


* Note——The portion of the opinion relating to the patent infringement 
is here omitted.—Ep. 
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Martin, D. J.: The bill of complaint in this equity cause seeks 
to restrain the alleged infringement by the defendants of letters 
patent No. 1,970,698, issued to Harold H. Hanson, covering a 
portable repair vulcanizer. The original bill included a now- 
abandoned prayer for recovery on an accounting for profits derived 
by defendants from the alleged infringement. 

By supplemental bill, the plaintiff prays injunctive relief 
against the alleged infringement of a certain trade-mark and the 
use of the trade-name “hot’’ in connection with “patches,” pertain- 
ing to the plaintiff's patented equipment. 

Three questions are presented for decision: (1) Is the patent, 
No. 1,970,698, a valid patent; and, if so, has it been infringed? 
(2) Is plaintiff's trade-mark entitled to protection in this court? 
(3) Is the plaintiff entitled to injunctive relief on the grouiud of un- 
fair competition against the use by the defendants of the words “‘hot 
patches,” or “hot shot,” in connection with the advertisement, dis- 
tribution, and sale of its portable repair vulcanizer and _ its 
“patches’’? 

This court is of opinion that the plaintiff is entitled to no in- 
junctive relief resting upon the registered trade-mark in con- 
troversy. An applicant for a trade-mark is estopped from obtaining 
subsequent: registration of material disclaimed in previous registra- 
tions. In re Continental Oil Co., 75 F. (2d) 217 (Cust. & Pat. 
App. 1935). Cf. Beckwith’s Estate, Inc. v. Commissioner of 
Patents, 252 U.S. 538, 40S. Ct. 414, 64 L. Ed. 705 [10 T.-M. Rep. 
255]. 

Upon principles of unfair competition, is plaintiff entitled to 
injunctive relief against the use by defendants in connection with 
their product of the words “hot patches,” or “hot shot’’ patches? 

In Speaker v. Shaler Co. (see p. 671 ante), one phase of this 
question was met. It was held that the Shaler Company was en- 
titled to an injunction against the use of the words “hot patches” 
by the defendant in that case. The right of the defendant to use 


some other expression such as “hot shot” patches was not involved. 


The reason for the conclusion of the court was thus stated (87 F. 


(2d) 985, at page 987). 
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Descriptive words, included within the broader category of generic 
terms, are not valid as trade-marks, for each individual in a community has 
an equal right to use them. However, if such words have acquired a 
secondary meaning in the industrial world, the business built up under 
such secondary connotation will be protected against the use of the term 
by competitors. 


After quoting the language of Mr. Justice Holmes in Coca-Cola 
Co. v. Koke Co., 254 U. S. 148, 41 S. Ct. 118, 65 L. Ed. 189 [ 10 
T.-M. Rep. 441], with respect to words which have acquired a 
secondary meaning, the court said: “The doctrine contemplates that 
a word or phrase originally, and in that sense primarily, incapable 
of exclusive appropriation with reference to an article on the market, 
because descriptive, may nevertheless have been used so long and 
so exclusively by one producer with reference to his article that, 
in that trade and to that branch of the purchasing public, the word 
or phrase has come to mean that the article is his product. Merriam 
Co. v. Saalfield, 198 F. 369 (C. C. A. 6) [7 T.-M. Rep. 110]. The 
relief, however, is not granted under the rules applicable to infringe- 
ment of a trade-mark. Vacuum Oil Co. v. Climax Refining Co., 
120 F. 254 (C. C. A. 6).” 

It will be noted that the Circuit Court of Appeals for the Seventh 
Circuit followed the decision of this circuit in Merriam Co. v. Saal- 
field, supra, 198 F. 369, at page 375, in which it was said: 


It is wrong... . to start with the premise that defendant is entitled 
to use the word; prima facie, viewed from this point, he is not. The right, 
for the purposes of such a case, is primarily vested in the complainant. 
Defendant may not use the word at all, unless he accompanies it with the 
explanation; he must neutralize an otherwise false impression; he must 
“unmistakably inform” the public that the article is of his production 
(Singer Manufacturing Co. vy. June Manufacturing Co., 163 U. S. [169] 
200, 16 S. Ct. 1002, 41 L. Ed. 118); he must so distinguish that “no one 
with the exercise of ordinary care can mistake” (Sazrlehner v. Eisner & 
Mendelson Co., 179 U. S. 19, 41, 21 S. Ct. 7, 45 L. Ed. 60); he must give 
“the antidote with the bane” (Herring, etc., Co. v. Hall’s Safe Co., 208 
U. S. [544] 559, 28 S. Ct. 350, 52 L. Ed. 616). 


Nothing inconsistent with this doctrine is found in the later case, 
Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 F. 657 
(C. C. A. 6) [6 T.-M. Rep. 537]. The facts in that case clearly 


distinguish it from the Merriam Case as well as from the facts of 


the case at bar. 
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It appears from this record that the plaintiff, Shaler Company, 
had for many years used the words “hot patches” extensively in 
connection with its merchandise, had spent large sums of money 
in putting its product on the market, had established a nation-wide 
field of activity, accumulating numerous dealers in its product; had 
introduced dealers in its product; had introduced feature advertis- 
ing, and had stressed with emphasis the words “hot patches.” Cer- 
tainly, the preponderance of evidence shows that these words had 
acquired a secondary meaning or connotation in connection with 
plaintiff's product. It is true that the defendants have not simulated 
the appearance of the package, or packages, used by plaintiff in 
such manner as to constitute unfair competition; nor have they in- 
vaded the rights of the plaintiff in any other respect than in the 
use of the words “hot patches’ and “hot shot’’ patches. 

As far back as Coca-Cola Co. v. Gay-Ola Co., 200 F. 720, 722, 
723 (C. C. A. 6) [4 T.-M. Rep. 297], Judge Denison said: 

In a suit for unfair competition, it is not necessary to show that the 
immediate purchasers were deceived as to the origin of the goods; but 
even if they thoroughly understand that they are buying the counterfeit, 
and not the genuine, the manufacturer of the counterfeit will be enjoined 
from selling it to dealers with the purpose and expectation that it shall 
be used by the dealers to deceive the consumer. 

In a recent case, Chesebrough Manufacturing Co. v. Old Gold 
Chemical Co., 70 F. (2d) 388, 384 (C. C. A. 6 [24 T.-M. Rep. 149], 
Judge Moorman said: 


It is not contended that the appellee has so closely simulated appel- 
lant’s trade-marks as to amount to infringement, nor that there is unfair- 
ness in the type, shape or form of appellee’s jar and cap. The contention 
is that it has so simulated in coloring and marking the caps, cartons, and 
labels of the appellant as to mislead the purchasing public. Simulation 
amounting to unfair competition does not reside in identity of single fea- 
tures of dress or markings nor in indistinguishability when the articles 
are set side by side, but is to be tested by the general impression made by 
the offending article upon the eye of the ordinary purchaser or user. If 
the general impression which it makes when seen alone is such as is likely 
to lead the ordinary purchaser to believe it to be the original article, there 
is an unlawful simulation. Citing MeLean v. Fleming, 96 U. S. 245, 255, 
24 L. Ed. 828; Paris Medicine Co. v. W. H. Hill Co., 102 F. 148, 150 
(C. C. A. 6). ; 


Except for the use of the words “hot patches” in the first in- 


stances, and later in using “hot shot’ in connection with “patches,” 
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the defendants have been guilty of no unfair competition. But the 
use of these words by the defendants does, in the opinion of this 
court, constitute unfair competition. The words “hot patches,” as 
long used and applied by the plaintiff, have acquired a secondary 
meaning to such extent that injunctive relief should be granted 
against the use of the exact expression, or words of like import, 
by the defendants in connection with their product. 

An appropriate decree will be entered enjoining the use by the 
defendants, or their agents, or persons acting under their authority, 
of the words “hot patches,” “hot shot,” or “hot,” and “hot shot” 


in combination with “patches,” even with intervening words. 





IRONITE Company v. CEMENT WATERPROOFING & IRONITE COMPANY 


United States District Court, Eastern District of Pennsylvania 


September 17, 1937 


Trape-Marks—INFRINGEMENT—“TRONITE” FoR METALLIC 
VALIDITY. 

The word “Ironite” held not generic or descriptive of a metallic 
compound used to render cement water-resistant, and, therefore, a valid 
trade-mark. 

‘Trape-Marks—INFrrInGEMENT—“IroNtrE”—Mark ON ARTICLE 
Experrep Patents. 

Plaintiff, owner of certain patents, subsequently held unenforceable, 
for a metal containing water-proofing material, had, since 1906, con- 
tinuously sold its said product under the name “Ironite,” which name 
it had duly registered in the Patent Office in 1911. Held that, although 
plaintiff's patents became unenforceable and subsequently expired, this 
did not effect its claim to, or the validity of its trade-mark “Ironite.” 

Unrarr Competirion—‘Ironitre”—Use or Competitor’s Trape-NAME 
Corporate NAME. 

The use by defendant in its corporate name of the words Ironite 
Company, used with priority by plaintiff, held infringement of plain- 
tiffs rights therein. 


Compounpbs— 


SUBJECT OF 


IN 


In equity. Action for trade-mark infringement. Injunction 
granted. 


Joshua R. H. Potts and Eugene Vincent Clarke, of Chicago, IIl., 
and Basel H. Brune, of Philadelphia, Pa., for plaintiff. 

A. D. Caesar and Charles W. Rivise, both of Philadelphia, Pa., 
for defendant. 
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We su, J.: This suit is brought to restrain the alleged infringe- 
ment of the registered trade-mark “Ironite,” the name applied to a 
metallic compound used to render cement water-resistant. 

Plaintiff originally produced Ironite under patents covering 
compounds of finely divided metal, designed, when applied to 
cement, to render it water-proof by the oxidation of the metal par- 
ticles. In addition to certain patents, the plaintiff procured a cer- 
tificate of registration of the trade-mark which, by subsequent 
renewal, continues until 1951. The plaintiff has since about 1906 
sold, distributed and advertised the product throughout the United 
States and is at present so engaged; and in connection with such 
distribution, through agents and representatives, it has prescribed 
methods of application which have become known as the “Ironite 
Process.” 


Defendant, also engaged in the water-proofing business, has 


adopted the trade-name “Ironite’” and the plaintiff's corporate 


name, and has used them in its corporate title, letterheads and 
classified listings. ‘The defendant seeks to justify such adoption 
and use on the ground that the plaintiff's patents were declared 
unenforceable in 1920 in certain anti-trust litigation wherein the 
plaintiff was restrained from seeking to assert a monopoly in the 
field of metal containing water-proofing material, the defendant 
contending that the plaintiff has by virtue of such decree no 
equitable right to redress in the present case. The defendant con- 
tends that the trade-mark is invalid because the term Ironite is 
generic and describes the product and process, and therefore is 
not registrable, and also that the validity of such registration ex- 
pired with the original patents on the compound. 

There is no evidence that the plaintiff has violated the terms of 
the prior injunction and equitable redress may not be denied because 
of any inequitable conduct on the part of the plaintiff. The ques- 
tions raised are whether the trade-mark registration was rendered 
invalid by the expiration of the patent on the product known as 
Ironite and whether the term is generic. 

The patents were issued in 1906 and 1911 and the trade-mark 


was registered in 1911. They relate to different rights which, 
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although exercised by the plaintiff simultaneously, were distinc- 
tively different and separately valuable. The patent protected the 
plaintiff's rights in the compound, and the trade-mark registration 
covered the trade-name of its product; and although the patents 
became unenforceable as a result of litigation in 1920 and sub- 
sequently expired, it does not appear that these circumstances in 
any way affected or reduced the plaintiff's rights in the trade-name 
acquired by long continued use and the trade-mark registration. 
The plaintiff's overzealousness or other conduct may have defeated 
its purpose so far as the patent protection was concerned, but it did 
not destroy the proprietary interest in, or the value to the plaintiff 
of the reputation and good-will incident to the trade-mark and 
plaintiff's corporate title. Although the patents became ineffectual 
to prevent others from manufacturing metallic water-proofing com- 
pounds, we note that such materials were distributed under differ- 
ent names which might indicate that manufacturers recognized gen- 
erally the proprietary interest of the plaintiff in the name Ironite, 
if not in its patents. 

It is established that the plaintiff has used the term Ironite 
since 1906 and has actively and extensively distributed its product 
throughout the United States. There is a substantial value in the 
good-will incident to the word and the plaintiff's property therein, 
and even though the plaintiff no longer enjoys the rights of a 
patentee, it has over a long period created a valuable property right 
in the name of its product. It would be inequitable to permit 
others to appropriate the trade-name to the injury and damage of 
the plaintiff who has created the good-will, reputation and value 
incident to the term Ironite (National Biscuit Co. v. Kellogg Co. 
[27 T.-M. Rep. 281]). We find no evidence of any general adoption 
of the term by others such as would indicate an intent to deny the 
plaintiff’s right to the mark, nor does it appear that the name has 
passed into the public domain by general use after the expiration 
of the patents. (See Amiesite Asphalt Co. v. Interstate Amiesite 
Co., 72 F. (2d) 946 [23 T.-M. Rep. 411]). 

The rights under the patents and the trade-mark registration 
being thus separate and distinct, and the trade-mark having acquired 
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a value from the registration and long use independent of the 
patent, and there being no passing of the term into the public 
domain, we conclude that the plaintiff's right to the exclusive use of 
the term Ironite was not terminated by the expiration or other dis- 
position of the patents. 

The defendant’s use of the terms Ironite and Ironite Process 
and the appropriation of plaintiff's corporate name Ironite Com- 
pany as part of defendant’s corporate name could and possibly was 
intended to give the impression to customers and prospective cus- 
tomers that the defendant was selling or applying the plaintiff’s 
water-proofing product or process, or was affiliated by franchise or 
otherwise with the plaintiff. Such appropriation of the name with 


the view to benefiting from the reputation and good-will acquired 


by the plaintiff over many years of operation and advertising, and 
the false impression given to the public would justify the granting 
of an injunction (R. H. Macy & Co., Inc. v. Macy’s Drug Store, 
Inc., 84 F. [2d] 387 [26 T.-M. Rep. 443]). The appropriation of 
the trade-mark in defendant’s corporate name is also confusing to 
the public and leads to the general belief that defendant is in some 
way connected with the plaintiff, or with the distribution or applica- 
tion of its product, and should be enjoined. (Mantle Lamp Co. v. 
Aladdin Mfg. Co., 78 F. [2d] 426 [25 T.-M. Rep. 427]; American 
Insulation Co. v. Eternit Roofing Corp., 14 F. [2d] 235 [16 T.-M. 
Rep. 523]). 

The law is well settled that one may not appropriate as a trade- 
mark a name descriptive of an article of trade (Standard Paint Co. 
v. Trinidad Asphalt Mfg. Co., 320 U. S. 446 [1 T.-M. Rep. 10]). 
We also affirm that where, during the life of a monopoly created 
by a patent, a name has become the identifying and generic name of 
the thing patented, the name passes to the public with the cessation 
of the monopoly (Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169). 
We fail, however, to find that the term Ironite is generic in the 
sense that it is descriptive of any quantity or article known prior 
to its adoption by the plaintiff, or that it has since been generally 


or extensively applied to metal bearing water-proofing compounds. 
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On the contrary, the testimony shows that the term has always been 
known and associated with the plaintiff and its products, and that 
there are numerous other metallic compounds designed for similar 
purposes to which the various manufacturers have given distinctive 
and more or less descriptive trade-names. 

The finding that the term is not generic and descriptive is 
adequately supported by the evidence. We believe that its only 
significance is a direct reference to the plaintiff, Ironite Company, 
its product and process. (Jronite Co. v. Guarantee Water-Proofing 
Co., 52 F. [2d] 288 [23 T.-M. Rep. 155].) The appropriation of 
the term Ironite by the defendant to any product other than that of 
the plaintiff is an infringement of the plaintiff's rights and the use 
of the mark in defendant’s corporate name or as a descriptive word 
in connection with the means or method of applying water-proofing 
material other than that produced by the plaintiff, should be 
restrained. After a full consideration of the stipulated facts and 
the evidence submitted, we believe that the following findings cover 


all of the controlling circumstances and the essential legal issues. 


Findings of Fact 


1. Ironite Company and its predecessor have been in the business of 
manufacturing and selling a water-proofing material containing finely 
divided iron under the name “TIronite” since 1906. 

The compound ironite was the subject matter of two United States 
patents issued in 1906 and 1911 respectively, and the trade-mark “TIronite” 
was registered October 24, 1911 and the registration certificate renewed in 
1931. 

The plaintiff's patents became unenforceable by decree entered in 
1920 in anti-trust proceedings in the United States District Court for the 
Southern District of New York, United States v. Ironite Company, Equity 
No. Benen 

Plaintiff has continually advertised its product “Ironite” and effected 
a Be distribution and application of the same through franchises granted 
to others engaged in the*water-proofing business prior to and since the 
termination of its patents, and the application of the substance has be- 
come known as the “Ironite Process.” 

. Defendant, Cement Waterproofing and Ironite Company, has adopted 
as wast of its corporate name the full title of the plaintiff corporation, 
Ironite Company, and has included therein the plaintiff's trade-mark, 
“Tronite.’ Defendant has applied said names on its letterhead and classi- 
fied public listings in the conduct of its business of water-proofing. 
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6. The terms “Ironite” and “Ironite Process” have become generally 
known as indicative of the plaintiff's product and the application of the 
same for water-proofing purposes, and are distinguished from the trade- 
names of metallic water-proofing materials offered by others. 

7. The unauthorized use by the defendant of the trade-mark “Ironite” 
and the corporate name, Ironite Company, are likely to deceive the public 
and the customers and prospective customers of the plaintiff by giving the 
impression that the defendant is engaged in distributing the plaintiff's 
product or applying the same in accordance with the plaintiff's process, 
or that the defendant is affiliated by franchise or otherwise with the 
plaintiff company. 


Conclusions of Law 


1. The court has jurisdiction of the parties and subject matter 
of this case. 

2. The trade-mark “‘Ironite” is valid and is the property of the 
plaintiff by reason of the registration of the same and the long 
continued use in the plaintiff's business. 

3. The rights of the plaintiff in the trade-name “Ironite’’ were 
not terminated by the decree rendering the patents unenforceable 
nor by the expiration of the patents, and there has been no general 
adoption of the word into the public domain since such expiration. 

4. The term Ironite is not generic or descriptive of the com- 
pound, but refers especially to the plaintiff's product. 

5. The use of the trade-mark “‘Ironite” and the adoption of the 
plaintiff's corporate name by the defendant are infringements of 
the rights of the plaintiff therein. 


6. An injunction may issue restraining defendant from using 
the trade-mark “Ironite,” the corporate name, Ironite Company, 


or other combination of words containing the word “Ironite’’ in con- 
nection with water-proofing material or the application of the same. 

7. No evidence is submitted of any damages or loss sustained 
by the plaintiff nor of the extent of business done by the defendant 
and damages may not be awarded. ‘The decree, however, shall 
direct the defendant to pay the costs of this proceeding. 

The requests of the parties for findings of fact and conclusions 
of law, so far as they are consistent with the above, are affirmed; and 
to the extent that they differ with the above findings of fact and 
conclusions of law, they are denied. 
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CorPoRATION v. GENERAL SHAVER CORPORATION 


(19 F. S. 843) 


LEKTRO-SHAVE 
































United States District Court, District of Connecticut 







July 7, 1937 





Unrairn Competirion—E .ectric Suavers—Use or Funcrionat Feature. 
It is well settled that a manufacturer has a right to make any un- 
patented article and embody therein necessary functional parts so that 
the whole will function. 
Unrarr Competirion—Non-Funcrionat Features or Goops—WuHeEN Pro- 
TECTED. 

To entitle a complainant to injunctive relief because of the imita- 
tion by defendant of non-functional features of his product, it must 
be shown that such features have become associated by the public with 
him as the source. 

Unrair Comperirion—Use or Rounp Heap on Etecrric Razors. 

In an action brought by plaintiff, a manufacturer of unpatented 
electrical shavers to enjoin a competitor from using on his product a 
round shaving head held that an injunction should issue, inasmuch as 
the cylindrical form was not a functional feature. 

Trape-Marks AND Unrar Competirrion—Imiration—Test or ConFrusinG 
SIMILARITY. 

The test of similarity of two competing products is not visual com- 
parison, but memory comparison; and it is the ordinary purchaser, 
rather than the merchant, who should be considered when the question 
of deception is tested. 


In equity. Suit for unfair competition. On defendant’s motion 
to dismiss the bill of complaint, and plaintiff's motion for pre- 
liminary injunction. Motion for preliminary injunction granted, 


motion to dismiss denied. 


Stanley Osserman and Abraham M. Lowenthal, both of New 
York City, for plaintiff. 

Carlos Ellis, Jr., of Middletown, Conn., and Samuel E. Darby, 
Jr., of New York City, for defendant. 


Tuomas, D. J.: On June 2, 1937, plaintiff filed its bill of 
complaint against the defendant, praying for a preliminary and 
permanent injunction enjoining the defendant from manufactur- 
ing, distributing, advertising, exploiting, or selling, or offering to 
sell, its electric shaving device with its present round head, or 
any shaving head similar thereto or similar to the shaving head of 


the plaintiff. On the same day, by rule nisi, the defendant was 
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ordered to show cause why a preliminary injunction should not 
issue and hearing was held on the rule on June 16. 

The defendant, on June 11, 1937, filed a motion to dismiss the 
bill of complaint, assigning, among others, the reason that the bill 
of complaint fails to allege facts which constitute a cause of action 
against the defendant. 

It is a general rule that a preliminary injunction will be 
granted only in cases where the evidence is clear and where no 
substantial doubt exists as to the plaintiff's rights to the injunc- 
tion. In unfair competition cases evidence of unfair conduct must 
be reasonably clear. On the other hand, in some instances the 
issuance of a preliminary injunction is most important, if not vital 
to the protection of industrial property. 

Having these observations in mind and exercising that duty 
that is required of a court not to damage the business of a defendant 
nor unreasonably hesitate to give proper protection to a plaintiff's 
business, the controversy between the parties, as it appears from 
the motion for preliminary injunction, may be briefly stated to be 
as follows: 

Plaintiff, a New Jersey corporation, is now, and has been 
engaged since the latter part of 1935, in business of manufacturing 


and selling an electric dry-shaver known as the Packard Lifetime 


Lektro-Shaver. It has expended large sums of money in develop- 
ing, manufacturing, and selling the said shaver, and also in adver- 
tising its said product. It has sold upwards of 500,000 shavers in 
the United States and in foreign countries. In practically all of its 


advertising the plaintiff has featured its shaver as having a “‘round 
shaving head,’ and it is alleged in the bill of complaint and in the 
motion papers that the said “round head” so advertised and dis- 
tinguished has become a distinguishing feature of the plaintiff's 
product and has become associated in the mind of the public with 
the plaintiff and its product. 

The defendant, General Shaver Corporation, doing business in 
this district, is selling and distributing since May, 1937, an electric 


shaver under the trade-name “Remington Close-Shaver.” This 
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shaver is provided with a head alleged by the plaintiff to be of a 
shape confusingly similar to the shaving head of its device. 

Plaintiff charges the defendant with unfair competition, alleg- 
ing that the latter deliberately and intentionally copied the plain- 
tiff’s shaver head so that the two heads are to a casual observer sub- 
stantially identical in appearance, and retail purchasers are likely 
to mistake one for the other. 

It does not appear from the motion papers nor from the evidence 
whether the shaver of the plaintiff is protected by patents, so that, 
for the purpose of this proceeding, I must assume that it is an 
unpatented article. It is well settled in the law of unfair com- 
petition that a manufacturer has good right to make any unpatented 
article embodying therein necessary functional parts so that the 
whole will function; but, if he incorporates what is distinctive, 
ornamental, fanciful, or merely peculiar to another’s product, he 
may trespass. Le Mur Co. v. W. G. Shelton Co. (C. C. A.) 32 F. 
(2d) 79. To entitle a complainant to injunctive relief because of 
the imitation by defendant of nonfunctional features of his product, 
it must be shown that such features have become associated by the 
public with him as the manufacturer or source. Crescent Tool Co. 
v. Kilborn & Bishop Co. (C. C. A.) 247 F. 299 [8 T.-M. Rep. 177]. 

Therefore, the sole question in this controversy is as to whether 
or not some of the features of defendant’s shaver are nonfunctional 
and whether such nonfunctional elements have been embodied in 
defendant’s shaver head for the purpose and with the effect of 
misleading the public. 

In order to deal intelligently with these questions, it is neces- 
sary to describe and compare the mechanical details of the plaintiff’s 
and defendant's shavers, exhibits of which have been introduced 
in evidence at the hearing before me. 

Plaintiff's shaver comprises a casing, within which is mounted 
an electric motor for actuating one of the two cutters presently to 
be described. The shaver head includes a cylindrical housing which 
is fixed to the casing. In this housing is formed an eccentrically 


located cylindrical bore that extends longitudinally of the housing 
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and is so arranged in relation to the external cylindrical face of the 
housing that the latter is provided with an exceedingly thin por- 
tion at that area thereof at which it is to contact with the skin of the 
user in the process of shaving. At its thin portion the housing has 
cut therein a longitudinal slot, and at right angles to the said slot the 
thin portion of the housing is provided with teeth. The housing 
constitutes one of the cutters of the implements, and with its teeth 
co-operate those of a cylindrical cutter, arranged in the said bore 
both for reciprocation and oscillation. Reciprocating and oscillat- 
ing movement is imparted to the last-mentioned cutter by the electric 
motor in the casing of the device. 

The defendant’s shaver differs from that of the plaintiff only 
in the following details: 


1. It lacks the longitudinal slot in the housing within which the movable 
cutter operates. 

2. Its cutter housing has a plurality of flattened surfaces which, how- 
ever, are almost invisible to the naked eye. 

3. Its cutter housing has two combing edges which, as I view it, do 
not change the general cylindrical appearance of the said housing. 

4. Its movable cutter has only a reciprocating motion, the oscillating 
motion of plaintiff's cutter being absent. 

Defendant contends that all of the elements of plaintiff's shaver 
head are essential to the construction, in that they have a functional 
feature and that, therefore, it had full right to copy the same. With 
this I cannot agree. It appears to me that: 

1. It is unnecessary for the proper operation of plaintiff's shaver 
head that the cutter housing be of cylindrical form. It is true that 


a substantial advantage may be had by making that portion of the 


housing which is to contact with the user’s skin part of a cylindrical 


surface or generally curved, but it is unnecessary to make the 
casing, as a whole, cylindrical. Such feature is not necessary to the 
practical operation of the device and can be changed without les- 
sening the effectiveness of the appliance. For instance, the hous- 
ing may be generally polygonal with a curved toothed portion with- 
out in the least impairing its proper function and efficiency. 

2. The cylindrical shape of the movable cutter of plaintiff's 


device is necessary for the proper operation of its shaver for the 
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reason that no other shape would permit the said movable cutter 
to move to and fro and at the same time have an oscillating move- 
ment. However, as far as defendant’s movable cutter is concerned, 
the cylindrical shape is unnecessary because the cutter has only a 
reciprocating motion. Obviously, any other shape could be used in 
defendant’s shaver head and a cutter so shaped would operate just 
as efficiently as one of cylindrical shape. 

Thus it is clear that the defendant has no occasion to use plain- 
tiff’s combination and has unnecessarily and knowingly imitated its 
rival’s shaver head in nonfunctional features, and so a court of 
equity is justified in interfering by injunction. Rushmore v. Badger 
Brass Co. (C. C. A.) 198 F. 379 [2 T.-M. Rep. 489]. 

The next question which arises is whether the slight changes in- 
corporated in defendant’s shaver head are such that the ordinary 
purchaser will be in position to differentiate the said shaver from 
that of the plaintiff. The comparison used in the courtroom, which 
was a side by side comparison, is not the final test of similarity or 
dissimilarity because the average purchaser, buying by mail or in a 
shop, has no chance to compare the plaintiff's goods with the de- 
fendant’s. If he has only one article before him, the best he can 
do is to compare it with his memory of the other. The test of 
similarity is not visual comparison but memory comparison. I find 
that the difference between the two shaver heads is very small; in 
fact, they appear so much alike that any ordinary, sensible, and 
prudent purchaser, acting on the instant, would be deceived. As 
stated above, there are a few minor details incorporated in de- 
fendant’s shaver head which I could not perceive at the hearing. I 
put myself in the place of the ordinary purchaser, and not in that 
of an expert—for instance, a merchant purchasing from the manu- 
facturer. The fact that the merchant would not be deceived does 
not take this case out of the realm of unfair competition. It is the 
ordinary purchaser, an ordinarily prudent person, who must serve 
as the guinea pig when the question of deception is to be tested. 

We now come to the question whether the features of plaintiff's 


shaver head have become associated by the public with the plaintiff 
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as the manufacturer or source. Have those features created a 


secondary meaning whereby they have become to the public the 


indicia of origin? As far as it appears from the motion papers and 
testimony offered, there was no cylindrical shaver head or, as plain- 
tiff’s advertisements call it, a “round shaver head” on the market 
at the time plaintiff entered the electric shaver field, and there was 
no other until such time as defendant came on the scene. It is true 
that there are some patents in the record which show and describe 
cylindrical shaver heads. However, this has no bearing on the 
question in issue. From the affidavits and evidence before me, I 
conclude that the round shaver head of plaintiff has in fact come 
to mean that some particular person or firm makes them, whether it 
be the plaintiff herein or some other person or concern associated 
with it. It is obvious that the duration of use required to create 
a secondary meaning cannot be measured by an accurate test. In the 
instant case within eighteen months’ use by plaintiff’s “round head” 
shape there arose a market for the product which, under other cir- 
cumstances, might never have been attained and, doubtless, never 
would have been attained except through persistent, skillful, and 
expensive advertising, calling attention to the “round head” feature. 
If under the circumstances stated, the plaintiff's shape of its shaver 
head acquired a secondary meaning, it was done very quickly and, 
while time is the usual standard because a natural one, it is not the 
exclusive one. The test of secondary meaning is whether the shape 
has become broadly known to the public as denoting a product of 
certain origin. Therefore, in looking for a secondary meaning this 
court is controlled by the fact that such a meaning has been ac- 
quired in the mind of the public rather than by the time it has taken 
for that fact to become established. The time in this case was 
unusually short, yet it is perfectly clear that, by circumstances 
rather than by time, the plaintiff's shape had acquired a secondary 
meaning within the full sense of that term. 

If it is not the intention of the defendant to capitalize plaintiff's 


name and reputation, it cannot be harmed by changing the shape 
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of its shaver head. This can be done without decreasing the 
efficiency of the device, as I have pointed out supra. 

I conclude that the plaintiff has a property right in the “round 
head” feature of its shaving device; that plaintiff has made out 
a clear case of unfair competition by showing that the natural and 
probable result of defendant’s conduct is to deceive ordinary pur- 
chasers, buying under ordinary conditions, into taking defendant’s 
goods for those of the plaintiff's; that plaintiff has also proven that 
the shape of its shaver head had become associated in public mind 
with the plaintiff as the manufacturer or source before defendant 
entered the field; and that the defendant did more than merely 
copy functional features of plaintiff's device. Therefore, I am con- 
strained to hold that plaintiff is entitled to the relief prayed for to 
the extent that the defendant be enjoined and restrained during the 
pendency of this action from manufacturing, distributing, advertis- 
ing, exploiting, or selling or offering to sell, its shaving device with 
its present round head or any shaving head similar to the shaving 
head of the plaintiff. 

Inasmuch as the plaintiff is entitled to an injunction as appears 
from the foregoing, defendant’s motion to dismiss must be denied. 
It follows, therefore, that plaintiff's motion for a preliminary in- 
junction is granted, and defendant’s motion to dismiss denied. Sub- 


mit decree properly consented to as to form. 


BRowN SuHEEt Iron & Street Company v. Brown STEEL 


CoMPANY, ET AL. 
Minnesota Supreme Court 
November 13, 1936 


Unrair Competirion—CoMPany AND Corporate NamMes—WHEN Prorecrep. 

Generally there can be no exclusive appropriation of a family sur- 

name so as to constitute a valid technical trade-mark. However, such 

a name may become so identified with a certain product that the owner 
will be protected in its use on the ground of unfair competition. 
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Unram Competirion—Ust or Simicar Corporate NAMEs—“BrowN STEEL 
Tank Company” anp “Brown Sueer Iron & Sree Company”— 
Non-Conruictine NAMES. 

The name Brown Steel Tank Company held not so similar to the 
name Brown Sheet Iron and Steel Company as to cause confusion among 
customers, particularly as the parties were located in different cities. 


In equity. Appeal from an order denying plaintiff’s motion in 


an action for alleged unfair competition. Judgment affirmed. 


H. V. Mercer, of Minneapolis, Minn., for appellant. 
H. T. Park, of Minneapolis, Minn., for respondents. 


Hirton, J.: Action to enjoin the defendant corporation, its 


officers and incorporators (hereinafter referred to as the defendant ) 
from using the name of “Brown Steel Tank Company” or the name 
“Brown” alone or in combination with any other words in the manu- 
facture or sale of steel tanks, barrels, sheet iron and steel products. 

Prior to 1913 George A. Brown was the owner of a business 
conducted in Minneapolis under the name of “Brown Sheet Iron 
and Steel Works.” In 1913 he and others organized the plaintiff 
company under the name of “Brown Sheet Iron & Steel Company” 
located in St. Paul. To it was transferred all the assets, name and 
good-will of the Brown Sheet Iron & Steel Works. The business 
under the new name prospered and the name of “Brown Steel 
Tanks”; “Brown Sheet Iron & Steel Tanks’; “Brown Certified 
Tanks,” and “Brown Welded Tanks’ became well known to the 
trade. Nevertheless in 1934 the business went into receivership. 
Even so it continued to prosper, the receivership was discharged and 
the plaintiff was allowed to continue operations, in possession of all 
its assets, under a reorganization plan under Section 77b of the 
National Bankruptcy Act. Pursuant thereto new directors and 
officers were elected to operate the company and all others, including 
George A. Brown (who was let out as an officer) were restrained 
from interfering with the company or its assets. 

A short time thereafter, two sons of George A. Brown, who also 
had worked for plaintiff, with their wives incorporated the Brown 
Steel Tank Company, defendant here. George A. Brown was 


taken in as manager. Immediately this new firm connected opera- 








692 TWENTY-SEVEN TRADE-MARK REPORTER 






tions in Minneapolis, a few blocks from the location of plaintiff 
firm in St. Paul. Defendant advertising by catalogues, cards, blot- 
ters, keyholders, etc., then represented to the trade that it had been 
in business since 1910 but was under a different name, operating 
in a new location and selling the same Brown products that had been 
known for twenty-five years. 

The lower court enjoined defendant from using any type of ad- 
vertising that would infer that it had been in business prior to 
February, 1935; from advertising or representing to customers of 
plaintiff that defendant was operating under a new name in a new 
location or that it was manufacturing the Brown products that 
had been so known to the trade since 1910, and from using 
in its advertising, specifications, cuts or pictures of tanks 
manufactured by plaintiff the word “Brown” in a prominent place 
without some explanation that such tanks were not manufactured by 
the plaintiff company. 

This is an appeal from an order denying plaintiff’s alternative 
motion that defendant be enjoined from using the corporate name 
“Brown Steel Tank Company” as applied to a similar line of busi- 
ness of that of plaintiff and that it be required to amend its corporate 
name so as to eliminate the words “Brown Steel Tank” or at least 
the word “Brown” therefrom or in lieu thereof that defendant be 
required to amend its name so that in every place where it is 
recorded or used an explanation be made therewith so specific as to 
prevent any confusion of the name with the name of plaintiff com- 
pany or in case any or all that relief be denied, then for a new trial. 

It is plaintiff's contention that the name “Brown” has become 
so well established with plaintiff's good-will and products that it 
acquired a sort of secondary meaning which plaintiff is entitled to 
have protected. The rules applicable here are simple although dif- 
ficult of application. Generally there can be no exclusive appropria- 
tion of a family surname so as to constitute it a valid technical 
trade-mark, Brown Chemical Co. v. Meyer, 139 U. S. 540, 11 Sup. 
Ct. 625, 35 L. Ed. 247; and courts ordinarily will not enjoin all use 
of the name. Donnell v. Herring-Hall-Marvin-Safe Co., 208 U. S. 
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267, 28 S. Ct. 228, 52 L. Ed. 481. A person is entitled to honestly 
use his own name in connection with any business open to him. 
Royal Baking Powder Co. v. Royal, 122 Fed. 337. However, a 
name may become so identified with a certain product and thus so 
well known in the trade that the owner thereof will be protected in 
its use on the principles of unfair competition. Aetna Mill & 
Elevator Co. v. Kramer Milling Co., 82 Kan. 679, 109 Pac. 692. 
Under those circumstances a stranger with the same name cannot 
use his name so as to deceive the public and pass off his goods as 
those of the owner of the established trade-name. Sheffield-King 
Milling Co. v. Sheffield Mill & Elevator Co., 105 Minn. 315, 117 
N. W. 447. The test is whether the similarity is such as would 
deceive the ordinary customer. 12 Minn. Law Rev. 764. 

Defendant’s name, under the conditions as they were before the 
relief was granted by the lower court, because of the manner in 
which it was used, might have deceived the trade into thinking that 
its products were those of the plaintiff company. The relief granted 
will obviate any such possibility. Plaintiff's customers will hardly 
be misled so long as defendant company does not huld out to the 
trade that it is the same company that has manufactured and sold 
steel tanks and products for twenty-five years, or represent that it 
is in any way connected with the old company. It cannot very well 
do either in view of the lower court’s decree limiting defendant's 
type of advertising. 

The names here considered are not nearly as similar as were 
those involved in Thompson Lumber Co. v. Thompson Yards, Inc., 
144 Minn. 298,175 N. W. 550. Confusion was much more likely to 
result in that case than here for the reason that, as was brought out 
by the evidence there, the trade often took the word “yard” to mean 


lumber yard. Yet in the Thompson case the court refused to en- 


join the use of the word ‘““Thompson” by the Thompson Yards, Inc. 


There, as here, the two titles, and the combination of words used 
are so different that no injustice will result. By the decree of the 


lower court plaintiff will be amply protected. 
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Plaintiff and defendant are located in different cities which will 
tend to keep their identities separate. Something was said about 
the possibility of mail becoming mixed. Such does not appear likely 
for the names are easily distinguishable. Even did such confusion 
result, it, of itself, would be not sufficient ground for an injunction 
for so long as the two companies deal in the same product that pos- 
sibility cannot be eliminated entirely, for as stated in Jordan 
Sulphur Springs & Mud Bath Sanatorium v. Mudbaden Sulphur 
Springs Co., 135 Minn. 123, 160 N. W. 256, “The confusion comes 
from the legitimate use of words which both have a right to use and 
not from an improper or deceitful combination made of them by the 
defendant.” 

It cannot be said that the findings are not reasonably supported 
by the evidence. There were no errors that would require a new 
trial. 


Mr. Chief Justice Devaney took no part in the consideration or 


decision of this case. 


AMUSEMENT SEcurRITIES CoRPORATION v. ACADEMY PIcTURES 
DistRIBUTING CORPORATION, ET AL. 
(294 N. Y. S. 279) 
New York Supreme Court, New York County 


June 27, 1936 


























Trape-Marks AND ‘Trape-Names—“Wuire Zompie”—Non-Descriprive 
‘TERM. 

The word “Zombie,” inasmuch as it is not found in the English dic- 
tionaries and its meaning is not known to the general public, held 
capable of being used as a trade-mark or trade-name. 

Unram Comperrrion—‘Wuire ZomBre” ann “Revoir or THE ZomBiES — 
Use or Simtiar Motion Picrvure Tite. 
After appellant had produced and exhibited a motion picture under 
the name “White Zombie,” and identified itself to the public under 
such name, the subsequent use by defendants of the title “Revolt of the 
Zombies” in their advertising and on a motion picture, held unfair 
competition. 
Unraimr Competirion—Deceprive ApDVERTISING. 

Defendant’s use of advertising material, such as headlines, cuts, 
descriptive matter and type styles, all closely similar to those previously 
used by plaintiff, held unfair competition. 


AMUSEMENT SECURITIES CORP. V. ACAD. PICTURES DIST. CORP. 695 


Unrarr Competirion—Svuirs—Lacues. 

Laches is no defense where a cause based upon unfair competition is 
established, but is available as a defense only in actions in equity’s ex- 
clusive jurisdiction, not where equity comes to the aid of a legal right. 

Unrair Competirion—Svurirs—Estopre.. 

Where plaintiff complained immediately, in 1935, on hearing that 
defendant contemplated producing a play entitled “Revolt of the 
Zombies,” but had no knowledge that said play was being produced until 


April, 1936, and during the next month filed suit, held there was no 
estoppel. 


Unrarr Competirion—Svurrs—Damaces. 

Although no degree of accuracy in proving damages is to be ex- 
pected, that is no ground for denying same where they have accrued, 
particularly as there is evidence as to the amount of damage plaintiff 
has suffered. 

In equity. Action for unfair competition. Judgment for plain- 
tiff. Affirmed by Appellate Division, Feb. 26, 1987, App. Div. 
294 N. Y. S. 305, and — App. Div. —. 294 N. Y. S. 306. 


Krelberg § Fitzsimons, of New York City (Alfred S. Krelberg, 
Cyril S. Landau and Arthur J. Homans, all of New York 
City, of counsel), for plaintiff. 

Fitelson & Mayers, of New York City (H. William Fitelson, 
Bertram A. Mayers, and I. Jack London, all of New York 
City, of counsel), for defendant Amusement Securities Cor- 
poration. 

Bernard Hershkopf, of New York City, for Ameranglo Corp. 

Greenbaum, Wolff & Ernst, of New York City (Jerome Handler, 
of New York City, of counsel), for Midtown Theatre Cor- 
poration. 


Horrman, R.: Plaintiff, as the owner of a photoplay known as 
“White Zombie,” first exhibited in 1932, is seeking to enjoin the 


exhibition of an alleged rival picture, recently produced and now 
being exhibited under the name of “‘Revolt of the Zombies.” Plain- 
tiff also seeks damages and an accounting for profits. It has joined 
as parties defendant not only the owners and producers of “Revolt 
of the Zombies,’ but also a corporation holding the distribution 
rights to the picture in the Metropolitan District of New York and 
Northern New Jersey, a sales agent representing the producers in 
territories outside of the United States, Canada, and Alaska, a 
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company which has financed the producers, and printed the positive 
film, and a New York City exhibitor. 

A motion for an injunction pendente lite was withdrawn pur- 
suant to a stipulation which provided for an immediate trial of the 
issues before a referee, and all the issues were accordingly referred 
to me to hear and determine. 


The Pleadings 


The complaint sets forth the acquisition of the rights to the 
photoplay “White Zombie” by plaintiff from the Halperins and 
the corporation controlled by them, by a contract made on July 
15, 1932; that “White Zombie” was widely advertised; was dis- 
tributed by United Artists Corporation, a distributor widely and 
favorably known in the moving picture world; was a tremendous 
popular success and as a result the name “White Zombie,” and par- 
ticularly the word “‘Zombie” in that name has become associated in 
the public mind in the United States and foreign countries with the 
play owned by plaintiff; that plaintiff is reissuing “White Zombie” 
and advertising it as a reissue; that defendants Academy Pictures 
Distributing Corporation, Victor Halperin, and Edward R. Hal- 
perin are distributing and have entered with others into arrange- 
ments for the distribution of a picture known as “Revolt of the 
Zombies’’; that the defendant Melbert Pictures, Inc., a moving pic- 
ture exchange, has licensed Midtown Theatre Corporation, the 
owner of the Rialto Theatre in New York City, to exhibit said mov- 
ing picture at its theatre and has granted similar rights to other 
persons; that the defendant Midtown Theatre Corporation is about 
to exhibit said picture; that the defendant Producers Laboratories, 
Inc., has an agreement with the defendant Academy Pictures Dis- 
tributing Corporation for the manufacture and distribution of posi- 
tive prints of said picture; that defendant Ameranglo Corporation 
is distributing said picture in foreign countries outside of the United 
States and Canada; that the title “Revolt of the Zombies” was 
adopted in bad faith, and for the purpose of capitalizing upon the 
good-will attached to plaintiff's picture, and competes unfairly 
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with it in that the titles are so similar as to be likely to be confused 
in the public mind and in other respects. 

The action has been discontinued as to defendant R. K. O. Film 
Booking Corporation by stipulation, and no reference need be made 
to the allegations in the pleadings concerning it. 

The answers admit that defendants Edward R. Halperin and 
Victor Halperin are the principal officers, directors, and stockhold- 
ers of the defendant Academy Pictures Distributing Corporation, 
the company which produced ‘“‘Revolt of the Zombies,” and are the 
principal officers and directors of Halperin Productions, Inc.; that 
Halperin Productions, Inc., produced in 1932 a photoplay under 
the title “White Zombie’; that Academy Pictures Distributing 
Corporation, Victor Halperin, and Edward R. Halperin have pro- 
duced and are distributing the picture known as “Revolt of the 
Zombies”; that defendant Midtown Theatre Corporation has been 
licensed by defendant Melbert Pictures, Inc., to exhibit said pic- 
ture at the Rialto Theatre; and that defendant Producers Labora- 
tories, Inc., has contracted with defendant Academy Pictures Dis- 


tributing Corporation for the manufacture, distribution, and sale 


of positive prints of said picture. In other respects they deny the 


material allegations of the complaint. The answers also set forth 
as a first affirmative defense that the word “Zombie” is a word in 
common use; that it was used as a part of titles of earlier literary 
and dramatic productions; that it has no secondary meaning; and 
that, therefore, plaintiff has no exclusive right thereto. As a 
second affirmative defense, they state that in September and Octo- 
ber, 1935, there were negotiations between plaintiff and defendant 
Academy Pictures Distributing Corporation looking towards the 
financing by plaintiff of a series of eight pictures which defendant 
Academy contemplated producing. That the “Revolt of the Zom- 
bies” was the second of eight pictures thus listed. That thereafter, 
although plaintiff knew the “Revolt of the Zombies” was being 
produced, and contracts for its exhibition were being entered into, 
no complaint was made until a short time prior to the commence- 


ment of the action, and that these acts constitute a waiver of and 
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estop plaintiff from setting up any rights it may have to the word 
“Zombie” in the title. As a third defense, the facts set forth in the 
second defense are alleged to constitute laches. 

The defendant Victor Halperin was not served with the sum- 
mons and complaint herein, and no answer was served or filed on 
his behalf. At the conclusion of plaintiff’s case, counsel for de- 
fendants Edward R. Halperin and Academy Pictures Distributing 
Corporation took the position that as a result the court had no 
jurisdiction over said defendant. However, it appears that the firm 
of Fitelson & Mayers, Esquires, in appearing in opposition to the 
motion for a preliminary injunction herein, named Victor Halperin 
in the initial paragraph of the answering affidavit of H. William 
Fitelson, Esquire, verified May 27, 1936, as one of the defendants 
for whom they were appearing. The cover on the answering 
affidavits is indorsed ‘“‘Fitelson & Mayers, attorneys for defendants 
except R.K.O. Film Bookings and Producers Laboratories.’ In 
connection with said motion for a preliminary injunction, said firm 
of attorneys appeared in open court for all of the parties defendant 
so mentioned in the answering affidavits, and thereafter submitted 
a proposed order in which, on page 2, there is the following: 

And after hearing .... H. William Fitelson in opposition thereto, on 
behalf ‘of all the defendants except R.K.O. Film Booking Corporation. 

The cover of said proposed order was indorsed ‘“Fitelson & 
Mayers, attorneys for defendants except R.K.O. Film Booking 
Corporation.” It will be noticed that the indorsement on the cover 
of the answering affidavits excludes two defendants whereas the 
cover on the proposed order excludes only one. That shows a con- 
sciousness respecting the defendants for whom said attorneys had 
authority to act, and argues against inclusion by inadvertence. 
The appearance of said attorneys in the manner aforesaid was an 
appearance on the merits, constituted a voluntary general appear- 
ance within the purview of Section 237 of the Civil Practice Act, 
was equivalent to personal service, and subjected the defendant 
Victor Halperin to the jurisdiction of this court. Braman vy. Bra- 
man, 236 App. Div. 164, 258 N. Y. S. 181; Franklin v. Lee, 233 





AMUSEMENT SECURITIES CORP. V. ACAD. PICTURES DIST. CORP. 699 


App. Div. 592, 253, N. Y. S. 620; Equitable Trust Company of 
New York v. Halim, 133 Misc. 678, 234 N. Y. S. 37. 


Facts 


“Zombie” is a name given by certain primitive, superstitious, 


colored peoples, particularly in certain sections of Haiti, to dis- 
interred human corpses endowed by sorcery with power to carry 
out in a mechanical way the wishes of the sorcerer. It is sometimes 
also applied to the supernatural power or essence which these 
superstitious practitioners believe may enter and reanimate the dead 
body. An article of the Penal Code of Haiti makes the practice of 
Zombieism a criminal offense. 

The setting of the picture “White Zombie” is an old town in 
Haiti. The story hinges upon the efforts of a master of the 
Zombies, that is, a sorcerer, who is supposed to have power to create 
and control Zombies, who has been enlisted on behalf of a white 
person competing unsuccessfully for the love of a certain young 
lady. The master, by the exercise of hypnotic powers, gives the 
young lady the appearance of death. She is then buried, disinterred 
by the Zombies under his control, and placed under his domination. 
Ultimately, the spell of the master is broken, the Zombies cease to 
carry out his orders, and the young lady is restored to her former 
self, 

By a contract made on July 15, 1932, Halperin Productions, 
Inc., Edward R. Halperin (incorrectly referred to in the title of 
this action as Edward J. Halperin), and Victor Halperin, the own- 
ers and producers of a talking photoplay named “White Zombie” 
for a substantial consideration which ultimately netted them about 
$80,000, assigned to plaintiff the exclusive right to distribute and 
exploit that picture throughout the world for a period of ten years. 
In that contract, the producers warranted that they were the owners 
of the play and of every element entering into its composition and 
production; that the play in no respect trespassed upon the rights 
of any one; and that they would indemnify and hold the assignee 


harmless if it did. In the grant to plaintiff of said rights in the 
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picture, there was specifically included “the right to reissue said 
motion picture or photoplay throughout the world.” The assignors 
further agreed that they would not at any time grant or attempt to 
give to any one “any rights .... which will in any manner derogate 
from or compete with the rights granted . .. . to Amusement 
Securities hereunder.” They further agreed “that no material 
used in said photoplay shall be used in any other photoplay or 
photoplays.”’ 

Plaintiff, about the same time that it obtained said exclusive 
distribution rights, arranged with United Artists Corporation to 
cooperate with it in the distribution of “White Zombie.” Large 
sums of money were spent by plaintiff and United Artists Corpora- 
tion in advertising and promoting the picture. All parties agree 
that it proved a large box office attraction and a financial success. It 
was widely played throughout the United States, in 1932, 1933, and 
1934, and was and is being produced in foreign countries. At the 
present time, plaintiff, by reason of a reassignment to it by United 
Artists, is the owner of the United States distribution rights to that 
picture, and has commenced reissuing it. 

On or about February 10, 1934, there was a conference between 
Edward R. Halperin, Victor Halperin, and their father, Robert L. 
Halperin, on the one hand, and a representative of plaintiff corpora- 
tion on the other. The result of it was that for a consideration of 
$5,000 paid by plaintiff to Robert L. Halperin, to whom there had 
been a mesne assignment by his sons of their rights in the contract 
of July 15, 1932, there were executed and delivered contemporane- 
ously four separate instruments. One was a contract between the 
plaintiff and Robert L. Halperin, whereby there were quit-claimed 
to plaintiff any and all rights which the said Robert L. Halperin 
had in “White Zombie” including “the title and story thereof.” The 
second instrument was a quitclaim assignment and transfer to 
plaintiff herein by Halperin Productions, Inc., of all of its rights in 
and to “White Zombie” including specifically ‘‘the title and story 
thereof.” The assignment was accompanied by a warranty to the 


effect that except for certain enumerated matters of no importance 
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in this litigation, the assignor had in no way encumbered the title 
with an encumbrance which was still in force. The third instru- 
ment was an assignment by Victor Halperin and Edward R. Hal- 
perin to plaintiff of all of their right, title, and interest of any 
nature in and to “White Zombie,” “together with the title and story 
thereof.” This assignment was accompanied by the warranty as to 
encumbrances identical with that contained in the assignment 
executed by Halperin Productions, Inc. The fourth instrument was 
a release executed by plaintiff, a copy of the essential part whereof 
reads as follows: 


That in consideration of the assignment dated February 10, 1934, 
signed by Victor Halperin and Edward R. Halperin, and other valuable 
consideration, receipt whereof is hereby acknowledged, the undersigned, 
Amusements Securities Corporation, a corporation, does hereby forever 
waive, surrender and release the said Halperin Productions, Inc., Victor 
Halperin and Edward R. Halperin, and each of them, from any warranties, 
representations, conditions, covenants, agreements, or agreements to defend, 
or any other agreements, made in the agreement of July 15, 1932, between 
Amusement Securities Corporation and Halperin Productions, Inc., Victor 
Halperin and Edward R. Halperin, relative to their rights or the title 
to the said motion picture photoplay titled and known as “White Zombie” 
including but not limited to all negative and positive prints and films of 
every kind and all sound track, as well as musical recordations and all 
additions and improvements in and to the said motion picture photoplay, 
together with the title and story thereof, as well as the motion picture, 
stage, radio, television, literary and other rights therein and thereto, 
including but not limited to any and all copyrights taken out or which 
may be taken out in the United States or elsewhere in and to said motion 
picture photoplay and/or the title and story thereof, or any claims or claim 
that has been made or may be made relative to the right or title to the 
aforementioned. 


In October, 1935, the defendants Victor Halperin, Edward R. 
Halperin, and Academy Pictures Distributing Corporation sub- 
mitted to plaintiff a list of eight tentatively named photoplays which 
they wished to produce seriatim. The first picture on the list was 
“The Thrill of a Century,” the second “Revolt of the Zombies.” 
Said defendants tried to interest plaintiff in financing their produc- 
tion. The negotiations on behalf of the defendants, mentioned were 
carried on by a Mr. Benjamin Solomon, their acknowledged 
representative. In the course of these negotiations, a proposed con- 


tract was prepared by plaintiff's attorneys. That instrument, had 


it been signed, would have created an obligation on the part of 
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plaintiff to finance merely the first of the eight pictures mentioned, 
which at the time bore the title “The Thrill of a Century” and 
would have given plaintiff certain optional rights with respect to the 
other pictures mentioned. However, it was never signed and plain- 
tiff was apprised in November, 1935, that the Halperins and Aca- 
demy had made financing arrangements with others. Said abortive 
transaction has been made the basis of a suit in the City Court of 
New York City, by plaintiff herein against the Halperins and Aca- 
demy as defendants. 

The facts hereinbefore set forth are fairly undisputed. The 
record contains proof entitled to credit, that plaintiff's representa- 
tive, in October, 1935, at the time of said abortive negotiations 
for financing, cautioned defendant Academy’s representative that 
they had no right to use the word “Zombie” in the title of the 
second of the list of eight pictures discussed tentatively entitled 
“Revolt of the Zombies”; that a discussion concerning the matter 
then took place; and that plaintiff's representatives stated that if 
the agreement proposed by plaintiff were entered into, it would give 
the prospective profits to be derived from it due weight in con- 
sidering whether to permit the use of the word objected to, but 
that it was not necessary to decide that then and there because the 
only picture seriously dealt with and whose production was then 
anywheres near the horizon was the first one on the list, namely, 
“The Thrill of a Century.” The defendant Edward R. Halperin 
denies that his New York representative, an officer of the defendant 
Academy ever relayed any such conversation to him, but admits 
that at that time the title “Revolt of the Zombies” was tentative 
and that he had four different stories to select from for use under 
that or a similar title. However, that representative who was called 
as a witness on behalf of defendants would not categorically affirm 
or disaffirm the conversation claimed by plaintiff, the substance of 
his testimony being that he had no definite recollection on the sub- 
ject. 

The one who agreed to finance the Halperins, after the deal with 


plaintiff fell through, was Producers Laboratories, Inc. After 
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financing arrangements had been completed, defendants Edward R. 
Halperin, Victor Halperin, and Academy proceeded with the pro- 
duction of “The Thrill of a Century.” It was renamed “I Conquer 
the Sea” before it was released. On March 9, 1936, they began 
producing “Revolt of the Zombies.” Plaintiff claims that it did 
not know of that fact until the middle of April, 1936, and did not 
see defendant Academy’s press book until about May 1, 1936. 
The picture was completed in California on or about April 20, 1936. 
Prints thereof were immediately shipped to New York City for dis- 
tribution. Producers Laboratories, Inc., has not only financed the 
production of “Revolt of the Zombies,” but has also done the lab- 
oratory work thereon and manufactured the positive prints thereof, 
and is the central point for distributing such prints to various dis- 
tributors. 

The defendant Academy, in June, 1935, entered into a contract 
with defendant Melbert Pictures, Inc., a corporation engaged in 
distributing motion pictures in the Metropolitan District of New 
York, including Northern New Jersey, for the distribution of the 
projected photoplay “Revolt of the Zombies” in that area. In that 
contract Academy expressly reserved the right to change the name 
of the picture prior to releasing it. Melbert Pictures has been 
distributing press books and has engaged in other advertising of 
“Revolt of the Zombies” to the trade. Two of the exhibitors booked 
by it, one in New York City and the other in Newark, N. J., were 
exhibiting the said picture during the course of the trial, the others 
have been notified not to play it. 

The defendant Midtown Theatres Corporation is the owner of 
the Rialto Theatre located at 42nd Street, corner Broadway, New 
York City. It, pursuant to a contract with defendant Melbert, has 
been and is now exhibiting the picture “Revolt of the Zombies’ at 
its said theatre. The exhibitions commenced on May 28, 1936. On 
May 14, 1936, plaintiff sent Midtown a warning letter. 

The defendant Ameranglo Corporation is a New York corpora- 
tion engaged in selling distribution rights to American pictures in 


foreign countries. In June, 1935, it entered into a contract with 
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defendant Academy, whereby Ameranglo would, as sales agent for 
Academy, obtain foreign distribution for certain pictures produced 
by Academy, among them, the “Revolt of the Zombies.” Acting 
in that capacity, it had obtained in August, 1935, on behalf of its 
principal, a contract with Pathe Pictures, Limited, of London, 
England, for the distribution of “Revolt of the Zombies” in Eng- 
land, and has also been conducting negotiations for its distribution 
in several other countries. The negatives of “Revolt of the Zombies”’ 
were not shipped to England until some time in April, 1936, 
and the picture has not yet been trade-shown there. The law of 
England bars exhibition prior to trade-showing. There is evidence 
that the law is frequently disregarded; but none that the picture 
has actually been shown there. The agreement with Pathé ex- 
pressly excludes any warranty as to the “availability or right to 
use of the title.” 

Pursuant to the stipulation of the attorneys representing the 
respective parties, I viewed exhibitions of “White Zombie” and 


“Revolt of the Zombies.” It appears, and the fact is abundantly 
confirmed by the evidence in the record, that the two motion pictures 
differ as to theme, subject matter, locale, and in many other re- 
spects. They are similar in that they both have the word “Zombie” 
in their titles, and in that they involve characters termed “Zombies.” 
However, in “White Zombie,” the Zombies are disinterred dead 
persons revived by the spell of a master; while, in “Revolt. of 


the Zombies,” they are living persons subjected to the hypnotic 
spell of a master. 


Right to Use of Word “Zombie” 


It is argued by defendants that the word “Zombie” is a descrip- 
tive one and does not lend itself to exclusive appropriation by any 
one. I am not satisfied that the word “Zombie” is a purely de- 
scriptive word in the sense employed in the trade-mark decisions. 
It is true that words which describe certain subject matter or some 
feature or function thereof are not available as trade-marks. Yet, 
some descriptive words are available as trade-marks. In Le Blume 
Import Co. v. Coty, 293 F. 344, the Circuit Court of Appeals for 
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the Second Circuit upheld Coty’s trade-mark “Origan” as applied to 
toilet preparations. ““Origan” is an old English name of a plant not 
common in the United States. The use of the word had in the 
United States for many years been confined to druggists and 
botanists. The court held that a word which is not in common use, 
and is unintelligible and nondescriptive to the general public, al- 
though it may be known to linguists and scientists, may properly 
be regarded as arbitrary and fanciful, and capable of being used as 
a trade-mark or trade-name. Said the court (page 358): 


That a word which is not in general or common use, and is unintelligible 
and nondescriptive to the general public, although it may be known to 
linguists and scientists, may properly be regarded as arbitrary and fanci- 
ful, and capable of being used as a trade-mark or a trade-name. 


The word “Zombie” is one which until recently was used only 


by some obscure primitive peoples and was known only to the 
few travelers who made studies of these peoples. Concededly, it 
has never, prior to its use in the title “White Zombie,” appeared 
in the title of any motion picture. It was first used in the United 
States in the title of a play published in 1929, but not produced, 
and also in the title of a play which was produced for about two 
weeks in the Biltmore Theatre in the spring of 1932, but neither 
the first publication of 1929 nor the play produced in the spring of 
1932 gained any public favor or gave the word “Zombie” any real 
currency. The word did not appear in the editions of Webster’s 
New International Dictionary prior to 1935. The various editions 
of Funk & Wagnall’s Dictionary define the word “Zombie” as “a 
phantom or ghost.” The first comprehensive definition of the word 
appears in the 1935 unabridged edition of Webster's New Inter- 
national Dictionary, as follows: 


Zombi—also Zombie—plural—bies. Kongo “Zumbi”—fetish. 

(a) Orginally in West African voodo cults, the deity of the python; 
hence in Haiti and the southern United States, the snake deity of voodo 
rite. A hierarchy is sometimes recognized of the grand Zombi and various 
lesser zombis, 

(b) The supernatural power or essence which it is believed may enter 
into and reanimate a dead body; also, a corpse so reanimated. 

A Zombi .... is a soulless human corpse, still dead, but taken from 
the grave and endowed with a mechanical semblance of life—it is a dead 
body, which is made to walk and act and move as if it were alive. 

W. B. Seabrooke 
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Zombiism—Belief in the zombi; also, practice of the rites performed in 
connection with the worship of the Zombi. 

Defendant’s witness Mooney admitted that the word had no 
general meaning in the English language and that not one person in 
100 knew what it meant. Defendant’s witness Crawford, also an 
expert of many years’ experience in the moving picture business, 
said that he did not know what a “Zombie” was. It might, there- 
fore, be seriously urged that the word “Zombie” is subject to ap- 
propriation as a trade-name. 

However, plaintiff does not base its claim in the premises upon 
the Trade-Mark Law (15 U.S. C. A. § et seq.). It is predicated 
upon alleged unfair competition which as to defendants Halperin 
and their instrument, Academy, is aggravated by a violation of a 
contractual duty as well. 

Where a party to an action seeks to invoke the aid of a court 
on the ground of unfair competition, the burden is upon him to 
prove that he has certain property rights entitled to protection; 
that defendants compete with or otherwise affect adversely those 
rights; and the defendants’ conduct is unfair in the sense that it 
seeks to use or appropriate plaintiff's fame, celebrity, or good-will 
for personal advantage. 

A careful consideration of the voluminous record herein has led 
to the conclusion that the play “Revolt of the Zombies” competes 
unfairly with the plaintiff's play known as “White Zombie.” 

Although the defendants have challenged the accuracy of plain- 
tiff’s principal witness that “White Zombie” has thus far had a 
box office gross of close to $1,750,000, there is no question but that 
the essential part of that witness’ testimony in the record of “White 


Zombie” is true, namely, that substantial sums of money running 


into many thousands of dollars have been spent by plaintiff and 
United Artists Corporation in advertising and creating good-will 
for the photoplay “White Zombie,” and that it has enjoyed a wide- 
spread popularity throughout the United States and in foreign 
countries, making the name “White Zombie,” and particularly the 
word “Zombie” therein widely and favorably known, and associat- 


ing it in the mind of the public with the character of a play in which 
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“Zombies,” i.e., dead persons endowed with the power of mechanical 
action subject to the will of a master mind form the main-spring 
of action and background in the play, and has yielded substantial 
profits to the owners. Confirmation of that fact is to be found in 
the advertising of defendant’s play “Revolt of the Zombies” which 
contains the following: 


Pre-sold to the public through their remembrances of “White Zombie”; 


pre-sold to the exhibitor through the never-to-be-forgotten profits of 
“White Zombie.” 


Following in the million dollar profit tracks laid down by “White 
Zombie.” 

Although there was considerable clash of opinion among the ex- 
perts testifying on the subject, I am satisfied that the play “White 
Zombie” has substantial value as a reissued photoplay. The record 
shows that, while the reissue of a photoplay is like the original 
issue, a speculative matter, a considerable number of reissues have 
proved successful and lucrative. It was pointed out that very often 
the success of a reissue is attributable to special factors, such as the 
popularity and renown of a particular member of the cast. De- 
fendants’ experts were obliged to admit that Bela Lugosi, who took 
the principal part in “White Zombie,” and one Karloff are the two 
outstanding stars now playing the principal parts in horror pictures 
going to voodooism and other primitive superstitions for their source 
material and themes, and that Bela Lugosi who attained great 
popularity in playing the leading parts in the successful photoplay 
“Dracula,” as well as in ‘““White Zombie,” has a great appeal to that 
part of the public which likes plays of that character. It would 
seem, therefore, that while it is not possible to appraise with any 
degree of certainty the returns which “White Zombie” would yield 
as a reissue, were it not for the appearance of “Revolt of the 
Zombies,” it may be fairly concluded that were it not for that com- 
petition, “White Zombie’? would constitute a valuable property 
right. 

“White Zombie,” it should be borne in mind, has other than re- 
issue rights. It is still being exploited by United Artists on behalf 
of plaintiff in foreign countries where it apparently has not yet ex- 
hausted itself as a first issue, and there is the possibility of plain- 
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tiff’s developing a sequel under the same or a similar name as was 
done in the case of “The Gold Diggers.” 

That “Revolt of the Zombies” competes with “White Zombie” 
hardly requires any extended analysis. In foreign countries they 
will presumably compete for the same theatres. In the United 
States, while “White Zombie,’ as a reissue would likely be plaved 
in no less than 3,000 of the 10,000 available theatres, that is, those 
of the 15,000 in the United States in which it has not yet been 
played, it would in attempting to book those theatres meet with 
competition from “Revolt of the Zombies,” and even if the two are 
played in different theatres in the same locality, there is apt to be, 
by reason of the similarity of titles, and some of defendants’ adver- 
tising which is taken from and fits ““White Zombie” rather than 
“Revolt of the Zombies,’ confusion of identity of the play in the 
minds of the theatre-goers, and damage to “White Zombie.” “‘Re- 
volt of the Zombies’”’ having been advertised as a sequel to “White 
Zombie” destroyed plaintiff's opportunity to develop a real sequel 
to it. 

Even some of defendants’ witnesses have admitted that the word 
“Zombie” is the dominant or all important word in the title “Revolt 
of the Zombies,’ and that it acquires that dominance and impor- 
tance by reason of the wide and favorable publicity which the 
word acquired as the result of its association with the title “White 
Zombie”’ in the minds of the public by reason of its successful and 
widespread showing. ‘The word “Zombie’’ has thus, in the eye of 
the law, acquired a secondary meaning, that is, one suggestive of 
the particular play, “White Zombie.” By reason of the presence 
of this word in both titles, there is considerable likelihood that the 
two photoplays will be confused, and that defendants under a color- 
able imitation of plaintiff's title will appropriate the good-will in- 


herent in that name. In fact, one newspaper commentator actually 
referred to defendants’ picture as “White Zombie.” 


The possibility of confusion arising from similarity of names 
is not all, however. Defendants have designedly enhanced that 
possibility many-fold. They have avowedly set out in other ways 


to encroach upon and capitalize for their own advantage the good- 
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will inherent in plaintiff's photoplay in a most unconscionable man- 
ner. They have, in advertising “Revolt of the Zombies,’ repro- 
duced striking cuts and important advertising material almost 
identical with that used in advertising ““White Zombie.” In most 
of the posters the words “White Zombie’”’ appear in heavy or other- 
wise prominent type calculated to catch the unwary eye which 
looks only at headlines and nothing else. In one poster they stand 
out more boldly than “Revolt of the Zombies.” The defendants’ 
witness Crawford stated that a comparison of some of the adver- 
tising material used in both plays shows “clearly, certainly” that 
some of the “White Zombie” advertising was used for the “Revolt 
of the Zombies.’’ Although the “Revolt of the Zombies” has abso- 
lutely nothing to do with Haiti, and none of its action takes place 
there, nevertheless in advertising it, defendants quote article 249 
of the Penal Code of Haiti, forbidding and penalizing the prac- 
tice of Zombieism in the same fashion that that article is quoted 
and publicized in the “White Zombie” advertising. There is no 
digging up of dead natives in “Revolt of the Zombies” as there is 
in “White Zombie.”” Nevertheless, the “Revolt of the Zombies,” 
advertising falsely, says: 

Once more audiences are taken to Haiti where the Penal Code pro- 


vides death for those who make a practice of digging up so-called dead 
natives and bringing them back to life to enslave them in the sugar mills 


and plantations. 
Similarly, it speaks of a “Recreated role of Murder’’—a charac- 
ter in “White Zombie,’ when there is no such réle in the “Revolt 
of the Zombies.” The latter picture is advertised as a “‘sequel’’ to 
“White Zombie.” Sequel is commonly defined as “a continuing and 
concluding portion as of a story, a final chapter or the like.” “Re- 
volt of the Zombies” is, strictly speaking, by reason of the differ- 
ences hereinbefore set forth, not a sequel of “White Zombie.” 
There is no link between the two stories either in the way of theme 
or identity of characters developed. Even the word “Zombie’’ has 
a different meaning in the two photoplays. The record shows that 
the press book of “White Zombie” was copyrighted, and one of 


defendants’ expert witnesses stated that he, as an advertising man, 
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would refrain from using any copyrighted matter, but the primary 
defendants openly and brazenly have sought to and have appro- 
priated to their own use some of this advertising matter which for 
a valuable consideration they sold to plaintiff, and have sought in 
every way to use such substance and fame as inhere in “White 
Zombie” for introducing and passing off its play to the public, un- 
der a false guise and without regard to the effect which that type 
of confusing advertising might have upon the business which plain- 
tiff has built up and which is known as “White Zombie.” 

Defendants have not offended in announcing to the world that 
their play was produced by the same organization which produced 
“White Zombie.” That is a truth and they have a right to state 
it. The essence of their offense lies in a studied simulation of a 
business name which has acquired special significance by reason 
of its wide association in the minds of moving picture goers with 
a successful photoplay—plaintiff’s play—in short a name which 
has come to symbolize good-will and in the use of advertising mat- 
ter belonging to plaintiff and fitting plaintiff's play and not defend- 
ants’ as a means of decoying some of the good-will which “White 
Zombie” has. The story of “Revolt of the Zombies” and its epi- 
sodes are unlike “White Zombie.’’ The guise is too much the same. 
This unfair conduct appears all the worse in the case of the Hal- 
perins and those privy to them, in that it constitutes a plain effort 
to reach out and whittle down something previously granted by 
them for which they have received substantial consideration. 

We thus have here all of the elements which the law considers 
necessary to make out a case of unfair competition. National 
Picture Theatres vy. Foundation Film Corporation, 266 F. 208 (C. 
C. A. 2nd, 1920) [10 T.-M. Rep. 385]; Underhill v. Schenck, 238 
N. Y. 7, 148 N. E. 773, 88 A. L. R. 803 [12 T.-M. Rep. 209]; 
Warner Bros. Pictures, Inc. v. Majestic Pictures Corporation, 70 
F. (2d) 310 (C. C. A. 2nd, 1934) [24 T.-M. Rep. 263]; Eureka 
Production, Inc. v. Intimate Theatres, Inc., 248 App. Div. 692, 288 
N. Y. S. 1116. See, also, discussion in Maison Prunier v. Prunier’s 
Restaurant & Cafe, Inc., 159 Mise. 551, 288 N. Y. S. 529. 
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In National Picture Theatres vy. Foundation Film Corporation, 
plaintiff by mesne assignments became, in December, 1919, the 
owner of a motion picture play entitled “Blind Youth’ based upon 
a dramatic composition by the same name copyrighted in June, th 
1919. While the moving picture was in process of production, de- 
fendant advertised its intention to produce a picture play to be 
known as the “Blindness of Youth” based on a French play, which 


ii 


was dissimilar as to subject-matter and incidents, except that both iN 
dealt with misadventures incident to youthful inexperience. There, 
the Appellate Court, in reversing an order denying the motion for 
{ preliminary injunction, pointed out that though the name as such 
| is not protected by the Copyright Act and may be of such character 
that it is not eligible as a trade-mark, the owners of a play which 
has become favorably known to the public through the efforts of 
the owners and those to whose rights they have succeeded, is a 
business unit, a property right, of which the title forms an integral 
part, and that an unfair attack upon that property, no matter at 


which sector it is directed, will not be tolerated by a court of 





equity. 

In Warner Bros. Pictures, Inc. v. Majestic Pictures Corporation, 
supra, it was held that plaintiff, the owner of a picture play, “The 
Gold Diggers,” and of a sequel, the “Gold Diggers of Broadway,” 
was entitled to an injunction against a competitive play under the 
name “Gold Diggers of Paris.’ The reasoning of that case is simi- ti 
lar to that of National Picture Theatres v. Foundation Film Corpo- 
ration, supra. 

The court’s reply to one of the arguments by defendant in 
Warner Bros Pictures, Inc. v. Majestic Pictures Corporation applies 
with great force in the present case. It was there contended that 
the motion play called “Gold Diggers of Broadway” had run its 
course and had spent itself, and that, therefore, the name “Gold 
Diggers” as applied to a play became common property, and that 
plaintiff had no more exclusive right to it as used in the sequel 
“Gold Diggers of 1933” than had defendant in calling his play 
“Gold Diggers of Paris.’”’ The same argument has been made in 


the instant case. The court there in rejecting that argument held 
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that because the words “Gold Diggers” had become associated in 
the minds of the public as descriptive of the play of which Avery 
Hopwood was the author, there was the same reason for protecting 


complainant in their use in a new production based upon the old 
play as there was in the protection accorded to a common-law trade- 
mark of a clothing manufacturer who puts out a new style under 
the old trade-mark. Consequently, there is in the present ¢ase to 
be considered not only the reissue value of ““White Zombie” but 
plaintiff's rights to put out a sequel or new version with the domi- 
nant word “Zombie” forming part of the title. 

In Eureka Productions v. Intimate Theatres, Inc., supra, an in- 
junction was sought to restrain the use of the word “Eestasy” 
as part of the title of the photoplay “Ecstasy of Young Love” by 
the owner of the photoplay “Ecstasy” never before shown in the 
United States. The Appellate Division reversed an order denying 
the motion for a temporary injunction and granted the motion. 

The position of the plaintiff here is stronger in an important 
respect than that of plaintiffs in National Picture Theatres v. Foun- 
dation Film Corporation, and Warner Bros. Pictures, Inc. v. 
Majestic Pictures Corporation, supra, as regards the Halperins 
and those who stand no better than they, because it has standing not 
only by reason of the good-will appertaining to the play “White 
Zombie” and the unfair competition therewith, but also by reason 
of the contractual right to the exclusive use of the title, theme, and 
subject-matter and the other elements constituting the photoplay 
“White Zombie” which it derived from the Halperins. By the 
agreement of July 15, 1932, the defendants Halperin and Halperin 
Productions, Inc., granted to plaintiff for a period of ten years 
all rights in the picture “White Zombie,” including specifically 
“the right to reissue said motion picture or photoplay throughout 
the world.” They further agreed not to grant, or attempt to grant 
to anyone any right “which will in any manner derogate from or 
compete with the rights granted plaintiff,’ and “that no material 
used in said photoplay shall be used in any other photoplay or 
photoplays.” Subsequently, on February 10, 1934, assignments 
were for additional consideration executed by Robert L. Halperin, 
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Edward R. Halperin, and Victor Halperin and Halperin Produc- 

tions, Inc., whereby they transferred to plaintiff complete title to 

the photoplay “White Zombie” and specifically included “the title 

and story thereof’ in the transfer. : 
Defendants now seek to impeach that title and to justify their 

conduct first by saying that others have used the word “Zombie” as 


jl ga Nate 


the title of a literary production before it was used as the title of 
the photoplay which they sold for sums totalling in excess of $80,000 
to plaintiff, second, by arguing that the title being descriptive is 
not a property right of which the court will take cognizance, and, i 
third, that if any restraint was created by the agreement of July 15, 
1932, defendants have been freed from that restraint by virtue of 
the provisions of the release which was delivered to them by plain- 
tiff simultaneously with the execution and delivery of said three 
other instruments on February 10, 1934. 

The argument that there are or may be others who have better 
rights than plaintiff is not entitled to serious consideration. As 
was well said by the court in National Picture Theatres v. Founda- 
tion Film Corporation, supra, 266 F. 208, at page 211, in answer to 
this claim based upon an identical state of facts: 


The court below rightly gave no weight to the defense based on if 
Byers’ registration of a play, named as is defendant’s. Whatever may be 
Byers’ rights, unfair competition is a trespass, and no trespasser can 
justify by setting up the right of one to whom he is a legal stranger. f 


ca a i Aer EMRE « a 


Similarly, defendants in this case may not seek shelter in any oN 
: rights which any stranger to this proceeding may have. That is 
particularly appropriate if we bear in mind the representations as 
to title contained in the agreement of July 15, 1932, between de- 
fendants Halperin and plaintiff, on the strength of which plaintiff 
was induced to part with a substantial consideration as well as de- ae 
fendant Edward R. Halperin’s letter to S. S. Krellberg and plaintiff 
dated October 15, 1932 (Plaintiff's Exhibit 26). 


As to Property Rights—Release—E stoppel—Laches 





We come now to the argument that the title “White Zombie” 


was not of a character which would enable one to acquire a property 
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right therein worthy of the protection of a court of equity, and 
that plaintiff, as the assignee of defendants Halperin, has no greater 
standing than they had originally. The answer is simply that de- 
fendants Halperin and those who stand with them are not in a 
position to urge this contention. They have in return for a large 
sum, purported to transfer certain things described in that contract 
as valuable rights. They will not be heard to say that their act of 
grant was a nugatory gesture. They will not be permitted to take 
back without consideration and contrary to the interests of their 
grantee anything which will tend to minimize that grant. They 
have assigned to plaintiff, not only the play “White Zombie,” but 
also specifically the title thereto, the material used in its production 
and distribution, and the reissue rights. Plaintiff's efforts and ex- 
penditures have added value thereto. Defendants will not, in deroga- 
tion of their grant, be now permitted to subject that title and the 
play it identifies to a course of conduct on their part which may 
diminish its value and conflict with its reissue and other potentiali- 
ties. See Underhill v. Schenck, supra, 238 N. Y. 7, at page 14, 143 
N. E. 778, 83 A. L. R. 303. 

It may be admitted that the words “materials used’ and the 
other language in the assignments should not be given an interpreta- 
tion which will put one of the parties at the mercy of the other. 
In other words, they should not be construed so as to exclude for 
example the defendants from producing a photoplay having to do 
with voodooism. The words should be given a meaning consonant 
with the intention of the parties as gathered from the entire. instru- 
ment and from the circumstances surrounding its execution, and 
no restrictions upon defendant should be drawn therefrom which 
are not necessary for or strickly commensurate with the protection 
required to assure plaintiff the full and proper enjoyment of the 
property rights transferred to it. Bearing these principles in mind 
and admitting that certain situations might present difficulty in 
applying them, there can be little doubt but that the conceded lifting 


of a good deal of the advertising material used in promoting “White 


Zombie” and using it in advertising “Revolt of the Zombies,” and 
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the title “Revolt of the Zombies” constitute unfair competition and 
are an encroachment upon the prior grant. 

It is claimed by defendants that, by the release (Plaintiff’s Ex- 
hibit 33, but first offered in evidence by defendants), delivered on 
February 10, 1934, running from plaintiff to defendants Victor 
Halperin and Edward R. Halperin, all rights that the plaintiff 
might have had under the agreement of July 15, 1932, have been 
completely wiped out. I am unable to agree with that contention. 

We shall disregard the technical consideration that the affirma- 
tive defense of release was not pleaded and will consider the plead- 
ings amended in that respect to conform to the proof. Both sides 
to the controversy offered the instrument in evidence. It is before 
the court. The case was tried at great length. The record, exclu- 
sive of the numerous exhibits, contains more than 1,000 pages of 
testimony. It would be unjust to do otherwise. Marine Trust Co. 
of Buffalo v. Willis, 240 App. Div. 176, 269 N. Y. S. 204. Turn- 
ing to the merits of the plea and examining carefully the release, 
which was drawn by the attorney for Robert L. Halperin, we see 
that it is drawn inartistically. We can, nevertheless, arrive at a 
reasonable construction thereof by applying the well-established 
principle that an instrument is to be construed in a reasonable 
manner and where ambiguous against the draftsman. Reading the 
instrument in the light of the foregoing considerations, I conclude 
that the instrument released Halperin Productions, Inc., Victor Hal- 
perin, and Edward R. Halperin only from such warranties or other 
agreements or undertakings contained in the agreement of July 15, 
1932, as relate to representations made or convenants entered into 
concerning their right or title to the motion picture “White Zom- 
bie,” and to any claims which have been or might be made arising 
from any such warranties. It does not in any way subtract from 
or minimize the grant theretofore made. If it is borne in mind that 


long prior to the execution of the release the two Halperins and 


Halperin Productions, Inc., by an assignment dated July 29, 1932. 


“=e 


transferred all of their right, title, and interest in and to the agree- 
ment between them and plaintiff, dated July 15, 1932, to Robert 


I.. Halperin, father of the two Halperins, it can hardly be con- 
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tended that the release was intended to do anything more than 
create a bar to any action based upon warranty of title. It was not 
intended to and did not release them from their covenant not to use 
any of the material used in “White Zombie” in any other photoplay. 
But be that as it may, the grants contained in the agreement of 
July 15, 1932, retain their full force and effect even if all the 
covenants and warranties are erased and cease to have any force 
or effect. ‘Those grants were reiterated in the instruments drawn 
up on February 10, 1934, and such grants even though they be 
unaccompanied by any restrictive covenant create a duty to refrain 
from doing the things which defendants have done here. That 
obligation is sometimes based upon the principle that a man may 
not derogate from his own grant sometimes deemed the result of 
an implied contract to abstain. Trego v. Hunt, L. R. [ 1896] A. C. 7. 
One who has sold the good-will of a business may even in the 
absence of a restrictive covenant be restrained from trespassing 
upon that good-will. P. J. Tierney Sons, Inc. v. Tierney Bros., 
Inc., 180 Mise. 428, 224 N. Y. S. 144, and cases cited therein. In 
the Tierney case, supra, the defendants whose family name was 
Tierney, were restrained in the absence of such a covenant from 
using the name Tierney as part of a business name in unfair compe- 
tition with their assignee to whom they sold the stock of plaintiff 
corporation. 

Defendants contend that the court is barred from considering 
the contracts and assignments whereby plaintiff acquired its rights 
to “White Zombie” from the Halperins because no action for breach 
of contract is pleaded and no effort was made to amend the com- 
plaint in that respect. Were it vital to a just disposition of this 
case, I would be minded to consider the complaint amended by 
simply restating as a second cause of action the identical facts 
therein now set forth and adding thereto the legal conclusion that 
they constitute a breach of contract. Sections 105, 245-a, 432, 
Civil Practice Act; rule 166, Rules of Civil Practice; Gallagher v. 
Perot, 122 Misc. 845, 202 N. Y. S. 441; Wilson v. Moon, 240 App. 
Div. 440, 270 N. Y. S. 859. Particularly in the light of defendants’ 
offer of the release. However, such amendment is not indispensa- 
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ble. The contracts and assignments are properly before the court 
as evidence and a measure of the rights which plaintiff acquired 
from the Halperins. No objection was made at the trial that 
they were not properly pleaded. Defendants were neither sur- 
prised nor prejudiced by their introduction. It is true plaintiff 
has not in its complaint stated the conclusion of law which it might 
have, that the facts set forth as to the defendants Halperin and 
their privies make out not only a case of unfair competition but also 
a breach of contract. But while that might prevent the court from 
concluding that plaintiff has made out a separte cause of action 
for breach of contract, it does not preclude the court in dealing 
with the one cause stated in the complaint—that of unfair com- 
petition—from considering all the circumstances brought out upon 


the trial, and one of these circumstances 





and an important one— 
is that the defendants Halperin specifically sold to plaintiff for 
a substantial consideration the very title and advertising matter 
they now seek to simulate. 

Laches is no defense in a case where a cause based upon unfair 
competition is established. Laches, used in the sense of mere delay, 
is available as a defense only in actions lying in equity’s exclusive 
jurisdiction, not where equity comes to the aid of a legal right. 
Rosenberg v. Rosenthal, 135 Misc. 282, 238 N. Y. S. 62, and cases 
there cited. 

The facts herein do not make out the defense of estoppel. It is 
undisputed that in October, 1935, there were negotiations between 
plaintiff and defendants Halperin in the course of which it was 
brought to plaintiff's attention that defendant Halperin contem- 
plated producing a series of plays and that the tentative title of 
one of them was “Revolt of the Zombies.” The record supports 
plaintiff's contention that at that time plaintiff complained to de- 
fendant Academy’s acknowledged representative concerning the use 
of the word “Zombie” in-the second play mentioned, and that the 
matter was thereafter left in abeyance because the negotiations 
were concerned primarily and almost entirely with the financing of 
the first play mentioned in the list of eight which was submitted, 


namely, “The Thrill of a Lifetime,’ the production stage of the 
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other plays being considered remote at the time of said negotia- 
tions. The record further shows that quite frequently the title 
given plays, either tentatively or while they are in work, is changed 
before they are released. For example, the first of the list of eight 
plays which was submitted during said negotiations and which at 
the time was entitled “The Thrill of a Century” was released under 
the name “I Conquer the Sea.”” The financing negotiations between 
plaintiff and defendants Halperin proved abortive and plaintiff was 
apprised in November, 1935, that the Halperins were making or 
had made another deal. There is proof that plaintiff's representa- 
tive had no knowledge that “Revolt of the Zombies” was being pro- 
duced until he had seen a large advertisement thereof in the trade 
press in April, 1936, and that he did not see the “Revolt of the 
Zombies” press book until about May 1, 1936. He warned a rep- 
resentative of Melbert on meeting him in April not to take up the 
picture for distribution. Testimony on behalf of defendants was 
given to the effect that there were previous advertisements in other 
trade publications announcing that the picture was in the process 
of production. They had begun filming the play on March 9, 
1936. Plaintiff’s representative denied having seen any of these 
notices. But even if he had, he was under no duty to assume that 
defendants after they had been cautioned concerning the proposed 
title would persist in using it and release the finished picture under 
it, when in its contract with distributors which had been shown 
plaintiff, it reserved the right to change the title. It also appears 
that when plaintiff's manager discovered in April last, that the 
picture was about to be released, the brother of said manager, one 
of the counsel for plaintiff and familiar with its affairs, was in 
London. This is corroborated by defendants’ witness, Barrett, 
who met him there at the time. After the return of said attorney 
from England, letters of warning were sent to defendants Academy, 
Midtown, and Melbert. That was in the middle of May, 1936. The 


action was begun by the service of process on May 25 and 26, 1936. 


There would seem to be nothing in this conduct on the part of 


plaintiff to estop it from asserting such rights as it may have. In 


Rosenberg v. Rosenthal, supra, plaintiff had delayed much longer. 
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Nevertheless, it was held that he was not estopped from setting up 
his rights and obtaining equitable relief in the form of an injunc- 
tion. 

In Hogg v. Scott, R. L. 18 Eq. Cas. 444, the defendant Scott in 
1868 wrote and published a work entitled “The Orchardist.” Fle 
had pirated and embodied therein much from plaintiff's book called 
“Fruit Manual.” In October, 1869, plaintiff wrote for and ob- 
tained a copy of defendant’s book. He only glanced at one chapter. 
But the court assumed for the purposes of the case that he had 
read it all. In 1872-73, defendant published a second enlarged edi- 
tion of “The Orchardist,’ which contained the piracies of the first. 
In August, 1873, suit was brought to enjoin the printing and selling 
of “The Orchardist,’ for damages for an accounting. In holding 
that plaintiff was entitled to relief, the court disposed of the argu- 
ment that plaintiff was barred because for a considerable time he 
stood by and permitted the defendant to incur expenses, by holding 
that the mere omission to take any proceedings at law or in equity 
for a time is not in itself an encouragement to defendant amounting 
to an equitable bar to the protection of a legal right, and that plain- 
tiff's knowledge that the defendant was advertising and selling his 
work did not amount to that description of acquiescence in the de- 
fendant’s dealing with the subject-matter which must be taken 
to deprive the plaintiff of the help of a court of equity as from any 
given time. 

I am accordingly constrained to find that plaintiff is entitled to 
injunctive relief, damages, and an accounting for profits, together 
with the costs and disbursements of this action. The defendants 
and each of them, their respective officers, agents, servants, and em- 
ployees and others acting for them, or any of them, should be for- 
ever enjoined and restrained from manufacturing prints, distribut- 
ing, releasing, advertising, publicly exhibiting, trading in, or licens- 
ing or permitting others to do any of the foregoing as regards the 
motion picture entitled “Revolt of the Zombies’ in its present, or 
any amended or changed form so long as it bears the title “Revolt 
of the Zombies” or any other title of which the word “Zombie” or 


any simulation thereof forms a part, and from using or exhibiting 
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any posters or other advertising containing cuts, slogans, headlines, 
or other similar material taken from “White Zombie’ or tending to 
identify “Revolt of the Zombies” with it or stating that “Revolt of 
the Zombies” is a sequel to “White Zombie.” 

All of the defendants are participating actively in making pos- 
sible the financing, producing, advertising, distributing, and ex- 
hibiting of “Revolt of the Zombies’—some in one capacity, some 


in another or others. They had knowledge of the contents of the 
press book and other projected advertising of ‘Revolt of the Zom- 
bies.” That advertising was sufficient to put them on notice that 
the good-will appurtenant to “White Zombie” was being exploited 
for the benefit of the new picture from which they were all seeking 
to profit. Prudence should have prompted them to inquire whether 
the owners of “White Zombie” had consented. If they failed to do 
so, they were proceeding at their peril. The unfair competition 
now conducted against ““White Zombie” is the common result of 
which they together constitute the producing cause. They should 
answer in damages for the injury done. The amount thereof which 
plaintiff may recover is fixed in the sum of $7,500. 

The situation here is such that proof of damages with any degree 
of accuracy is not to be expected. That, however, is no ground for 
denying damages where they have accrued, particularly as there 
is evidence in the record on the amount of damage plaintiff has sus- 
tained. See Underhill v. Schenck, supra, 288 N. Y. 7, at page 
17, 148 N. E. 773, 88 A. L. R. 303, where the court, also dealing 
with a moving picture case pointed out that damages resulting from 
unfair competition can seldom be traced with even approximate 
precision, and that nevertheless that is not a reason for denying 
them. 

With respect to the accounting for profits, plaintiff may have an 
interlocutory judgment providing for a hearing before me at a 
convenient time to the parties to take proof with respect thereto. 

The motion to strike out the evidence of Ligon Johnson is de- 
nied, and all motions to dismiss the complaint are denied. 

The findings have been passed upon. Submit decision and judg- 
ment on one day’s notice. 
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DeEcISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Mackin, F. A. C.: Held that applicant is not entitled to 
register either the word “Adressandexall’”’ or the word “Address- 
allpress,” or the word “Addressall” as a trade-mark for addressing 
machines, stencils, printing apparatus, etc., in view of the prior 
use and registration under the ten-year clause of the Act of 1905 
by opposer of the term “Addressograph” as a trade-mark for the 
same goods. 

The ground of the decision is that the marks sought to be 
registered are so similar to the registered mark that confusion in 
trade would be likely from their concurrent use. 

In his decision, after noting the argument of the applicant that 
the word “Addressograph’”’ is generic and that the opposer seeks to 
prevent the applicant from having a telephone listing adjacent to 
the opposer’s name and that the applicant is desirous of having a 
listing preceding or following opposer’s name, and that the opposer 
should not be permitted to monopolize the word “Address” as a pre- 
fix for any name which may be selected for an addressing machine, 
and after referring to the testimony as showing the activities of the 
two parties, the First Assistant Commissioner said: 

Whether the word “Addressograph” has come to have a secondary 
meaning tantamount to being generic is not a condition of which applicant 
may be heard to complain. The opposers have their mark registered under 
the ten-year clause and it is not proper to consider here whether or not 
it is descriptive, or whether words like it are descriptive. It is, so far as 
the Patent Office is concerned, an established, registered mark, and attempts 
to register marks confusingly similar to it for use on goods of the same 
descriptive properties must be determined by comparison of the words, 
and consideration of whether or not there is likelihood of confusion in 
the light of the circumstances. 

Then after referring to the statements of the Examiner of Trade- 
Marks in his decision that parties purchasing the products of the 
parties would look to the dissimilarity of the marks rather than 
to their similarities, he said: 

Contrary to the holding of the Examiner of Trade-Mark Interferences, 


it would seem more logical to find that although “Addressograph” may be 
somewhat descriptive, being registered under the ten-year proviso, it is 
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the property of the opposers, whereas any later registration upon a recent 
adoption may be properly refused on the ground of descriptiveness. How- 
ever, the point of similarity of the three words sought to be registered to 
the word “Addressograph” would remain for consideration. As to this, 
the desire of applicant to get a word so similar as to be listed adjacent to 
the word “Addressograph” in an alphabetical listing of a directory seems 
of itself convincing that the three words are so similar to it as to be likely 
to cause confusion. 


Then, after noting that opposer had shown no actual confusion 
and noting the argument with respect thereto, he said: 


Having in mind the doctrine that the similarities in the beginning of 
marks are more important than similarities of ending as set forth in 
Ex parte Goodall Worsted Company, 22 U. S. P. Q. 381 [24 T.-M. Rep. 
529]; Southern Cotton Oil Co. v. General Vegetable Oil Co., Inc., 26 U. S. 
P. Q. 43 [20 T.-M. Rep. 143]; and Fashion Park v. The Fair, 49 F. (2d) 830 
[21 T.-M. Rep. 305], and faced with the avowed purpose of the applicant. 
it is believed that there is little doubt but that confusion will result. 
(Citing decisions.) 

He then said: 

If there were any doubt as to confusion, applicant’s own admission 
that it desires an equal chance to get business by reason of its listing with 
the long established mark of the opposers seems persuasive of a likelihood 
of confusion. This is obviously repugnant to the spirit of the statute. 


Mackin, F. A. C.: Held that applicant is not entitled to 
register either the term “Gold Mark” or the term “Gold Stripe” as 
a trade-mark for elastic braids, in view of the prior adoption and 
registration by opposer, of the term “Gold Stripe” as a trade-mark 
for hosiery. He also held that the opposer had made no showing 
which would justify the cancellation of a registration obtained by 
applicant of a mark consisting of a gold color in zig-zag line as a 
trade-mark for the same goods. 


In his decision, after referring to the record as showing that the 


opposer had been for a long time manufacturing and selling “Gold 


Stripe” “‘full-fashioned” hosiery, and that it appears that the now 
in vogue so-called knee length stocking has an elastic band around 
the top, the First Commissioner said: 

The Gotham Silk Hosiery Co., Inc. insists that these fabric bands of the 


applicant company are not only capable of use on stockings, but that certain 
of its bands are so used and advertised for such use; that the goods are 


1 Addressograph-Multigraph Corporation and Addressograph Company 
v. Elliott Addressing Machine Company, Opp’n Nos. 14,205, 14,206, and 
14,207, 159 M. D. 953, July 29, 1937. 
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those of the same descriptive properties within the meaning of the Trade- 
Mark Act; that confusion will result from the use by The Narrow Fabric 
Company of either the words “Gold Mark” or “Gold Stripe”; and that 
the use of the gold stripe in such elastic fabrics, even though it is “criss- 
cross” on the fabric, will result in confusion. 

The Examiner of Trade-Mark Interferences held (in Opposition No. 
14,848) that “Gold Mark” is not registrable because it is descriptive. 
Whether it is descriptive or not, I think it is sufficiently similar to “Gold 
Stripe” as to be likely to cause confusion if used on goods of the same 
descriptive properties. 

As to Opposition No. 14,849 to “Gold Stripe,” in view of the testimony 
and exhibits submitted, I am convinced that confusion is likely to result 
and, therefore, under the statute, the opposition should have been sustained. 


With reference to the applicant's argument that the likelihood 
of confusion rests only in speculation and the goods are not made 
even by the same factories, he said: 


The purchaser of stockings and elastic bands is apt to find them in the 
same store and in the same notions department. Having purchased a pair 
or box of “Gold Stripe” stockings, such as shown in Gotham Exhibit 6, 
one would be very likely indeed to think that the roll of elastic band such 
as Gotham Exhibit 16 bearing the mark “Gold Stripe” (in black and gold) 
and with no name of the maker other than the “Nufashond,” which might 
easily be confused or associated with the opposer’s advertised word “full- 
fashioned,” was manufactured by the same company that made the stock- 
ings. 


With reference to the registered mark consisting of the zig-zag 
line, he said: 


The registered trade-mark is a technical mark and consists only in a 
narrow zig-zag line formed by a gold colored strand. Its use, apart from 


the opposer’s words “Gold Stripe,” or the words “Gold Mark” would not 
likely cause confusion. 


Then he noted the fact that, although the Examiner had refused 


registration of applicant’s mark on the ground they were descrip 


tive, the applicant had not appealed, and said: 


The applicant had not taken an appeal from the Examiner’s holding 
within the time allowed, but says that it expects to continue the use of the 
words “Gold Mark” and “Gold Stripe,’ associated with the zig-zag line, 
and in view of the registration of the words “Gold Stripe” and the fact 
that the opposer appealed, it is believed proper to hold that the oppositions 
should have been sustained. The goods should have been held to be of the 
same descriptive properties within the meaning of the trade-mark act, and 
the decisions cited.? 

2 Gotham Silk Hosiery Co., Inc. v. The Narrow Fabric Co., Opp’n No. 
18,848 and 18,849, 159 M. D. 959, August 3, 1937. 
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Geographical Terms 


Mackuin, F. A. C.: This case is an interference involving 
applications of The Liebenthal Brothers Company, and Hartwig 
Kantorowicz Aktiengesellschaft, each seeking to register a mark 
including the word “Litthauer” as a trade-mark for a tonic. 


Held that the term “Litthauer” was not merely geographical 


and was registrable as a trade-mark as applied to the goods in 
question. 

In his decision, after noting that the Examiner of Interferences 
had held in view of certain dictionary definitions and the testimony 
of one of the parties, that the term “Litthauer” was a German 


, 


equivalent of the term “Lithuania” and therefore not registrable, 


and noting the Examiner’s reference to the decision in Standard 
Paint Co. v. Trinidad Asphalt Mfg. Co., 220 U. S. 446 [1 T.-M. 
Rep. 10], as to the misspelling of a geographical term, the First 
Assistant Commissioner said: 


However, the applicant says as to this point that no atlas can be found 
showing a province or state named “Litthauer” and that neither “Litthauer” 
nor “Litauer” appears in any modern atlas, nor in fact any available atlas 
or geography. I think these circumstances coupled with the fact that the 
mark is urged to be not merely geographical in any event, but merely a 
prominent word in a fanciful mark, and in view of the long use by the 
applicant and its predecessor, should warrant its registration. 

Were the word-of the mark merely somewhat differently spelled, and 
were it the dominant part of a mark which constituted a geographical 
name which anyone would have a right to use to indicate origin, the regis- 
tration should be refused. I do not think that the spirit of the statutory 
prohibition, however, is met in the present instance. Technically, it seems 
to me, from the showing made, it cannot properly be said that “Litthauer” 
is now or has been, since the time of its adoption, a geographical name 
which could indicate place of origin. It may be that once upon a time 
“Litauer” was a variant or informal name of “Lithuania” or for a 
“Lithuanian.”? 


8 The Liebenthal Brothers Company v. Hartwig Kantorowicz Aktien- 
geselischaft, Int. No. 2327, 159 M. D. 967, August 7, 1937. 





ROBERT LUSTGARTEN V. FELT & TARRANT MFG. CO. 


Rosert LustGartTeN, doing business under the name and style of 
Jersey City Preparatory ScHoo., and Emity LustGarteN Vv. 
Fett & Tarrant MaNnvuracturina Company and Hveéo 
S. PHILiipson 


United States Circuit Court of Appeals, Third Circuit 
September 27, 1937 


Unrar Competit1on—Use or Trape-Mark 1N ADVERTISING—“COMPTOMETER” 
AND “CompToMETRY”—CONTE MPT. 

Appellants conducted in Jersey City a commercial school, in which 
they gave instruction in “Comptometry,” advertising such instruction 
as being given on comptometry machines put out by appellee company, 
which also established and conducted in the same building a business 
school under the name “Comptometry School.” After a consent decree 
by the District Court, restraining appellants from using the name 
“School of Comptometry” in connection with their school, or otherwise 
inducing the belief that their school was owned or controlled by appellee, 
appellants moved their school to another location, but continued using 
in their advertising the terms “Comptometry Course” “Comptometry 
and Calculating,” etc. Appellants’ continued use of the word “Comp- 
tometry held misleading to the public, and contempt of court. 

Unrair Competition—Use or Trape-Mark 1N ADVERTISING. 

The word “Comptometry” held to be a natural derivative of the 
coined word “Comptometer,” appellee’s registered trade-mark, and 
appellant’s use thereof in advertising a school of comptometry held 
unfair competition. 


In equity. Action for unfair competition. From an order of 
the United States District Court, District of New Jersey, granting 


an injunction, defendants appeal. Affirmed. 


Freedman & Freedman, of Jersey City, N. J., for appellants. 
E. W. Marshall, of New York City, John C. Carpenter, of Chi- 
cago, Ill., for appellees. 


Before THompson and Biaes, Circuit Judges, and Dickinson, 
District Judge. 


Biecs, C. J.: The appellee, Felt & Tarrant Manufacturing 
Company, in the summer of 1929, was, and still is, manufacturing 
and selling calculating machines under the trade-mark ‘““Comp- 
tometer.” In connection therewith and as an aid to its commercial 


enterprise this appellee established and licensed numerous schools 
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wherein students were instructed in the correct use of the calculating 
machines. One of these schools had been established and licensed 
in the Concourse Building in Jersey City, N. J., with the other 
appellee, Hugo S. Phillipson, in charge thereof. By a bill of com- 
plaint filed in the District Court of the United States, for the 
District of New Jersey, the appellees alleged that the appellants, in 
order to trade upon the name and good-will of the Felt & Tarrant 
Manufacturing Company and this established school, added the 
name “School of Comptometry” to the name “Jersey City Prepara- 
tory School” under which the appellants had been conducting a com- 
mercial school, and leased the floor of the Concourse Building im- 
mediately below the school which Phillipson was conducting for 
the Felt & Tarrant Manufacturing Company under the name 
“Comptometer School.’’ The bill of complaint further alleged that 
misleading signs were put by the appellants upon the hallways 
and across the ways of ingress to the school conducted by Phillip- 
son to the end that the public and those seeking instruction might 
be led to believe that the appellants’ school was in fact the school 


conducted by Phillipson for the Felt & Tarrant Manufacturing 
Company. 


No answer was filed to this bill of complaint. On the contrary, 
upon December 8, 1931, a final decree was entered by the court 
upon the consent of the parties. Since the questions in controversy 
here turn in a large part upon the interpretation of the terms of this 
decree, it is set out in full: 


First: That Felt & Tarrant Manufacturing Company, a corporation of 
Illinois, and Hugo S. Phillipson, a resident of New York, are entitled to 
the relief prayed in the bill of complaint in the above-entitled cause. 

Second: That a perpetual injunction issue out of and under the seal 
of this court directed to these defendants and each of them, their officers, 
agents, attorneys, clerks, servants, workmen, and employees enjoining and 
restraining them, and each of them, from using or employing the name 
“School of Comptometry” as title for or in connection with the conduct 
and management and/or advertisement of the school heretofore operated 
by defendants and/or either of them, and any school which they and/or 
either of them may hereafter operate or control; and from employing the 
word “Comptometer” or the word “Comptometry” in the name or title 
of any school now owned or controlled, or which may hereafter be owned 
or controlled by them, or either of them; and from in any way asserting 
or implying, directly or indirectly, that any school now owned or controlled 
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by these defendants and/or either of them is, or is connected with the 
Comptometer School of plaintiffs; and enjoining and restraining them, and 
each of them, from representing, either directly or indirectly, in any manner 
whatsoever that they are connected with or identified with the Comptometer 
School of plaintiffs; and enjoining and restraining them, and each of them, 
from confusing, directly or indirectly, calculating machines of other manu- 
facturers with the calculating machine manufactured by the plaintiff, Felt 
& Tarrant Manufacturing Company, and identified by the trade-mark 
“Comptometer,” in the teaching of the operation of calculating and adding 
machines. 

Following this final decree, upon January 23, 1932, a decree of 
perpetual injunction was entered by the court, which, in its injunc- 
tive provisions, followed in identical terms the decree of December 
8, 1981. 

What immediately followed is not entirely clear from the 
record, but on December 1, 1936, the appellees filed a petition in 
the case alleging that the appellants had violated the terms of the 
perpetual injunction by a catalogue offering instruction in “Comp- 
tometry” and by a sign affixed to the building in which the appel- 
lants’ school is located advertising instruction in comptometry. The 
petition further alleges that the appellants “confuse calculating 
machines of other manufacturers with the calculating machine 
manufactured and sold by the Felt & Tarrant Manufacturing Com- 
pany and that by offering and continuing to offer instruction in 
comptometry in the teaching and operation of calculating machines.” 

There are no basic facts in dispute. The dispute is rather in 
the interpretation of the facts in the light of the final decree of 
December 8, 1931, and the perpetual injunction based thereon. The 
final decree made by consent of the parties cannot now be altered 
in the absence of fraud. Thompson v. Marwell, 95 U.S. 391, 398, 
and no fraud is alleged. The facts of the case appear from the 
affidavits in support of the petition and those in opposition to it. 
Those facts are as follows: 


After the entering of the perpetual injunction, and in response 
to it, the appellants moved their school to a new location over a 
quarter of a mile distant from the school licensed by the Felt & 
Tarrant Manufacturing Company and operated by the appellee, 


Phillipson, and in addition thereto changed the name of the com- 
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mercial division of their school, first to “Institute of Business’’ and 
then to “Webster Institute of Business.” They further refrained 
from using the word “Comptometry” in connection with the title 
of their school. That part of the catalogue issued by the appellants, 
dealing specifically with the course relating to the science of cal- 
culation, stated: “In addition, this course includes thorough train- 
ing in the theory and operation of the comptometer and calculator.” 
Upon the same page of the catalogue under the subjects listed for 
second term study reference is made to ““Comptometry and Calculat- 
ing.” Under the title “Comptometry course,” the appellants state 
through their catalogue that “This course is designed to train the 
student in the theory and practice of both the Comptometer (Felt 
& Tarrant) and the Calculator (Burroughs). Upon page 5 of 
the catalogue reference is made to the subjects listed for third 
term study among which again appear “Comptometry and Calculat- 
ing.’ Upon page 7 reference is again made to a “Comptometry 
Course” and on page 9 of the catalogue, the description of the 
course is headed “Comptometry and Calculating,’ and that descrip- 
tion states: ““This course includes theory and practice in the opera- 
tion of the Felt & Tarrant Comptometer and the Burroughs Cal- 
culator.”” The affidavit of the appellant, Lustgarten, states that his 


school possesses a Comptometer which he acquired by legitimate pur- 


chase, that this Comptometer is copper-colored, as are all Comp- 
tometers manufactured by the Felt & Tarrant Manufacturing Com- 
pany, and that the Calculators of the Burroughs Company are 
black. The statements contained in the last sentence are in fact 
controverted by the petition and affidavits of the appellees, but we 
take them to be true. 


Upon these facts, the learned district judge made the following 
findings and order: 


1. That the word “Comptometry” in the natural derivative of the 
coined word “Comptometer” which is the registered trade-mark of the 
plaintiff, Felt & Tarrant Mfg. Co. 

2. That the word “Comptometry” has acquired a secondary meaning 
and describes the method or science of operating a “Comptometer.” 

3. That the plaintiff, Felt & Tarrant Mfg. Co., is entitled to. the exclu- 
sive use of the word “Comptometry” in connection with the advertising 
and teaching of the operation of “Comptometers.” 
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4. That the use of “Comptometry” by others than those teaching the 
use of the “Comptometer” is misleading to the public. 

5. That respondents have no right to use the word “Comptometry” in 
advertising that they teach the operation of mechanical calculating 
machines. 

6. That respondents are in contempt of court, in that they have violated 
said injunction of December 8, 1931, by using the word “Comptometry” 
on a sign used to advertise a course of instruction taught in their school, 
and also in the use of the word “Comptometry” in their catalogue describ- 
ing a course of instruction in the use and operation of mechanical calculat- 
ing machines. 

Now, therefore, it is hereby ordered, adjudged and decreed that 
respondents have violated the injunction of December 8, 1931, by using 
the word “Comptometry” on a sign used to advertise a course of instruc- 
tion taught in their school, and also in the use of the word “Comptometry” 
in their catalogues describing a course of instruction in the use and opera- 
tion of mechanical calculating machines and are in contempt of Court, 
and it is further ordered that they shall forthwith remove the word 
“Comptometry” from any and all signs used in connection with their 
school and remove said word “Comptometry” from their catalogues and 
any other matter in which they advertise the teaching of the use and 
operation of mechanical calculating machines. 


The contentions of the appellants are as follows: First, that 
they have exactly fulfilled the duties laid upon them by the per- 


petual injunction in that they removed from the premises occupied 
by them in the Concourse Building and changed the offending title 
of the commercial division of their school. Second, that they have 
a legal right to use the Comptometer purchased by them to teach 
the science of calculation by machine and that their instruction in 
this behalf is the same whether given on the Felt & Tarrant Comp- 
tometer or on the Burroughs Calculators. Third, that no confusion 
can exist by reason of the plain language of their catalogue dis- 
tinguishing between the use of the Felt & Tarrant Comptometer and 
the Burroughs Calculators and the different colors of the machines. 
Fourth, that the sign referred to by the appellees states “Prepare 
for College or Business, Comptometry, Stenography, Accounting,” 
which courses they are legally entitled to teach. Fifth, that the 
appellees have stood by for years while the appellants built up a 
valuable good-will in the business of teaching comptometry and cal- 
culation and now suddenly move to destroy that good-will. Last, 
that, in view of the foregoing, no issue of unfair competition, deceit 
or misleading of the public, is involved herein. 
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The appellants assert that the findings of the district judge and 
his adjudication of their contempt enlarges the scope of the per- 
petual injunction in a manner unwarranted by law and imposes a 
burden upon them which they in nowise bargained for by their con- 
sent to the final decree of December 8, 1931. 

We are aware of the admonitions laid upon us by a great num- 
ber of decided cases which hold in effect that in contempt proceed- 
ings for the enforcement of a decree, the meaning of that decree 
will not be expanded by implication or inference beyond the fair 
meaning of what was intended to be prohibited in the light of the 
issues. Such a rule was laid down by the Supreme Court in the 
leading case of Terminal Railway Association v. United States, 266 
U. S. 17, and has been strictly adhered to by the courts of the 
United States. In our view, if there be any additional questions of 
unfair competition presented by the facts referred to in the ap- 
pellee’s petition and the affidavits of the parties, they are resolved 
by the terms of the consent decree and the perpetual injunction. 
Whatever might have been our decision upon the facts presented 
here, had the decree of December 8, 1931, and the perpetual in- 
junction been otherwise phrased, we are nonetheless bound by the 
plain intendment of those decrees. 

In our opinion, the word “Comptometry”’ is a natural derivative 
of the coined word “Comptometer,” registered as its trade-mark 
for its machines by the appellant, Felt & Tarrant Manufacturing 
Company, and the word ‘“Comptometry’”” means and must mean 
the method, business or science of operating a “Comptometer.”’ 
To hold otherwise would, in our judgment, be the equivalent of 
holding that the word “Comptometer,’ despite its protecting trade- 
mark in use in an admittedly existing business, had in some wise 


been dedicated to the public. In our opinion, the prohibition put 
upon the appellants from the use of the phrase “School of Comp- 
tometry” as the title used to advertise the commercial division of 


their school was meant to apply to the advertisement of instruction 
in comptometry by any means and therefore that prohibition by 


fair intendment and by necessary implication extends to the ad- 





ROBERT LUSTGARTEN V. FELT & TARRANT MFG. CO. 731 


vertisement by sign and catalogue, such as in the case at bar, of 
instruction in comptometry. The very letter of the decree prohibits 
the appellants from holding themselves out to the public as con- 
ducting a school of “Comptometry.’’ To advertise instruction in 
“Comptometry” is to advertise a school of “Comptometry.” 

The appellants were bound to obey the injunction of the district 
court and if they proceeded to violate it they were acting at their 
peril. Rogers v. Pitt, et al., 89 Fed. Rep. 424, 425, 430. See 2 
High on Injunctions 1416. That the appellants may have deemed 
that they were in nowise violating the injunction and were acting 
in good faith, may be taken into consideration in mitigation of their 
offense. In this connection, we note that the appellees have already 
waived all claim for compensatory damages. But the legal fact 
remains, the belief, motive or intent of the appellants does not excuse 
them. Thompson v. Railroad Co., 48 N. J. Equity 105, 108, 21 
A. 182. 7 Am. & Eng. Enc. Law (2d Ed.) 76, and authorities there 
cited. The appellants have violated the injunction put upon them, 
both in letter and in spirit. Such conclusion is inevitable. 

The order of the court below is affirmed. 


Dickinson, D. J., dissenting: I am unable to concur in the 


majority opinion because it gives to the plaintiffs-appellees more 
than all to which they have a right in law or equity. The Bill filed 
by the plaintiffs in the court below voices the complaint of unfair 
competition. 


The appellees are manufacturers of calculating machines for 
sale. Their make of machines is marketed under the trade-name 
of Comptometer. This trade-mark was registered in the United 
States Patent Office (Registration No. 45,067) in 1905 and renewed 
in 1925. The appellees have likewise been engaged in what is 
called in their Bill “the business of establishing and controlling 
schools exclusively devoted to the training and teaching of opera- 
tors of its calculating machines.” More than a hundred of such 
schools have been established in this country and over half as many 
abroad. We assume that what is meant is that the appellees con- 


duct these schools as in their Paper Book they charge the appellants 
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with conducting a school under the name of “School of Comp- 
tometry” and “with the operation of their school in the same building 
as that of the plaintiffs’ school which was called “‘Comptometer 
School.’’’ The head and front of the offending charged to the ap- 
pellants is that they conducted a school which they called a 
“School of Comptometry” and by exhibited signs advertised to 
therein teach the operation of adding machines. 

The real fact situation has not been developed because the de- 
fendants upon the filing of the Bill threw up their hands and sub- 
mitted themselves to the very sweeping decree quoted in the 
majority opinion. Whether any court, under the fact situation 
stated to exist, would have entered such a decree, or indeed any de- 
cree in favor of the complainants, is beside the mark, because the 
appellants consented to the decree as entered, and we are quite 
in accord with the ruling of this court that, the injunction having 
issued, the appellants were bound to obey it. 

This dissent is based upon a wholly different ground. There 
is this to be said in possible explanation of the submission of the 
appellants. Bills of this kind are filed by plaintiffs who are seeking 
to establish a well-paying monopoly. They can afford the luxury 
of litigation. To many of those made defendants the subject of 
controversy is of small importance. The promise of profits is too 
small to stand the expense of litigation. More than this one of the 
great vices of our system of administering legal justice, is its in- 
ordinate expense. Some litigants cannot afford to incur the cost 
of defending their rights. Counsel may well advise them in ac- 
cordance with the adage that the “‘light is not worth the candle.” 
If, when they have submitted to a decree, they are bound by it, as 
they admittedly are, the complainant, by the same token, is likewise 
bound. The latter gets all that the decree awards him but surely no 
more. The decree entered is as drastic as counsel knew how to make 
it, but it is far short of what the appellees now seek to make it. 
It is idle now to discuss what the rights of the plaintiffs in the 
Bill are beyond the statement that they are what the decree declares 
them to be. 





ROBERT LUSTGARTEN V. FELT & TARRANT MFG. CO. 733 


The appellants do not appear to have patented their make of 
adding machine, but they have an undoubted right to protect their 
trade by an injunction against the imposition of any other make 
upon the purchasing public, as their make. They have registered 
the word “Comptometer” as the trade-mark of their make of 
machine and as it has been decreed that this is a valid trade-mark, 
the appellees have, as against the appellants, the exclusive right to 
its use. There is, however, no averment, much less any proof, that 
the appellees have trespassed upon either of these rights. The 
latter neither make nor sell any machines and since the decree was en- 
tered have ceased to use the word Comptometer or Comptometry as 
part of the name of the school they conduct. The truth is that both 
words are part of the common speech of the American people and 
indeed of the whole English-speaking world. It is claimed that 
the word “Comptometer” is a proprietary word, but there is no 
pretense that the word “Comptometry” is not a word of our 
language. One has only to read Paragraphs 2 and 3 of Appellees’ 
Brief under heading “Abstract of Pleadings,” at page 1-a to ap- 
preciate how hollow is the claim that the appellees have been guilty 
of any violation of the decree of the court. Appellants have the 
right to teach any art or science which will aid men and women in 
their daily avocations. The only inhibition we can call to mind, 
is that, in some localities, the Darwinian theory may not be taught. 
Those interested to learn have the right to be taught the art of 
operating an adding machine and they do not lose it by the art being 
given the high-sounding title of comptometry. Only a reading 
of this record would induce anyone to believe that the appellants 


are to be subjected to the pains and penalties of a contempt of 


court, merely by announcing that the proprietors of a school would, 
among other things, teach optometry. It might as well be said that 
they would be liable to this punishment for announcing that pupils 
would be taught how to operate an adding machine, for this is 
what and all they did announce. 


1. A monopoly of the right to manufacture calculating machines to be 
called Comptometers. 

2. A monopoly of the right to market and sell calculating machines of 
any make under the name of Comptometers. 
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3. A monopoly of the right to conduct a school under the name of 
“Comptometer School” or “School of Comptometry.” 


4. A monopoly of the right to conduct any school under any name in 
which the art of operating comptometers is announced to be taught. 

The law, except for the decree entered, awards them no such 
rights. Nevertheless, the appellants have acquiesced in the exercise 
of all these rights except the one last mentioned. They abandoned 
the school which they had been conducting in the same building in 
which the appellees were conducting a school. They withheld the 
use of the words Comptometer and Comptometry from the name or 
title of the school they conducted. They neither make nor sell cal- 
culating machines of any make. The decree appealed from sub- 
jects them to the pains and penalties of an adjudged contempt, be- 
cause by advertising signs, they have announced that they teach 
the art of operating such machines. Apparently, the distinction is 
made that, although they may teach the art of operating these 
machines, they must not refer to the art as the art of Comptometry. 
This dissent is based upon the proposition that this distinction is 
unsound. 

We are not unmindful that it has been ruled that a manufacturer 


of cameras may protect the sale of his make under the proprietary 


name of “kodak,” and that a pharmacist may protect the sale of his 
output in a special form designated by the proprietary word 
“tablet.” Beyond this, however, the right has not been held to 
extend. 


The decree of the District Court should be reversed. 


Pepsi-Cota Company v. THe Krause Bottriine Co. and ABRAHAM 
KRaAvsE 
United States Circuit Court of Appeals, Fourth Circuit 
September 27, 1987 
Trape-MarKks—INFRINGEMENT—“PEP” ON BeveraGES—DeEscriPTiIvE TERM. 


The word “Pep,” being a slang term denoting vim, vigor or energy, 
held descriptive when used as a trade-mark on a beverage. 
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Trape-Marks—INFRINGEMENT—“PepP” anp “Pepsi-Cora” on Brveraces— 
ConFLICTING MARKS. 
The word “Pep” held not to be an infringement of the trade-mark 
“Pepsi-Cola,” both marks being used on beverages. 


In equity. Action for trade-mark infringement. From a deci- 
sion of the United States District Court, District of Maryland, 
dismissing the petition, plaintiff appeals. Affirmed. 

William A. Grimes and Stuart S. Janney (Ritchie, Janney, 

Ober & Williams on brief), all of Baltimore, Md., for appel- 
lant. 


William Saxon, of Baltimore, Md., for appellees. 


Before Nortucorr and Soper, Circuit Judges, and H. H. 
Warkins, District Judge. 


Nortucort, C. J.: This is a suit in equity brought in the 
District Court of the United States for the District of Maryland, 
at Baltimore, in April, 1936, by the appellant, Pepsi-Cola Company, 
a Delaware corporation, here referred to as the petitioner, against 
the Krause Bottling Company, a Maryland corporation and Abra- 
ham Krause, here referred to as the respondents. 

The object of the suit was to enjoin the respondents from using 
the trade-name ‘“‘Pep-Ola”’ or any variation thereof imitative of the 
trade-mark ‘‘Pepsi-Cola’”’ alleged to be the property of the petitioner. 
The names were used for a soft drink beverage. 

After a hearing the judge below decided that the petitioner was 
entitled to the injunction which was granted on May 14, 1936. On 
July 15, 1936, the petitioner filed its petition alleging that the 
respondents were marketing a beverage under the name of “Pep” 
and asked that respondents be enjoined from using this name “‘Pep” 
as being an infringement on the trade-mark “Pepsi-Cola” as well 
as a violation of the former order of the court. The respondents 
answered this petition and after the taking of testimony and argu- 
ment the judge below on February 10, 1937, entered a decree dis- 
missing the petition at petitioner’s cost. From this action this 
appeal was brought. 


The sole question involved is whether the use of the trade-name 


“Pep” for a soft drink beverage is an infringement of the trade- 
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mark “Pepsi-Cola” likewise used as a trade-name for a soft drink 
beverage. We do not think it is. 

The testimony shows, and there is little or no dispute as to the 
facts, that a soft drink had been sold in the city of Baltimore under 
the trade-name of “Pepsi-Cola” for several years prior to the 
institution of the suit and that this drink was known by some of the 
consumers and retailers by the nickname of “Pep.” This drink 
was sold in Baltimore for a few months in the year 1925. 

The respondent Krause, individually and trading as Krause 
Bottling Company, had been engaged in the manufacture and sale 
of soft drinks in Baltimore since the year 1920 and marketed a soft 
drink under the trade-name “Pep” from 1928 to 1982. In this 
latter year Krause went into bankruptcy and the trustee in the 
bankruptcy case in February, 1933, sold the entire assets of the 
Krause Bottling Company to one Boin. Shortly after this sale the 
Krause Bottling Company was incorporated and acquired from 
said Boin all the assets purchased by him from the trustee, in- 
cluded in which assets was a large lot of crowns for bottles with 
the name “Pep” imprinted on them. 

The respondents did not again begin the manufacture and sale 
of a drink under the name “Pep” until the year 1936, after the 
injunction was issued prohibiting the use of the name “Pep-Ola.” 

The judge below held that the respondent Krause had the prior 
right to the use of the word “Pep,” had not abandoned the trade- 
mark and that the respondent company had succeeded to the right 
to use it. Without deciding these questions we are of the opinion 
that the refusal to grant the injunction was right for the reason 
that the word “Pep” is not a word that is capable of exclusive 
appropriation as a trade-mark. 

Descriptive words cannot be appropriated as _ trade-marks. 
Bliss, Fabyan & Co. v. Aileen Mills, 25 F. (2d) 870 [18 T.-M. 
Rep. 334], and authorities there cited. As was said by Judge 
Soper, now of this court, in that case: 


It is settled, beyond all controversy, that a manufacturer has no right 
to the exclusive use of a descriptive word in connection with his goods, 
and if nevertheless he adopts such a trade-mark, he himself is largely to 
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blame for the confusion which ensues when other manufacturers, with equal 


right, adopt similar terms to describe their products. 


See, also W. G. Reardon Laboratories, Inc. v. B. & B. Ex- 
terminators, Inc., 71 F. (2d) 515 [23 T.-M. Rep. 375]; Griffin 
Mfgq. Co., Inc. v. It Shoe Polish Co., 80 F. (2d) 514. 

Pep is a slang word that has come to have a well-known and 
generally accepted meaning in our language. Presumably derived 
from the word “Pepper,” it is in use generally as denoting vim, 
vigor, energy or anything that will impart those or similar 
qualities when a food or drink is used. It is defined in Webster's 
Dictionary as “effective energy or power.” Its use is too general 
and its significance too well known to permit of its appropriation 
as a trade-mark for the exclusive use of any one manufacturer. 

On the other hand the term “Pepsi” in the trade-name “Pepsi- 
Cola” would rather indicate that the beverage contained some in- 
gredient that is supposed to aid digestion, as pepsin is supposed 
to have that effect, just as a well-known brand of chewing gum 
is known as “Pepsin Gum” and advertised as aiding digestion. 

The word “Pep” in no way suggests “Pepsin,” “Pepsi,” or 
“Pepsi-Cola.” The mere fact that it is the first syllable of those 
words no more suggests them than the word “‘can,” the first syllable 
of the word “Cantata,” suggests the latter word. 

In the case of Coca-Cola Company v. Koke Company, 254 U.S. 
143 [10 T.-M. Rep. 441], the Supreme Court held that while the 
Coca-Cola Company was entitled to an injunction prohibiting the 
use of the word ‘“Koke’’ by a competitor because the word “Coke” 
had acquired a secondary meaning with respect to the drink 
“Coca-Cola,” at the same time the court held that that company had 
no right to appropriate, to its exclusive use, the word “Dope.” We 
think this case controlling here. The words “Dope” and “Pep” 
are in the same category when used by those who, in the language 
of Mr. Justice Holmes, ‘“‘are incapable of discriminating speech.” 

The decree of the court below is affirmed. 
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Evectro TuHermat Co. v. Feperat Trape Commission 
(91 F. [2d] 477) 


United States Circuit Court of Appeals, Ninth Circuit 
July 19, 1937 


Unram Competition—Feperat Trape Commission Act—MIsLeapInG Ap- 
VERTISING—*“THERMAL-ArID” For Prostate GLAaNp Disorpers. 
The use by appellant in advertising its “Thermal-aid” appliance for 
prostatic ailments of advertising so worded as to give inaccurate and 
misleading information as to the seriousness of prostatic trouble and 
the necessity for its treatment, he/d tending to divert trade to respondent 
to the injury of its competitors. The “cease and desist” order of the 
Federal Trade Commission was, accordingly, affirmed. 
Unrarr Competirion—Ferperat Trape Commission Act—Surrs—Evipence. 
Direct evidence that petitioner’s misleading advertising diverted 
business from its competitors is not required, it being sufficient to show 
actual or potential competition and unfair trade practices which rea- 
sonably tend to give the petitioner an advantage in such competition. 


In equit,. Action for unfair competition. From a “cease and 
desist’”’ order of the Federal Trade Commission, defendant appeals. 


Affirmed. 


Daniel Dougherty, of Los Angeles, Calif., for petitioner. 

W. T. Keloy, Chief Counsel, Federal Trade Commission; Mar- 
tin A. Morrison, Asst. Chief Counsel, Daniel Murphy, 
Morton Nesmith and James W. Nichol, all of Washington, 
D. C., for respondent. 


Before DENMAN, STEPHENS, and Heaty, Circuit Judges. 


Denman, C. J.: This is a petition by Electro Thermal Com- 


pany to set aside an order of the Federal Trade Commission requir- 


ing the petitioner to cease and desist from certain unfair methods 
of competition in commerce. 

The Commission brought proceedings under the Act of Septem- 
ber 26, 1914 (88 Stat. 719, § 5), 15 U. S. C. A. § 45, which gives 
it power to institute a hearing when it has reason to believe that 
any person, corporation, etc., is using an unfair method of com- 
petition in commerce and that a proceeding would be in the public 
interest. If the hearing develops facts in accordance with the 
belief, a cease and desist order may issue. 
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Electro Thermal Company was cited by the Commission to show 
cause why an order should not be entered against the use by the 
company of certain alleged false advertising claims to promote the 
sale of a device termed “Thermal-Aid,” the device being manufac- 
tured for use in connection with disorders of the prostate gland. 

The hearing was had and the Commission made findings of fact 
substantially in accordance with the complaint, to this effect: 

That the petitioner is a corporation of Ohio, engaged in the 
interstate sale and offering for sale of a device designated “Thermal- 
aid,” consisting of a hard rubber unit designed to be inserted in the 
rectum for the application of heat to the prostate gland and 
adjacent tissues. It is activated through electricity derived from 
ordinary electric current or from a battery supply where no elec- 
tricity is available. 

That, 


In the course and conduct of its business, the respondent is, and has 
been, in competition with other individuals, corporations and associations 
engaged in offering for sale and selling in commerce between and among 
the different States of the United States various therapeutic devices and 
appliances designed and intended for the treatment of the prostate gland. 


That certain advertising claims issued by the respondent (peti- 
tioner here) in connection with its product were false and mislead- 
ing, e.g.: “the prostate gland slows down in men past middle age 
and, if unchecked, will swell until surgery is needed”; “if you have 


a mild case, you may surprise yourself with new joy of living, new 
energy and enhanced power to do. If you have a fretful, serious, 
nagging case, by all means waste not one minute in getting “Thermal- 
aid.”” Another point worthy of emphasis is the effect of an opera- 
tion on sexual strength. When you lose your prostate gland you 
bid goodbye forever to a vital part of the procreative system. In 
a very real sense the saying is true that man is no longer a man when 
his prostate is gone.” 

It was specifically found that the unfair practices tended to 
divert trade to respondent, injuring its competitors. 

Fake claims were also found .to have been made as to the 


therapeutic effect of the devices on constipation and piles. 
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The Commission made no complaint of the ““Thermalaid”’ device 
itself, the unfair practices being confined to advertising. The 
evidence shows and the Commission found that the use of the 
device had some salutary effect. 

A cease and desist order, based upon the findings, was entered. 

The Electro Thermal Company then filed in this court a_peti- 
tion for review of the order and prayed to have it set aside. It is 
not urged that the Commission erred in finding that the practices 
enjoined were unfair methods. It is contended, however, that there 
is no evidence to support the finding that competition existed be- 
tween the company and others. 

The statute provides that “the findings of the Commission as 
to facts, if supported by tesiimony, shall be conclusive.” 15 U. S. 
C. A. § 45. “The weight to be given to the facts and circumstances 
admitted as well as the inferences reasonably to be drawn from 
them is for the Commission.” Fed. Trade Comm. v. Pacific States 
Paper Trade Ass’n, 273 U. S. 52, 68, 47 S. Ct. 255, 258, 71 L. Ed. 
534. 


The finding of competition in the present case must be sup- 


ported, if it is supported, solely upon testimony and stipulations 
relative to two devices used for the same general purposes as the 
“Thermalaid.”’ The first is before the Commission by stipulation. 
It is stipulated that: 

The Williams Institute, Inc., is a corporation organized, existing and 
doing business under and by virtue of the laws of the State of California, 
with the principal place of business at 1648 Idlewood Road, Glendale, 
Calif., and has been such for the past nine years. It is engaged in the sale 
of a device known as “The Simplex Prostate and Rectal Normalizer,” which 
device is used in the treatment of prostatic troubles, by means of heat ap- 
plied through the rectum. It was first placed on the market approximately 
six years ago, and is sold and shipped principally to doctors and practi- 


tioners, but in some cases to the laity, in states other than the State of 
California. 


There is in evidence an advertisement for the “Simplex Prostate 
and Rectal Normalizer’ claiming that the device “Relaxes tight 
muscles, calms frayed nerves and offers both a tonic and a sedative 
effect. A natural way to help prevent a hardened prostate. In- 


dicated in rectal and prostate conditions where better circulation is 
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essential. Of great value in obstinate, chronic constipation. Help- 
ful in many cases of piles.” 

This stipulation and exhibit warrant an inference that the 
Simplex device is in competition with the “Thermalaid.” 

The second alleged competitive device, shown by undisputed 
evidence. is the “Prosager,” produced by the Midwest Products 
Company, of Michigan, and shipped in interstate commerce. The 
device is applied to the tissues near the prostate by way of the 
rectum, and, by means of air pressure, massages those tissues. It 
is advertised and sold for treatment of the same ailments as those 
for which “Thermalaid” is supposed to be efficacious. Wallace D. 
Smith, the manufacturer of the “Prosager,” testified, over objection, 
that his company was in competition with “Thermalaid.” 


The question on this branch of the case is whether there is suf- 


ficient evidence to warrant the Commission’s finding of competition. 


Petitioner relies on Federal Trade Commission v. Raladam Co., 
283 U.S. 643, 51 S. Ct. 587, 75 L. Ed. 13824, 79 A. L. R. 1191 [21 
T.-M. Rep. 575], where the Commission cited the Raladam Com- 
pany for unfair competitive practices in vending and advertising 
an alleged obesity cure, representing it to be harmless and effective 
when in fact it was harmful. The Supreme Court held that the 
Commission was without jurisdiction because it was not shown 
that the unfair methods were methods of competition: 


It is obvious that the word “competition” imports the existence of present 
or potential competitors, and the unfair methods must be such as in- 
juriously affect or tend thus to affect the business of these competitors— 
that is to say, the trader whose methods are assailed as unfair must have 
present or potential rivals ‘in trade whose business will be, or is likely to be, 
lessened or otherwise injured. 283 U. S. 648, 649, 51 S. Ct. 587, 590, 75 
L. Ed. 1324, 79 A. L. R. 1191. 

Findings of the Commission justify the conclusion that the advertise- 
ments naturally would tend to increase the business of respondent; but 
there is neither finding nor evidence from which the conclusion legitimately 
can be drawn that these advertisements substantially injured, or tended 
thus to injure, the business of any competitor or of competitors generally, 
whether legitimate or not. None of the supposed competitors appeared or 
was called upon to show what, if any, effect the misleading advertisements 
had, or were likely to have, upon his business. 283 U. S. 643, 652, 51 S. Ct. 
587, 591, 75 L. Ed. 1324, 79 A. L. R. 1191. 
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In this case there are definitely identified parties manufacturing 
and selling in interstate commerce a device adapted to the same 
purposes as is the petitioner’s, The manner of their competition— 
how one may divert trade from another—is obvious. There is 
sufficient evidence to warrant a finding that competition exists. 

What the record lacks is any direct evidence to the effect that 
petitioner’s misleading advertising claims diverted any business 
from its competitors. This, however, is not required by the decision 
in the Raladam Case, and would in many cases be impossible to 
prove. It would seem to be sufficient to show actual or potential 
competition and unfair trade practices which reasonably tend to 
give the perpetrator an advantage in such competition. That much 
certainly was shown here. 

The petitioner asserts error in that the Commission’s examiner 
refused to allow reasonable latitude in the cross-examination of 
Wallace D. Smith to show that the “Prosager’” alleged competitive 
device, was not a legitimate article of commerce. The questions ex- 
cluded were whether Mr. Smith had “ever had any controversy or 
difficulty with the Federal Trade Commission?” and whether he 
had “ever been called before the Federal Trade Commission in 
connection with the selling’ of the “Prosager.” The Examiner 
sustained objections because the questions were not definite enough 
as to time and because that was not a proper way to show whether 
the article was a legitimate article of commerce. 

The Examiner’s action seems correct. The question should have 
been more definite. A difficulty with or a “calling before” the Com- 
mission in themselves mean nothing. 

The petitioner complains that the Commission did not sufficiently 


inquire into the question of whether the alleged competitive devices 


were legitimate articles of commerce, and in failing to find that they 
were not legitimate. 


There is no merit in this objection. In the first place, it was 
for the petitioner to show, if it desired it shown, that the competing 
devices were not legitimate. In the second place, the evidence 
affirmatively shows that both the petitioner's “Thermalaid” and 
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the two devices found to be in competition with it are all legitimate 


articles of commerce, used by doctors and laymen for salutary 
purposes. Petitioner seems to lose sight of the fact that the Com- 


mission has never complained of its instrument but only of certain 


false and misleading advertising issued in connection with it. 

This sufficiently answers the last claim of error, that: 

. a method of competition affecting only outlaws of commerce, engaged 
in fraudulent or criminal activities, is not within the jurisdiction of the 
Commission. 

Therefore, the petition to set aside should be denied. 

In its brief (and not otherwise) the Commission asks for a 
decree of affirmance and enforcement of its cease and desist order. 

Petitioner moves to strike the “cross-petition’’ because it is not 
properly before us. Petitioner alleges that before a decree of en- 
forcement can be granted, it must appear that the recipient of the 
cease and desist order has disregarded it. 

If such person, partnership, or corporation fails or neglects to obey 
such order . . . . the commission may apply to the Circuit Court of 
Appeals of the United States . ... for the enforcement of its order... . 
Upon such filing of the application and transcript the court . .. . shall 
have jurisdiction of the proceeding and of the question determined therein, 
and shall have power to make and enter .. . . a decree affirming, modifying, 
or setting aside the order of the commission. . . 

Any party required by such order of the commission to cease and 
desist . . .. may obtain a review of such order in said Circuit Court of 
Appeals. .. . Upon the filing of the transcript the court shall have the 
same jurisdiction to affirm, set aside, or modify the order of the commis- 
sion as in the case of an application by the commission for the enforce- 
ment of its order. 15 U.S. C. A. § 45. 

It would seem, in view of the statute, that the Commission’s 
informal prayer for affirmation of the Commission’s order is 
properly here. It appears that the court is vested with plenary 
jurisdiction no matter which party brings the cause before it. 
The same language as to the court’s jurisdiction is used in one case 
as in the other. 


The order of the Commission is affirmed. 





744 TWENTY-SEVEN TRADE-MARK REPORTER 


Lexas & Drivas, Inc. v. AcHata-CLauss Wine Company, Lp. and 
R. C. Wiiuiams & Company, Inc. 


United States District Court, Southern District of New York 


October 6, 1937 


Trape-Marks—“MavropaPHNE” ON W1NeE—DeEscriptive TERM. 

The word “Mavrodaphne,” used as a trade-mark for a sweet dessert 
wine, held descriptive and hence the registration thereof in the U. 5S. 
Patent Office is invalid. 

Trape-Marks—GeocraPHicaL Terms—“Acuata” on WINE. 

The word “Achaia,” used as a trade-mark on a sweet dessert wine, 
held geographical and the registration thereof in the U. S. Patent Office 
was, therefore, invalid. 

Trape-Marks—ALTERNATIVE REGISTRATION UNDER Acts or 1905 anv 1920. 

Where applicant filed application to register a trade-mark under 
the Act of 1905, but furnished no evidence as to its eligibility for regis- 
tration under the ten-year clause of the Act, held that he could not 
thereafter register the mark under the said clause. 

Trape-MarKs—ImporTaTION OF INFRINGING Goops—ACTION UNDER SEc. 526, 
Tarirr Acr 1930—Bearinc or INvALip REGISTRATIONS. 

Where defendant, a Greek wine-grower, located in the province of 
Achaia, Greece, attempted, on the ground of its United States regis- 
trations of the words “Achaia” and “Mavrodaphne” for sweet dessert 
wines, to stop the importation by plaintiff, its former American agent, 
of the said wines under the Tariff Act of 1930, held that, inasmuch as 
said registrations were invalid, plaintiff should be enjoined from 
asserting any right to the ownership of the said terms as used on wines 
imported by plaintiff from Greece. 

Trape-MarKks—CaNncCELLATION—ACTION UNDER TarirF Act oF 1930. 

The fact that plaintiff had instituted preceedings for the cancella- 
tion of defendant’s trade-mark registrations, held not to preclude it 
from seeking relief in this court. 


In equity. On motion for a preliminary injunction. Granted. 


Bernard Kovner (W. Lee Helms, of counsel), of New York City, 
for plaintiff. 

David K. Shapiro, of New York City, for defendant Achaia- 
Clauss Wine Company, Ltd. 


Joun W. Criancy, D. J.: This is a motion for a preliminary 
injunction restraining the Achaia-Clauss Wine Company, Ltd. from 
asserting any right to the ownership of the words “Achaia” and 
‘“Mavrodaphne,” on wine imported into the United States by 
plaintiff from Greece, and requiring said defendant to notify the 
Bureau of Customs and the Collectors of Customs at certain ports 
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in the United States that the defendant disclaims the aforemen- 
tioned words with reference to Trade-Mark Registration No. 
340,223. 

On April 17, 1936 the Achaia Wine Company, Limited, of 
Patras, Greece, filed with the Patent Office an application for regis- 
tration of a trade-mark. This trade-mark consisted of the three 
words “Achaia,” “Clauss” and “Mavrodaphne,” each of a different 
lettering or type, one appearing below the other in the order men- 
tioned. ‘These words were accompanied by a figure consisting of 
the letters AWP enclosed in three concentric circles. This trade- 
mark was registered on November 3, 1936 and was later assigned 
to the defendant, Achaia-Clauss Wine Company, Ltd., a New York 
corporation. 

The plaintiff attempted to import from Greece wine in bottles 
bearing labels on which were the words “Achaia Genuine Mavro- 
daphne,” but the Collectors of the Ports of New York, Boston and 
San Francisco withheld entry on the ground of infringement of the 
defendant’s registered trade-mark. This was done under the 
provisions of Sec. 526, of the Tariff Act of 1930 (19 U. S. C. A. 
1526), which makes it unlawful to import into the United States 
any merchandise of foreign manufacture if such merchandise, or 
the label thereon, bears a trade-mark owned by a citizen of, or by 
a corporation organized within, the United States, and registered 
in the Patent Office. 

It is the contention of the plaintiff that the defendant’s alleged 
trade-mark is not registrable in the Patent Office. The plaintiff 
has instituted cancellation proceedings in that office but that fact 
does not preclude it from seeking relief in this court. Fred 
Gretsch Mfg. Co. v. Schoening, 238 Fed. 780 [7 T.-M. Rep. 1]; 
LeBlume Import Co. v. Coty, 293 Fed. 344 [13 T.-M. Rep. 233]; 
Holland v. C. § A. Import Corporation, 8 F. Supp. 259. 

Plaintiff's attack on the above described words registered by 
the defendant as part of its trade-mark rests on the argument that 
the word “Achaia” is merely a geographical name and the word 


“mavrodaphne” descriptive of the wine and that accordingly the 
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mark consisting of these words is not registrable under the provi- 
sions of the Act of February 20, 1905 (15 U.S. C. A. 85). 

The word “mavrodaphne” is defined in the Second Edition of 
Webster’s New International Dictionary as follows: “n. (N Gr., 
fr. L Gr. Mauros black + Gr. Daphne laurel.) A modern Greek 
wine.” The introduction to this work states: 


The inclusion of a word in this Dictionary is not, however, to be con- 
sidered an expression of the publishers’ opinion as to whether or not it is 
subject to proprietary rights, but only as an expression of their belief 
that such a word is of sufficiently general use and interest to warrant its 
inclusion in a serious work of this kind. No definition in this Dictionary 
is to be regarded as affecting the validity of any trade-mark. 

The fact of its inclusion in the volume, however, is evidence of 
the opinion of its editors, which certainly is entitled to respect, that 
the word is one, so far as their understanding goes, of general use 
and in this case I am willing to accept it as some evidence that 
“mavrodaphne” is a word of general use. This does not in any 
way contradict anything said in Ethyl Gasoline Corporation v. 
Klibanow, 1 Fed. Supp. 584 [22 T.-M. Rep. 468]. 

The plaintiff submitted the testimony of one Hamburger, a 
witness in the Patent Office cancellation proceedings, to the effect 
that for a period of approximately fifteen years, from 1896 to 1911, 
the firm of Hamburger & Co., of Piraeus, Greece, sold wine in the 
cities of Piraeus and Athens, the bottles bearing labels marked 
‘““Mavrodaphne”’ and also the name “Hamburger & Co.” The pro- 
duction amounted to approximately 2,000 bottles a year. This wine 
was made from currants only and the witness testified that it was 
a cheaper grade and inferior in quality to the wine produced by the 
Greek company of Achaia-Clauss, but that persons unfamiliar with 
wine would scarcely note the difference. The witness further 
testified that Hamburger & Co. had no connection with the Achaia- 
Clauss Company, other than that a partner in Hamburger & Co. was 
a director of Achaia-Clauss Company. Plaintiff also submitted 
translations of the descriptions of mavrodaphne wine in two Greek 
encyclopaedias, reading as follows: 


Mavrodaphne: Sweet dessert wine produced in warm climates from 
overripe grapes. This wine was known among us (in Greece) from the 
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very olden times and the most famous was that of Patras, of Navplion, and 
during the Byzantine era, that of Monemvasia, under the name Malvoisie. 
Today this wine is produced mostly in Achaia from overripe and exposed 
to the sun grapes, with a larger proportion of Fileri grapes, and it is very 
sweet, seven degrees Beaume and very alcoholic (17 degrees). It is made 
in the same way as the other sweet wines, and when the slow fermentation 
stops, a quantity of old grape brandy is added, which makes it more valu- 
able. The value of this wine increases with age and it is then recommended 
as a tonic for rundown constitutions.” Hleftherondaki Encyclopaedic 
Dictionary, Vol. IX, page 227, published by Eleftherondaki Publishing Co., 
Athens, Greece, copyrighted in 1930. 

Mavrodaphne: One of the choicest Greek wines belonging to the class 
of sweet wines. Mavrodaphne is produced in warm climates from over- 
ripe grapes, and the one of the Patras district is the most famous. This 
wine being produced from overripe and sun-exposed grapes (especially 
of the Filery variety) is highly alcoholic (17 degrees, approximately) and 
rich in Hexyl alcohol. Usually after the process of fermentation stops a 
small quantity of old grape brandy is added to it, to improve the taste. 
With age its value increases considerably. In color and quality it is equal 
to the better qualities of Port wine and is exported from Greece in con- 
siderable quantities, mostly in barrels, or bottles of 0.7 of a litre. Great 
Greek Encyclopaedia, published by Pyrsos Publishing Co., Ltd., Vol. XVI, 
page 786, copyrighted in 1931. 


Other documentary evidence submitted by the plaintiff consists 
of a certificate of the President of the Department of Agriculture of 
Achaia, dated October 15, 1936, certifying that the “Beso” Wine 
Manufacturing Co., Ltd. of Patras, the concern which produces 
the wine imported by the plaintiff, “purchase every year large 
quantities of grapes of the variety of ‘Mavrodaphne’ of the district 
of Achaia for the production of genuine ‘Mavrodaphne’ wine of 
which it exports substantial quantities to foreign countries.” There 
is also submitted a certificate of the Chamber of Commerce & Indus- 
try at Piraeus, Greece, that “under the brand ‘Mavrodaphne’ a 
certain type of Greek wine is produced and put on the market in 
Greece and abroad by a number of Greek wine-producing companies, 
among whom are the following: The Greek & Wine Spirits Co., 
Ltd., The ‘Beso’ Wine Co., Ltd., The Achaia Company (Klauss), 
The Toole Company, Cephalonia and The Andreas Cambas Co., 
Ltd. The name ‘Mavrodaphne’ is in common use to denote this 
particular type of Greek wine.’’ Other documentary evidence sub- 
mitted consisted of a translation of a ministerial decision published 
in the Official Greek Gasette, Vol. II, of July 18, 1987. The trans- 
lation reads as follows: 
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Subject: Designation of the Standard “Mavrodaphne” Wine and De- 
termination of the Districts of its Origin. 


THE MINISTERS OF NATIONAL ECONOMY AND AGRICULTURE 


In consideration of Article 3, Law 5506 re “Protection of the Domestic 
Wine Production” and of the decree dated September 11, 1932, re “Applica- 
tion of Origin of Standard Wines,” in agreement with the Committee 
provided in the same Article of said Law on the subject determining the 
special characteristic advantages of the standard “Mavrodaphne” wine 
and the districts from which said wine may originate, we hereby define 
that as “Mavrodaphne” wine is to be considered the sweet wine having 
a characteristic color, flavor and taste, 14 degrees alcohol and up, produced 
from grapes of the Mavrodaphne variety to which other varieties may 
be added, originating from the districts of the Prefectures of Achaia, Lleia, 
Zante and Cephalonia. 

Athens, June 12, 1937. 

The Ministers 
of National Economy of Agriculture 
A. HapJikyRiakos G. Kyr1aKkos 


Copies of thirteen invoices covering shipments of various 
quantities of mavrodaphne wine from the firm of Barbaresso M. 
Brothers, Brandy and Liqueur Distillery in Piraeus, to the United 
States during the year 1926 are referred to by the plaintiff in his 
affidavit, as well as an advertisement of mavrodaphne wine produced 


by the House of Toul of Cephalonia, Greece, appearing in the 
February 14, 1914 edition of a San Francisco newspaper published 
in the Greek language. Finally the plaintiff points to an excerpt 
from an old booklet of the Achaia Company describing its methods 
of producing the original Achaia Mavrodaphne wine. Translated 
from the German, the excerpt reads: 


The Malvoisie grapes, originated in Monemvasia, in the South of Pelo- 
ponnesus, whence they have been transplanted in Sicily. The Mavrodaphne 
grape is also a Malvoisie grape, but of a deep black color. 


In opposition to the plaintiff's motion, the president of the 
defendant, Demetrius Tofalos, has filed an affidavit in which he 
states that the plaintiff corporation during the years 1914 and 1915 
was American agent for the Achaia Wine Company, Ltd. of Patras, 
Greece, and as such sold large quantities of the mavrodaphne 
wine, which bore the trade-mark which is the subject of the litiga- 
tion; that when attempts were made by other concerns to introduce 
into the United States wines by the name “mavrodaphne,” the 
plaintiff advised the Achaia Wine Company to register its trade- 
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mark in this country and that the plaintiff forwarded to Greece an 
application for that purpose. The defendant points to various ad- 
vertisements inserted in American newspapers by the plaintiff 
during the period of the agency, two of which read as follows: 


Mavrodaphne Achaia 


The world-famous tonic wine, excellent for the sick and convalescents, 
is particularly recommended by doctors. It is also the most suitable des- 
sert wine. Pay attention that the name Mavrodaphne is that of Achaia, 

‘ otherwise it won’t be genuine. 
i Acnata WINE, 
Patras, Greece. 
General Agents 
Lekas & Drivas 
19-21 Roosevelt St., 
New York City. 


and 




















Mavrodaphne Achaia 


p The Excellent Wine Presents to Your 
' as a Gift for American Friends 
the Holidays as the Choicest Greek Wine 


Pay Attention to the Label 
Beware of Imitations 
The Genuine Mavrodaphne is one, of the Achaia Wine Co. of Patras 
General Agents in U. S. A., 
Lexas & Drivas, 
19-21 Roosevelt St., N. Y. C. 


It is stated that, after repeal, the plaintiff was unsuccessful in 


Yo Ct 0 ore INES 


obtaining the agency of the Achaia Wine Company and obtained 
the agency of the Beso Wine Company which in the year 1935 
began manufacturing and importing into the United States a wine 
which they called “Beso Mavrodaphne.” It is alleged that the 
Beso Company then began to imitate the defendant’s label and 
sought to obtain registration of its label as a trade-mark in Greece. 
This was refused on the ground that the Beso label was an imita- 
tion of the previously registered label of the Achaia Wine Company. 
On appeal, the State Council in Greece affirmed this decision. 


The defendant also relies on certain documentary proof. One 


i anes eS 


is a certificate of the Agriculture Bureau of the district of Achaia 
to the effect that “the sweet wines of the province of Achaia, white 


or red, including ‘Mavrodaphne’ wine must be called ‘sweet Patras 
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wines.” Another is a certificate issued by the Chamber of Com- 
merce of Patras in 1986 stating that one Gustave Clauss was the 
first to introduce, produce, and name in Greece the wine mavro- 
daphne eighty years ago, and that since then and up to date its pro- 
duction was continued by the Achaia-Clauss Wine Co., which was 
organized by Clauss in the year 1861, and there is also a certificate 
of the same body reciting that from an examination of documents in 
their possession, the Achaia-Clauss Company shipped regularly and 
uninterruptedly consignments of mavrodaphne wine to the United 
States from the year 1890 up to the year 1915. A certificate of the 
Ministry of National Economy states that, as shown by its archives, 
the first label registered in Greece bearing the name “mavrodaphne” 
is that filed by the Achaia Wine Company of Patras and registered 
in 1908. 


The defendant has received letters from the publishers of the 
two Greek encyclopaedias quoted above and these are annexed to 
its affidavit. These letters state in substance that it was Clauss who 
originated the word “‘mavrodaphne” and applied it to the particular 


kind of wine which he and his company produced. The defendant 
also appeals to certain other texts, notably Cyrus Redding’s “His- 
tory and Description of Modern Wines,” published in 1851, to 
prove that until fairly recent times no mention was made of a 
type of wine known as mavrodaphne wine. 

The affidavit of Tofalos recites that in his youth he became 
intimate with Gustave Clauss, the founder of the Achaia Wine Co., 
Ltd. and that the latter told him of the origin of the word “mavro- 
daphne,” that Clauss had named the sweet dessert wine which he was 
producing after a swarthy Greek girl, one Daphne, whem he loved 
as a youth. The affidavit alleges that there are no such things as 
mavrodaphne grapes and that sweet wine is not made of black 
laurel berries. 

The statute permits the Collector of Customs to seize only 
foreign merchandise bearing a label or trade-mark which is regis- 
tered in the Patent Office. The question before me for decision is 
solely whether defendant’s trade-mark was one which could be 
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registered under the Act of February 20, 1905 (15 U.S. C. A. 85). 
There is in this case no element of unfair competition, for a mark 
or symbol may be protected by the courts on the ground of unfair 
competition, and yet may not be a technical trade-mark valid at 
common law. Scandinavia Belting Co. v. Asbestos & Rubber Works, 
257 Fed. 987 [9 T.-M. Rep. 136], cert. den. 250 U. S. 644. I 
might also note in passing that the action of the plaintiff during 
the year 1915 in advising the defendant to register its trade-mark 
does not, in my opinion, estop the plaintiff from now challenging the 
validity of the trade-mark. There is no such evidential estoppel as 
existed in Holly Hill Citrus Growers Ass’n v. Holly Hill Fruit 
Products, Inc., 75 F. (2d) 18 [25 T.-M. Rep. 87}. 

The plaintiff maintains that the word “mavrodaphne” is purely 
descriptive and therefore cannot be registered as a trade-mark. I 
agree with the plaintiff in its contention. “By the weight of 
authority, a word commonly used in other countries to identify a 
kind of product and there in the public domain as a descriptive or 
generic name may not be appropriated here as a trade-mark on that 
product, even though the person claiming the word was the one 
who introduced the product here and the word then had no signifi- 
cance to our people generally.” Holland v. C. §& A. Import Corp., 
supra; also see In re Northern Paper Mills, 64 F. (2d) 998 [238 
T.-M. Rep. 260]. It is true that the word “mavrodaphne” may have 
been coined by Clauss and originally used by him in a fanciful and 
arbitrary sense, but the facts convince me that at the time when 
the defendant’s assignor applied for registration of its trade-mark 
the word had become publici juris and had acquired a generic mean- 
ing among persons of Greek nationality and descent here and 
abroad, descriptive of a particular kind of wine produced in Greece. 
The word had lost its distinctiveness and was no longer associated 
in the public mind with Clauss or his company. See Sazlehner v. 
Eisner & Mendelson Co., 179 U. S. 19 and Bayer Co., Inc. v. United 
Drug Co., 272 Fed. 505 [11 T.-M. Rep. 178]. 

Since the statute prohibits the registration not merely of descrip- 
tive words, but of a “trade-mark which consists .. .. merely” 
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(only) of such words (see Beckwith v. Commissioner, 252 U. S. 
538 [10 T.-M. Rep. 255]), consideration must be given the remain- 
ing portion of the mark. The symbol consisting of the concentric 
circles and the letters AWP may be disregarded as not substantial 
enough to save the composite mark from condemnation. Horlick’s 
Malted Milk v. Borden Co., 295 Fed. 232 [3 T.-M. Rep. 476]; 
In re Pierce Arrow Motor Car Co., 55 F. (2d) 434 [22 T.-M. Rep. 
107]. 

Achaia is a province or prefecture in the Kingdom of Greece. 
As a geographical term the word “Achaia” cannot be monopolized 
as a trade-mark. The defendant contends that the word has 
acquired a secondary significance as indicating the brand of wines 
produced by the Achaia Wine Company. This argument is un- 
tenable. There is no evidence here that the word “Achaia” was 
“selected, used, and appropriated under such special circumstances 
as to point distinctively to origin or ownership.” Scandinavia Belt- 
ing Co. v. Asbestos §& Rubber Works, supra. In and of itself the 
word indicates to the popular mind the notion of place, that is, the 
province in Greece where the grapes are grown or the wine pro- 
duced. It is true that the word “Clauss” appears in the trade-mark, 
but even the defendant has not argued that “Achaia” and “Clauss” 
are to be read together as pointing to the defendant corporation. 
In the first place the defendant is not the producer of the wine. 
In the second place the difference in the lettering of the words and 
their separation shows clearly that they were not intended to be 
read together. This would also seem to dispose of any possible argu- 
ment that the word “Achaia” is not “merely a geographical name 
or term” because of its use in combination or association with the 
word “Clauss.” 

Finally, the defendant argues that its mark is suitable for regis- 
tration under the ten-year proviso of the statute. It will be un- 
necessary to decide whether there is sufficient evidence in the record 
before me to justify a finding that the word “mavrodaphne,” either 


alone or in conjunction with the word “Achaia” had been actually 


and exclusively used as a trade-mark by the Achaia Wine Company 
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or by Clauss for ten years prior to 1905, since the plaintiff has called 
to the attention of the court a technical objection to considering the 
mark as one properly registered under the ten-year clause. Sec. 26 
of the Trade-Mark Act (15 U. S. C. A. 105) authorizes the Com- 
missioner of Patents to make rules and regulations, not inconsistent 
with law, for the conduct of proceedings in reference to the regis- 
tration of trade-marks. The Commissioner pursuant to this au- 
thority has promulgated Rule 32, which provides that where ap- 
plication is made to register a mark under the ten-year clause “‘the 
applicant shall allege in the statement such actual use of the mark 
as a trade-mark by himself or his predecessors, or by those from 
whom title to the same is derived, for the period specified, and that, 
to the best of his knowledge and belief, such use has been exclusive.” 
The certificate of the Patent Office is sufficient prima facie to in- 
dicate compliance with all its regulations. Hughes v. Alfred H. 
Smith Co., 209 Fed. 37 [4 T.-M. Rep. 45]. Here, however, the 
statement of the applicant, annexed to the certificate of the Patent 
Office, shows on its face that the applicant made no attempt to 
register its mark under the ten-year clause, but, on the contrary, 
used the form suggested by the Commissioner of Patents for the 
registration of a technical trade-mark. This case is, therefore, 
unlike that of McIlhenny v. New Iberia Extract of Tabasco Pepper 
Co., 30 App. D. C. 337, where the application contained averments 
sufficient to warrant registration either as a technical trade-mark or 
under the ten-year clause. The regulation of the Commissioner of 
Patents is clearly a reasonable one and the defendant is in my 
opinion precluded from now claiming that its mark was registered 
under the ten-year clause. The Joseph Lay Co. v. Indianapolis 
Brush & Broom Manufacturing Co., 40 App. D. C. 36 [3 T.-M. 
Rep. 189]. 

My conclusion, therefore, is that the defendant’s mark was not 
registrable as a technical trade-mark and was not registered under 


the ten-year clause. Plaintiff's motion for a preliminary injunction 
is granted. Settle order on notice. — 
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Vincent E. Dewees and Roxpert Catuoun, Jr. doing business as 
AvLBIon ManvuractTurING Company V. Franz Karu SCHNEIDER 
doing business as ALBION ENGINEERING COMPANY 


Pennsylvania Court of Common Pleas No. 3, Philadelphia County 
August 31, 1937 


Trape-Marks ann Unrair Competition—“‘ALBion” on CauLkinc Guns— 
OwNERSHIP. 

Where plaintiffs were first to use the word “Albion” as a trade-mark 
for caulking guns, patent rights to which and the right of manufacture 
were duly assigned to them by defendant, plaintiffs having advertised 
and built up a good-will for their caulking guns under the said trade- 
mark held entitled to an exclusive right therein. 

Unram Competition—Copyine Apvertisinc Marrer—Use or MISLEADING 
STATEMENTS. 

The use by defendant in the sale of caulking guns of the trade-mark 
“Albion,” together with advertising matter prepared for plaintiff in 
selling its product, and, the making of statements to respective cus- 
tomers that defendant’s product was the “original Albion gun,” held 
unfair competition. 

In equity. Action for trade-mark infringement and unfair com- 


petition. Decree for plaintiffs. 


Z. T. Wobensmith, 2nd and James C. Wobensmith, both of 
Philadelphia, Pa., for plaintiffs. 
Louis Necho, of Philadelphia, Pa., for defendant. 


Crumuisn, J., specially presiding: This is an action in equity 
for an injunction and an accounting. The plaintiffs claim an exclu- 
sive trade-mark in the word “Albion” as applied to caulking guns, 
and charge the defendant with infringement of trade-mark and with 
unfair competition. 

Defendant has filed an answer and also what he terms to be a 
“counterclaim.” In the latter instrument, he claims, inter alia, ex- 
clusive right to the use of the word “Albion” in connection with 
caulking guns, and seeks an injunction and an accounting from the 


alleged acts of unfair competition and trade-mark infringement; 


as well as an injunction and an accounting resulting from an alleged 
infringement of defendant’s patent rights; a declaratory judgment 


declaring plaintiffs’ trade-mark registration null and void; and 
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finally a mandatory injunction “ordering plaintiffs to file a formal 
abandonment of the trade-name ‘Albion’ in the United States 
Patent Office.” 

Plaintiffs’ counsel by filing a replication to the so-called ‘“‘counter- 
claim,” has treated it as new matter. 

The plaintiffs in this case, Vincent E. Dewees and Robert Cal- 
houn, Jr., are co-partners trading as the Albion Manufacturing Com- 
pany. The defendant, Franz Karl Schneider, is a mechanical engi- 
neer doing business under the name of Albion Engineering Company. 
In the latter part of 1931 and for some time prior thereto, the plain- 
tiffs were the principal stockholders and active managers of a 
Pennsylvania corporation known as the Calbar Paint and Varnish 
Company, which sold caulking compound. Plaintiffs experimented 
with various contrivances for applying the compound. In the latter 
part of 1931, the plaintiffs approached the defendant about the 
manufacture of a caulking gun which would answer their purposes. 
Several samples of guns and a small supply of the compound were 
furnished by the plaintiffs to the defendant and finally the latter 
produced a gun acceptable to the plaintiffs. Prior to this, defendant 
had never made a caulking gun. 

On November 26, 1934, the Calbar Paint and Varnish Company 
entered into a written agreement with the defendant under the name 
of F. Karl Schneider, which recited “that the defendant’s applica- 
tion for letters patent on a certain device for a plastic material 
dispenser (caulking gun) had been allowed by the United States 
Patent Office on October 9, 1934, and that the parties thereto 
desired to enter into a joint venture for the manufacture and sale 
of the device; it was agreed that the defendant should assign his 
patent rights as well as all other additional improvements or 
patents to the Calbar Paint and Varnish Company, reserving to 
himself the right to manufacture the article for the Calbar Paint 
and Varnish Company exclusively during the life of the agreement; 
to manufacture and deliver the device promptly and in such quanti- 
ties as shall be desired by the Calbar Paint and Varnish Company, 


in consideration of which, the defendant was to receive $500 in cash 
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upon the signing of the agreement, $500 when the patent was 
formally assigned to the Calbar Paint and Varnish Company and a 
royalty of 5 percent on the list price of all the devices manufac- 
tured. 

By writing dated September 5, 1935, which bears the approval 
of the defendant, the Calbar Paint and Varnish Company assigned 
all its right, title and interest in the aforesaid agreement with the 
defendant to the plaintiffs trading as the Albion Manufacturing 
Company. At the time of the execution of the assignment, the 
plaintiffs were registered to conduct business under the fictitious 
name of Albion Manufacturing Company with the Secretary of the 
Commonwealth of Pennsylvania and the Prothonotary, in the Court 
of Common Pleas No. 2, as of December Term, 1934, No. 643. 

As a result of the aforesaid agreement between the parties, the 
defendant proceeded to manufacture caulking guns for the plaintiffs. 
The plaintiffs expended large sums of money in the purchase of 
materials and tools used in the manufacture of said guns, in the 
hiring of a commercial artist to prepare attractive advertising matter 
and in the hiring of an advertising agency to publicize, create and 
stimulate a market for the patented article. 

On September 17, 1935, plaintiffs filed an application with the 
United States Patent Office for the registration of the trade-mark 
for the Albion Pressure Gun adapted and used for caulking, glazing 
and grease guns for applying plastic and semi-liquid materials, 
which application was granted on February 4, 1936. 

The parties becoming dissatisfied with their arrangement, en- 
tered into a written agreement dated April 11, 1936, wherein they 
recited the prior written agreement, the assignment thereof and the 
differences of the parties, and agreed, inter alia, that the plaintiffs 
upon completion and delivery by the defendant of an order for 2,500 
guns upon terms therein set forth, would formally execute and 
deliver a reassignment of the letters patent; and the said parties 
at the same time would exchange mutual and general releases of any 
and all liabilities arising in any manner whatsoever by reason of 
their business relations. 
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Nothing was said in this agreement regarding the ownership and 
use of the.advertising matter and trade-mark “‘Albion” in connection 
with the caulking guns except for a reference in the recital that the 
defendant was to “retain dies, etc., and all materials on hand.” 

By writing dated June 12, 1936, the parties acknowledged that 
the terms of the agreement dated April 11, 1936, had been consum- 
mated and upon reassignment by the plaintiffs to the defendant of 
the letters patent, released each other from all claims of all kinds 
and nature growing out of their business relationship. 

As has been stated, the defendant never made a caulking gun 
prior to his business relationship with the plaintiffs. During the 
relationship between the parties, all caulking guns manufactured 
by the defendant were delivered to the plaintiffs who advertised 
and sold them under the trade-name “Albion.” Plaintiffs paid not 
only for the cost of materials and tools used in the development and 
manufacture of the caulking guns in question but paid to the de- 
fendant a royalty based on the list price of the device. They also 
spent a considerable sum of money and efforts in building up a 
demand for these guns. The use of the name “Albion” both in 
connection with the plaintiffs’ co-partnership and as a name for the 
caulking gun in question was with the knowledge and consent of 
defendant. After the termination of the relationship of the parties, 
the defendant continued to make caulking guns, which he placed on 
the market under the name “Albion.” He also imitated the plain- 
tiffs’ advertising and wrote to plaintiffs’ customers telling them that 
he was the maker of the “Original Albion Gun.’”’* 

Upton on Trade-Marks (1860), defined a trade-mark as follows: 


A name, symbol, figure, letter, form or device adopted and used by a 
manufacturer or merchant in order to designate the goods that he manu- 
factures or sells and distinguish them from those manufactured or sold 
by another; to the end that they may be known in the market as his and 
thus enable him to secure such profits as result from a reputation for 
superior skill, industry or enterprise. 


Nims on Unfair Competition and Trade-Marks, 2 Ed. (1929) 
503, says with regard to this definition: 


“Note.—Matter relating to an alleged patent is here omitted. 


Ep. 
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In the mass of writings on this subject that has appeared in the sixty- 
five years since Mr. Upton wrote this paragraph, it would be difficult to 
find a clearer or more comprehensive statement of the present-day concept 
of a trade-mark. 


Upton’s definition as well as Nims’ remarks are quoted with 
approval in Derenberg’s Trade-Mark Protection and Unfair Trad- 
ing (1936), 28, 29. Mr. Justice Holmes in Beech-Nut Co. v. 
Lorillard Co., 273 U. S. 629 [14 T.-M. Rep. 351], gives the follow- 
ing definition: 

A trade-mark is not only a symbol of an existing good-will, although it 
commonly is thought of only as that. Primarily it is a distinguishing token 


devised or picked out with the intent to appropriate it to a particular class 
of goods and with the hope that it will come to symbolize good-will. 


From the evidence adduced in this case, there is no doubt in our 
mind that the use of the word “Albion” in connection with caulking 
guns comes within the aforesaid standard definitions of a trade- 
mark, 

The next question is who has the exclusive right in this trade- 
mark. Plaintiffs rely on the contention that they financed the 


development of the idea and met the expense of manufacturing and 


placing on the market the finished device ; that the defendant merely 
manufactured the device for them and therefore was not known in 
the trade as being in anywise connected with the “Albion” caulking 
gun; that they alone are known to the trade as being connected 
with the “Albion” caulking gun. Defendant, on the other hand, 
contends principally 


(a) that he has been engaged in business under the name Albion Engi- 
neering Company since about 1919 and that while so engaged, he has 
manufactured and marketed certain cylinder gears and drillheads under 
the trade-name “Albion” ; 

(b) that the trade-mark is his because he manufactured the guns; 

(c) that the plaintiffs are guilty of fraud and signed a false affidavit 
in registering their trade-mark in the United States Patent Office; 

(d) that plaintiffs’ right to use the name “Albion” is nothing more than 
a revocable license which expired when they discontinued their dealings 
with him. 


With regard to the plaintiffs’ contention we find that the United 
States Supreme Court held in Hanover Milling Co. v. Metcalf, 240 
U.S. 403 [6 T.-M. Rep. 149]: 


The primary and proper function of a trade-mark is to identify the 
origin or ownership of the article to which it is affixed. Where a party 
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has been in the habit of labeling his goods with a distinctive mark, so that 
purchasers recognize goods thus marked as being of his production, others 
are debarred from applying the same mark to goods of the same descrip- 
tion, because to do so would in effect represent their goods to be of his 
production and would tend to deprive him of the profit he might make 
through the sale of the goods which the purchaser intended to buy. Courts 
afford redress or relief upon the ground that a party has a valuable interest 
in the good-will of his trade or business, and in the trade-marks adopted 
to maintain and extend it. The essence of the wrong consists in the sale 
of the goods of one manufacturer or vendor for those of another. Canal 
Co. v. Clark, 13 Wall, 311, 322; McLean v. Fleming, 96 U. S. 245, 251; 
Manufacturing Co. v. Trainer, 101 U.S. 51, 53; Menendez v. Holt, 128 U. S. 
514, 520; Lawrence Mfg. v. Tennessee Mfg. Co., 138 U. S. 537, 546. The 
essential element is the same in trade-mark cases as in cases of unfair 
competition unaccompanied with trade-mark infringement. In fact, the 
common law of trade-marks is but a part of the broader law of unfair 
competition. Elgin Watch Co. v. Illinois Watch Co., 179 U. S. 666, 674; 
G. & C. Merriam Co. v. Saalfield, 198 Fed. Rep. 369, 372; Cohen v. Nagle, 
190 Massachusetts, 4, 8, 15; 5 A. & E. Ann. Cas. 553, 555, 558. 


In United Drug Co. v. Rectanus Co., 248 U. S. 90, 100 [9 
T.-M. Rep. 1], it was held: 


Undoubtedly, the general rule is that, as between conflicting claimants 
to the right to use the same mark, priority of appropriation determines 
the question. See Canal Co. vy. Clark, supra, 96 L. S. 245, 251; Manufactur- 
ing Co. v. Trainer, 101 U. S. 51, 53; Columbia Mill Co. vy. Alcorn, 150 U. S. 
460, 463. But the reason is that purchasers have come to understand the 
mark as indicating the origin of the wares, so that its use by a second 
producer amounts to an attempt to sell his goods as those of his competitor. 

Reviewing the evidence in the light of the above authorities, it is 
apparent that one who creates good-will and who seeks to utilize 
it by adopting and using a trade-mark to identify his goods, is en- 
titled to be considered the rightful owner of the trade-mark, and as 
such be protected from infringement. In the instant case, the 
plaintiffs financed the developing, manufacturing and marketing of 
the caulking guns. The guns made by the defendant during this 
period belonged to the plaintiffs and they were marketed as plain- 
tiffs’ property. They built up considerable good-will in relation 
to the caulking guns under the name “Albion.” On the other hand, 
defendant never manufactured for nor sold caulking guns to anyone 
other than the plaintiffs. He never had any good-will as far as 
caulking guns were concerned. 

We find no merit in the defendant’s claim to the trade-mark based 


on the fact that he traded under the name of Albion Engineering 
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Company and produced articles, not related to caulking guns, under 
the trade-name “Albion.” 


The mere fact that one person has adopted and used a trade-mark on 
his goods does not prevent the adoption and use of the same trade-mark 
by others on articles of a different description. There is no property in a 
trade-mark apart from the business or trade in connection with which it 
is employed. American Steel Foundries vy. Robertson, 269 U. S. 372, 380 
[13 T.-M. Rep. 289]. 

We find no merit in the defendant’s claim that the trade-mark 
is his merely because he manufactured the caulking guns. 


The use of a trade-mark does not any longer necessarily import that 
the articles on which it is used are manufactured by the user but it may 
be enough that they are manufactured for him, that he controls their 
production or even that they pass through his hands in the course of trade 
and that he gives to them the benefit of his reputation and name or business 
style. Koebler Weyl Baking Co. v. J. S. Ivins Son, Inc., 7 Fed. Sup. 211, 
214. (U.S. D.C. Ed. Pa.) See also Menendez v. Holt, 128 U. S. 514, 520. 


The defendant has argued at length in support of his contention 
that the plaintiffs were guilty of fraud and signed a false affidavit 
in registering their trade-mark in the United States Patent Office. 
It is difficult to see how this issue is material. Even if this con- 
tention is true, which is doubtful, the plaintiffs’ right to the trade- 
mark “Albion” is, we think, so clear the argument is immaterial and 
need not be considered. Moreover, Section 16 of the Federal Trade- 
Mark Act of 1905 (15 U.S. C. A. 896), provides verbatim “That 
the registration of a trade-mark under the provisions of this sub- 


division of this chapter shall be prima facie evidence of ownership.” 

With regard to the defendant’s contention that plaintiffs’ right 
to use the word “Albion” is a revocable license, it is not necessary 
to review the testimony as to the manner in which the plaintiffs 
originally adopted this name since defendant admitted that he 
consented to the plaintiffs’ use. The mere fact that the defendant 
admittedly was never paid any sum of money is not controlling. 


He did, however, stand by and see the plaintiffs create a certain 
good-will under the name and for the article known thereby; and 
he is now estopped to deny the plaintiffs the right to use the name 
“Albion” in connection with caulking guns. 

Having found that the exclusive right to the use of the trade- 


mark “Albion” in connection with caulking guns is in the plaintiff, 
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we now turn to the consideration of the questions of infringement 
of this trade-mark and of unfair competition, if any, on the part of 
the defendant. For the distinction between infringement of trade- 
mark and the doctrine of law of unfair competition, see the opinion 
of Dickinson, Jr., in Helfi Co. v. Silver Co., 274 Fed. 653, 655 
[12 T.-M. Rep. 15], affd. 278 Fed. 613. See also G. V’. Cole Co. v. 
American Cement Co., 180 Fed. 708. However, in the instant case, 
both questions may be considered together. Defendant admitted 
that he not only used the advertising matter prepared for the plain- 
tiff but that he also ordered advertising matter which was similar 
thereto. A glance at the exhibits, despite defendant’s admissions, 
clearly establishes this fact. Defendant also admits that he used 
this advertising to contact the trade and that he wrote a letter to 
the trade in which he referred to his product as the “original Albion 
gun” and that it might be bought “at a saving.” In Juan F. Por- 
tuondo Cigar Manufacturing Company v. Vicente Portuondo Cigar 
Manufacturing Company, 222 Pa. 116, 1382, 1383 [4 T.-M. Rep. 
135], it was held: 


That the course of dealing pursued by Vicente Portuondo and the de- 
fendant company, in the manufacture and sale of their goods, was unfair 
trade competition, coupled with infringement of business name and trade- 
marks, is made equally evident. This finding is not dependent upon any 
fact open to question. The appropriation of name, the use of simulated 
labels, marks and designs, would in themselves be sufficient to warrant this 
finding; but it has far more to rest upon. The advertisements and cir- 
culars addressed to the trade by the defendants, in which claims are made 
calculated to create the belief that the cigars manufactured by the de- 
fendant company are the original, if not the only, Portuondo cigars, furnish 
convincing proof that however excellent in quality defendants’ manufac- 
tured products were, they depended for their general acceptance more on 
the association than upon the excellence of the goods. Value was given the 
name Portuondo in association with cigars, and the trade-marks and labels 
adopted by Juan F. Portuondo were used to distinguish cigars of his 
manufacture from others. The general rule is that anything done by a rival 
in the same business by imitation or otherwise, designed or calculated to 
mislead the public in the belief that in buying the product offered by him 
for sale, they were buying the product of another’s manufacture, would 
be fraud on that other’s rights, and would afford just ground for equitable 
interference. That is the case here. With respect to the measure of relief 
afforded the plaintiff by the restraining decree of the court, the defendants 
in the bill have no ground for complaint. It deprives them of nothing 
that they are entitled to; it simply protects the plaintiff company in the 
exclusive enjoyment of what it has shown itself to lawfully own. 
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Viewing the defendant’s conduct in the light of the foregoing 
authority, we conclude that he is guilty of both infringement of 
plaintiffs’ trade-mark and unfair competition. 

One guilty of unfair competition must account for any profits 
derived thereby. See VanStan’s Stratena Co. v. VanStan, 209 Pa. 
564 (1904); Standard Cigar Company v. Goldsmith, 58 Sup. St. 
33 (1914), and Hohenstein v. Perelstine, 37 Sup. Ct. 540 (1908). 

We conclude, therefore, that plaintiffs are entitled to the relief 
sought. Inasmuch as defendant is not entitled to any relief, it is 
not necessary to consider whether or not a declaratory judgment 
could be granted in this proceeding. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Classification of Goods 


Frazer, A. C.: Denied a petition that the below application 
for registration of a trade-mark for automobile top dressing be 
transferred from Class 4, “Abrasive, detergent, and polishing ma- 


terials,” to Class 16, “Paint and painters’ materials.” 
In his decision the Assistant Commissioner said: 


A similar petition was denied by the Commissioner in Ex parte Standard 
Oil Co., 156 M. D. 854 [19 T.-M. Rep. 29], and no sufficient reason appears 
for overruling that decision. Necessarily the two classes overlap in some 
respects, and it may be that applicant’s goods could be assigned to 
either with equal consistency. I do not think, however, that the long 
established classification of merchandise should ever be disturbed except 
in those rare cases in which it appears to have been manifestly wrong when 
made. In my opinion stability in this regard is more important than is 
precise accuracy. 


Conflicting Marks 


Van Arspate, A. C.: Held that applicant was not entitled to 
register a trade-mark which included the word “Boulevard” in view 
of the prior registration by another of a mark, the outstanding 
feature of which is the word “Boulevard” as a trade-mark for the 
same goods. 


1 Ex parte R. M. Hollingshead Corporation, Ser. No. 381,095, 159 M. D. 
978, September 10, 1937. 
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With respect to the opposition, the Assistant Commissioner held 
that it was properly dismissed because the opposer, which relied 
only on certified copies of alleged assignments of title to the prior 
registration, had not established title in itself. In this respect he 


said: 


The Examiner of Interferences held that the bald original assignments, 
although having acknowledgments subscribed to by notaries public, did 
not suffice to establish a prima facie, or any sufficient, showing of title in 
the opposer to registration Trade-Mark 229,829, to enable the opposer to 
base its right to oppose on its ownership of this registration. Assignments 
of trade-mark registrations are not mentioned in Section 10 of the Trade- 
Mark Act of February 20, 1905, as amended, and which appears to relate 
exclusively to applications. In the absence of any statute providing the 
contrary, and in the light of the prevailing authorities, it appears that the 
assignments have not been sufficiently proved to establish title in opposer of 
registration, Trade-Mark 229,829. Anacin Company v. Wm. S. Merrell 
Company, 473 O. G. 999; 31 U.S. P. Q. 236 [26 T.-M. Rep. 674]; American 
Brewing Company v. Delatour Beverage Corporation (America Dry Cor- 
poration, substituted) , 466 O. G. 748, 29 U. S. P. Q. 247 [26 T.-M. Rep. 638]. 


Then, with reference to the holding of the Examiner that the 
applicant was not entitled to register in view of a prior registration, 
and noting that the goods of the applicant were men’s underwear, 
bathing suits, sweaters, etc., and the goods named in the registration 
are men’s dress and negligee shirts, he said, with respect to the 
goods: 


All of the goods listed in both marks are commonly sold in men’s shops 
which are sometimes separate stores and sometimes special sections or 
counters so designated in department stores or the like. Goods carried and 
sold in such shops frequently are labeled with the name of the shop. Also 
it seems not unreasonable to suppose that all of the goods noted in both 
marks, if devoid of sufficient indication to the contrary, might well have the 
same source of manufacture or retail outlet. The goods of the application 
and the goods of the registered trade-mark appear to be goods of the same 
descriptive properties. 


Then with reference to the marks themselves, he said: 


Considering the two marks in their entirety, the word “Boulevard” is 
impressive as an outstanding feature of registration Trade-Mark 229,829, 
and the word “Boulevard” and the white silhouette picture of the man 
against the black background are outstanding features of the mark sought 
to be registered. Because of the prominence of the word “Boulevard” 
in both marks purchasers of such items of clothing as the marks are ap- 
plied to might quite readily be confused into believing that the goods had 
the same source of manufacture.* 


2H. D. Bob Company, Inc. v. Kresge Department Store, Newark, Opp’n 
No. 15,339, 159 M. D. 962, August 6, 1937. 
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Mackuin, F. A. C.: Held that applicant is not entitled to 
register the term “Mirro-Stik,” as a trade-mark for lipsticks, in 
view of the prior adoption and use by opposer of the term “Mirror- 
Thin” as a trade-mark for the same goods. 

He also held that these marks were neither descriptive nor mis- 
descriptive as applied to the goods. 

With reference to the marks, he said: 


A comparison of the two marks leads to the conclusion that they are so 
close in appearance, sound and connotation as to be likely to cause con- 
fusion to the average purchaser of the goods here concerned. 

With reference to the holding that applicant’s mark is descrip- 
tive, he said: 

I am not convinced that either “Mirro-Stik” or “Mirror-Thin” is so 
descriptive of the particular goods concerned as to warrant refusal of 
registration on that ground alone, and the opinion of the Examiner of 


Trade-Mark Interferences that they are alternatively misdescriptive is not 
concurred in.’ 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for lead pencils, crayons, and pencil refill leads, the 
mark described as consisting “of a white circumferential band 


positioned at some distance from one end thereof,” in view of the 
prior adoption and use by opposer of a similar mark on the same 


goods. He further held that applicant’s alleged mark is unregis- 


trable independently of the opposer’s use. 
With reference to the latter question he said: 


The Examiner of Interferences held, and I agree with him, that as 
described in the application applicant’s mark is not a valid trade-mark. 
The description is too indefinite. It would be satisfied by any white band. 
The sides may or may not be straight, and may or may not be parallel. The 
band may be very narrow, or its width may be only sufficiently less than 
the length of the object to which it is applied to comply with the limitation 
that it be positioned “some distance” from one end of such object. In my 
opinion applicant has described no definite design, but rather a mere use 
of color; and “a mark is not registrable if color alone is its distinguishing 
characteristic.” A. Leschen & Sons Rope Co. v. The American Steel & 
Wire Co., 19 C. C. P. A. 851, 55 F. (2d) 455 [22 T.-M. Rep. 50]. 


It appears that applicant, after the appeal was taken, filed 
letters from the owners of two registrations cited by the Examiner 


83 Elgin American Company v. Parfums Corday, Inc., Opp’n No. 15,140, 
159 M. D. 971, September 2, 1937. 
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of Interferences, purporting to consent to the registration of ap- 


nnd Sects oe 


plicant’s mark. The Assistant Commissioner said: 

Opposer moves to suppress these letters “so far as this opposition pro- 
i ceeding is concerned,” but as they have no bearing on any of opposer’s rights 
a the motion need not be considered. It appears, however, that applicant 
t had ample opportunity to present such matters before the Examiner of 
# Interferences, and evidence of this character, both as to its admissibility 
+ and its sufficiency, should, of course, have been passed upon by him in 
‘, the first instance. As the letters referred to are not properly in the record 
7 they can be given no effect at this stage of the proceeding. 
: With reference to two of the registrations cited by the Examiner 


of Interferences, namely, Nos. 167,661 and 191,495, and noting 
applicant’s argument that the Examiner of Interferences had no 
right to refuse registration on these marks except on new evidence 
which was not before the Trade-Mark Examiner, he said: 


Substantially this same question was before the Court of Customs and 

Patent Appeals in California Canneries Co. v. Lush’us Products Co., 18 

¥ C. C. P. A. 1480, 49 F. (2d) 1044 [21 T.-M. Rep. 520], and the practice 

a here complained of was expressly approved. (Quoting from the cited 
decision. ) 


With reference to applicant’s argument that opposer had failed 
to show damage, he said: 


It sufficiently appears, however, that opposer had used an aluminum 
colored band on its lead pencils before the application was filed, and that 
such use would infringe applicant’s alleged trade-mark as described. This, 
I think, constitutes a sufficient showing of probable damage within the 
meaning of the statute.* 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for shaving cream, the term “Miracreme,” in view 
of the prior adoption and use by opposer of the term “Miraglo”’ in 
association with a design which had been registered as a trade-mark 
for nail polish, polish remover, etc., and also for hand cream. 

With reference to the argument that the goods were not of the 
same descriptive properties and noting that on applicant’s label 
there was printed certain descriptive matter as to the goods, the 
Assistant Commissioner said: 





It thus appears that applicant’s product is designed to serve the double 
purpose of a shaving cream and a skin cream for the face, and that a face 


* Wallace Pencil Company v. Blaisdell Pencil Company, Opp’n No. 14,343, 
159 M. D, 972, September 4, 1937. 
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cream and a hand cream are merchandise of the same descriptive proper- 
ties seems manifest. Whether the goods described in opposer’s registration 
are of the same descriptive properties as applicant’s goods is questionable, 
but the point need not be here decided. 


With reference to the similarity of the marks, after stating 
that in considering that question consideration must be given to 
the goods, he said: 


In the first two syllables applicant’s mark is the same as opposer's, and 
the last syllable is the name of opposer’s goods. “Creme” occurs in the 
dictionaries as an alternative spelling of the word “cream,” and is com- 
monly used with products of this class. It is stipulated in effect and is a 
matter of common knowledge, that the goods of the parties are such as 
are likely to be displayed together in drug stores and elsewhere and sold 
from the same shelves and over the same counters. Under these circum- 
stances it seems to me quite probable that one familiar with opposer’s 
“Miraglo” cream, upon seeing or hearing of applicant’s “Miracreme,” 
might become confused as to the origin of the latter. As any doubt in that 
regard must be resolved against applicant, I think the opposition was 
properly sustained.® 


Frazer, A. C.: Held that applicant is not entitled to register 
the term “Indian Queen” as a trade-mark for whiskey, in view of 
the prior adoption and use by the opposer of the term “Indian Hill” 
for the same goods. He also held that the mark was not registrable 
to applicant in view of a prior registration to a third party of the 
term “Indian Chief.” 


In his decision, after referring to the decision of the Court of 


Customs and Patent Appeals is Kroger Grocery & Baking Co. v. 
Blue Earth Canning Co., 24 C. C. P. A. 1098, 88 F. (2d) 725 [27 
T.-M. Rep. 250], in which “Country Club” and “Country Kist,” as 
applied to canned vegetables were held confusingly similar, the 
Assistant Commissioner said: 


In my opinion that case is controlling here on the question of confusing 
similarity. Clearly those marks differ as greatly in all respects as do the 
marks in issue in the instant proceeding. The court conceded that the 
expressions “Country Club” and “Country Kist” are different in meaning, 
but was of the opinion that a purchaser “being familiar with appellant’s 
mark, might very likely be confused, giving particular attention only to 
the word ‘country’ without giving thought to the other word of the mark 
of either appellant or appellee.” I think the situation suggested is equally 
probable with respect to the marks before me as applied to identical mer- 
chandise of the class involved. 


5M. V. C. Laboratories, Inc. v. Bloomingdale Bros., Inc., Opp’n No. 
15,375, 159 M. D. 975, September 8, 1937. 
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With reference to applicant’s argument that the Examiner of 
Interferences was without authority to pass upon the registrability 


of applicant’s mark unless his ruling was based upon some matter 
having 


a direct bearing on the rights of the parties or the likelihood of confusion 
between the trade-marks of an opposer and an applicant, 


he said: 


The decisions, however, are uniformly to the effect that the Examiner 
of Interferences is charged with the duty of determining “any question 
relating to the proposed registration that might properly arise in an ex 
parte case.” California Cyanide Co. v. American Cyanamid Co., 17 C. C. 
P. A. 1198, 40 F. (2d) 1003. And in California Canneries Co. v. Lush’us 
Products Co., 18 C. C. P. A. 1480, 49 F. (2d) 1044, it was expressly held by 
the Court of Customs and Patent Appeals that an opposed application 
should have been rejected upon trade-mark registrations of parties who 
were strangers to the opposition proceeding.® 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for rock wool, the term ““Amroc” in view of the prior 
registration by opposer of the term “Banroc”’ as a trade-mark for 
the same goods. 

In his decision, after stating that the only point urged for con- 
sideration has to do with the alleged nonuse of the opposer’s mark 
and that to overcome the prima facie evidence of ownership afforded 
by the registration applicant relied on the testimony of one of its 
officers that although in contact with the trade, he had not seen any 
of opposer’s products bearing the trade-mark “‘Banroc,” and noting 
in applicant’s brief the statement that there was a question whether 
the opposer was actually using the mark, the Assistant Commissioner 
said: 


Assuming, as is further urged in the brief, that “there has been a 
showing by the applicant to create a doubt that the opposer was using the 
mark,” such showing is clearly insufficient to justify a holding that the 
mark had been abandoned. Even had the question been placed in issue by 
the pleadings, which is at least doubtful, the burden would rest on applicant 
“to show not only acts indicating a practical abandonment, but an actual 
intent to abandon.” Saalehner v. Eisner & Mendelson Co., 179 U. S. 19. 


That burden is not sustained by evidence which merely creates a doubt as 
to continuity of use.’ 


6 Jas. E. Pepper & Company v. The Old Dixie Distilling Company, Inc., 
Opp’n No. 14,984, 159 M. D. 977, September 8, 1937. 


7 Johns-Manville Corporation v. Keasbey & Mattison Company, Opp’n 
No. 14,800, 159 M. D. 981, September 11, 1937. 
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Frazer, A. C.: Held that The Colorado Fuel and Iron Corpora- 
tion is not entitled, as assignee of The Colorado Fuel and Iron 
Products Company to register, as a trade-mark for metal strip ties 
for bales and the like, a mark described as a silver band or tip 
applied to either or both ends of the bale, in view of the prior use 
by opposer of a mark for twisted wire fence stays, consisting of a 
red band applied to each end of the stay. 


In his decision, after noting that the record established that 


the opposer was the first to use its mark and noting that the op- 


position had been sustained on the authority of A. Leschen & Sons 
Rope Co. v. American Steel §& Wire Co., 19 C. C. P. A. 851, 55 
F. (2d) 455 [22 T.-M. Rep. 50], and that the Examiner had ex- 
pressed his inability to reconcile that case with Lufkin Rule 
Co. v. Master Rule Mfg. Co., 17 C. C. P. A. 1227, 40 F. (2d) 991 
[20 T.-M. Rep. 330], and pointing out that in the Lufkin case the 
applicant’s mark consisted of the words “Blue End” and the color- 
ing blue, and the opposer’s mark of the words “Red End” and the 
coloring red, and that in the Leschen case the marks were different 
colors applied to one of the strands of a wire rope, the Assistant 
Commissioner said: 

The opposer here suggests that in so doing the court overruled its 
earlier decision by necessary implication, but I do not share that view. 
While I agree with the Examiner of Interferences that the two cases are 
difficult to reconcile, they nevertheless appear to be distinguishable. As 
was pointed out in a specially concurring opinion in the Leschen case, the 
mark sought to be registered in the Lufkin Rule Co. case included the 
words “Blue End,’ whereas the marks then under consideration differed 
only in color. 

He then said that in his opinion the facts inthe present case 
were much more closely parallel to those of the Leschen case than 
to those of the Lufkin Rule case, and said: 


The only material difference is that here the goods of the parties are 
specifically different while there they were the same. The court’s opinion, 
however, leaves room for no such fine distinction. I quote: 

“It seems clear that before one trade-mark can be registered over the 
opposition of the owner of another for use on goods of the same descriptive 
properties, the applicant’s mark must show dissimilarity other than color.” 

As color constitutes the only substantial dissimilarity between ap- 
plicant’s mark and that of opposer, and I agree with the Examiner that 
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the goods with which the marks are used are of the same descriptive 
properties, I think the opposition was properly sustained.* 


Frazer, A. C.: Held that applicant is not entitled to register, as 
a trade-mark for beauty powder, cleansing creams, etc., a mark 
consisting of the representation of three accurate Ionic columns 
across the top of which is the capstone, the lower portions of the 
columns and the capstone being lined for gold, and the background 
being lined for red to represent the sunset, in view of the registra- 
tion by opposer of two marks for large lines of medicines and 
pharmaceutical preparations, containing a design having vertical 
columns, opposer’s name and certain words being printed on the 
capstone thereof. 

The ground of the decision is that there is a likelihood of con- 
fusion if these marks are concurrently used. 

In his decision, after stating that the applicant’s argument 
that confusion is unlikely is based on the association of the par- 
ticular wording with opposer's design, the Assistant Commissioner 
said: 

I have carefully examined the record in the light of the briefs and oral 
argument, and have reached the conclusion that the opposition was properly 
sustained. The trade-marks involved differ greatly in many respects, and 
a careful inspection would doubtless obviate all possibility of confusion. 
But they are sufficiently similar in general appearance that the casual 
purchaser, ignoring color and word features, might assume that the mark 
he saw on opposer’s product yesterday was the same as the one he observes 


on applicant’s goods today. The question is close, but such doubt as exists 
must be resolved in opposer’s favor.® 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for frozen confections, a mark described as con- 
sisting of two angularly related rectangles positioned to form a 
substantial V with the word “Double” printed in the rectangle at 
the left, and with the word “Nickle” printed in the other rectangle, 
and a circle enclosing the letter “V” adjacent the upper end of 


8’ Keystone Steel & Wire Company v. The Colorado Fuel and Iron 
Products Company (The Colorado Fuel and Iron Corporation Assignee, 
Substituted), Opp’n No. 14,788, 159 M. D. 988, September 24, 1937. 

® E. R. Squibb & Sons v. The Pompeian Company, Opp’n No. 15,303, 159 
M. D. 990, September 29, 1937. 
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each rectangle, in view of the prior use by opposer of a mark for 
the same goods, consisting of the words “Milk-Nickel” written on 
the diagonal with the slogan “All For A Nickel!” and the sales 
price “5c.” 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision, with respect to the opposer’s contention that 
applicant’s appeal should be dismissed because he had not served 
upon the opposer copies of the typewritten records filed under the 
provisions of Rule 162, the Assistant Commissioner said: 

I think opposer’s position is clearly untenable. It is true that 153 (a) 
provides that “every paper filed in the Patent Office in contested cases 
must be served upon the other parties”; but that language need not be 
given so literal an interpretation as to render its meaning absurd. As was 
pointed out in Levy Bros. & Adler Rochester v. Siegel, 472 O. G. 747, 31 
U. S. P. Q. 186 [26 T.-M. Rep. 663], the filing of additional copies of the 
record where printing is dispensed with is solely for the convenience of 
the appellate tribunals of the Patent Office, and is a matter with which 


parties respondent have no concern. Hence, to construe the rule as requir- 
ing service of such copies would be, in my opinion, both idle and arbitrary. 


With respect to the similarity of the marks, after noting that 
the Examiner of Interferences had held that considering the re- 


semblances between the marks there was at least reasonable doubt 


that confusion would result from their concurrent use, he said: 


I am in complete agreement with the Examiner’s conclusions. The 
goods of both parties are sold at confectionery stores and soda fountains, 
and are usually called for by name and without visual inspection. The 
price is five cents, most of the purchasers are children, and the goods 
are bought for immediate consumption. Under these circumstances it seems 
at least reasonably probable that confusion would result from the concur- 
rent use of the marks.!° 


Descriptive Terms 


Mackin, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for pile fabrics in piece goods, the term 
“Breathing Back,” on the ground that the mark is descriptive of 
the goods. 


10 Paul Hawkins v. Roscoe R. Seiling, Opp’n No. 14,821, 159 M. D. 993, 
September 30, 1937. 
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In his decision the First Assistant Commissioner referred to the 
record as showing that the applicant had presented to the automobile 
trade a line of fabrics designed for the 1936 models of automobiles 
which would not become “airbound,”’ and noting the arguments of 
the applicant that the opposers were merely trying to cut in on its 
trade, and the further argument that the two words, “Breathing 
Back” are not descriptive of the goods since the fabric is not 
leather and the dictionary does not define “breathing” as a quality 
of a fabric, he said: 

From the record and arguments I am forced to conclude that “breath- 
ing” applied to a fabric can mean nothing other than porous, or the permis- 
sion of the passage of air. The fabric is normally tighter at the back than 
at the loose pile of the front and “Breathing Back” therefore is a natural 
term for tnis kind of fabric and not subject to exclusive appropriation. 

With reference to the argument that certain proir registrations 


established a proper precedent for registering “Breathing Back” 
he said: 


For a fabric comprising a rough porous pile and a back to be described 
as “breathing” is perfectly natural and where the mental picture of the 
fabric is that it has two portions, the one naturally open and porous to air 
passage and the other one more tightly woven and if covered with a coat- 
ing such as rubber it would normally be closed unless provision were made 
against it, the use of “back” in connection with “breathing” seems more 
natural than redundant. For example, what could be more descriptive or 
more natural than for a salesman to say that “Our pile fabrics have a 
breathing back”? None of the cited marks and decisions seems to go so 
far as applicant here, in seeking this registration, asks the Patent Office 


to go. 

He then stated that he did not feel satisfied that the applicant 
had shown a trade-mark use, and said: 

However, the holding of the Examiner of Trade-Mark Interferences in 


sustaining the opposition is affirmed on the ground that it is a descriptive 
term and falls under Section 5 of the Trade-Mark Act." 


Mackuin, F. A. C.: Held that the terms “British Lounge 
Model,” “British Lounge Suit,” and “British Lounge” are not regis- 
trable as trade-marks for men’s, boys’ and children’s outer gar- 
ments, even though the words “British,” “Model,” and “Suit” are 
disclaimed. 


11 Sanford Mills & L. C. Chase & Co., Ine. v. Collins & Aikman Corp., 
Opp’n No. 15,364, 159 M. D. 982, September 18, 1937. 
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The ground of the decision is that the word “Lounge” signifies a 
type of clothing and therefore is merely descriptive. 
In his decision the First Assistant Commissioner said: 


Reference is made [in the Examiner’s statement] to issues of the trade 
journal “Men’s Wear,” from which it appears that the word “Lounge” is 
in current use to indicate a particular type of suit. 

The appeal was set for hearing before the Commissioner on June 8, 
1937, and applicant was duly notified thereof. Applicant did not appear 
for oral argument and filed no brief on appeal. Therefore, his appeal 
might properly have been dismissed. 

However, no error is found in the refusal of the Examiner of Trade- 
Marks to register these notations and his decision is affirmed.” 


Disclaimer 


Frazer, A. C.: Held that where an applicant, after rejection 
based on a reference showing a part of the alleged trade-mark, can- 
celled that part, he could not be required to make a disclaimer 
thereof, overruling the decision in Ex parte Wayne Poultry Tonic 
Co., 164 O. G. 251 [2 T.-M. Rep. 181]. 

It appears that the mark for which registration was sought con- 
sisted of the expression “Dog-on-it,’ beneath the picture of a 
Scottie dog and that in view of a rejection on a mark consisting of 
the picture of such a dog, cancellation of the picture from the 
drawing had been directed. 

In his decision, after stating that he agreed with the applicant 
that there could be no more effective disclaimer than a cancellation 
from a drawing, the Assistant Commissioner said: 


If the picture of a Scottie dog had been omitted from the drawing as 
originally filed the reference relied on by the Examiner would probably 
have been deemed inapplicable and would not have been cited. Registration 
to applicant with the objectionable feature eliminated from his mark as 
filed will afford him no broader rights than if such feature had been 
originally omitted. Moreover, it is difficult to find any rational justification 
for requiring a disclaimer of matter that will not appear in the certificate 
of registration. To do so may conceivably prejudice an applicant's 
common law rights, and is in my opinion both unauthorized and unnecessary. 


Then, with reference to the attorney’s authority to order the 
erasure of a portion of the mark from the drawing and noting that 


12 Ex parte Cohen, Goldman & Co., Inc., Ser. Nos. 364,910, 367,462, and 
375,127, 159 M. D. 969, August 28, 1937. 
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the power of attorney was only to make alterations and amendments 
and the applicant had stated under oath what his mark was, he said: 


As no attorney has the power to amend an applicant’s affidavit, the 
requested change in the drawing should be expressly authorized over ap- 
plicant’s signature. When that is done the erasure will be permitted, the 
requirement for a disclaimer will be withdrawn, and such further action 
will be taken by the Examiner as he may deem appropriate.’ 


Geographical Terms 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for whiskey, the notation 
“Shoreham Club,” the word “Club” being disclaimed. 

In his decision after noting that the Examiner predicated his 
refusal on a decision of the Court of Appeals of the District of 
Columbia in Kentucky Distilleries §& Warehouse Co. v. Old Lexing- 
ton Club Distilling Co., 31 App. D. C. 223, 185 O. G. 220, 1908 
C. D. 417 [8 T.-M. Rep. 113], and stating that applicant noted that 


its place of business was not in the town of Shoreham, but in 


Washington and admitted that there was a small post village of that 
name, and the Examiner’s holding that it was the name of towns in 
Vermont and in New York, the Assistant Commissioner said: 


Within the meaning of the Trade-Mark Act a geographical name or 
term is one that “signifies a Nation, State, county, city, municipality, river, 
lake, or the like.” Champion Spark Plug Co. v. Globe-Union Mfg. Co., 
24 C. C. P. A. 1088, 88 F. (2d) 970 [27 T.-M. Rep. 266]. In ex parte 
Hettrick Manufacturing Co., 159 M. D. 835, 475 O. G. 688, 32 U. S. P. Q. 
164, it was said by this tribunal: 

“As I read the language of the statute it leaves no room for exception, 
but forbids registration of all geographical terms, including those with 
alternative meanings, one of which may be non-geographical.” 

I stiil entertain that view notwithstanding several old Patent Office 
decisions to the contrary which are cited in the brief. 


With reference to applicant’s argument based upon the decision 
of the Court of Customs and Patent Appeals in In re Plymouth 
Motor Car Corporation, 18 C. C. P. A. 888, 46 F. (2d) 211 [21 
T.-M. Rep. 157], he said: 


But, as pointed out in the Hettrick Manufacturing Co. case, supra, 
that decision was expressly overruled in the case of In re Canada Dry 
Ginger Ale, Inc., 24 C. C. P. A. 804, 86-F. (2d) 830 [27 T.-M. Rep. 176]. 


18 Ex parte John David, Ser. No. 385,833, 159 M. D. 985, September 23, 
1937. 
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With reference to the argument that applicant was permitted to 
register the same mark for coffee, he said: 


The Examiner states that the word “Club” has never been held to be 
descriptive of coffee, and intimates that for this reason the mark as a 
whole is arbitrary as applied to such goods. Be that as it may, the case is 
in no sense controlling here. Applicant admits that the word “Club” is 
descriptive of whiskey, and I am convinced that the word “Shoreham” is 
geographical within the meaning of the statute.!4 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that applicant is entitled to register a 
certain mark for graphite, notwithstanding the prior use of that 
same mark on toilet preparations. 

In his decision, after noting opposer's statement that the 
Examiner of Interferences was is error in stating that the only 
question involved was that of confusion in trade, and that the op- 
position should be sustained because the registration to applicant 
would injure the reputation of the opposer’s product, and noting 
the argument that it had formerly been the practice of some manu- 
facturers to use lead oxide as an ingredient of face powder and that 
while that practice no longer prevails there is still a “popular 
fear” that it does continue and that anyone seeing the mark on 
graphite would immediately associate graphite with lead and lead 
face powder, to opposer’s injury, and then after noting that op- 
poser relied particularly upon the decision of the Court of Appeals 
in Imperial Cotto Sales Co. v. N. K. Fairbanks Co., 50 App. D. C. 
250, 270 Fed. 686 [11 T.-M. Rep. 107], in which a mark applied 
to a shortening had been applied to stock feed, the Assistant Com- 
missioner said: 

There, however, the goods of the parties, while differing widely in most 
of their essential characteristics, were both cotton seed products, and the 
mark was highly suggestive of their derivation. In the absence of similar 
facts the Court of Customs and Patent Appeals expressly refused to 


accept the cited case as an authority in Procter & Gamble Co. v. Crescent 
Supply Co., 23 C. C. P. A. 790, 80 F. (2d) 1002 [26 T.-M. Rep. 43]. 


In the instant proceeding there is not the remotest relationship between 
the goods involved, and I agree with the Examiner of Interferences that 


14 Ex parte Shoreham Coffee Company, Ser. No. 359,728, 159 M. D. 974, 
September 8, 1937. 
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this fact precludes the relief sought by opposer. Opposer’s mark is doubt- 
less unique and valuable, and opposer’s annoyance at its appropriation by 
applicant is readily understood. But opposer owns the mark only by 
reason of its use thereof on particular merchandise, and can prevent its 
registration to others only for merchandise of the same class or descrip- 
tion.!° 


Mackin, F. A. C.: Held that applicant is entitled to register 
a trade-mark for motor lubricating oils and greases, notwithstanding 
the prior adoption and use by opposer, of the same mark as applied 
to a number of food products including oleomargarine, shortening, 
mayonnaise and salad dressing. 


The ground of the decision is that the goods are not of the same 
descriptive properties. 
In his decision the First Assistant Commissioner said: 


From the records, briefs and the arguments before me, I am unable to 
find any likelihood of actual confusion in the trade between the goods of 
the opposer, which are entirely in the class of foods, and the lubricating 
oils and greases of the applicant, which are for motor cars and like uses. 


And then, after referring to opposer's argument as to the distinc- 
tion between the facts of this case and the facts in Procter & Gamble 
Company v. Crescent Supply Company, Appeal No. 3554, decided 
December 2, 1985 (27 U. S. P. Q. 444, 28 C. C. P. A. 790) [26 
T.-M. Rep. 43] he said: 


Opposer, however, says that applicant sells some oils and greases under 
this trade-mark in small containers in chain grocery stores. There is no 
showing that this is to any large extent, nor would it in my opinion cause 
any likelihood of confusion in the minds of persons seeking to buy either a 
lubricating oil or grease, or some food product, even though they are avail- 
able in the same store. 

The opposer expects to use mineral oils in making some of its food 
products and, therefore, urges that there is a similarity between the goods 
of the contestants here. Under the circumstances this argument seems 
to carry little weight, because mineral oils or greases so used would be in 
comparatively small quantities and the public would not be expected to 
know the source or origin of such ingredients. On the other hand, anyone 
purposefully buying a lubricating oil or grease would naturally assume 
the product came from some oil company, and thus it is not reasonable to 
expect that he would confuse such a source with a food products manu- 
facturer.'® 


15 Coty, Inc. v. Joseph Dixon Crucible Company, Opp’n No. 15,361, 159 
M. D. 995, September 30, 1937. ; 

16 John F. Jelke Co. v. Ohio River Refining and Terminal Co., Opp’n No. 
15,242, 159 M. D. 965, August 7, 1937. 
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Non-Conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register, as 
a trade-mark for oil burners, the picture of a knight in armor and 
the words “Silent Knight Oil Burner by Bailey & Grant,” the words 
“Silent” and “Oil Burner” being disclaimed, notwithstanding the 
prior use by opposer of the words “Silent Automatic” as a trade- 
mark for liquid fuel burners. 

In his decision, after noting that the goods of the parties were 
identical and that the opposer’s priority was conceded, the Assistant 
Commissioner said: 


In each the word “Silent” is descriptive of the goods, and standing alone 
could have none other than a descriptive significance. It is the only feature 
common to both marks. The unitary expressions “Silent Automatic” and 
“Silent Knight” differ greatly in sound and meaning, and in appearance 
applicant’s mark as a whole bears no resemblance to the mark of opposer 
save only the common occurrence of the disclaimed word “Silent.” Under 
the circumstances here disclosed I am unable to believe that the public 
would be confused, or purchasers deceived, through the concurrent use by 
the parties of this descriptive word, nor that opposer would be damaged 
within the meaning of the statute by the registration to applicant of its 
mark as presented. 


He then noted that the present is not a case where the goods 


are “cheap in price and of everyday use” and said: 


The goods of the parties to this proceeding fall within the class con- 
sidered by the Court of Customs and Patent Appeals in the case of Wil- 
liams Oil-O-Matic Heating Corporation v. Bliss, 19 C. C. P. A. 821, 54 F. 
(2d) 430 [22 T.-M. Rep. 22], where judicial notice was taken “of the 
fact that the purchase of devices of the character of those produced by the 
involved parties is attended with care and discrimination upon the part of 
the purchaser.”!* 


17 The Timken-Detroit Axle Company v. Bailey & Grant, Inc., Opp’n No. 
15,683, 159 M. D. 986, September 24, 1937. 
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Witt Brooks, individually, and trading as Brooxs & Co. v. THE 


Great ATLANTIC & Paciric Tea CoMPANY 
United States Circuit Court of Appeals, Ninth Circuit 
November 10, 1937 


Trape-Mark INrrRIncemMENT—“EiGHtr O’CLock” anp “Eicutr BeE.ts” For 
Corree—ConFLICTING Marks. 

The words “Eight Bells” held deceptively similar to “Eight O’Clock,” 

both terms being used as trade-marks for coffee. 
Trape-Mark INFRINGEMENT—SuItTs—RECOVERY. 

In a suit for trade-mark infringement, no element of wilfulness, 

intention or fraud is necessary for recovery. 
Laspets—REGIstTRATION—EFFECT. 

The copyrighting by defendant of a label featuring the term “Eight 
Bells” gave him no protection against an action for trade-mark infringe- 
ment. 

In equity. Appeal from the United States District Court, South- 
ern District of California, Central Division, Action for trade-mark 


infringement and unfair competition. Modified and affirmed. 


William E. Prather, of Los Angeles, Calif., for appellant. 
Kelly L. Taulbee, of Los Angeles, Calif (Munn, Anderson & 
Liddy, of New York City, of counsel), for appellee. 


Before DENMAN, STEPHENs and Hearty, Circuit Judges. 


Srepuens, C. J.: This is an appeal from an interlocutory decree 
of the District Court restraining defendant from the use of a copy- 
righted trade-name upon the grounds of trade-mark infringement 
and unfair trade. The decree orders an accounting. 

The plaintiff (appellee), the Great Atlantic and Pacific Tea 
Company, a corporate citizen of New Jersey with principal place 
of business in New York, brought this action in the United States 
District Court, Southern District of California, Central Division 
(defendant residing therein) alleging in its Bill of Complaint that 
its trade-mark “Eight O’Clock” and “8 O’Clock” as a brand of 
coffee was being infringed by the defendant (appellant), Will 
Brooks, individually and trading as Brooks & Company, and claim- 
ing that defendant was practicing unfair competition in the use of 
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“8 Bells” as a sales brand of coffee. The defendant answered, ad- 
mitting and denying certain of the allegations contained in the Bill 
and the case was tried and submitted to the court upon the pleadings 
and two written stipulations of fact. The court found in favor of 
plaintiff and entered its interlocutory decree ordering an accounting 
and enjoining the use of the designation “8 Bells” by defendant both 
on the ground of trade-mark infringement and unfair competition. 
The sum of money involved amounts to many times the sum of 
$3,000.00. Thus, the jurisdiction of the court to entertain both 
phases of the complaint is established. 

The defendant’s first and most stressed point upon the appeal 
is that the court by unduly pressing its authority and position upon 
the attorney for defendant required his stipulation of the facts and 
required his submitting the case for decision upon such stipulation 
of facts. (It should be noted that defendant is not represented here 
by his trial attorney, who never has made any complaint as to the 
court’s conduct.) 

The court’s calendar was badly congested, and plaintiff, desiring 
an early adjudication, requested a hearing before a special master, 
but defendant objected. The court then made its order from which 
we quote: 


Whereupon the court orders that setting of this cause for trial be con- 
tinued two weeks; counsel to file proposed agreed statement of facts. 

The parties eventually agreed to the facts in two signed written 
statements, defendant reserving his exception to the court’s ruling 
that certain facts contained in the statement were relevant. No ob- 
jection was ever made or exception ever taken to the order quoted 
from. 

Thereafter, attorneys for both parties appeared in open court 
and orally submitted the case upon the record, including the agreed 
statements of fact and written briefs. In due time the court de- 
cided that defendant’s label was deceptively similar to plaintiff's 
trade-mark and that defendant had practiced unfair competition by 
using it. (Note that no attack has been made upon the legal status 
of defendant’s claimed trade-marks.) Findings of Fact and Con- 
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clusions of Law were approved as to form (purporting corrections 
under District Court Rule 44); they were duly signed and filed, the 
interlocutory decree was entered and defendant filed his petition for 
appeal. Thereafter, the original order continuing the case and 
providing for stipulation of facts was changed by the court to 
more fully and formally cover these subjects. 

The true dignity and power of a federal judge, and that of an 
attorney in his court, are equal within the sphere of their respec- 
tive duties. The judge must not compel agreement by arbitrary 
use of his power and the attorney must not meekly submit to a 
judge’s suggestion, though it be strongly urged. 

However, the record in this case shows only a commendable 
course of cooperation, by and between the judge and attorneys, to 
save time in an overbusy court. Time after time, attorneys for 
both sides signed papers consistent with the trial of the case through 
stipulation of facts. In these circumstances objection for the first 
time upon appeal, through the medium of a different attorney, 
cannot be approved. 

Defendant contends that no proof was had as to wilfulness or 
as to any fraudulent intent of any act of which plaintiff complained. 
From a careful reading of the record it is disclosed that practically 
all matters alleged in the complaint were either admitted in the 
answer (admissions in the answer have the force of evidence; see 
Patterson v. Gaines (1858), 47 U. S. 550, 12 L. Ed. 553) or 
stipulated to by the defendant. However, neither wilfulness nor 
fraudulent intent is necessary to the relief herein sought. (See 
authorities cited, infra.) 

It is stated in the stipulation of facts that plaintiff has brought a 
number of actions in the courts against other alleged violators of 
plaintiff’s trade-mark and that in each and every case the matter 
has been settled favorably to plaintiff’s contentions without any con- 
sideration whatever passing. Defendant stipulated as to the truth 
of this fact but objected to its relevancy. The stipulation included 


the statement that such evidence was to be received solely to prove 
that plaintiff had been diligent in protecting his rights under his 
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trade-mark. The relevancy of such evidence for this limited pur- 
pose is apparent. 

Defendant next complains that there was no evidence either of 
infringement or of any unfair competition, but we think otherwise. 

The evidence in this case is wholly by admissions in the answer 
and by written stipulation. It is without conflict and, by conces- 
sion of the parties, establishes the following facts: 

The plaintiff is the successor in interest and good-will of a 
long established food selling business which began the use of the 
trade-mark “Eight O’Clock” and ‘8 O’Clock”’ to identify and dis- 
tinguish its coffee from others in the market about the year 1869. 
It had not been so used before and it has been so used continuously 
since such date. Such trade-mark was registered in the U. S. 
Patent Office, December 23, 1890 and reregistered in slightly dif- 
ferent form but retaining the words “Eight O’Clock” or “8 O’Clock”’ 
on June 14, 1927, July 23, 1929, April 25, 1933, and January 16, 
1934. 


Exclusive ownership by plaintiff and its predecessors in interest 


of such trade-mark has been continuously claimed and insisted upon 
in and out of court. 


Such trade-mark had become well-known to the coffee trade and 
customers long prior to the alleged infringements and unfair prac- 
tices. Long prior to such alleged acts plaintiff's coffee in bags and 
packages similar to four types exhibited in court and bearing such 
trade-mark and been extensively advertised and sold in plaintiff's 
1,500 stores in Canada and throughout the United States, includ- 
ing the Southern Judicial District of California. The defendant 
had notice of plaintiff’s claimed rights in such trade-mark prior to 
defendant’s acts about to be related. 

Defendant first adopted the designation “8 Bells” for his coffee 
for sale in bags and packages on November 25, 1932, upon which 
date he copyrighted such designation. Since this date he has sold 
his coffee in bags and packages labeled “8 Bells” and continues to 
sell the same in the Southern Judicial District of California. Plain- 
tiff has never sold defendant’s coffee or any coffee designated as 
“8 Bells” in any of its stores or at all. 
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We judicially notice the fact that the word “Bells” is a nautical 
term for “O’Clock” and so used eight bells after midnight means 
eight o'clock in the morning. 

We hold, as did the trial court, that the trade-name of de- 
fendant’s coffee is deceptively similar to and does suggest plain- 
tiff’s trade-mark and causes confusion between the two to the plain- 
tiff’s injury. The use of the designation “8 Bells’’ by defendant 
constitutes unfair trade practice and infringes plaintiff's trade-mark 
of “Eight O’Clock” and ‘8 O’Clock.” 

The following quotation and citations of authorities, when re- 
lated to the facts hereinabove stated, are sufficient to indicate that 
the evidence supports the findings and the judgment except as to 
two instances, which we treat by modifying the decree. 

The authorities cited are also conclusive to the effect that no 
element of wilfulness, intention, or fraud is necessary for recovery 
in an action of the kind we are here considering. 


Principles of Law Applicable 


The test of identity is not whether, when goods are placed side by side, 
a difference can be recognized in the labels or marks; but the test is, when 
such goods are not placed side by side, would an ordinarily prudent 
purchaser be liable to purchase the one, believing that he was purchasing 
the other. McDonald v. Mueller, 183 Fed. 972, 974. 


As stated in the case of Juvenile Shoe Company v. Federal 
Trade Commission (C. C. A. 9), 289 Fed. 57, 59: 


Injunction will lie against a corporation that by any artifice deceives 
the public into believing that its goods are those of another corporation 
having a similar name; and this is true irrespective of any intent to 
mislead the public, and especially is it true where the corporations are 
engaged in the same business. 


See also, American Products Company v. American Products 
Company, 42 F. (2d) 488, 490 [20 T.-M. Rep. 573]. 

In Chesebrough Manufacturing Co. v. Old Gold Chemical Co., 
Inc. (C. C. A. 9), 70 F. (2d) 383, 385 [24 T.-M. Rep. 149], the 
court stated: . 


We are likewise of opinion that the label of appellee so closely resembles 
appellant’s label as to lead to confusion and deception. It is true that 
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appellee places on its article distinguishing marks by which it could be 
identified by a careful and discriminating purchaser, but this is not enough, 
for it is the casual or ordinary purchaser who must be protected, and as 
to him the test is general appearance. 


The Circuit Court in the Seventh Circuit expressed itself in 


similar language in the case of Northam Warren Corporation v. 
Universal Cosmetic Co., 18 F. (2d) 774: 


Whether there is an infringement of a trade-mark does not depend 
upon the use of identical words, nor on the question as to whether they are 
so similar that a person looking at one would be deceived into the belief 
that it was the other; but it is sufficient if one adopts a trade-name or a 
trade-mark so like another in form, spelling, or sound, that one with a not 
very definite or clear recollection as to the real trade-mark, is likely to 
become confused or misled. Memory comparison is all that is necessary. 


In Queen Manufacturing Co. v. Isaac Ginsberg & Bros., Inc., 
25 F. (2d) 284, 287, a similar holding is found. 

It would appear that defendant was laboring under the mistaken 
idea that registration of his label under the Copyright Act of 1874 
(18 Stats. at L. 78) determined his right to its use. Of course, 


such registration does not immunize him from such attacks upon his 


use of the copyrighted name as are contained in the complaint filed 
in this cause. 


Following the usual formalities in the decree there are seven 
numbered paragraphs of factual statements. Immediately fol- 
lowing these are several unnumbered but distinctly separate para- 
graphs defining the relief accorded plaintiff. 

In the first of these “relief paragraphs it is decreed “that 
plaintiff is entitled to the exclusive use of the term ‘8 Bells’ and 
‘Eight Bells’ as its trade-mark.’ Obviously, the word “Bells” has 
been inadvertently used instead of “O’Clock’’ and the decree is 
modified in this particular by striking the word “Bells” and sub- 
stituting the word “O’Clock” in each instance. 

In the second of these “relief” paragraphs the defendant is 
enjoined from the use of the word “Bell” or “Bells” or “O’Clock” 
in any manner or combination in connection with the sale of coffee. 
There is nothing in this case justifying such restriction upon the 
proper use of these common words of the English language. This 
paragraph of the decree will, therefore, be modified by striking 
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therefrom the following language: “and/or from using the term 
‘Bell’ or ‘Bells,’ whether associated or not with a numeral indica- 
tive of time, in connection with the sale of coffee, and/or from using 
the term ‘Clock’ and/or the term ‘O’Clock,’ whether associated or 
not with a numeral indicative of time, in connection with the sale 
of coffee.” 

As so modified, the decree is affirmed. 


Great Atvantic & Paciric Tea Company v. A. & P. Rapio Stores, 


INc. 
(20 F. Supp. 703) 


United States District Court, Eastern District of Pennsylvania 
September 14, 1937 


Trape-Marks and Unrair Competition—Licenstnc NAME OF CoRPORATION 
—INTENT. 

While the honest use of a family name in a personal business will 
not be enjoined, absence of fraudulent intent is no defense where licens- 
ing of a corporation is involved. 

Unrair Competirion—“A. & P.” 1x Corporate NamE—UsE or Same NICK- 
NAME IN ComPETING BusINEss. 

Plaintiff had for many years carried on a grocery business throughout 
the United States under the name “Great Atlantic and Pacific Tea Com- 
pany,” said name being popularly shortened to “A & P.” Defendant, 
organized in 1936, put out radios, washing machines, and electric refrig- 
erators, using the insignia “A & P,” with a design similar to plaintiffs, 
said letters being an abreviation of the active managers of the business, 
namely, Aronberg and Podolsky. Defendant held guilty of unfair 
competition. 

Unrar Comretirion—Use or NAME OF CORPORATION. 

In the case of a corporation, there is no right to use a corporate name 
containing the individual name of an incorporator if such use will in- 
fringe a prior right or a well-known corporate name. 


In equity. Action for unfair competition. Decree for plaintiff. 

Sylvester J. Liddy, of New York City and Robert C. Walden, 
of Philadelphia, Pa., for plaintiff. 

Robert Levin and Phillip Dorfman, both of Philadelphia, Pa., 
for defendant. 


Maris, D. J.: This is a suit in equity filed by the Great Atlan- 
tic & Pacific Tea Company seeking an injunction restraining the 
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defendant from using the letters “A & P” in its corporate name and 
in its business. From the evidence I make the following special: 


Findings of Fact 


The plaintiff is a corporation of the State of New Jersey, which has been 
for many years engaged in the business of selling food products and house- 
hold appliances. It has more than 14,000 retail stores, 2,018 of which are 
in the State of Pennsylvania, and 325 of them in the City of Philadelphia. 

The plaintiff company has for many years been known colloquially to the 
public as the “A & P” Company and its retail stores as “A & P” stores. 
It employs on its store windows a circular insignia consisting of the letters 
“A & P” and the words “Established 1859” within the circle, the circle in 
turn being superimposed upon a bar within which are the words “Where 
economy rules.” The plaintiff also has extensively used the letters “A & P” 
as a brand or trade-mark for various of its products. 

The plaintiff has expended many millions of dollars for advertising its 
business, through the newspapers, by means of radio programs, and in 
other ways. Its sales in the Philadelphia district for the years 1932 to 
1936, inclusive, amounted to $224,251,000. The value of its trade-name 
“A & P” is far more than the jurisdictional sum of $3,000. 

The defendant was incorporated under the laws of Pennsylvania in 
March, 1936, and began business in April of that year. The letters “A & P” 
in its name are the initials of the surnames of Messrs. Aronberg and 
Podolsky, who were its incorporators and are the active managers of its 
business. At the time its name was selected, Aronberg and Podolsky had in 
mind the use of the trade-name “A & P” by the plaintiff and unquestionably 
fully understood its great value. 

The defendant is engaged in the business of selling new and second- 
hand radios, washing machines, and electric refrigerators. It employs on 
its store windows a circular insignia with the words “A & P” within the 
circle and the word “Radio” within a bar or banner superimposed on the 
circle. It has also used the letters “A & P” in connection with the sale of 
its merchandise. Shortly after it started business, it used the following 
slogans in its store windows: “The name A & P assures you satisfaction.” 
“A & P reputation deserves your patronage.” The use of these two slogans 
was discontinued, however, after the plaintiff protested. 

There was no credible evidence of actual confusion of the public mind 
by the use by the defendant of the letters “ A & P.” 


Discussion 


This is a suit to restrain unfair competition. There is diversity 


of citizenship, and the court has jurisdiction since the matter in 
dispute is the plaintiff’s trade-name and good-will, the value of 
which is vastly in excess of $3,000. 

The plaintiff seeks to restrain the defendant from using its 
trade-name “A & P” in connection with its business of selling radios, 
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washing machines, and electric refrigerators. None of these articles 
is sold by the plaintiff. Consequently the first question presented 
is whether the owner of a nationally known and valuable trade- 
name may restrain its use by a third party in connection with a 
noncompeting business. It is quite clear that in such a case the 


defendant is not actually diverting custom and trade from the 


plaintiff. Such an injury, however, is not the only one which may 


result. As was said by Mr. Justice Shientag in Philadelphia 
Storage Battery Co. v. Mindlin, 163 Misc. 52, 296 N. Y. S. 176, 178 
[27 T.-M. Rep. 375]: 

The normal potential expansion of the plaintiff's business may be fore- 
stalled. ... His reputation may be tarnished by the use of his mark upon 
an inferior product. ... A false impression of a trade connection between 
the parties may be created, possibly subjecting the plaintiff to liability or 
to the embarrassments of ligitation, or causing injury to his credit and 
financial standing. 

The underlying principle involved in these cases was well put 
by Circuit Judge Learned Hand in Yale Electric Corporation v. 
Robertson (C. C. A.) 26 F. (2d) 972, 974, as follows: 

However, it has of recent years been recognized that a merchant may 
have a sufficient economic interest in the use of his mark outside the field 
of his own exploitation to justify interposition by a court. His mark is 
his authentic seal; by it he vouches for the goods which bear it; it carries 
his name for good or ill. If another uses it, he borrows the owner’s reputa- 
tion, whose quality no longer lies within his own control. This is an injury, 
even though the borrower does not tarnish it, or divert any sales by its use; 
for a reputation, like a face, is the symbol of its possessor and creator, and 
another can use it only as a mask. 

It is on the basis of this developing conception of unfair com- 
petition that the courts have repeatedly restrained the use of 
similar trade-marks on noncompeting goods. See Walter v. Ashton, 
1902, 2 Ch. 282; Aunt Jemima Mills Co. v. Rigney & Co. (C. C. A.) 
247 F. 407, L. R. A. 1918C, 1039 [8 T.-M. Rep. 163], cert. den. 
245 U. S. 672, 38 S. Ct. 222, 62 L. Ed. 540; Aluminum Cooking 
Utensil Co. v. Sargoy Bros. & Co. (D. C.) 276 F. 447 [12 T.-M. 
Rep. 53]; Vogue Co. v. Thompson-Hudson Co. (C. C. A.) 300 F. 
509 [13 T.-M. Rep. 349]; Wall v. Rolls-Royce of America 
(C. C. A.) 4 F. (2d) 333 [15 T.-M. Rep. 239]; Hudson Motor 
Car Co. v. Hudson Tire Co. (D. C.) 21 F. (2d) 453; Duro Co. v. 
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Duro Co. (C. C. A.) 27 F. (2d) 839 [18 T.-M. Rep. 430] ; Standard 
Oil Co. v. California Peach & Fig Growers (D. C.) 28 F. (2d) 283 
[19 T.-M. Rep. 1]; Del Monte Special Food Co. v. California 
Packing Corporation (C. C. A.) 34 F. (2d) 774 [19 T.-M. Rep. 
443]; Waterman Co. v. Gordon (C. C. A.) 72 F. (2d) 272 [24 
T.-M. Rep. 347] Alfred Dunhill of London v. Dunhill Shirt Shop 
(D. C.) 3 F. Supp. 487; Great Atlantic § Pacific Tea Co. v. 
A. & P. Cleaners & Dyers (D. C.) 10 F. Supp. 450 [25 T.-M. 
Rep. 557]. 

I am satisfied that in the present case defendant’s name was 
chosen with an eye to the value of the letters “A & P” as the plain- 
tiff’s trade-name because of the widespread acquaintance of the 
buying public with them as such. It undoubtedly hoped to ap- 
propriate some of that value to itself. This was an unfair inter- 
ference with the plaintiff’s trade-name, and it is clear under the 
cases to which I have referred that the court has authority to en- 
join it. It is equally clear that the granting of relief need not be 
conditioned upon the showing of actual deception of the public. 
Gehl v. Hebe Co. (C. C. A.) 276 F. 271 [21 T.-M. Rep. 154]. 

The defendants, however, while not seriously controverting the 
legal principles to which I have referred, argues that they are not 
applicable to the present case for a number of reasons. The first 
is that since the plaintiff’s corporate name is “The Great Atlantic 
& Pacific Tea Company,” it has no legal right to do business in 
Pennsylvania under the name of the “Great A. & P. Tea Company” 
or “A & P Food Stores” or under the initials “A & P.” It may be 
admitted that a corporation may not lawfully transact business 
under an assumed or fictitious name and that in Pennsylvania a 
corporation is required to engage in business only under its proper 
corporate name. This is not to say, however, that a corporation 
may not use a trade-name or what may be described as a colloquial 
name or nickname. It is obviously impossible for a corporation hav- 
ing a name as long as that of the plaintiff to prevent the public from 
shortening it or using its initials as a nickname. This is a very 


widespread practice, particularly in connection with large enter- 
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prises such as railroads. Thus in Philadelphia, the Philadelphia 
Rapid Transit Company, which operates the local street railways, 
is universally referred to as the P. R. T. Furthermore, the 
adoption and use by the public of such a nickname as a trade-name 
is unquestionably of real value to the company. 

As to this Nims on Unfair Competition and Trade-Marks (3d 
Ed.) says (p. 246): 

Corporate names or parts of these names when used to designate goods 
or business houses, or as trade “nicknames,” are trade-names pure and 
simple, in most instances, and can be protected as such. The commercial 
nickname, or abbreviated name, is often more valuable, far better known, 
and more carefully guarded from use by rivals than the formal or full 
name from which it is taken. Hence it is that unfair competition applies to 
nicknames of corporations. “U. M. C.” for Union Metallic Cartridge Co.; 
“Winchester” for Winchester Repeating Arms Company; “Equitable,” for 
Equitable Life Assurance Society; “C. B. & Q”; for Chicago, Burlington & 
Quincy; “B. & A.,” for Boston & Albany, are instances of such nicknames. 
One hears or sees the full corporate name used seldom in comparison to the 
number of times the nickname is used. 

It follows that the plaintiff has not overstepped its legal rights 
in using the letters “A & P” as a nickname in its business. It is 
equally clear that its use of these letters as a trade-mark is also 
lawful. . 

The defendant argues, however, that the plaintiff by its regis- 
tration of the trade-mark “A & P”’ in the United States Patent Office 
secured no legal right to the use of these letters as a trade-mark or 
name. This, it says, is because the plaintiff is not engaged in inter- 
state commerce and consequently secured no rights under the act 
of Congress (15 U. S. C. A. § 81) which authorizes the registra- 
tion of those marks only which have been used in interstate or 
foreign commerce. It is a sufficient answer to this contention to 
point out that since this court has jurisdiction because of diversity 
of citizenship, it is immaterial whether plaintiff's trade-mark was 
used in interstate commerce or was registered under the act of 
Congress. The title to a trade-mark is independent of its regis- 
tration. United States Ozone Co. v. United States Ozone Co. 
(C. C. A.) 62 F. (2d) 881. The real question is whether the mark 
was actually adopted and used by the plaintiff and as to that there 
can be no doubt in this case. ' 
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Defendant next urges that it has merely used an abbreviation 
of the surnames of its incorporators and sole stockholders, and 
that this it is entitled to do, regardless of the plaintiff's right. It 
will be observed, however, that the defendant did not use the names 
“Aronberg and Podolsky.” It is obvious that the purpose of de- 
fendant’s incorporators was not to acquaint the public with the fact 
that these men were interested in its business. If this had been their 
purpose, their surnames would have been used. I am satisfied that, 
on the contrary, their intention was to appropriate whatever value 
they could of the plaintiff's trade-name “A & P” and to excuse this 
action on the ground that these initials represented their own sur- 
names. This, however, is not a sufficient excuse under the circum- 
stances. Great Atlantic & Pacific Tea Co. v. A. & P. Meat Market, 
138 Misc. 224, 244 N. Y. S. 535 [21 T.-M. Rep. 18]. 

In this connection it should be noted that there is a distinction 
between the right of an individual to use his name in his personal 
business and the right to use an individual name or initial in a cor- 
porate name. In the case of a corporation there is no right to use 
a corporate name containing the individual name of an incorporator 
if such use will infringe upon a prior right or a well known cor- 
porate name. Nims on Unfair Competition and Trade-Marks (3d 
Ed.) p. 248; R. W. Rogers Co. v. Wm. Rogers Mfg. Co. (C. C. A.) 
70 F. 1017; Clark Thread Co. v. Armitage (C. C. A.) 74 F. 936. 
In other words, while an honest use of a family name in a personal 
business will not be enjoined, honest motives and absence of 
fraudulent intent are no defenses where the licensing of a name to 
a corporation is involved. This is for the reason that a corporation 
may select any name not already appropriated, whereas there is a 
natural inclination on the part of an individual to trade under his 
own name. 

In the present case, as we have seen, the defendant’s incorpora- 
tors did not use their own names but merely their initials, and these 
were used with the intention of misleading the public. It follows 
that they have stepped beyond the bounds of the law in thus adopt- 
ing for their own purposes the trade-name of the plaintiff. Their 
action in so doing amounts to unfair competition with the plaintiff. 
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I am not impressed with the defendant's argument that the 
letters “A & P” are used by many other concerns throughout the 
country. The evidence was that out of 2,244,175 company and 
firm names listed in Dun & Bradstreet’s Credit Rating Book, there 
were twelve which used the letters “A & P” in their names. Only 
one of these concerns was known to the plaintiff and that one ap- 
pears to have been the defendant in a suit in the Western District 
of Pennsylvania. Great Atlantic § Pacific Tea Co. v. A. & P. 
Cleaners & Dyers, Inc. |D. C.] supra. There is no evidence as to 
how long any of the twelve concerns have been in business or as to 
the extent of their infringement upon the plaintiff's trade-name. 
But regardless of this, it is obviously no excuse for the defendant’s 
conduct to say that others have been guilty of the same wrong. Nor 
is the question here whether the plaintiff has an exclusive right, 
but rather whether to the public “A & P” means the plaintiff. 

Nor can I follow the defendant’s final argument that it secured 
a right to the use of its corporate name from the Commonwealth of 
Pennsylvania and that plaintiff was guilty of laches in failing to 
protest in response to the advertisements of its intention to secure 
a certificate of incorporation inserted in the newspapers, as directed 
by the Pennsylvania Business Corporation Law (15 P. S. Pa. § 
21). The issuance of its charter did not confer on the defendant 
any right wrongfully to use a name already used by another, nor 
was it an adjudication by the state of the legality of the name chosen. 
That is a matter for this court to determine. Hudson Tire Co., Inc. 
v. Hudson Tire §& Rubber Corporation (D. C.) 276 F. 59 [11 
T.-M. Rep. 284]. 


Conclusions of Law 


Plaintiff is the owner of the trade-name or nickname and trade- 
mark “A & P.” 

Defendant’s use of the letters “A & P” in its corporate name 
and otherwise in connection with its business constitutes unfair 
competition with the plaintiff in violation of the law. 
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Plaintiff is entitled to an injunction against defendant, its 
agents, servants, attorneys, and employees, restraining them from 
using the letters “A & P” in its corporate name and otherwise in 
connection with its business. 

A decree may be entered accordingly. 


Heyman RosenBerRG and Parker-Katon CorporaTION v. SHAPE- 
PROOF Lock WasHER CoMPANY 
United States District Court, District of Delaware 
August 13, 1937 
Trape-Marks—“Setr-Toprinc” ror ScrEws—DeEscripTive TERM. 
Held that the word “Self-Topping” used as a trade-mark for screws, 


is descriptive and hence, invalid. 


In equity. Action for alleged patent* and trade-mark in- 
fringement. Bill pleading trade-mark infringement dismissed. 


Hugh M. Morris, Clifton V. Edwards and Reverdy Johnson 


(of Edwards, Bower § Pool), of New York City, for plain- 
tiffs. 


Thomas G. Haight (of Wall, Haight, Carey and Hartpence, 
of Jersey City, N. J.), Roy H. Olson and Ralph M. Watson, 
of Cox & Moore, of New York City, for defendant. 


Plaintiffs seek to monopolize the use of the word “self-tapping”’ 
in connection with screws. A new meaning is sought to be given to 
the word “tapping.” That “tapping” may be applied to a screw 
that does not tap but is freely rotatable in a hole tapped by a 
separate instrument. 

The word “self-tapping” was used as far back as 1917 by 
Parker Supply Company engaged in the sale of Rosenberg Type 
“A” screws. That company went out of business in 1921. Parker- 
Kalon Corporation, one of the present plaintiffs, came into existence 
in 1922. It was not, however, a successor to Parker Supply Com- 
pany, and did not obtain from that company any assignment of 


*Note.—That portion of the opinion relating to the patent infringement 
is here omitted.— Eb. 
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trade-mark rights. The word “tapping” has a well defined mean- 
ing. It means “to furnish a hole with an internal screw thread”; 
“serew threading a hole.” “Self” needs no definition. Obviously 
the two words together mean that the screw taps itself. In other 
words, that the screw itself threads its hole. That a purely descrip- 
tive word cannot be appropriated by any one as a trade-mark is so 
well settled as to need no citation of authority. 

From 1912 to the present time others have used “‘self-tapping” 
in its dictionary sense. In “Surgery, Gynecology and Obstetrics,” 
1912, we find references to “Sherman Tap Screws” and “Vanadium 
Steel Self-tapping (fluted) Screws.’ In an article appearing in the 
journal “Annals of Surgery,” 1919, reference is again made to 
“self-tapping or cutter-pointed screw.” In a Bureau of Standards 
circular issued in March, 1932, an illustration of a screw is labelled 
‘“Self-tapping screw.” The record is replete with like references. 

There is in evidence an original box put out by Parker Supply 
Company bearing a label “Parker Hardening Self-Tapping Sheet- 
Metal Screws.” The name “Parker” indicated origin while the 
words “hardened,” “self-tapping,’ and ‘“sheet-metal’” were or- 


dinary English words descriptive of the product. Below is a 


reproduction of a label put out by the present plaintiff corporation. 


PARKER-KALON 


HARDENED SELF-TAPPIN( 


Sheet Metal Screws 


It speaks for itself. Obviously the indication of origin is the 
name “Parker-Kalon.’’ The inconspicuous words “‘hardened,” “‘self- 
tapping” and “sheet metal screws” are descriptive of the character, 
operation and purposes of the product. Plaintiff's advertising 
matter in evidence contains many statements emphasizing the de- 
scriptive sense in which the plaintiffs have been using the word 
“self-tapping.” The way in which plaintiffs have used the word 
“self-tapping” precludes all possibility that the word has come to 
indicate to any one the orgin of the product. It is likewise estab- 
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lished by the evidence that the word “‘self-tapping” has never been 
used by the defendant in any other sense than in a descriptive sense. 
It is clear that the word “self-tapping’” cannot be appropriated 
by plaintiffs as a valid trade-mark. 
This opinion contains a statement of the essential facts and of 
the law applicable thereto in conformity with Equity Rule 7014. 
The bill of complaint must be dismissed. 





FiorenceE Rose v. Socony-Vacuum O1t Company, INc. 
United States District Court, Western District of Michigan 


October 22, 1937 


Unrarr Competition—‘Door Ease” ror Lusricant-ImMiraTiING Dress AnD 
APPEARANCE OF Goons. 

Plaintiff put out a distinctive lubricant for automobile parts under 
trade-mark “Door Ease” and supplied defendant with packages thereof, 
marked “Mobil Door Ease” and printed in colors used by defendant, 
which thereafter began to put out own lubricant under name “Mobil 
Dri-Lube” in containers imitating plaintiff's as to size, form, color and 
general appearance, billing its product in some cases as “Door-Ease.” 
Defendant held guilty of unfair competition and enjoined from using 
name “Door-Ease” on its goods. 


In equity. Action for unfair competition. Injunction granted. 


Alexis J. Rogoski and Williams, Bradbury, McCaleb § Hinkle, 
of Chicago, Ill., for plaintiff. 

Hadley F. Freeman and Francis L. Williams, of Cleveland, 
Ohio, for defendant. 


Raymonp, D. J.: The findings of fact and conclusions of law 
herewith filed render unnecessary statement of the conflicting claims 
of the parties. Plaintiff concedes that she cannot complain of de- 
fendant’s resumption of manufacture and sale of a lubricant stick 


or of the use of its characteristic colors and markings upon packages. 

Defendant’s denial of intent to do anything to copy the plain- 
tiff’s stick and package and its claims that it did everything possible 
to make its stick and package different is contrary to the facts as 
they appear from the evidence. A wide range of choice of size, 
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shape and markings including the use of its own colors and markings 
was and is still open to it. 

In view of the court, the choice actually made was so deceptively 
similar to plaintiff's product and package as to induce the ordinary 
purchaser to buy of defendant in the belief that he was purchasing 
the product of plaintiff. Defendant’s conduct to this extent should 
be enjoined upon the authority of the following cases decided by the 
Circuit Court of Appeals for the Sixth Circuit—Coca Cola Co. v. 
Gay-Ola Co., 200 F. 720 [4 T.-M. Rep. 297]; Samson Cordage 
Works v. Puritan Cordage Mills, 211 F. 603 [4 T.-M. Rep. 225]; 
O. & W. Thum Co. v. Dickinson, 245 F. 609 [9 T.-M. Rep. 89]; 
Wisconsin Electric Co. v. Dumore Co., 35 F. (2d) 555 {3 U.S. P.Q. 
232]; Chesebrough Mfg. Co. v. Old Gold Chemical Co., 70 F. (2d) 
383 [21 U.S. P. Q. 304] [24 T.-M. Rep. 149]; E. Kahn’s Sons Co. 
v. Columbus Packing Co., 82 F. (2d) 897 [26 T.-M. Rep. 303]; 
White Tower System v. White Castle System, etc., 90 F. (2d) 67 
[33 U. S. P. Q. 573] [27 T.-M. Rep. 600]. See also Wawak Co. 
v. Kaiser, 90 F. (2d) 694 [33 U.S. P.Q. 575] [27 T.-M. Rep. 606]. 


Findings of Fact 


1. Plaintiff, Florence Rosen, is a citizen of the State of Michigan, re- 
siding in this district. Defendant is a New York corporation, a citizen and 
a resident of the State of New York. Diversity of citizenship exists be- 
tween plaintiff and defendant. 

2. The evidence establishes that the amount in controversy exceeds 
three thousand dollars ($3,000) exclusive of interest and costs. 

3. Plaintiff is registered in the State of Michigan as doing business 
under the assumed name of American Grease Stick Company. 

4. Since 1931, plaintiff has been manufacturing and distributing a stain- 
less stick lubricant, developed by plaintiff's employees and sold in two 
sizes, a so-called Universal Size and a so-called Shop-Stick size, under 
plaintiff's trade-mark “Door-Ease.” 

5. “Door-Ease” stainless stick lubricant is a composition of lubricants 
and waxes, normally solid in a wide temperature range, plastic when ap- 
plied, sufficiently adhesive to cling to the surfaces on which it is rubbed, and 
so constituted as not to yield free oils. The product is designed for 
lubrication of surfaces where rubbing contact produces squeaks or friction. 

6. Plaintiff's product, “Door-Ease” stainless stick lubricant, has a natu- 
rally yellowish color produced and controlled by blending and varying the 
respective quantities of the various ingredients of which the product is 
composed. 

7. Plaintiff's Shop-Size Stick is packaged in a cylindrical sheet metal 
container one inch in diameter and four and one-half inches long, fitted with 
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a sliding bottom to enable the stick to be advanced as it is consumed. Six 
sticks of this size are packed side by side in a flat sales carton. 

8. The color of plaintiff's product and the dimensions and form of the 
container employed are purely arbitrary. 

9. Plaintiff's business began with the efforts of one man and has shown 
steady growth throughout the last five years. 

10. Plaintiff has spent in excess of $25,000 for advertising “Door-Ease” 
stainless stick lubricant in the past five years, and in this advertising has 
regularly illustrated the Shop-Stick Size package of “Door-Ease.” 

11. Other manufacturers have produced lubricant sticks in widely vary- 
ing forms, colors and sizes, none shown to be similar to that of plaintiff in 
either dimensions or color. 

12. Defendant, prior to 1935, has made lubricant sticks in sizes varying 
from one-half to over two inches in diameter, from three inches to a foot 
long, and in colors varying from a light yellow to a very dark brown. These 
were not wrapped. 

13. Plaintiff early procured the endorsement of “Door-Ease” stainless 
stick lubricant by automobile manufacturers, who prescribed the use of 
that product for lubricating the surfaces of such parts of the automobile 
as require lubrication, such as the hood laces, door dove tails, etc. Many 
automobile manufacturers, including Studebaker, Buick, Pontiac and Olds- 
mobile, specified the use of this product by statements in their owners’ 
and service manuals by its trade-name, “Door-Ease,” and also frequently by 
publishing an illustration of the Shop-Stick Size package. 

14. Several companies operating numerous automobile service stations 
throughout the United States, such as the Goodyear, the Goodrich and the 
Firestone Tire companies, also published recommendations of plaintiff's 
product and prescribed ‘its use in the lubrication of automobiles at their 
service stations. 

15. Many of the large petroleum distributors undertook the distribution 
of plaintiff's product and published lubrication charts for guidance of serv- 
ice station attendants in lubricating automobiles, in which they prescribed 
“Door-Ease” for lubrication of contacting surfaces. These charts are 
drafted to incorporate the automobile manufacturer’s recommendations and 
specifications. 

16. For certain of these oil companies, plaintiff packaged its product 
in its Shop-Size container especially printed for such distributor, and con- 
taining both the trade-mark of the distributor and that of the manufacturer, 
e.g., “Texaco Door-Ease,” and “Shell Door-Ease.” Plaintiffs standard 
package, identical in form and dimensions, bore the single trade-mark 
“Door-Ease.” 

17. Eleven such distributors in 1936 were each using from 15,000 to 
50,000 sticks of “Door-Ease” stainless stick lubricant packaged in the 
Shop-Stick Size containers. 

18. Beginning in 1934 and ending in 1936, plaintiff manufactured and sold 
to defendant more than 152,000 packages of Shop-Stick Size stainless stick 
lubricant in containers identical with that used for plaintiff's standard 
package except that the package was trade-marked “Mobil Door-Ease” 
and was printed in colors used by defendant. Defendant published 7,500 
lubrication charts in 1934 and more than 10,000 in 1936, specifying this 
product for automobile lubrication. 

19. Plaintiff's standard package is sold to and by independent jobbers 
and distributors, large and small tire and oil companies, automobile acces- 
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sory dealers, service stations, garages, car manufacturers, etc., in quanti- 
ties from one stick to thousands of sticks. Plaintiff and defendant com- 
pete for this market. 

20. Early in 1936 defendant began the manufacture and distribution 
of a stick lubricant which defendant named “Mobil Dri-Lube.” 

21. As a container for “Mobil Dri-Lube” defendant adopted a sheet 
metal cylindrical tube of the same dimensions, form, general appearance 
and operating characteristics of plaintiff's Shop-Stick size package. This 
container is confusingly similar to that of plaintiff. Defendant packed 
these containers six to a flat sales carton, in which they were laid side by 
side, exactly as plaintiff's product had been packaged. 

22. Defendant added to its lubricant a yellow dye, coloring its naturally 
grayish white stick to a yellowish color similar to that of plaintiff's 
product. 

23. In the manufacture of “Dri-Lube” defendant employed candle 
molds which would form a lubricant stick in candle shape, five inches long, 
and in excess of one inch in diameter, then forced the resultant product 
through a forming ring to form the stick into a cylinder, one inch in 
diameter, and cut the stick to exactly the length of plaintiff's lubricant 
stick. 

24. Although plaintiff protested to defendant that “Mobil Dri-Lube was 
being packaged to those long used for plaintiff's product, defendant did 
nothing to correct the situation or to change its package. 

25. When defendant undertook the distribution of its own product, 
“Mobil Dri-Lube,” in a package identical in form and dimensions with that 
which had been used for 152,000 “Mobil Door-Ease” sticks manufactured 
by plaintiff and sold by defendant, defendant took no effective steps to 
iotify the distribution organization dealing in defendant’s product, con- 
sisting of 35,000 to 40,000 filling stations, 5,000 bulk plants, and 13 division 
offices scattered throughout the United States, other than to send notice of 
the change to the division offices. 

26. In numerous purchases made by or for plaintiff, in which “Door- 
Ease” was ordered, both by oral and written orders, defendant's product 
“Mobil Dri-Lube” was supplied. These purchases were made at filling 
stations as well as at defendant’s wholesale bulk plants. In some instances 
where “Dri-Lube” was supplied the invoices made by defendant’s employees 
specified “Door-Ease.” Certain of these purchases were conducted wholly 
by mail. 

27. Several purchasers, after receiving “Dri-Lube” upon orders for 
“Door-Ease,” telephoned defendant’s wholesale bulk plant employees who 
handled the sales to protest the delivery of “Dri-Lube” pursuant to orders 
for “Door-Ease” and were told that the products were absolutely identical 
except for a change in name. 


Conclusions of Law 


1. This court has jurisdiction of the parties to this suit and the 
subject matter thereof. 


2. Defendant’s adoption and use of a package for its product 


“Dri-Lube” identical in form and dimensions and confusingly 
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similar in coloring and dress with that used by plaintiff for its 
product, “Door-Ease”’ stainless stick lubricant, constitute unfair 
competition which a court of equity will enjoin. 

3. Defendant has been guilty of palming off and substituting 


its product “Dri-Lube” upon orders for plaintiff’s product “Door- 
Ease.” 


4. Defendant will be permanently enjoined and restrained from 
manufacturing, selling, or offering for sale, a stick lubricant yellow 
in color and packaged in a cylindrical push-bottom container one 


inch in diameter and four and one-half inches in length, or any 


stick lubricant contained in any other form of cylindrical container 
in dimensions so nearly approaching one inch in diameter or four 
and one-half inches in length, or of any such form, size or length as 
to be confusingly similar in appearance to the product as packaged 
and sold by plaintiff. 

5. Defendant will be permanently enjoined and restrained from 
filling any orders received for plaintiff's product “Door Ease” with 
any other product than plaintiff's product “Door-Ease” and from 
substituting therefor defendant’s product “‘Dri-Lube’’; from using 
the name “Door-Ease” upon defendant’s containers, invoices, ad- 
vertising and literature of every character whatsoever; from repre- 
senting to purchasers, or prospective purchasers of stick lubricant 
that defendant’s product “Dri-Lube” is manufactured by plaintiff, 
or by the manufacturers of ‘““Door-Ease,” or that defendant’s product 
is the same thing as ““Door-Ease”’; from representing either directly 
or indirectly to car owners having cars lubricated at defendant’s 
service stations that plaintiff's product is being used in the lubrica- 
tion of cars when, in fact, a substitute or different product is used 
or employed. 

6. An accounting will be ordered of the profits accruing to de- 
fendant and the damages suffered by plaintiff because of defendant's 
unfair trade practice. 


7. A decree may be presented for signature in conformity here- 
with. 
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Dixie Vortex Company v. Lity-Tuiie Cup Corporation 


United States District Court, Eastern District of New York 
May 26, 1937 


Unrarr Competition—S1iMivarities IN Non-IpENTIFYING Dress anpD FeEa- 
TURES OF Goops. 

Plaintiff and defendant both put out two-piece paper drinking cups. 
Where plaintiff’s use of yellow and blue sheets for its price lists, of a 
certain size and shape for its cup and of cellophane wrappers and cer- 
tain colors in connection therewith had none of them become distinctive 
of its drinking cups, held that defendant, in making use on its product 
of features somewhat similar, was not guilty of unfair competition, 
especially as there was no evidence or probability of confusion to pur- 
chasers. 


In equity. Action for alleged patent infringement* and unfair 
competition. Bill pleading unfair competition dismissed. 


Edmund Quincy Moses (Joseph H. Milans and Edmund Quincy 
Moses, of counsel), of New York City, for plaintiff. 

Briesen & Schrenk (Hans V. Briesen, Fred A. Klein and S. Mor- 
timer Ward, Jr., of counsel), all of New York City, for 


defendant. 

Gaston, D. J.: This action relates to the alleged infringe- 
ments on certain letters patent, and alleges also unfair competition. 
Thus there are presented seven causes of action which will be dis- 
cussed in the order indicated. 


Unfair Competition 

This is the last of the causes of action to be considered. In some 
respects it presents an unusual combination of circumstances. The 
controversy between the parties and their respective predecessors 
is of long standing. Plaintiff contends its predecessor, the In- 
dividual Drinking Cup Company, preceded the Public Service Cup 
Company, the predecessor of the defendant, in the business of mak- 
ing paper cups; that a single piece pleated cup was first manufac- 
tured by the plaintiff's predecessor under Luellen patent No. 
1,308,793, and that defendant’s predecessor was sued for infringe- 


* Note——That portion of the opinion relating to patent infringement is 
here omitted.—Eb. 
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ment of that patent. That litigation resulted in the defendant's 
acquiring first a license and then the ownership of the patent on the 
single piece pleated cup. Thereafter, the defendant followed the 
plaintiff in the manufacture of the two piece type decorated and 
tinted cups and endeavored to copy, so it is charged, not only the 
design patent heretofore disclosed, but also the sizes, dimensions, 
tapers and tints and arbitrary sales numbers applied to such cups 
with the intention of causing confusion in the trade and profiting 
by the good-will which had been established by the plaintiff. 

That the defendant found much to admire in the plaintiff's 
products and methods of doing business is inevitably the inference 
to be drawn from the record in this case. Whether its acts of ap- 


preciation fall within the law of unfair competition is another matter. 


There was presented no evidence of actual confusion or deception 


on the part of the public and no evidence that anyone engaged in 
the trade, or the ultimate consumer, was ever misled by any of the 
defendant’s acts. Plaintiff contends that despite this it is sufficient 
to show mere likelihood of deception to warrant relief, and of 
course such is the law. Thum v. Dickinson, 245 Fed. 609 [9 T.-M. 
Rep. 89}. 

Particular features of imitation relate to colors, numbers, price- 
lists, designs, similarity in dispensers, in addition to the alleged 
copyright infringement and design patent infringement. 

First as to the colored price lists: the defendant has used a 
blue and yellow price list system since 1927. These are lists used 
in connection with sales to the dealer—not to the consumer. 

The plaintiff used yellow and blue sheets for wholesale and 
retail prices; it also includes a white price list and apparently main- 
tained no uniform use of colors throughout the period for the specific 
object sought from 1930 on. It is impossible to conclude that 
the colors on the price sheets, as used by the plaintiff, identified the 
source of origin of its products. 

As to the shape and size of the cups, likewise there is failure to 
prove that they are identified in the public mind with the product 


of the plaintiff. Throughout the period from 1912 on, cups of 
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various shapes and sizes, substantially similar to those of the plain- 
tiff, were made by various manufacturers and in particular by the 
American Paper Goods Company. 

Cellophane wrapping: plaintiff claims priority with respect to 
the use of a transparent cellophane wrap. As early as 1927, how- 
ever, the defendant used a glacene wrapping and when cellophane 
became available in 1931 defendant’s predecessor changed to cello- 
phane. It is doubtful whether the Dixie Company was the first to 
use cellophane as a wrapping, but certainly it was not distinctive 
with that company. The evidence shows that the American Paper 
Goods Company, the American Lace Company and the Castle Paper 
Service Corporation, as well as the Vortex Company, employed 
cellophane as a wrapper. 

Evidence as to priority in the use of the different tints or colors 
establishes no monopoly right in the plaintiff. Manufacturers were 
experimenting with various shades, the defendant as early as 1925 
using half a dozen different shades. It is true the paper itself was 
not tinted, the inside of the cup being white and only the outside 
tinted, but for many years the defendant has used paper tinted 
throughout. 

The comparison of packaging leads to no inevitable result of 
confusion either. 


There was a similarity in the use of stock numbers which was 


developed by the proof, but whatever copying was done by the 


defendant may be explained by a desire to establish in the trade 
uniform stock numbers for the benefit of dealers. It is difficult to 
see how in any case the adoption of similar stock numbers led to the 
slightest confusion. Indeed, it is a practice actually sanctioned by 
the trade. 

Bergman testified that F. W. Woolworth Company, among 
others, requested the defendant to carry the same stock numbers 
as those of other concerns where there was a comparable package 
involved. The numbers apparently do not identify any particular 
manufacturer since they are used by several, but the adoption was 


primarily a matter of convenience for the purchaser. In addition 
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to the defendant, Bergman listed the Puritan and the American 
Paper Goods Company as following the practice of employing the 
same numbers for corresponding cup sizes. The practice has been 
approved. Electric Autolite Co. v. P. § D. Mfg. Co., 78 F. (2d) 
700 [25 T.-M. Rep. 485]; Dennison Mfg. Co. v. Scharf Tag, Label 
§& Box Co., 135 Fed. 625; Keller v. Chicago Pneumatic Tool Co., 298 
Fed. 52 [13 T.-M. Rep. 393]; Manufacturers Co. v. Trainer, 101 
U. S. 51. 

Each party sells its own dispensers. Plaintiff has its decoration 
following the festooned design of its patent and the defendant's 
dispenser has likewise its design. How confusion is likely to be 
caused in the trade by any such pratice I cannot understand, nor is 
there any evidence of such confusion. That a dealer or customer 
should use a “Gem” cup in a “Dixie” dispenser, or vice-versa, is no 
evidence of confusion, nor is there evidence that the decoration of 
the glass dome had anything to do with the transaction. It is prob- 
ably all a matter of convenience. If a dealer has “Gem” cups on 
hand and no “Gem’’ dispenser available, I see no element of unfair 
competition in his use of a “Dixie’’ dispenser. The user of the cup 
is not in the slightest degree interested in the dispenser from which 
the cup is delivered. 

That indeed is the plaintiff’s great difficulty in this whole matter 
of unfair competition. Nobody is deceived. Nobody is confused. 
There is no evidence that there is a palming off of the goods of one 
for the goods of the other manufacturer, and no evidence that there 
is any likelihood of a successful attempt to palm off defendant’s 
wares as and for the products of the plaintiff. I think the most that 
the defendant can be accused of is a flattering appreciation of plain- 
tiff’s successful business practice but, as I have indicated, such 
appreciation falls short of unfair competition. 

The plaintiff may have a decree in conformity with the fore- 
going opinion as to the Wessman and Stone patent. The complaint 
as to the other causes of action will be dismissed. If this opinion is 


not in sufficient compliance with the rule requiring findings of fact 
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and conclusions of law, submit findings of fact and conclusions of 
law in accordance therewith. 


STEPHEN F. WuitmMan & Son, INc. v. STEPHEN LEEMAN PrRopvucts 


Corp. 
United States District Court, Southern District of New York 


November 16, 1937 


Trape-M arks—INFRINGEMENT—“SAMPLER” FoR CaNDY—VALIDITY. 
The word “Sampler,” used by plaintiff as a trade-mark for candy, 
held valid and plaintiff's right thereto exclusive. 
TrapE-Marks—INFRINGEMENT—Svuits—Dress oF Goops—CoNnFUSION OF 
PURCHASERS. 
In a suit for trade-mark infringement the dress of the package plays 
no part, nor is it necessary to show actual confusion or passing off. 
Trape-Marks—Conriictinc Marks. 
A mark consisting of the word “Sampler” used in conjunction with 
the word “Epi-Curio,” held infringement of plaintiffs’ trade-mark con- 
sisting of the word “Sampler.” 


In equity. Suit for trade-mark infringement. Injunction 
granted. 


Findings of Fact 
gs 9) 
Parrerson, D. J.: 


1. Plaintiff is a corporation and a citizen of the State of Pennsylvania, 
with its principal place of business in Philadelphia, Pa. 

2. Defendant, Stephen Leeman Products Corp., is a corporation and a 
citizen of the State of New York, with its principal place of business at 
215-19 Fourth Avenue, New York City. 

3. This is a civil suit arising under the federal trade-mark laws between 
citizens of different states wherein the amount in controversy exceeds the 
sum of Three Thousand Dollars ($3,000.00), exclusive of interest and costs. 

1. Plaintiff is engaged in the manufacture and sale of candy, and it 
and its predecessors have been so engaged since 1842. 

5. Plaintiff has adopted as a trade-mark for candy the word “Sampler” 
which it has continously used in connection therewith since 1912. 

6. Plaintiff registered the trade-mark “Sampler” as a technical trade- 
mark in the United States Patent Office June 6, 1922, No. 155,868, and also 
registered it in the United States Patent Office as a part of the front 
and back of the well known “Sampler” package, being registrations Nos. 
95,968 dated March 14, 1914 and 325,862, dated July 9, 1935, said regis- 
tration No. 95,968 having been duly renewed in manner and form prescribed 


by law. All of said registrations are in full force and effect and are now 
owned by plaintiff. 
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7. Plaintiff has extensively advertised the trade-mark “Sampler” in such 
leading magazines as Saturday Evening Post, Cosmopolitan, Harper's 
Bazaar, Vogue, Vanity Fair and House and Garden, said advertisements 
representing a circulation of 832,141,400 copies in which the trade-mark 
“Sampler” appeared, and has expended in advertising the “Sampler” 
trade-mark $3,047,788.47. In addition to magazine advertising, plaintiff 
has extensively used window strips, window, fountain and counter dis- 
plays, and radio advertising, and has expended in connection therewith 
more than $815,955.57 representing a total in excess of $3,863,744.04. 

8. Plaintiff has sold under the “Sampler” trade-mark more than 28,434,- 
459 pounds of candy, representing a sales value of $28,224,649.10. 

9. Distribution of candy bearing the “Sampler” trade-mark has been 
throughout the United States including every state in the union, and in 
the City of New York alone 2,876,794 pounds of candy have been sold, 
with a sales value of $2,855,739.91. 

10. By reason of said extensive advertising and widespread distribu- 
tion and sale of its candy under the word “Sampler,” said mark indicates 
to the trade and the purchasing public the origin of said candy with the 
plaintiff to the exclusion of all others. 

11. The trade-mark “Sampler” for candy and confections means a single 
thing, coming from a single source and well known to the American public. 

12. Defendant, a short time prior to the institution of suit, placed on 
the market a package containing candy and other food, products, bearing 
“Epi-Curio” on one line and beneath it “Sampler” the word “Sampler” 
being displayed with equal prominence as the word “Epi-Curio” and larger 
than the corporate name, Stephen Leeman Products Corp., appearing at 
the bottom of the package. 

13. The sale of defendant’s package first came to plaintiff’s attention 
March 17, 1936, through John F. Grady, an employee of the plaintiff seeing 
such a package on sale at the Select Gift Shop, 138 S. 17th Street, Phila- 
delphia, such package being purchased and forming plaintiff's Exhibit B at- 
tached to the Bill of Complaint. A sales slip in connection with the pur- 
chase reads: 

3-17-36 
1 Box Ming 
Sampler $1.00 


14. Prior to and at the time defendant entered the field with its 
“Sampler” mark, the public generally had acquiesced in plaintiff's rights, 
and “Sampler” in connection with candy indicated to the trade and con- 
suming public only the product of plaintiff. 

15. Plaintiff's minimum price for a pound box of candy under the 
“Sampler” trade-mark is $1.50, as contrasted with defendant’s “Sampler” 
package selling for $1.00. 

16. Plaintiff is the owner of the trade-mark “Sampler” used in con- 
nection with candy and confections both at common law and under the 
United States trade-mark statutes. 


Conclusions of Law 


1. The court has jurisdiction of the parties and the subject- 


matter of this suit. 
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2. Trade-mark registrations No. 95,968 of March 14, 1914, 
155,868, of June 6, 1922 and 325,862, of July 9, 1935, are valid in 
law and fact, and are the exclusive property of the plaintiff. 

3. The only issue raised by plaintiff's bill is technical trade- 
mark infringement and unfair competition growing out of the use 
of an infringing trade-mark. 

4. The test in trade-mark infringement suits where the goods 
are the same is likelihood of confusion between the marks in the 
minds of the purchasing public. 

5. Where the issue is one of trade-mark infringement, the dress 
of the package plays no part. 

6. In deciding likelihood of confusion between a technical trade- 
mark, the court may take into consideration: 


(a) That the purchasing public represents all types and classes of 
people. 

(b) That they purchase by recollection and memory. 

(c) That many times they have no opportunity of observing the package. 

(d) That impressions are formed through advertising reaching the 
ear and the eye. 

(e) That the marks need not be the same, but the predominant features 
are to be considered. 

(f) How the goods are called for by the purchasing public. 


7. It is not necessary to show actual confusion, intent, or palm- 
ing off in a technical trade-mark infringement suit. 

8. The trade-mark “Sampler” is a good and valid trade-mark at 
law and in fact, and the use by the defendant of “Sampler” in asso- 
ciation with “Epi-Curio” is confusingly similar to plaintiff's mark 
“Sampler” and is likely to cause confusion in the minds of the pur- 
chasing public. 


9. Plaintiff has made-out the allegation set forth in its Bill of 


Complaint and defendant should be enjoined in accordance with the 


prayers of said Bill. 
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Wivtuiam Brack, Puitiep GrossMAN and AMERICAN SEAM BINDING 


Macuine Co., Inc. v. Oscar L. JupDELSOHN 
New York Supreme Court, Appellate Division, First Department 


June 18, 1937 


Unrairr Competit1on—J URISDICTION—PLEADING AND PRACTICE. 

A motion to dismiss was granted after the opening statement, which, 
as it added nothing to the complaint, failed to establish a cause of action. 
The real question was whether plaintiffs had any case on the pleadings. 

The practice of dismissing a complaint on the opening of counsel 
alone, unless it is obvious that plaintiff cannot prevail, is an unsafe 
method of deciding disputes. 


Unrarr ComMPetTiTIoN—SpREADING OF Faise AND MISLEADING REPORTS TO 
Competiror’s Insury. 

The circulation by defendant of false and misleading reports to the 

effect that it had obtained an injunction against plaintiff and would 

prosecute purchasers of machines on which defendant held patents, 


held unfair competition. 

In equity. Action for unfair competition. Injunction granted. 

Harry Krauss, of New York City, for appellants. 

Wallace R. Foster (Frank W. Holmes, of counsel), of New 
York City for respondent. 


Before Martin, P. J., and Townitry, Dore, CoHn and Cat- 
LAHAN, JJ. 


Coun, J.: At the commencement of the trial defendant moved 
for a dismissal of the complaint. The court reserved decision; it 
thereafter determined that the opening statement added nothing to 
the complaint and that together they failed to establish a cause of 


action. The motion to dismiss the complaint was thereupon 
granted. 


The verbal statement of plaintiffs’ counsel to the jury, save for 
a few details, did not enlarge upon the complaint. Counsel, how- 
ever, was not limited in his proof by the opening, but he was privi- 
leged to take advantage of any evidence that he might be able to 


adduce, whether set forth in his opening or not. If plaintiffs had a 
cause of action upon the pleadings they still have it, for there was 
no statement or admission made by counsel which could be con- 
sidered fatal to the action. The real question is whether the plain- 
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tiffs had any case on the pleadings. If they had, the complaint 
should not have been dismissed. 

The practice of dismissing a complaint on the opening of coun- 
sel alone, unless it is obvious that the plaintiff cannot prevail under 
any view of the testimony, has been disapproved by our appellate 
courts as an unsafe method of deciding controversies (Hoffman 
House v. Foote, 172 N. Y., 348, 350; Darton v. Interborough R. T. 
Co., 125 App. Div. 836; Malcolm v. Thomas, 207 App. Div. 230, 
aff'd 238 N. ¥. 577; Garrison v. McCullough, 28 App. Div. 467). 

In Darton v. Interborough Rapid Transit Co. (supra), at page 
837, this court stated the rule as follows: 


. ... The Court of Appeals has said that a complaint should not be 
dismissed upon the opening of counsel unless it clearly appears either: 
(1) That the complaint does not state a cause of action; (2) that a 
cause of action well stated is conclusively defeated by something inter- 
posed by way of defense and clearly admitted as a fact, or (3) that the 
counsel for the plaintiff in his opening address, by some admission or 
statement of facts, so completely ruined his case that the court was jus- 
tified in granting a nonsuit (Hoffman House v. Foote, 172 N. Y. 348). 

The pertinent allegations of the complaint here show the fol- 
lowing: Plaintiffs and defendant were the sole competitors in the 
State of New York in the manufacturing and repair of cutting and 
spooling machines. The individual plaintiffs operated the plaintiff 
corporation and were its sole stockholders. They devoted their en- 
tire time to the business. Prior to 1926, defendant procured a 
patent on improvements for these machines. In the year 1926 he 
charged the plaintiffs with infringement, brought an injunction suit 
in the United States District Court, and a decree pro confesso was 
entered in favor of this defendant. In December of that year de- 
fendant addressed a communication to customers and prospective 
customers of plaintiffs’ informing them that he had an injunction 
and stated that any purchaser of a machine for which defendant 
holds patents would be prosecuted, the purpose being intimidation. 

It is further alleged in paragraph “twelfth” of the complaint 
that 
At various and divers times throughout the years, from 1926 to 1932 


inclusive, this defendant with the same purpose and intent as alleged in the 
precedings paragraph (that is, with intent and design of destroying the 
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business of the individual plaintiffs), and with the further purpose and 
intent of destroying the business of the plaintiff American Seam Binding 
Machine Co., Inc., and to stifle the competition existing between said 
corporation and this defendant, did, wilfully and maliciously, and without 
reasonable cause or basis therefor, continuously communicate with various 
customers and prospective customers of these plaintiffs throughout the 
United States, and did falsely advise them that these plaintiffs were manu- 
facturing cutting and spooling machines that infringed upon the patent 
rights of this defendant as aforementioned, and advised such customers and 
prospective customers that they would prosecute any purchaser of the 
machines manufactured by these plaintiffs, or any of them, for a violation 
of the aforementioned alleged patent rights of this defendant and that this 
defendant then and there knew such charge of patent infringement to be 
false and untrue. 


Appropriate allegations of resultant damage are also set forth. 

The complaint also states that in June, 1931, the defendant 
made application in the United States District Court to punish plain- 
tiffs for contempt for alleged violation of the injunction. Prior 
thereto defendant entered into a conspiracy with certain individuals, 
as a consequence whereof they gave false testimony to the effect that 
plaintiffs in alleged violation of the injunction rebuilt defendant’s 
patented machines. Plaintiffs were found guilty of contempt and a 
fine of $2,000 was imposed by an order of the United States District 
Court, Southern District, which confirmed the report of the special 
master who heard the testimony. In default of payment of the fine 
plaintiff Grossman was committed to jail. Upon appeal, the United 
States Circuit Court of Appeals reversed the order of the District 
Court and dismissed the contempt proceeding, thus wholly terminat- 
ing the matter in favor of the plaintiffs. It is averred that the con- 
tempt proceeding was initiated without probable cause and by malice 


and with the sole design of eliminating plaintiffs as competitors. 
By reason of these facts, it is asserted, plaintiffs suffered loss and 


damage in their trade and business and incurred considerable ex- 


pense for legal services; plaintiff Grossman was incarcerated for a 
period of two weeks as aforesaid and plaintiffs were otherwise 
damaged. 

We are of the opinion that the acts alleged in paragraph 
“twelfth” of the complaint hereinbefore quoted, together with those 
appearing in the “damage clause,” state a good cause of action for 
unfair trade competition. 
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The spreading of false, misleading and dishonest statements to 
the customers of a business competitor for the purpose of injuring 
the latter in its business and deceiving its customers is an unfair 
method of competition. If the plaintiffs are able to establish such 
facts at a trial they may be entitled to recover damages suffered in 
consequence thereof. Actions of like character for unfair competi- 
tion have been repeatedly upheld by our courts (Walters v. Claire- 
mont Sterilized Egg Co., 242 N. Y. 521; Old Investors and Traders 
Corporation v. Jenkins, 133 Misc. 213, aff'd 225 App. Div. 860; 
Zenie v. Miskend, 245 App. Div. 634, aff'd 270 N. Y. 636; Buffalo 
Lubricating Oil Co. v. Standard Oil Co., 42 Hun, 153, aff'd 106 
N. Y. 669, cf. Nims on Unfair Competition and Trade-Marks, 3d 
ed., secs. 1, 178). 


* * * 


We conclude, accordingly, that the complaint states a cause of 
action in favor of plaintiffs and against defendant for unfair com- 


petition. 


Frep Warine v. WDAS Broapcastine Station, Inc. 


Supreme Court of Pennsylvania 


October 9, 1937 


Unrair Competirion—Musicat Renpirions—Proverty Ricuts, 

If the performer of a musical composition contributes by his inter- 
pretation thereof something of novel artistic value, he has participated 
in the creation of a product, in which he has a right of property in no 
way overlapping or duplicating that of the composer. 

Unrarr Competition—Rapio Broapcasts or OrcuestraL ReENvITIONS—PER- 

FORMERS Ricuts TO PRorTecTION. 

Plaintiff, conductor of an orchestra, had through the distinctive 
interpretations given to the musical numbers rendered by his players, 
attained wide popularity for said renditions, some of which were 
reproduced on phonograph records, subject to copyright. Defendant, 
under license from the holders of the exclusive rights in public per- 
formance under the copyright, broadcast over the radio record repro- 
ductions of plaintiffs’ renditions. Plaintiff held entitled to an injunc- 
tion. 
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In equity. Action to enjoin the broadcasting by radio of phono- 
graph records made by plaintiffs’ orchestra on ground of unfair com- 
petition. Injunction granted. 


Maurice J. Speiser, of New York City, for plaintiff. 
N. A. Schnader, of Philadelphia, Pa., for defendant. 


Opinion of the Court 


Stern, J.: The problems involved in this case have never 
before been presented to an American or an English court. They 
challenge the vaunted genius of the law to adapt itself to new social 
and industrial conditions and to the progress of science and inven- 


tion. For the first time in history human action can be photo- 
graphed and visually reportrayed by the motion picture. Sound 
can now be mechanically captured and reproduced not only by means 
of the phonograph for an audience physically present, but, through 
broadcasting, for practically all the world as simultaneous auditors. 
Just as the birth of the printing press made it necessary for equity 


to inaugurate a protection for literary and intellectual property, 
so these latter-day inventions make demands upon the creative and 
ever-lasting energy of equity to extend that protection so as ade- 
quately to do justice under current conditions of life. 

Plaintiff, since 1917, has been the conductor of an orchestra 
which is incorporated under the laws of the State of New York as 
“Fred Waring’s Pennsylvanians, Inc.” Plaintiff owns ninety-eight 
shares of the corporation out of a total of one hundred, the other 
two being issued merely for the purpose of qualifying the necessary 
directors. The orchestra consists of about twenty-five musicians ; 
it has achieved an outstanding reputation in the musical world for 
artistic rendition of popular music. Originally it confined its per- 
formances to dance halls and the vaudeville stage; later it began 
to play over the radio, and entered into a contract with the Ford 
Motor Company to broadcast on one night of each week for the sum 
of $13,500 for each performance. 

Some years ago the orchestra started to make phonograph 
records for the Victor Talking Machine Company. The two which 
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are the subject of the present controversy were. manufactured in 
1932; they consisted of two songs, the publishers of the songs, who 
owned the copyright, licensing the Talking Machine Company to 
use them for making records, but not for public performance for 
profit. The Talking Machine Company paid the orchestra $250 for 
each recording. Plaintiff, foreseeing the likelihood of the records 
being used by broadcasting companies for reproduction over the 
radio, discussed the matter with the Talking Machine Company, 
and, as a result, it was agreed between them that a label should be 
placed upon the records reading: “Not licensed for radio broad- 
casts.” They were then sold in the ordinary course of business to 
the Talking Machine Company’s dealers, and by the latter to in- 
dividual purchasers, the retail price being seventy-five cents apiece. 

Defendant, a Delaware corporation, is the owner of a radio 
station and engaged in operating it for profit. Some of its programs 
over the air are accompanied by advertising for which it receives a 
direct remuneration; others are part of its general service of enter- 
tainment for the public and for the commercial benefit of its ad- 
vertisers as a whole. Having purchased one of the records made by 
plaintiff's orchestra, and having obtained a license to broadcast the 
songs from the American Society of Composers, Authors and Pub- 
lishers, to which both the publishers and the composers had assigned 
the exclusive right of public performance under the copyright, de- 
fendant broadcast the records as a part of its sustaining programs. 
The playing of the records was accompanied by the customary an- 
nouncement over the radio that they were mechanical reproductions 
of the orchestra’s renditions. Plaintiff filed a bill in equity to 
enjoin defendant from broadcasting the records. The court below 
granted the injunction prayed for, from which decree defendant 
has taken the present appeal. 

There are three major questions involved: (1) Have perform- 
ers—in this case an orchestra—any enforceable property rights in 
their artistic interpretation of the work of a composer? (2) If so, 


1The license given to the Victor Talking Machine Company by the 
publishers also expressly required that the Company place such a legend 
upon the records. 
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to what extent can such rights be reserved at the time of what the 
law designates as “publication”? (3) As ancillary to such rights, 
under what circumstances can performers be afforded equitable relief 


on the ground of unfair competition? 


I 





The property rights claimed by plaintiff are admittedly not 
the subject of protection under existing copyright laws. The Act 
of March 4, 1909, c. 320, Section 5, 35 Stat. 1076, as amended by 
the Act of August 24, 1912, c. 356, 37 Stat. 488, enumerates the 
various literary and artistic productions which may be copyrighted, 
including books, lectures, dramatic and musical compositions, works 
of art, photographs, and motion pictures. The creator of such 
a work may protect his property rights therein, but the statute does 
not recognize any right of a performing artist in his interpretative 
rendition of a musical composition, or in the acting of a play, com- 
posed by another.” It is to the common law, therefore, that the 


performer must turn, and the question arises whether an actor or a 


2 Prior to 1909, mechanical devices, such as music rolls, discs and records, 
for the reproduction of sound, were held to be beyond the scope of the 
copyright laws and not to infringe protected works which they were the 
means of audibly reproducing. Stern v. Rosey, 17 App. D. C. 562; White- 
Smith Music Publishing Co. v. Apollo Company, 209 U. S. 1. By the 
statute of that year, however, the composer or copyright proprietor was 
given control, in accordance with the provisions of the act, of the manu- 
facture and use of such mechanical reproductions themselves. (See the 
report of the Patent Committee to the House of Representatives which ac- 
companied the presentation of the act and purported to explain its scope.) 
By the provisions of the act, if the owner of the musical copyright uses 
or permits the use of records for mechanical reproduction of the work, any 
other person may make similar records upon the payment to the copyright 
proprietor of a royalty of two cents on each record, although this does not 
permit their use for public performances for profit. See Irving Berlin, 
Inc. v. Daigle, 31 F. (2d) 832. The measure of protection thus given in 
the case of pianola records and phonograph discs is to the composer, not 
the performer. Plaintiff, in 1935, made application to the Register for a 
copyright on the “personal interpretation by Fred Waring” of the musical 
composition “Lullaby of Broadway.” The application was rejected, the 
Register of Copyrights saying, inter alia: “There is not and never has been 
any provision in the Act for the protection of an artist’s personal inter- 
pretation or rendition of a musical work not expressible by musical nota- 
tion in the form of ‘legible’ copies, although the subject has been extensively 
discussed both here and abroad.” 
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musician has any property rights at common law in his performance. 
This problem is presented now for the first time because, until the 
invention of the motion picture and the sound films, an actor’s in- 
terpretation of a play was necessarily evanescent and ephemeral. 
It might be made the subject of mimicry,’ but the actual perform- 
ance itself, the postures, gestures, voices and motions, could not be 
identically reproduced. So also in the case of music, an instrumental 
or vocal performance by a soloist or an orchestra, once rendered, was 
lost forever except as repeated by, the artist himself, until the advent 
of sound-recording devices permitted the fixation of the perform- 
ance upon a dise or record which could be played and re-played, 
and even broadcast, at will, with the result that a single performance 
by the artist is now sufficient, generally speaking, to allow the ren- 
dition to be heard over and over again through an indefinite course 
of years. Under such circumstances it naturally has become im- 
portant for the artist—in the present case we are concerned more 
particularly with the musician—to guard against his field of lucra- 
tive return being thus drastically narrowed, and to protect his 
artistic product against its indiscriminate reproduction, especially 
by those who, in a commercial sense, are in the nature of competi- 
tors. 

At common law, rights in a literary or artistic work were recog- 
nized on substantially the same basis as title to other property. Such 
rights antedated the original copyright act of 8 Anne, c. 19, and, 
while it has been uniformly held that the rights given by the act 
supersede those of the common law so far as the act applies,’ the 
common law rights in regard to any field of literary or artistic pro- 


3It has been said that the owner of the production rights of a play 
cannot enjoin an imitation of the actors and stage business: see Savage 
v. Hoffman, 159 Fed. 584; Chappell & Co., Ltd. v. Fields, 210 Fed. 864; 
Shafter’s “Musical Copyright,” pp. 66, 67. Such imitations, while they 
may resemble the original, are not identical with it. In the present case, 
however, it is not a copy or imitation but the exact reproduction of the 
performance itself, transfixed by a mechanical process, for which pro- 
tection is sought. - 

*Donaldsons v. Becket, 4 Burr. 2408, 98 Eng. Rep. 257; Wheaton v. 
Peters, 8 Peters (33 U. S,) 591; Holmes v. Hurst, 174 U. S. 82. 
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duction which does not fall within the purview of the copyright 
statute are not affected thereby.° 

Does the performer’s interpretation of a musical composition 
constitute a product of such novel and artistic creation as to invest 
him with a property right therein?’* It may be said that the or- 
dinary musician does nothing more than render articulate the silent 
composition of the author. But it must be clear that such actors, 
for example, as David Garrick, Mrs. Siddons, Rachel, Booth, 
Coquelin, Sarah Bernhardt and Sir Henry Irving, or such vocal 
and instrumental artists as Jenny Lind, Melba, Caruso, Paderewski, 
Kreisler and Toscanini, by their interpretations definitely added 
something to the work of authors and composers which not only 
gained for themselves enduring fame but enabled them to enjoy 
financial rewards from the public in recognition of their unique 
genius; indeed, the large compensation frequently paid to such 
artists is testimony in itself of the distinctive and creative nature 
of their performances. The law has never considered it necessary 
for the establishment of property rights in intellectual or artistic 
productions that the entire ultimate product should be the werk of 
a single creator; such rights may be acquired by one who perfects 
the original work or substantially adds to it in some manner. Thus, 


5It has long been a subject of discussion as to whether common-law 
rights in literary property survive publication, and whether, therefore, the 
copyright statute has restricted or broadened such rights. The early 
English view seems to have been that publication does not defeat the rights 
of proprietorship at common law: Millar v. Taylor, 4 Burr. 2303, 98 Eng. 
Rep. 201; Donaldsons v. Becket, 4 Burr. 2408, 98 Eng. Rep. 257. The 
American view has been to the contrary, and holds that the common-law 
right is confined to the first publication. Wheaton v. Peters, 8 Peters (33 
U. S.) 591; Caliga v. Inter Ocean Newspaper Co., 215 U. S. 182; Palmer 
v. DeWitt, 47 N. Y. 532; Bamforth v. Douglass Post Card & Machine Co., 
158 Fed. 355. 

5a The case of Musical Performers’ Protection Association, Ltd., v. 
British International Pictures, Ltd., 46 T. L. R. 485, was concerned with 
the construction of an English statute, passed in 1925, known as the 
Dramatic and Musical Performers’ Protection Act, which imposed a fine 
upon anyone making, selling or using.a record of a performance of any 
dramatic or musical work without the written consent of the performers. 
It held that this act was not intended to confer upon musicians any prop- 
erty rights in their rendition which they could enforce by enjoining the use 
of a sound-record of their performance, but merely provided a fine as the 
penalty for violation of its provisions. 
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in Wood v. Boosey, 2 L. R. Q. B. 340, it was held that a person 
who arranged the score of an opera for the pianoforte thereby 
created an independent musical composition in which he had a 
right of property apart from that of the composer of the opera itself. 
In Walter v. Lane, A. C. (1900) 539, it was held that one who re- 
ported for the Times, a public address, together with a description 
of the meeting at which it was delivered, had property rights therein 
distinct from and additional to those of the speaker. The transla- 
tion of a novel, or its dramatization, vests a distinct property right 
which is entitled to the same protection as is extended to the 
original. Fleron v. Lackaye, 14 N. Y. Supp. 292. A dramatic 
work, even though composed of selections from literary composi- 
tions which are public property, may possess such originality in 
its construction, or be so unique in its dramatic effect, as to be the 
proper subject of protected ownership. Aronson v. Baker, 43 
N. J. Eq. 365, 371. A musical composition in itself is an incomplete 
work; the written page evidences only one of the creative acts 
which are necessary for its enjoyment; it is the performer who must 
consummate the work by transforming it into sound. If, in so 
doing, he contributes by his interpretation something of novel in- 
tellectual or artistic value, he has undoubtedly participated in the 
creation of a product in which he is entitled to a right of property, 
which in no way overlaps or duplicates that of the author in the 
musical composition. All that need now be decided is that such a 
property right inheres in the case of those artists who elevate inter- 
pretations to the realm of independent works of art. 

In the present case the evidence is uncontradicted that plain- 
tiff’s orchestra measured up to this standard. A number of wit- 
nesses, themselves of fame in the musical world, testified, and the 
learned chancellor found, that “Waring’s Pennsylvanians,’ were 
nationally and even internationally acclaimed as unique in their 
artistry. Indeed, as already stated the fact that they receive from 
the Ford Motor Company $13,500 for a radio performance, is 
striking testimony to that effect. That their performances lie in 
the field of popular rather than classical music has no bearing upon 
the question of the existence of a property right in their productions. 
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While the major part of the credit for the work of the orchestra 
is probably due to plaintiff as conductor, the performance is that of 
the orchestra as a whole and represents their collective talent and 
labor. He and all of the players alike contribute their respective 
parts, and none of them can claim an individual property right in 
the composite production. It is the corporation, the orchestra or- 
ganization, which alone is entitled to assert and enforce the right of 
property in its renditions. Ordinarily, therefore, plaintiff in- 
dividually would have no right of action. It appears, however, 
that he is, in fact, the sole owner of the corporation, being the holder 
of all of its stock save two shares which are in the names of others 
only for purposes of corporate administration. Under such cir- 
cumstances, while undoubtedly the corporation should have been 
named as party plaintiff, equity, which penetrates through forms to 
realities, will regard plaintiff and the corporation as so far identical 


as to recognize him as the true party in interest. 


II 


It being established that plaintiff has common-law’ property 
rights which are the subject of protection in equity, we come to a 
consideration of the question whether they were lost by such a 
“publication” as would, according to the general American doctrine, 
completely terminate them. When plaintiff and his orchestra per- 
formed for the Talking Machine Company they knew that, although 
intended for use in phonographs, the records could be played before 
a microphone and broadcast over the radio. Indeed, it was to 
prevent such use that the arrangement was made to stamp them with 
the legend, “Not licensed for radio broadcast.” Was this attempted 


restriction, of which notice was thus given to all who came into 


possession of the records, legally effective to accomplish the pur- 
pose for which it was designed? Could the publication effected by 
the making and sale of the records be limited in its generality so as 
to enable plaintiff to prevent their use for broadcasting? 

The law has consistently distinguished between performance 
and publication—between what is sometimes referred to as a 
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“limited” or “qualified” and a “general” publication. “When the 
communication is to a select number upon condition, express or 
implied, that it is not intended to be thereafter common property, 
the publication is then said to be limited. . .. In American Tobacco 
Co. v. Werckmeister, 207 U. S. 284, the applicable rule is quoted 
with approval from Slater on the Law of Copyright and Trade- 
Marks as follows: ‘It is a fundamental rule that to constitute pub- 
lication there must be such a dissemination of the work of art itself 
among the public as to justify the belief that it took place with the 
intention of rendering such work common property. . . . “The test 
is whether there is or is not such a surrender as permits the absolute 
and unqualified enjoyment of the subject matter by the public or 
the members thereof to whom it may be committed.” Werckmeister 
v. Amer. Lith. Co., 1384 Fed. 321, 68 L. R. A. 591, 596”; Berry v. 
Hoffman, 125 Pa. Superior Ct. 261, 267, 268. Thus the produc- 
tion of a play (Ferris v. Frohman, 223 U. S. 424), the delivery of a 
lecture (Nutt v. National Institute, Inc., for the Improvement of 
Memory, 31 F. [2d] 236), the playing of a musical composition 
(McCarthy & Fischer, Inc. v. White, 259 Fed. 364), the exhibition 
of a painting (American Tobacco Co. v. Werckmeister, 207 U. S. 
284), a performance over the radio (Uproar Co. v. National Broad- 
casting Co., 8 Fed. Supp. 358) [26 T.-M. Rep. 363], does not 
constitute a publication which operates as an abandonment to public 
use. In determining whether or not there has been such a publica- 
tion the courts look partly to the objective character of the dis- 
semination and partly to the proprietor’s intent in regard to the 
relinquishment of his property rights. 

There are some comparatively early cases to the effect that 
once a general publication occurs it cannot properly be limited by 
restrictions and reservations. It has been said, for example, that 
a mercantile agency furnishing to subscribers books containing in- 
formation as to the credit of persons in the trade, with a proviso 
that the information should not be disclosed, cannot restrain another 
company’s appropriation of material from the books, the court 


holding that, since anybody could become a subscriber upon paying 
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the required fee, the distribution of the books constituted a general 
publication which deprived the agency of its right to the relief 
sought. Jewelers’ Mercantile Agency, Ltd. v. Jewelers’ Weekly 
Publishing Co., 155 N. Y. 241; Larrowe-Loisette v. O’Loughlin, 88 
Fed. 896; that where there was a promiscuous sale of copies of an 


opera, the publishers could not enforce an attempted restriction that 
the copies sold should not be used for stage production. Wagner v. 
Conried, 125 Fed. 798; Savage v. Hoffmann, 159 Fed. 384; that 
where photographic films were sold with a restriction that the 
purchaser was not to resell them for export, a general publication 
occurred and the attempt to annex a condition as to the use of the 
film was vain, the court saying that “Such conditions cannot be 
made to accompany an article throughout its changes of ownership.” 
Universal Film Mfg. Co. v. Copperman, 218 Fed. 577, 579. Such 
authorities seem to rest upon an assumed doctrine that restrictions 
and servitudes cannot be judicially recognized when imposed as 
conditions attaching to the sale of chattels. Apollinaris Co. v. 
Scherer, 27 Fed. 18; National Skee-Ball Co., Inc. v. Seyfried, 110 
N. J. Eq. 18; Keeler v. Standard Folding Bed Co., 157 U. S. 659; 
see Chafee, “Equitable Servitudes on Chattels,” 41 Harvard Law 
Review 945. The most common type of case in which such restric- 
tions have been held unenforceable is where an attempt was made 
by a manufacturer or the owner of a patent, trade-mark or copy- 
right to fix a minimum resale price. Taddy & Co. v. Sterious & Co., 
1 Ch. (1904) 354; McGruther v. Pitcher, 2 Ch. (1904) 306; Bobbs- 
Merrill Co. v. Straus, 210 U. S. 339; Park §& Sons Co. v. Hartman, 
153 Fed. 24; Dr. Miles Medical Co. v. Park & Sons Co., 220 
U. S. 373; Bauer v. O’Donnell, 229 U. S. 1; Straus v. Victor Talk- 
ing Machine Co., 243 U. S. 490; Boston Store of Chicago v. 
American Graphophone Co., 246 U. S. 8 [9 T.-M. Rep. 281]; 
Garst v. Hall §& Lyon Co., 179 Mass 588; Garst v. Wissler, 21 Pa. 
Superior Ct. 532,° or where there was a provision that the article 


® Recently, however, the Supreme Court has held that a state statute 
permitting the fixing of the resale price of certain trade-marked com- 
modities was not unconstitutional. Old Dearborn Distributing Co. v. Sea- 
grams-Distillers Corporation, 57 Sup. Ct. Rep. 139 [27 T.-M. Rep. 1]. 
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sold should be used only in connection with other property manu- 
factured by the vendor. Motion Picture Patents Company v. Uni- 
versal Film Manufacturing Co., 243 U.S. 502; Carbice Corporation 
of America v. American Patents Development Corporation, 283 
U. S. 26. These cases depend essentially upon the fact that the 
attempted restrictions, being in restraint of trade, were against 
public policy, while in some of the other cases referred to the rights 
sought to be reserved after publication could have been protected 
by copyright of the work under the statute, and, therefore, there 
was no real need for equitable relief. 

Where public policy or some other determinative consideration 
is not involved, why should the law adopt an immutable principle 
that no restrictions, reservations or limitations can ever be allowed 
to accompany the sale of an article of personal property? As a 
matter of fact, there have been many cases, notably in England, in 
which restrictive covenants and conditions accompanying the 
alienation of chattels have been enforced. De Mattos v. Gibson, 
t De G. & J. 276, 45 Eng. Rep. 108; Werderman v. Société 
Générale d’ Electricité, 19 Ch. D. 246; National Phonograph Co. 
of Australia, Ltd. v. Menck, A. C. (1911) 336 (as to patented 
articles); Erskine Macdonald, Ltd. v. Eyles, 1 Ch. (1921) 631; 
Lord Strathcona Steamship Co. v. Dominion Coal Co., A. C. (1926) 
108; P. Lorillard Co. v. Weingarden, 280 Fed. 238; In re Waterson, 
Berlin & Snyder Co., 48 F. (2d) 704.’ Familiar examples in this 
country are the “ticket-scalper’” cases. Nashville, Chattanooga 
§ St. Louis Ry. Co. v. McConnell, 82 Fed. 65; Bitterman v. Louis- 
ville & Nashville R. R. Co., 207 U. S. 205; and the “trading stamp”’ 
cases. Sperry §& Hutchinson Co. v. Mechanics’ Clothing Co., 128 
Fed. 800, 135 Fed. 833; Same v. Temple, 137 Fed. 992; Same v. 
Weber, 161 Fed. 219; Same v. Fenster, 219 Fed. 755; Same v. 
Benjamin, 221 Fed. 512. It is true that in addition to the question 


“The tendency in the United States has been to apply the doctrine of 
restrictive agreements to personal .property when not regarded as an un- 
lawful restraint of trade or in violation of public policy.” Harlan F. Stone, 
“The Equitable Rights and Liabilities of Strangers to a Contract,” 18 Col- 
umbia Law Review, 291, 310. 
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of public policy other factors may weigh against the imposition of 
such restrictions in many, perhaps most, instances. Thus an at- 
tempted restriction, instead of being aimed at the accomplishment 
of a useful commercial, industrial or social purpose, may be merely 
‘apricious and serve only to clog the free and untrammeled circula- 
tion of personal property. Again, in the case of some restrictive 
covenants limiting the use of chattels, it might be difficult, if not 
impossible, to detect breaches so as to make legal enforcement prac- 
tical. There is no reason, however, why an ancient generalization 
of law should be held invariably to apply to cases in which modern 
conditions of commerce and industry and the nature of new scien- 
tific inventions make restrictions highly desirable. Mere aphorisms 
should not be permitted to fetter the law in furthering proper social 
and economic purposes. Since a rule of law ceases when its reason 
ceases, latitude should be allowed for intelligent discrimination in 
the enforcement of equitable servitudes on chattels similar to those 
upheld by the courts in the case of building restrictions and other 
limitations upon the use of land.” 

In the present case it is clear that the restriction affixed to the 
records, “Not licensed for Radio Broadcast,’ was not unreasonable, 
nor did it operate in restraint of trade. It was intended to effect 
a legitimate purpose; indeed, unless such a restriction can be im- 
posed and enforced, it will be impossible for distinguished musicians 
to commit their renditions to phonograph records—except possibly 


“I think that, at least, it is safe to say that the most enlightened 
judicial policy is to let people manage their own business in their own way, 
unless the ground for interference is very clear.” Dissenting opinion of 
Mr. Justice Holmes in Dr. Miles Medical Co. v. Park & Sons Co., 220 U. S. 
373, 411; see also dissenting opinion of Mr. Justice Holmes in Motion Pic- 
ture Patents Co. v. Universal Film Mfg. Co., 243 U. S. 502, 519, and con- 
curring opinion of Mr. Justice Brandeis in Boston Store of Chicago v. 
American Graphone Co., 246 U. S. 8, 27 [9 T.-M. Rep. 281]. See also 
Prof. E. C. S. Wade, “Restrictions on User,’ 44 Law Quarterly Review, 
51, 64. 

9“Just as modern needs have brought equitable restrictions on land, 
of which the old common law knew nothing, into existence, they may also 
call for a limited departure from the free transfer of chattels for the 
sake of promoting desirable business practices wholly strange to Coke’s 
day.” Chafee, “Equitable Servitudes on Chattels,” 41 Harvard Law 
Review, 945, 983. 
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for a prohibitive financial compensation—without subjecting them- 
selves to the disadvantages and losses which they would inevitably 
suffer from the use of the records for broadcasting. Such a restric- 
tion, therefore, works for the encouragement of art and artists. 
Moreover, it does not limit the use of the records in private homes 
or even public halls where a breach could not readily be detected nor 
enjoined; the employment of the records for radio broadcasting 
would immediately become a matter of general knowledge. Uses 
of the records on phonographs and for broadcasting purposes are so 
radically distinct as to belong practically to two totally different 
fields of operation. 

It thus appears that no valid reason exists why the restriction 
attached to the manufacture and sale of the records in this case 
should not be enforced in equity. It may, indeed, be said, in con- 
clusion upon this point, that in a sense plaintiff was not imposing a 
restriction in connection with a sale by him of a chattel. The 
chattel here consisted of the phonograph record. This the plaintiff 
never owned. What he granted was merely the incorporeal privilege 
of reproducing the rendition of the song indented upon the chattel 
sold by the Talking Machine Co. The reservation or restriction im- 
posed by him was to limit the extent of this privilege. The title to 
the physical substance and the right to the use of literary or artistic 
property which may be printed upon or embodied in it are entirely 
distinct and independent of each other. Werckmeister v. American 
Lithographic Co., 142 Fed. 827, 830; Stephens v. Cady, 55 U. S. 
328; Stevens v. Gladding, 58 U.S. 447. 

Defendant contends that there was no contract between plaintiff 
and the Victor Talking Machine Co. by which the latter agreed 
that the records should not be used for broadcasting purposes. 
There was, however, an understanding between them that the 
Talking Machine Co. would seek to prevent such use so far as 
lay within its power and would imprint the legend upon the records 
for that purpose. The notice used was fairly and reasonably suf- 
ficient to make purchasers realize the existence and extent of the 


restriction imposed upon their use of the records. 
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III 


It having been demonstrated, first, that plaintiff had common 
law rights of property in his orchestra’s renditions of the songs, 
and, second, that there is no logical or practical reason why the 
restriction placed upon the use of the records should not be en- 
forced in equity, it remains to point out an additional ground upon 
which plaintiff may rely for the protection of such rights against 
invasion and abuse by defendant, namely, that of “unfair com- 
petition.” A leading authority on this aspect of the case is Asso- 
ciated Press v. International News Service, 248 U. S. 215 [9 T.-M. 
Rep. 15]. The Associated Press, at a great expenditure of labor 
and capital, gathered and distributed the news among its members. 
The International News Service, a rival organization, “pirated”’ 
the news thus accumulated. The Associated claimed that this was 
accomplished partly by inducing some of its employes surreptitiously 
to furnish the news to the International, partly by persuading some 
of the members of the Associated to turn over the news to the In- 
ternational before publication, and partly by the International itself 
copying the news from bulletin boards and the early editions of the 
newspapers of Associated members and embodying it in the news- 
papers of its own members in competition with those of the Asso- 
ciated. Insofar as the case deals with the obtaining of the news by 
the International’s inducing employees and members of the Asso- 
ciated to breach their contractual obligations by furnishing the news 
to a competitor, we are not here concerned with it. In that respect 
it is similar to a multitude of others which hold that such a fraudu- 
lent and dishonest acquisition of the fruits of another’s labor, or 
trespass upon a “trade secret,” will be enjoined in equity.’” But it 

yas ruled in the Associated Press Case that, even apart from any 
fraud or the inducing of the breach of a contract or moral obliga- 


tion, the Associated could enjoin the International from publishing 


10 Dodge Co. v. Construction Information Co., 183 Mass. 62; Exchange 
Telegraph Co., Ltd. v. Gregory & Co., L. R. 1 Q. B. (1896) 147; Exchange 
Telegraph Co. v. Central News, Ltd., 2 Ch. D. (1897) 48; Board of Trade 
v. Hadden-Krull Co., 109 Fed. 705; Board of Trade v. Cella Commission 
Co., 145 Fed. 28; Moore v. New York Cotton Exchange, 296 Fed. 61. 
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in its own newspapers the news which had been gathered by the 
Associated and which appeared on the bulletin boards and in the 
Associated newspapers, until a sufficient time had elapsed to destroy 
its commercial value as news. The court held that, while there was 
probably no absolute property in the news as such, an injunction 
should be granted on the ground of unfair competition, saying (p. 
236): 


Obviously, the question of what is unfair competition in business must 
be determined with particular reference to the character and circumstances 
of business. The question here is not so much the rights of either party 
as against the public but their rights as between themselves. .. . / And 
although we may and do assume that neither party has any remaining 
property interest as against the public in copyrighted news matter after 
the moment of its first publication, it by no means follows that there is no 
remaining property interest in it as between themselves. ... Regarding the 
news, therefore, as but the material out of which both parties are seeking 
to make profits at the same time and in the same field we hardly can fail 
to recognize that for this purpose, and as between them, it must be regarded 
as quasi property, irrespective of the rights of either as against the public. 


Extending this thought the court further said (pp. 239-242): 


Defendant insists that when, with the sanction and approval of com- 
plainant, and as the result of the use of its news for the very purpose 
of which it is distributed, a portion of complainant’s members communicate 
it to the general public by posting it upon bulletin boards so that all may 
read, or by issuing it to newspapers and distributing it indiscriminately, 
complainant no longer has the right to control the use to be made of it; 
that when it thus reaches the light of day it becomes the common possession 
of all to whom it is accessible; and that any purchaser of a newspaper has 
the right to communicate the intelligence which it contains to anybody 
and for any purpose, even for the purpose of selling it for profit to news- 
papers published for profit in competition with complainant’s members. 

The fault in the reasoning lies in applying as a test the right of the 
complainant as against the public, instead of considering the rights of 
complainant and defendant, competitors in business, as between themselves. 
The right of the purchaser of a single newspaper to spread knowledge of 
its contents gratuitously, for any legitimate purpose not unreasonably 
interfering with complainant’s right to make merchandise of it, may be 
admitted; but to transmit that news for commercial use, in competition 
with complainant—which is what defendant has done and seeks to justify 

is a very different matter. In doing this, defendant, by its very act, 
admits that it is taking material that has been acquired by complainant 
as the result of organization and the expenditure of labor, skill, and money, 
and which is salable by complainant for money, and that defendant in 
appropriating it and selling it as its own is endeavoring to reap where it 
has not sown, and by disposing of it to newspapers that are competitors 
of complainant’s members is appropriating to itself the harvest of those 
who have sown. Stripped of all disguises, the process amounts to an un- 
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authorized interference with the normal operation of complainant’s legiti- 
mate business precisely at the point where the profit is to be reaped, in 
order to divert a material portion of the profit from those who have earned 
it to those who have not; with special advantage to defendant in the com- 
petition because of the fact that it is not burdened with any part of the 
expense of gathering the news. The transaction speaks for itself, and a 
court of equity ought not to hesitate long in characterizing it as unfair 
competition in business. 

The ‘contention that the news is abandoned to the public for all pur- 
poses when published in the first newspaper is untenable. Abandonment 
is a question of intent, and the entire organization of the Associated Press 
negatives such a purpose. ... Publication by each member must be deemed 
not by any means an abandonment of the news to the world for any and 
all purposes, but a publication for limited purposes; for the benefit of the 
readers of the bulletin or the newspaper as such; not for the purpose of 
making merchandise of it as news, with the result of depriving com- 
plainant’s other members of their reasonable opportunity to obtain just 
returns for their expenditures. 

It is said that the elements of unfair competition are lacking because 
there is no attempt by defendant to palm off its goods as those of the com- 
plainant, characteristic of the most familiar, if not the most typical, cases 
of unfair competition. . . . But we cannot concede that the right to 
equitable relief is confined to that class of cases. 


It appears from the Associated Press Case that while, generally 
speaking, the doctrine of unfair competition rests upon the practice 
of fraud or deception, the presence of such elements is not an in- 
dispensable condition for equitable relief, but, under certain cir- 
cumstances, equity will protect an unfair appropriation of the 
product of another’s labor or talent." In the present case, while 
defendant did not obtain the property of plaintiff in a fraudulent 
or surreptitious manner, it did appropriate and utilize for its own 
profit the musical genius and artistry of plaintiff’s orchestra in 


commercial competition with the orchestra itself. In line with 


11 See also Board of Trade v. Christie Grain & Stock Co., 198 U. S. 
236; Kiernan v. Manhattan Quotation Telegraph Co., 50 How. Pr. (N. Y.) 
194; Uproar Co. v. National Broadcasting Co., 8 Fed. Supp. 358; National 
Telegraph News Co. v. Western Union Telegraph Co., 119 Fed. 294; 
McDearmott Commission Co. v. Board of Trade, 146 Fed. 961. 

12 The Associated Press Case was analyzed and distinguished in Cheney 
Bros. v. Doris Silk Corp., 35 F. (2d) 279 [19 T.-M. Rep. 225] (a case 
referred to by the Supreme Court, apparently with approval, in Reichel- 
derfer v. Quinn, 287 U. S. 315, 319), in which an injunction was sought by 
silk manufacturers against a competitor who copied their patterns. In 
that case, however, design-patents could possibly have been obtained by 
plaintiffs to protect their rights, and, if so, there was no need for a court 
of equity to grant relief. Moreover, it was questionable whether there was 
sufficient originality in the designs to vest any property rights in plaintiffs. 
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the theory of the Associated Press Case, the “publication” of the 
orchestra’s rendition was a dedication of them only to purchasers 
for use of the records on phonographs, and not to competitive in- 
terests to profit therefrom at plaintiff's expense. Indeed, in the 
Associated Press Case the intent against an unqualified abandonment 
had to be inferred from the circumstances, whereas here it was 
expressed on the records themselves, and defendant’s use of them 
was a violation of the explicit notice to that effect. 

In Fonotipia, Ltd. v. Bradley, 171 Fed. 951, an injunction was 
granted to manufacturers of musical records against the manufac- 
ture and sale of duplicates made by taking a matrix from one of 
plaintiff's records and making copies therefrom. As the duplicates 
were made prior to the present Copyright Law of 1909, relief 
could not be obtained under the Copyright Act. It was held, aside 
from any question of deception or fraud, that plaintiffs were entitled 
to restrain the sale of such copies as a wrongful appropriation of 
their property rights, although the original records had been sold 
indiscriminately to the public for years and the copies were clearly 
marked as such. The court cited the “‘ticket-scalper” and “trading 
stamp” cases, and said (pp. 961, 962): 


Equity has granted relief in certain typical lines of cases where the 
doctrine of unfair competition seems to have been the guide to the deci- 
sion, but where the basis upon which the relief was granted was the unfair 
taking of the complainant’s property, rather than the deception of the 
purchaser, or the imitation of a patented or copyrighted article, or a regis- 
tered trade-mark or trade-name. ... The jurisdiction of a court of equity 
has always been invoked to prevent the continuance of acts of injury to 
property and to personal rights generally, where the law had not provided 
a specific legal remedy, and it would seem that the appropriation of what 
has come to be recognized as property rights or incorporeal interests in 
material objects, out of which pecuniary profits can fairly be secured, may 
properly, in certain kinds of cases, be protected by legislation; but such 
intangible or abstract property rights would seem to have claims upon the 
protection of equity, where the ground for legislation is uncertain or difficult 
of determination, and where the principles of equity plainly apply. 


That plaintiff's orchestra and defendant are in competition 
admits of but little doubt. They both furnish entertainment to the 


public over the radio. The orchestra obtains its remuneration from 
contracts with advertisers who pay it for the music rendered as sup- 
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plementary to their advertising. Defendant’s revenue also is de- 
rived from advertisers, and presumably it can exact a greater com- 
pensation from them by being able to furnish mechanized music of 
an attractive quality at nominal cost—partly because this makes it 
unnecessary for the advertisers to pay for “live talent,” and partly 
because by thus entertaining the radio public a more receptive field 
is created for the advertising. Thus defendant can in effect “‘sell” 
to its advertising customers and to the public, at practically no ex- 
pense to itself, the identical musical renditions of plaintiff's orches- 
tra. That such competition is extremely harmful to plaintiff and 
his orchestra is obvious. It probably must become increasingly dif- 
ficult for them to demand and obtain $13,500 for a single perform- 
ance over the radio, if innumerable reiterations of their renditions 
can be furnished at a cost of seventy-five cents. There was testi- 
mony to the effect, and the learned chancellor found, that the con- 
stant broadcasting of the records’ diminished the commercial value 
of the orchestra’s performances. Moreover, the records being, 
as it happened in this case, old ones, the public were led to judge 
the ability of the orchestra by work rendered at a time when it 
probably had not attained its present high degree of excellence. In 
Associated Press v. Kvos, Inc., 80. F. (2d) 575** [26 T.-M. Rep. 
107], an injunction was granted to a news agency to restrain a radio 
station from broadcasting news reports taken from the newspapers 
published by plaintiff's members, it being held that the radio station 
and the newspapers alike disseminated advertising together with 
news which helped to make it attractive, and therefore they were 


just as much in commercial competition in the field of publishing 
news as in that of the sale of advertising. Even though no direct 


charge is made by a broadcasting station for the entertainment which 


it furnished, its broadcast performances are, nevertheless, for profit 


13 Tt was testified that between 350 and 450 broadcasting stations in the 
United States use records almost exclusively instead of “live talent,” both 
for their commercial and their sustaining programs. 

14 Reversed in the Supreme Court, 57 Sup. Ct. Rep. 197, for want of 
jurisdiction, it not having been established that the amount in controversy 
exceeded $3,000, the case being in the federal court because of diversity of 
citizenship of the litigants. 
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in the eyes of the law, as they are designed to aid in the obtaming 
of advertising business. Witmark v. Bamberger, 291 Fed. 776; 
Remick v. American Automobile Accessories Co., 5 F. (2d) 411; 
Irving Berlin, Inc. v. Daigle, 31 F. (2d) 832; Herbert v. Shanley 


'o., 242 U. S. 591; Associated Press v. Kvos, Inc, supra. 
( 242 U. S. 591; A ted P v. K I 


2 hace 


said 


4 On the facts in the present case, therefore, and having in mind 
: the many unique factors which enter into its consideration, we are 
of opinion that on the ground of unfair competition, apart from any 
i other theory of equitable relief, plaintiff is entitled to the injunction 
which the court below awarded. Defendant contends that a charge 
of unfair competition was not pleaded in the bill; the facts upon 
which it rests, however, were sufficiently alleged, and it was not 
necessary for plaintiff to employ the precise term to designate the 
. legal effect of the acts complained of. An abundance of testimony 
was presented by him to establish this feature of the case. 
Finally, defendant maintains that by becoming a member of the | 
National Association of Performing Artists plaintiff automatically 
assigned to that association whatever rights he may have had in the 
records made by his orchestra. Even if that were so, however, it 
would be of no available concern to defendant. Purdy v. Massey, 
306 Pa. 288. 
The decree of the court below is affirmed; costs to be paid by 
defendant.* 
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Conflicting Marks 










Frazer, A. C.: Held that the opposition of General Baking Co., 
to the registration by Samuel Brass, of the term “Bond” as a trade- 
mark for yeast, was properly sustained on the ground that General 
Baking Company had used that mark on bread long prior to the 
claimed use by the applicant and that bread and yeast are goods 
of the same descriptive properties. 


* Note—Judge Maxey’s concurring opinion, based on the right of 
privacy, is here omitted.—Eb. 
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In his decision, after stating that on appeal the only contention 
made was that the word “Bond”’ is a suggestive trade-mark and not 
entitled to broad protection, and referring to trade-mark infringe- 
ment suits where the courts had applied that doctrine, the Assistant 
Commissioner said: 


A contrary conclusion has long since been reached by the Court of 
Customs and Patent Appeals. (Quoting and citing from National Biscuit 
Co. v. Sheridan, 18 C. C. P. A. 720, 44 F. (2d) 987.) 

As the marks here involved are identical and the goods of the parties 
are conceded to be of the same descriptive properties, the registration ap- 
plied for is barred by the express language of the statute.t 


Frazer, A. C.: Held that National Garment Company, Inc. 


was not entitled to register the words “Maiden America” as a trade- 


mark for children’s and ladies’ dresses, etc., in view of the prior use 


by American Maid Company, Inc., of the term “American Maid,” 
for the same goods. 

With reference to an argument by the applicant that one of 
petitioner’s registrations shows the words “American Maid” in con- 
nection with pictorial features and that these features had not been 
used since 1930 and therefore the total mark was abandoned, the 


Assistant Commissioner said: 


The point is not of controlling importance, because it is not disputed 
that the words “American Maid” have been in continuous use by peti- 
tioner, and it is those words only with which respondent’s mark was found 
to conflict. It may be said in passing, however, that if respondent deems 
itself injured by petitioner’s registration, and can show either that the 
mark has been abandoned or that it is descriptive, respondent’s remedy is 
by petition for cancellation. 


Then, with reference to the argument based on the use by peti- 
tioner of the term “American Maid Comfo-Fit,’ one party urging 
that the entire notation must be considered in connection with the 
use of petitioner's mark and the other that the term referred to was 
merely used to indicate grade or style, he said: 


In either event “American Maid” and “Maiden America” are in my 
opinion the predominant features of the respective marks in question, and 


1 General Baking Company v. Samuel Brass, Opp’n No. 15,553, 159 M. D. 
1002, October 12, 1937. 
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I agree with the Examiner that their occurrence renders the marks as a 
whole confusingly similar.? 


Corporate Name 


Frazer, A. C.: Held that applicant was not entitled to register, 


as a trade-mark for food flavoring extracts, a mark consisting of 


the notation “Pur-X” arranged above the words “Purex Products, 
Inc.,” and the letters “PP” printed in a monogram, since such a 
mark constitutes an appropriation of the corporate name of the 
opposer. 


With reference to the goods upon which the mark was used, the 
Assistant Commissioner said: 


The goods specified in the application are food flavoring extracts and 
tea. Of the various items in which opposer deals the only one that may 
properly be classed with such goods is vinegar, but that item is of the 
same descriptive properties within the meaning of the Trade-Mark Act. 
Joseph Tetley & Co. v. Bay State Fishing Co., 23 C. C. P. A. 969, 82 F. 
(2d) 299 [26 T.-M. Rep. 217]. This is material to the question under con- 
sideration, because there is greater likelihood of confusion than if the 
goods of the parties were entirely different. 


Then, after noting the composite character of applicant’s mark, 
he said: 


I am clearly of the opinion that “Pur-X” is its dominating feature. 
That it was intended to be so is made apparent by an inspection of ap- 
plicant’s labels, where it is followed by the word “brand.” In other words, 
applicant wants its products to be known as the “Pur-X brand,” and un- 
questionably that is the manner in which they would be called for by pur- 
chasers. Nor do I entertain any doubt that “Purex” is the salient feature 
of opposer’s corporate name. The Asbestone Co. v. The Philip Carey Manu- 
facturing Co., 41 App. D. C. 507 [4 T.-M. Rep. 161]. Obviously it is the 
only word in “Purex Corporation, Ltd.,” that serves to distinguish opposer 
from other corporations. It thus appears that applicant has appropriated 
opposer’s name as the predominant feature of its trade-mark, unless it 
be held that the substitution of a hyphen for the letter “e” in “Purex” is 
a material change. So far as the Patent Office is concerned, I think that 
question finds a conclusive answer in the case of Fyr-Fyter Co. v. William 
L. Barrell Co., 475 O. G. 688, 32 U. S. P. Q. 261 [27 T.-M. Rep. 195], where 
it was held by this tribunal that “Fire Fighter” is the corporate name of 
The Fyr-Fyter Company, notwithstanding the difference in spelling. 


2 American Maid Company, Inc. v. National Garment Company, Canc. 
No. 2926, 159 M. D. 1003, October 15, 1937. 
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He then noted applicant’s reliance upon the American Steel 
Foundries case and further noted that the word “Purex’’ had 
seldom been registered where the word “Simplex” referred to in the 
Foundries case had been in wide general use, and said: 


“Purex” is a fanciful word, registered as a trade-mark to only three 
concerns other than opposer, and not shown to be found in the name of 
any other corporation excepting that of applicant; whereas “Simplex” was 
a part of some twenty corporate names, and occured in about sixty regis- 


tered trade-marks. 
* * * 


Here, however, the appropriation of opposer’s name is substantially 
complete, and “the rule of the statute, by its own terms, is absolute and 
the proposed mark must be denied registration without more.’’* 


Descriptive Terms 


Frazer, A. C.: Held that Hal De Waide was not entitled to 
register, under the Act of 1905, the notation “Slip Away” as applied 
to paper toilet seat covers, and the registration which he had obtained 
should be cancelled. 

In his decision, after stating that the notation “Slip Away” was 
associated in the registered mark with other words which are dis- 


claimed, and noting the argument of the parties as to the descrip- 


tiveness or nondescriptiveness of the term in question, and also 
noting appellant’s argument based on the decision in In re Irving 
Drew Co., 54 App. D. C. 310 [14 T.-M. Rep. 225], and stating that 
the doctrine announced in that case appeared to have been repudiated 
by the same court in the case of The Kay & Ess Co. v. Coe, 483 
O. G. 229, 34 U.S. P. Q. 316, the Assistant Commissioner said: 


It is asserted in De Waide’s brief that the seat covers in question 
“neither slip away, nor are slipped away. They stay put in place until 
pulled or dragged off by the flushing of the toilet bowl.” That may be 
true; but merely because some force must be exerted to initiate the 
process of slipping, it does not follow that the article thus set in motion 
does not thereafter slip. I can think of no brief expression that more 
aptly describes this particular characteristic of sanitary seat covers than 
to say that they “slip away” from the seat when the bowl is flushed. It is 
my opinion that any dealer in like merchandise has the right to use this 
and similar phrases to describe his goods, and that it is not therefore sub- 
ject to exclusive appropriation. It follows that the registration here in- 


8 Purex Corporation, Ltd. v. Purex Products, Incorporated, Opp’n No. 
15,598, 159 M. D. 1005, October 20, 1937. 
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volved was improperly granted, and as Dunnell is shown to have been 
injured thereby the statute requires its cancellation.‘ 


Interference—Testimony 


























Frazer, A. C.: Held that priority of adoption and use of the 
term “Anchor” as a trade-mark for surgical needles, was properly | 
awarded to the Hospital Import Corporation. 

In his decision, after noting that Anchor Products Company 
had sought to establish an earlier date of use than that alleged in its 
application, and referring to the testimony to support such earlier 
date as somewhat inconsistent, the Assistant Commissioner said that 
at the most it did not establish a date earlier than January, 1922, 
and that Hospital Import Corporation had established by its tes- 
timony an earlier date. 

With reference to the argument that the testimony on behalf of 
Hospital Import Corporation was somewhat vague and indefinite 
and was not supported by documentary evidence, he said: | 


i. ssbiae eek 


=i fin kon 


a Documentary evidence, however, is not indispensable if the facts in 

| . ail . . > . 

issue are otherwise proved. Here the testimony of registrant’s witnesses 

3 is consistent, uncontradicted, and in no manner discredited, and it must be 

i accepted as true. While many statements were made which are too in- 

oi definite to be given much weight, it sufficiently appears from the record 
: as a whole that registrant started selling surgical needles bearing the 

7 “Anchor” trade-mark in the spring of 1921, and certainly prior to January, 


1922, 





Then, with reference to the discussion in applicant’s brief of 
other matters, he said: 














Much of applicant's brief on appeal is devoted to a discussion of certain 
dealings had between the parties which would doubtless be entitled to care- 
ful consideration were applicant’s right to use the trade-mark in issue, 
or were registrant now seeking registration over applicant’s opposition. 
In this proceeding, however, the only question for determination is that of 
priority of use of the mark with the particular goods involved. As appli- 
cant has failed to establish a trade-mark use of the mark antedating regis- 
trant’s first such use, that question was properly resolved in registrant’s 
favor.5 





* Warren Dunnell v. Hal De Waide, Canc. No. 3026, 159 M. D. 1008, 
October 29, 1937. 

5 Anchor Products Company v. Hospital Import Corporation, Int. No. 
2462, 159 M. D. 999, October 8, 1937. 
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Non-Conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register, as a 
trade-mark for insulated conductors, wires, etc., the mark consisting 
of the single word “Monotype,” notwithstanding the prior use and 
registration by opposer of a mark disclosing the picture of a double 
label at the top of each panel of which is printed the word “Bond”’ 
and beneath which is the notation “Safety Seal Mono-Cell,” the 
latter words together with some other descriptive matter being dis- 
claimed, as a trade-mark for batteries. 

In his decision, after stating that the goods of the two parties 
are unquestionably of the same descriptive properties and the 
Examiner sustained the opposition on the authority of Pilot Radio 
Corporation v. Westinghouse Electric §& Manufacturing Co., 472 
O. G. 747, which he deemed controlling, the Assistant Commissioner 
said: 

In my opinion that case is clearly distinguishable. It was there held 
that the word “Pilotel” is confusingly similar to the registered marks 
“Pilot” and “Pilotone.” If in the instant case opposer’s trade-mark were 
“Mono-Cell” the decision referred to would be applicable, but such is 
not the fact. ‘“Mono-Cell” is but a minor feature of opposer’s mark, is 
descriptive of opposer’s goods, and is disclaimed in the registration. The 
predominant part of the mark is the word “Bond,” and I doubt that the 
purchasing public would attach the slightest trade-mark significance to the 
relatively unimportant and purely descriptive notation “Mono-Cell,” 
which constitutes the only feature of the mark to which applicant’s mark 
bears even the faintest resemblance. Comparing opposer’s mark as a 
whole with the mark sought to be registered, I am unable to believe there 


is any reasonable likelihood that confusion will result from their con- 
current use on the goods to which they are respectively assigned.® 


Non-Descriptive Term 


Mackuin, F. A. C.: Held that the term “Single-Touch,” as 
applied to brushes was not descriptive and is registrable for such 
goods under the Act of 1905. 

In his decision, after stating that he was unable to think of a 
brush whose utility or character would be such that “Single-Touch”’ 
would be a natural or descriptive term for it, the First Assistant 
Commissioner said: 


® Bond Electric Corporation v. Automatic Electric Company, Opp’n No. 
15,432, 159 M. D. 1007, October 26, 1937. 
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At the hearing a narrow brush, the bristle ends of which describe an 
are, was submitted, and it is said by the applicant that the arcuate shape 
permits applying dye to the hair with less strokes than would be used by 
a normally straight brush. As a matter of fact, a single touch of such a 
hair dyeing brush would accomplish no desirable purposes, but repeated 
applications or “touches” would be needed to complete the hair dyeing 
processes. To me the term “Single-Touch” is not particularly suggestive, 
but seems to be a rather distinctive, arbitrary name which is clearly 
registrable.” 


Not a Trade-Mark 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for ginger ale and other 
non-alcoholic beverages, a mark described as consisting of “cross- 
hatching on metal foil applied around the neck and top part of the 
bottles containing the goods.” 


In his decision, after noting that registration had been refused 
on the ground that the alleged mark does not constitute a trade- 
mark but is merely an ornamentation of the goods, the Assistant 


Commissioner said: 


After careful consideration I am constrained to agree with the 
Examiner’s conclusion. I think judicial notice may be taken of the fact 
that it is common practice to apply metal foil and cther materials of similar 
appearance to the necks or tops of bottles, both by way of ornamentation 
and for the purpose of effecting a seal. On close inspection the cross- 
hatching of applicant’s metal foil is somewhat distinctive, and to those 
familiar with applicant’s goods it may even serve to indicate origin; but I 
doubt that the average purchaser would differentiate between a cross- 
hatched covering and a plain one, or would consider either as anything 
other than decorative. In my opinion all bottlers have the right to decorate 
the necks of their bottles with metal foil, and to grant the registration 
sought by applicant would prima facie constitute an unwarranted restriction 


of that right. 

With reference to the applicant’s argument based on the deci- 
sion in Capewell Horse Nail Co. v. Mooney, 172 Fed. 826, in which 
a mark consisting of diagonal lines stamped upon the under or 
bevelled side of the head of a horseshoe nail was held valid, he said: 


Without discussing the merits of that case it seems sufficient to observe 
that the goods involved differed completely from those of the instant case. 


7 Ex parte Lawrence Richard Bruce, Inc., Ser. No. 361,720, 159 M. D. 
1001, October 11, 1937. 
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It is one thing to decorate the head of a horseshoe nail and quite another 
to decorate the neck of a ginger ale bottle.® 


On What Goods 


Frazer, A. C.: Held that Automobile Mutual Insurance Com- 
pany of America is entitled to register, under the Act of 1905, a 
trade-mark for a booklet which had issued annually. 

In his decision, after stating that the Examiner refused regis- 
tration because the publication was not serial in character and not- 
ing that, while from year to year much of the same matter was 
contained in the booket, other matter was included which was of 
interest to motorists, the Assistant Commissioner said: 


Other matter is included, however, of general interest to motorists, 
which is not repeated in successive issues, and which I consider sufficient 
to satisfy the requirement suggested by the Examiner that “it is the sub- 
stantial change of material with each issue which enables periodical pub- 
lications to support trade-mark registration.” 


Then, after noting that both the Examiner and applicant had 
cited several cases, none of which was directly in point, he said: 


Upon the particular facts here presented I think applicant is entitled 
to have its mark registered.® 


Opposition—A mendment 


Frazer, A. C.: Held that the firm Golden Art Hosiery Com- 
pany could not be substituted as the applicant in the application in- 
volved in this proceeding in lieu of the applicant Edwin Crutcher, 
of Nashville, Tenn., even though Crutcher was a member of ‘the 
firm above referred to. 


In his decision the Assistant Commissioner said: 


Applicant insists that the proposed amendment is “merely a matter of 
form,” but with that contention I am unable to agree. Even were the ap- 
plication unopposed a change of applicants could not properly be permitted; 
nor is it material that Mr. Crutcher is a member of the firm whose name is 
sought to be substituted. Ex parte Certain Cure Co., 147 O. G. 772. The 
fact that the application is opposed is, however, an additional reason why 

8 Ex parte Hoffman Beverage Company, Ser. No. 382,629, 159 M. D. 
984, September 23, 1937. 

®Ex parte Automobile Mutual Insurance Company of America, Ser. 
No. 333,213, 159 M. D. 1010, October 30, 1937. 
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the amendment should not be entered. After an opposer has taken testi- 
mony and prosecuted its case to final hearing it would be manifestly un- 
fair to permit a change of applicants. 

In my opinion the only remedy available to Golden Art Hosiery Com- 
pany is the filing of a new application. The situation is unfortunate, but 
it is of applicant’s own making.!° 


Ownership of Mark 


Frazer, A. C.: Held that registration of a trade-mark for con- 
densed milk was properly refused to Kraft-Phenix Cheese Corpora- 
tion, where the labels showed only the names of another party, and 
that applicant had declined to make an affidavit that certain new 
labels were in use by it. 

In his decision, after noting that the applicant had filed an 
affidavit in response to the Examiner’s rejection, to the effect that 


it was the manufacturer of the goods and the company whose name 
appeared on the label was authorized to use the trade-mark on con- 
centrated milk, and noting that new labels had been substituted 


bearing applicant’s name, but applicant had declined to comply with 


the request of the Examiner that an affidavit be filed stating that 
these new labels were in actual use by the applicant and stating 
further that counsel admitted that no such use had been made, the 
Assistant Commissioner said: 

Upon the record as presented I think the Examiner was amply justified 
in refusing the registration applied for. Only the owner of a trade-mark is 
entitled to its registration, and ownership can be acquired only through 
use. It appears quite conclusively that applicant had made no use of the 
mark in question at the time its application was filed; and the fact that 
someone else had applied the mark to goods of applicant’s manufacture, 


as Sole distributor or otherwise, can add nothing to applicant’s claim of 
ownership.!! 


Proper Trade-Mark Use 


Frazer, A. C.: Held that applicant is entitled to register, 
under the Act of 1905, the word “Revel” as a trade-mark for “sticks 
or handles for suckers,” since it was established in the record that 


10 Celanese Corp. of America v. Edwin Crutcher, Opp’n No. 15,660, 159 
M. D. 979, September 10, 1937. 

11 Ex parte Kraft-Phenix Cheese Corporation, Ser. No. 367,970, 159 M. D. 
1011, October 30, 1937. 
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these sticks were sold to candy manufacturers and the mark there- 
fore did not, to such customers, indicate the candy itself. 

In his decision, after stating the grounds upon which the mark 
had been refused and that evidence had been filed showing that the 
sticks so branded with the trade-mark were sold and distributed to 
the trade without any confectioner’s products mounted thereon, the 
Assistant Commissioner said: 


Under these circumstances I do not think the cases relied on by the 
Examiner are pertinent. It may be that the ultimate consumer of a con- 
fection mounted on one of applicant’s sticks would be led to believe that 
the mark on the handle identifies the entire article, but I do not think that 
possibility affords sufficient ground to justify a refusal of the registration 
applied for. To applicant’s immediate customers, who appear to be mostly 
ice cream manufacturers, its trade-mark doubtless denotes origin of the 
item they purchase. The use they make of the goods afterward would 


seem to be of but slight importance so far as applicant’s trade-mark rights 
are concerned.!2 


12 Ex parte Joe Lowe Corporation, Ser. No. 360,415, 159 M. D. 740, 
August 21, 1936. 
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DIGEST 


I. TRADE-MARKS GENERALLY. 
I, 1. Nature or Trape-Mark Ricuts. 
» 1, § 1. Character of Right. 


a. Definition. 


A single article of merchandise may carry more than one trade-mark and 
each trade-mark may be valid. 617 


A trade-mark is a word or symbol indicating the origin of a commercial 
product, and its owner has the right to prevent the goods to which the mark 
is applied from being confused with those of others. Whether a given 
mark is entitled to protection depends on whether, as applied to a particular 
line of goods, it signifies the source. 665 

b. Basis of Right. 

The general rule that priority of appropriation determines ownership 
of a trade-mark is not applicable where the mark in question, through long 
general use, has lost all elements of distinctiveness. 89 


ce. Distinguished from Trade-Names. 
A trade-mark is used in connection with a particular article of com- 
merce, while a trade-name is used in relation to a business and is a symbol 
of its reputation and good-will. 424 


I, 2. Wuat May Be a Trape-Mark. 


I, 2, § 3. Descriptive and Generic Terms. 
(See also p. xxix post.) 


The following words are held to be descriptive: 
“Rangeland Romances,” for a magazine featuring romantic 
stories of the West 
“Silver Dust,” for floor wax made of hypo-sludge............... 205 
WREORGONT, 208 CUM TIPOUNOEN 65. Os ats de cde diac dcoeeinen 372 
“Pep,” for a beverage 
“Mavrodaphne,” for sweet dessert wine 


The following words are held not to be descriptive: 
wae ees Ga” DP SN SAO i. as cP iR a Whe ee Veiene ins den ae ee 
“Beau Brummel,” for haberdashery 


xxiii 
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“Tronite,” for a metallic compound used to render cement water- 


ce MMR Te See Ee Be ie rcs a RD eR ne 678 
“Zombie,” as name of motion picture film....................4.. 694 
SE, OP I 6 hint vs cm ed caeardvedeeenweew onion dw ka tees 801 


I, 2, § 5. Geographical Terms. 
(See also p. xxx post.) 


The following terms are held geographical: 
PRRNCET. STOP RONDE RO ois bin's 65 inb. Gis Pal ds ses OA a ASG eS 146 
“Manhattan,” fOr ‘Me's .WEET sen iiecc ssc ccese cdectsssccsc.s DIS 
ee” GOR ss ois ka ws CX e Rane cais Ves Acieme ae eek 744 
If a geographical term has taken on a secondary meaning, it will be 
protected. However, where complainant’s trade-mark “Quaker” acquired 
a secondary meaning as applied to motor oils, subsequent to the adoption 
of the trade-mark “Quaker City” by defendants, such acquisition held not 
to divest the latter of their rights. 146 


There is no doubt that the law grants less protection to a mark which 
is purely descriptive, commonplace or geographical than to one charac- 
terized by originality or distinctiveness. 215 


I, 3. Tirte tro a Trape-Mark. 


I, 3, § 2. Assignment and Devolution. 

Where plaintiffs were first to use the word “Albion” as a trade-mark 
for caulking guns, patent rights to which and the right of manufacture 
were duly assigned to them by defendant, plaintiffs having advertised and 
built up a good-will for their caulking guns under the said trade-mark 
held entitled to an exclusive right therein. 754 


a. By License Under Contract. 

Defendant in 1913 entered into a contract with plaintiff, whereby the 
former agreed not to use the name “Manhattan” in any form or manner 
upon any underwear “intended to be normally retailed at less than $1 per 
garment, or any knit underwear of any grade or price”; and, in 1920, by 
a second contract, agreed to use the said name only in script form, provided 
that nothing in the agreement should prevent defendant from using the 
word “Manhattan” in block letters in its corporate name, on the goods or 
labels, on stationery, advertising, etc., but not in violation of the contract 
of 1913. The contracts held valid, and defendant thereby relinquished all 
right to use the word “Manhattan,” when it engaged in the cheap or knit 
underwear business. The advertising of its underwear by defendant, as 
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set forth in the complaint, was, therefore, held violation of the contract, 
and was enjoined. 215 


Plaintiff, which had an exclusive contract for New England for the 
sale of “Four Aces” whiskey, held entitled to the protection of equity in 
such right. 431 


I, 3, § 3. Abandonment. 
In order to constitute abandonment there must be evidence of intent. 306 


I, 4. INFRINGEMENT. 


I, 4, § 2. Conflicting Marks. 

It is not infringement for one to use a trade-mark on a different class 
of goods from that to which the prior user applied it (provided the differ- 
ence is so great as to prevent confusion), even if the prior user is thus 
prevented from extending his use to include the same class of goods. 205 


Where, after appellant adopted and used the word “Bond” as a trade- 
mark for bread sold in Illinois, within a fifty-mile radius of St. Louis, ap- 
pellee began to sell bread under the trade-mark “Goldblatt’s Bond” within 
a fifty-mile radius of Chicago, held there was no infringement of appellant's 
trade-mark, particularly as appellant had not entered the Chicago territory 


and has no present intention of so doing. 421 


(See also p. xxxii post.) 


The following marks are held to conflict: 
“Eevee ERUSG GENE" UrGeer EINE ss oie Sion cee cvaceecscVaksonse ee 
Oy ee ee ea ee es 2 heeds RRR aN deans Gerd me eaeeu 


Se SE 43 6 he 06 kG a OSES DENRA CR RR eAKA) eo eeaR 
“Red Heart” and “Strong Heart” 

“Sunglo” and “Spun-Lo” 

“Pep” and “Pepsi-Cola” 

“Eight Bells” and “Eight O’Clock” 

“Sampler EpiCurio” and “Sampler” 


The followings marks are held not to conflict: 
“Rangeland Romances” and “Ranch Romances” 


I, 4, § 3. Goods of Same Descriptive Properties. 
(See also p. xxxv post.) 


The following goods are held to be of different descriptive properties: 
Beer and malt syrup 
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Floor mops and sink mops 205 
Powder in boxes, and liquid in cans 
Malted milk sold to dealers in five-pound cans, and dairy products 372 


I, 5. Surrs ror INFRINGEMENT. 


I, 5, § 1. Jurisdiction. 
In a suit for trade-mark infringement, plaintiff cannot recover where the 
alleged infringement was the result of an intrastate sale. 620 


I, 5, § 2. Parties and Liability 
Plaintiff, owner of a “system” called “Bank Night,” used to promote 
attendance at theatres by offering a prize to those drawing a lucky number, 
registration being free to patrons and non-patrons alike, sued to enjoin 
defendant from using the words “Big Bank Nite,” as a trade-mark for a 
pin-ball game of its manufacture. Held, that, as there was no competition 
between the parties, there was no infringement. 424 


Although one party to the present action was not a party to the former 
proceedings, held that he, as a member of the co-partnership party therein, 
was privy to the principal in litigation. 629 


I, 5, § 3. Pleading and Practice. 
In a suit for trade-mark infringement, a bill of particulars is allowed, 


requiring plaintiff to state whether defendant is charged with sale, ship- 
ment, or use of merchandise in interstate commerce after defendant ac- 
quired title thereto. 620 


I, 5, § 4. Evidence. 
In a suit for trade-mark infringement, no element of wilfulness, inten- 
tion or fraud is necessary for recovery. 177 


In a suit for trade-mark infringement the dress of the package plays 
no part, nor is it necessary to show actual confusion or passing off. 801 


I, 5, § 5. Defenses. 


a. Misrepresentation. 
The fact that plaintiff exaggerated the curative properties of its cold 
tablets held not to justify the defense of “unclean hands.” 290 


In the case at issue, defendant’s contention that another concern than 
plaintiff had made a brief use of the word “Sunglo” as a trade-mark for 
artificial silk thread and had registered the mark for these goods, held in- 
sufficient to weaken plaintiff’s claim to the mark, inasmuch as the adverse 
use had been discontinued four years prior to bringing suit. 665 
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b. Estoppel. 
Inasmuch as the plaintiff for the registration of the trade-mark took 


no appeal under R.S. 4915, it was estopped thereafter from raising the 
question of priority. 629 


Plaintiff, owner of certain patents, subsequently held unenforceable, 
for a metal containing water-proofing material, had, since 1906, continuously 
sold its said product under the name “Ironite,”’ which name it had duly 
registered in the Patent Office in 1911. Held that, although plaintiff's 
patents became unenforceable and subsequently expired, this did not affect 
its claim to, or the validity of its trade-mark “Ironite.” 678 


c. Laches. 

In an action to restrain defendant from using the name “Chase” on 
its products, where plaintiff allowed sixteen months to elapse before taking 
action, held that, by reason of such laches and the irreparable loss to 
defendant caused by a temporary injunction, the motion should be denied 
and the case assigned for early trial. 622 


I, 6. Importation Unpber Tarirr Act. 


I, 6, § 1. Subject Matter. 
Where defendant, a Greek wine-grower, located in the province of 


Achaia, Greece, attempted, on the ground of its United States registra- 
tions of the words “Achaia” and “Mavrodaphne” for sweet dessert wines, 
to stop the importation by plaintiff, its former American agent, of the said 
wines under the Tariff Act of 1930, held that, inasmuch as said registra- 
tions were invalid, plaintiff should be enjoined from asserting any right 
to the ownership of the said terms as used on wines imported by plaintiff 
from Greece. 744 


Il. REGISTRATION OF TRADE-MARKS. 


II, 2. Jurispicrion or CoMMISSIONER OF PATENTS. 


II, 2, § 1. Function of Examiner. 
Held within the jurisdiction of the Examiner, where he found that a 
notice of opposition must be dismissed, to also hold applicant’s mark un- 
registrable because descriptive. 350 


II, 4. Errecr or REGistTraTion. 


II, 4, § 1. Under Act of 1905 
The registration by defendant of the geographical name “Manhattan” 
as a trade-mark for shirts gave it no advantage over plaintiff, in the 
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latter’s use thereof on knit underwear, inasmuch as it was shown that 
at the time the first agreement between the parties became effective, 
cheap knit underwear sold under the “Manhattan” mark was generally 
known as plaintiff's product. 215 


The registration of “Esso” in the United States Patent Office as a 
trade-mark for motor oil and other petroleum products by defendant 
held not to have created any trade-mark rights therein effective in territory 
in which plaintiff operates. O44 


II, 5. Tue Apprication. 


II, 5, § 1. The Applicant. 

The fact that the applicant for registration of the word “Pilser” for 
beer owns the capital stock of the Pilser Brewery Company, who used said 
mark on beer, held not to entitle the former to registration, having never 
used the mark. 659 


Where applicant failed to file affidavits stating that it had actually used 
on its goods certain labels filed with its application, registration was re- 
fused. 833 

II, 5, § 2. Drawing. 

Permission to remove from the drawing certain portions of the trade- 
mark sought to be registered in the absence of a disclaimer was _ re- 
fused. 586 


II, 5, § 8. Classification of Goods. 

Held that handkerchiefs could be retained in the description of goods 
in an application for the registration of a trade-mark, along with collars, 
cuffs, shirts, men’s underwear and neckties, as handkerchiefs are properly 
classified in Class 39, clothing, rather than in Class 42, knitted, netted, and 
textile fabrics. 485 


Held that an application to register a trade-mark for automobile top 
dressing should not be transferred from Class 4. “Abrasive, detergent and 
polishing materials” to Class 16, “Paints and painter’s materials, notwith- 
standing that, in some respect the two classes overlap. 762 


II, 5, § 10. Disclaimer. 

Where appellant’s predecessor, when applying to register a trade-mark 
consisting of the words “Canada Dry” and in representation of the map of 
Canada, disclaimed exclusive right to the said words, appellant held estopped 
from securing registration of these words as a trade-mark. 177 
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Applicant’s predecessor, when applying under the Act of Feb. 20, 1905, 
to register a trade-mark consisting in part of the words “Canada Dry” on 
maltless beverages, disclaimed exclusive right to the said words. Held 
that applicant was thereby estopped from registering under the Act of 1920 
a trade-mark consisting of the words “Canada Dry” and an outline map 
of Canada, particularly as, by a former decision, said map of Canada was 
held unregistrable. 180 


An applicant for a trade-mark is estopped from obtaining subsequent 
registration of material disclaimed in previous registrations. 674 


II, 8. Reoisrraste Marks. 


II, 8, § 1. Color. 

Notwithstanding that applicant’s mark, consisting of a map of Canada, 
is shown in different colors, the color does not change the design. Further- 
more, it is well settled that a mark is not registrable if color alone is its 
distinguishing characteristic. 83 


A mark consisting of “a symmetrical, somewhat triangularly shield- 
shaped design, platinum colored and conforming on two sides to the outline 
of the writing point end of the pen nib,” held unregistrable. 486 


A mark for snap fasteners described as the “orange colored face of the 
card with conventional border and circular central border, and without other 
features, held registrable. 574 


II, 8, § 3. Descriptive Terms. 


(See also p. xxiii, ante.) 


The following terms are held to be descriptive and not registrable: 
“Dry-PaC,” for heating and insulating materials................ 
“Cleer-Proof,” for printer's ink 
“One Minute,” for washing machines... ... 5 6... <<< sssssics caves 
“PRICE 10%: FAMPOG. CREE x 555 hich hens cxases Yes ed aaeee eee 
“Hi-Octane,” for gasoline 


“Non-Allergic,” for cosmetic and toilet preparations............ 
“Alpacian” 160: MER W ORCROOREE ous sci sce near e dnearmascan 
“Mapoo Shampoo,” for shampoo powder for rugs and upholstery 
“Seas” Gat Pehl: MOI sons sain co ev cas da ceue ted se cewek 402 
“Pisnting-ale,” for webrignmataees ss. osc i: dic cick e cdiaite Saad 0801 496 
“Come-Pakt,” for a lay-out for floricultural purposes, including 
an assortment of flower seeds and a predesigned pattern for a 
flower bed * 
“Little Six,” fo¥ Gry cell haters, 5... < concen cds does ena anes 497 


XxXix 





TWENTY-SEVEN TRADE-MARK REPORTER 


“Tensile Twist,’ for men’s and boys’ suits 

“Streamline,” for vanity cases 

“Floating Bra,” for swim suits 

ge er ee ae rer ee d 

“Multi-Linkt,” for a strip of continuous form stationery provided 
with superposed packets of forms having interleaved carbon 
sheets 585 

“Stay-Tite,” for roofing cements and asphaltic plaster cement... 585 

“Mareerd,” for) palate and VErmieths. oc le eee ae 625 

“Carrier’s Call,” for communicating apparatus utilizing high 
frequency circuits 641 

“Breathing Back,” for pile fabrics in piece goods 

“British Lounge Model,” for men’s, boys’ and children’s outer gar- 


The following marks are held not to be descriptive: 

“Tasteless Chill Tonic,” for a medicinal compound 

16; A GE A, TOT ONIONS 55a 2 6 5.5.5.6) 6S wade teas shaky ass< 935 

SORES,” TOE FUPIIOL THON 5.3 a) 55 bin vi0;5hs. 0a tei sep oienl6so(h:. 018, 00.9. 0.8 411 

“Needleized” and “Needle Thrift,” for cotton piece goods....... 462 

“Gypsteel Gypsum Plank,” for a precast, reinforced slab of 
cementitious material 

“Carry-all,” for transporting scrapers. ...........cccescccsacees 652 

“In Union There Is Strength” in association with words “Union 
Label,” for beer 


a ELMIRE 


“Single-Touch,” for brushes 
“Slip Away,” for paper toilet seat covers 


cobain ios 


II, 8, § 4. Marks Publici Juris. 
(See also p. xxiv, ante.) 


PST At 


The following term is held publici juris: 


II, 8, § 5. Geographical Terms. 
A trade-mark consisting of a map of Canada lined in colors used on soft 
drinks held geographical and hence unregistrable. 83 


The representation of the terrestrial globe held not to be merely 


geographical. 266 


Held that the word “Globe” and the representation of the terrestrial 
globe are alternative marks. 266 
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The following are held to be merely geographical, and hence unregis- 
trable: 
“Dutch Maid” in combination with picture of Dutch girl, a wind- 
mill and two cows, for ice cream 
“Edgewood” 
“Valley Falls,” for whiskey 
“Maple Grove,” for whiskey 
“Chippewa,” for beer... 


“Shoreham,” for whiskey 


The following term is held not to be geographical: 


“Litthauer,” for a tonic 


II, 8, § 6. Proper Names. 

The name “Tom Walker” displayed beneath two concentrie circles in- 
closing the pictures of a horse and a tree and “Walker’s London Dry Gin,” 
“Walker's Old Rye,” “Walkers American Rye Whiskey,” and “Walker's 
Burbon Whiskey,” held unregistrable, as being the name of an individual 
not distinctively displayed. 123 


The notation “Lord Kent” refused registration as “Kent” is the mere 
name of an individual. 119 


II, 8, § 10. Corporate Names, 
Applicant held not entitled to register the term “Fire Fighter” as a 
trade-mark for a “flame-proof, water-proof cotton duck,” in view of the 


corporate name of the opposer The Fyr-Fyter Company. 195 


Where appellee corporation was formed after the first use by appellant 
of the words “Old Time Distillery,” the former held not to be entitled to 
oppose the registration of the said mark on the ground that it comprised 
substantially appellee’s corporate name. 262 


Where applicant’s trade-mark use of the words “Califruit” antedated 
the use thereof by applicant as part of its corporate name held that the 
application should be allowed. 415 


Where, in an opposition proceeding involving the right to use the name 
“Emerson” as a trade-mark, the opposer, the Emerson Electric Manufac- 
turing Co., failed to set up the name clause in the act in its notice held that 
it thereby waived its claim thereto. 173 


The words “National Dairy” held unregistrable, as they are substantially 
the corporate name of National Dairy Products Corporation. 493 
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The word “General” in association with the other wording, which is 
disclaimed and the picture of a general on horseback, held unregistrable, 
notwithstanding that the said word formed part of corporate name of the 
General Foods Corporation. 495 


Applicant held not entitled to register as a trade-mark for food flavoring 
extracts, a mark consisting of the notation “Pur-X” arranged above the 
words “Purex Products, Inc.,” and the letters “P. P.” printed in a mono- 
gram, since said mark was an appropriation of corporate name of opposer, 
Purex Corporation, Ltd. 827 


II, 8, § 15. Part of Mark. 

Where the specimens of the mark filed showed the words “General All- 
grip,” applicant was refused registration of the word “Allgrip” alone as 
being only a part of the mark. 415 


II, 8, § 16. Conflicting Marks. 
(See also p. xxv, ante.) 


The following marks are held to conflict: 
“Powermax” and ‘“Powerine” 


ARP G nik ave ate wd Siaie hae PRN ee Pa 78 
RE RE NE sc a eG ld see ES. ba WE ERE Eye EDA et ewe was AS 120 
SMALE AD / OMA RPE ck 5 6 a. di 9c '6 58s. 524 wie avs dig ROR Eee Se ae ele ee 133 
Sey Ge ee ay TE” ooo oink ices icivceeestcss is 
APR SEED RINE oho ss. 06 RA VG sia oosn FO ROKR ame das sees eee 
IE VOR” GEE “NO ROUEN ois civ cicitie doe bis 60oe0lc cb below aeie te 242 
WEANIERR PONE: REGEN IG, osc ante daw ihe Koc gewens ve sisesSeuws, OM 
“Red Heart” and picture of heart and “Strongheart”........... 260 
“Strongneart” and “Morrell’s Red Heart”... ......45. 00606000: 271 
ARORA NE NI. ge pKa ced cth Sieh Sine Sede Hie y NAAR RS WO VE Male 345 
RFR M AN MA ERM 0 Ss x chms ole she wi ae By Va ly PT AS, 8a 345 
“SACrOue: “GRE? “ROP ooo kd Shas sear cwerdsdeavaes 346 
SP ICROMAIIRe UD "SONG eins i cwic dd ech pew Castes apa eeu 348 
CA SORE SED RIE 5b 55 aie Darwiciace's vin Mined sees Oh. 349 
“Maple Bake” and “Crescent: Mapleine’’ «oo: 5.6 5:02:00: diss s0ihe-ce és 389 
ROLAC (OR "ROME 5s ies ike ERAS as ence ews ewatnwn 390 
“B. L. D.” and device of three crowns and “Brown’s Four Crown 
SEEN iS BUGS aks vic k RENO GS CERES cal awe e Ra ak 392 
ee ee a ae ee 
“Black Diamond” and device of diamond and “Diamond T”..... 39% 
SERIO” MRE IN io 545 AES TSI LN he ER ROS 393 
Re Oe GI oa a. i's see did nd pices tewees tenets Ee 
Vey Pa” me Uy Re noid a rea eas es eS 395 
ee ie ee ee er ee er eee 396 
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SRNURTOL (SR TINGE © 606 ss accunaldanslambinyewiciage Aaa eae a ale a 

ere i CE a nik a kk dd deg va Raids kaka Tea 397 

“Ere Cae ie OR GR os cana nods wile Orewa ewe eis was : 

“Country Creat” and “Country Chal” «0.216.628 eee wesivts< sisi eee 

“Flushtex” and “Sani-Flush” 

“United” and representation of shield and eagle and “United” 
enclosed in a panel 

“Lord Kent” and “Kent” 

“Needleized” and “Needle-Thrift” 

“Blue Button” and “Blue Buckle” 

“Duponaise” and “Duranese” 

“Imperio Club” and “Imperial” 

“Magic Mix” and “Miracle Whip” 

“Starlash” and “Kurlash” 

“Ballrex” and “Ballroll” 

“Real Western” and “All Western” 

“Beckacite,”’ “Beck-O-Lac” and “Beckolloid,” 

“Speed-o-forms” and “Speedigraph”...............cccscccccses : 

“Jeane Arne’ and “Ariyme Juniors”. 05... 6k cise ccs eescnscees é 

“King-Kola” and “Coca-Cola” 

“eee Cea SE OIE oc oaccc wamegseaadeccnev awe bade kane 5 

I” ie SN os ha Cs <b eul em aeGaee caducus wenn eee : 

OTR OE RMON 5 eR RS ceca he none dane seaumee eee { 

“Economaster” and “Electromaster”................ccccccceces d 

“M.D.” and Greek cross and “M.D.D.” and Greek cross......... F 

SS SEG Mi MMR ost G aan acacwcvae need acarauny tare : 

GREET Me RUE vcd ei Sc cacti atardes Panne onst arene f 

“Dixiana” and “Dixie Belle” 

“Dixie Dew” and “Dixie Belle” 

“Addressal” and “Addressograph” 

“Miraglo” and “Miracreme” 

“Indian Queen” “Indian Hill” and “Indian Chief” 

“Amroc” and “Banroc” 

“Maiden America” and “American Maid” 


Held that a trade-mark consisting of the word “Globe” with the device 
of a zigzag flash of lightning drawn therethrough is confusingly similar to a 
mark consisting of the word “Champion” and the representation of a ter- 
restrial globe. 


A mark comprising applicant’s corporate name and place of business 
and the wording “Furniture by Sligh,” together with certain design fea- 
tures, all enclosed in a rectangular border, held confusingly similar to a 
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mark outlined by a rectangular border of substantially the same propor- 
tions as that of applicant, and in addition to a pictorial design displaying 
the name of the proprietor, “Sligh Furniture Co.,” and the words “Sligh 
Furniture.” 343 





The following marks are held not to conflict: 
PSOE ADAP CL SAME CANE Sto SSW Dh sie yb av es aa Ae eRe eEN eae 257 
“Meltomat” and “Oil-O-Matic” 257, 409 


ee dis 















RRR. RISES “REPRO e355 Sa aR ening tom ws les -aht Gigs Megas x al REF 
SAAS RU RO NE mi io ori 5a bra Ris lersk Kak WLR wR ERE 596 
“La Rosa” and “Albarosa” 





Se” Se HN 6 iin 5s cas Bi a cmein nha eh ae Aer <4 644 
“Jules V. Riviere” with the V. prominent, and the notation “NO. 


2 















“Aerolator” and “Kelvinator” 





PRAOGIG ANI ROCCE oo 66 pS ie aid eins Bos A's on he & eile anreveN 647 
ge Ee ee ee err Tre ee ee es bore 648 
Rs ROPER TIME TING MOORS cle i oh ORR See ae easiness 648 
“P.O. P.” and “Fride:of Pennsylvania,” and: “Pride” «....<0i.:.:: 649 


sR Saas 5 1 Sat Bb res CLES Mea P 


ME DOCOAACG. “RIE ACMMOONG 650. 85 SA wii aa ae edaee a abnleiees 650 
MPATMGOOONS “ANG | ONO GORE  6.05.6:6.85.0s Sevens cmmraeapeawleats 650 
MERCAICR- Lane OU: “ORR ENe onc a ee cgieins oars ays, OG ai x aimee 4a ene 651 
“Silent Knight Oil Burner by Bailey & Grant” and “Silent Auto- 
De ea eet ee ERM Re ne err emer ea) of cs Meee ree eee 776 


“Monotype” and “patety Seal MOnosoeil 6 :i:i.. 004206 o5icapias cvsies 
Held that applicant is not entitled to register, as a trade-mark for lead 
pencils, crayons, and pencil refill leads, the mark described as consisting “of 
a white circumferential band positioned at some distance from one end 
thereof,” in view of the prior adoption and use by opposer of a similar 
mark on the same goods. 764 
















Held that applicant is not entitled to register, as a trade-mark for metal 
strip ties for bales and the like, a mark described as a silver band or tip 
applied to either or both ends of the bale, in view of the prior use by 
opposer of a mark for twisted wire fence stays, consisting of a red band 
applied to each end of the stay. 768 








Applicant held not entitled to register, as a trade-mark for frozen con- 
fections, a mark consisting of two angularly related rectangles positioned 
to form a substantial V with the word “Double” printed in the rectangle at 
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the left, and the word “Nickel” printed in the other rectangle, a circle en- 
closing the letter “V” adjacent the upper end of each rectangle, in view of 
the prior use of a mark for the same goods, consisting of the words “Milk- 
Nickel” written on the diagonal with the slogan “All for a Nickel.” 769 


Held that applicant is not entitled to register, as a trade-mark for 
beauty powder, cleansing creams, etc., a mark consisting of the representa- 
tion of three accurate Ionic columns across the top of which is the capstone, 


the lower portions of the columns and the capstone being lined for gold, and 
the background being lined for red to represent the sunset, in view of the 
registration by opposer of two marks for large lines of medicines and 
pharmaceutical preparations, containing a design having vertical columns, 
opposer's name and certain words being printed on the capstone thereof. 769 


II, 8, § 17. Goods of Same Descriptive Properties. 
(See also p. xxv, ante.) 


The following are held to be goods of the same descriptive properties: 

Combination adhesive cement and an oil used as a lubricator, 
preserver, polisher or cleaner for metal, wood or leather 

Cleaning compound for dishes, crockery, glassware and cooking 
utensils, and a polish for leather goods...............0..0005 

Whiskey and ginger ale 

Alcoholic liquors and mineral water, ginger ale and carbonated 
beverages 

Soothing oil for nasal congestion, and compressed medicinal 
tablets to be used as a cathartic 

Carving and kitchen knives, and lunch kits and fruit juice ex- 
tractors 

Synthetic resin for use in the paint and varnish industry, and a 
condensation product of phenol and formaldehyde 

Alcoholic cordials and liqueurs and beer 

Covered syphons and bulbs for compressed or liquid gas, and 
mineral water 

Men’s and boys’ suits and overcoats, and women’s and misses, 
shoes 

Elastic braid and hosiery 

Men’s underwear, bathing suits and sweaters, and men’s dress and 
negligee shirts 

Bread and yeast 


The following goods are held to be of different descriptive properties: 
Home and garden magazine and- grass seed 
Oil-heating systems and melting furmaces..................06. 257 
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Radio and television sets and apparatus, and certain electrically 


operated goods, such as motors, fans, forges, blowers, genera- 
tors, switches and air or water pumps 


New aaioit edhe GHP willie sive 257 
Grocery products, such as canned fruit juices, canned vegetable 
juices and canned fruit cocktail, flavored with brandy, and 
MI 5 dia scrapes ow tonid/a aa 9G, aeralabe Wis Seatac ee lete Wee avedd Seema as Ote Q74 
Detrinized and gelatinized starches for retaining moisture in 
bakery products, and poultry and stock foods.............. 328 
Condensed milk, malted milk, and whole dry milk and wine and 
MEMES, sitrcsigixis ais a dns AE Sur ecin ema oars Carmien Fran Fert meme 347 


Radio receiving sets and parts thereof, and electric motors, elec- 
tric fans and furnace blowers 351 


Pee es IN Ne ag 662s 6 soa sees Bk SR alae ee de 


403 
Storage batteries, and electric outlet boxes and other electric 
IRIN as cs ai Bis vik a ale has AR Os! os he eee eee 468 
Cigars and tobacco, pipes, cigar and cigarette holders made of 
amber, cigar and cigarette cases made of leather or silk, 
and humidors and ash-trays made of glass, wood, or base 
i)! Ew a eens vn erry rere Pemteertn, ROG re itl al Me Pee wiry ge 588 
Cleaner for silver, glass, etc., and a saline aperient.............. 590 
GYADRILE BNE TOUEE PRODATAUIONS 6.6555 sn cacicn aces cies cawe ca Gee 8s 774 
Motor lubricating oils and greases, and oleomargarine, shortening, 
maayounaite Gnd SOibl Grossing... 2. sc ecciccccccnssuesens 775 


In registration proceedings, the determination of whether the goods 
are of the same descriptive properties may properly involve considera- 
tion of whether confusion as to the origin of the goods is likely to result. 167 

II, 8, § 18. Grade Marks. 

Appellant, senior party in an interference proceeding, held not en- 

titled to register the word “Buckeye” as a trade-mark for work gloves and 


mittens, inasmuch as no trade-mark use was shown, the word being used 
solely as a grade mark. 449 


II, 9. For Wuart Goons. 

The notation “Lustr lux” held unregistrable as a trade-mark for a dry- 
cleaning system, inasmuch as the word “system,” as commonly understood, 
is not synonymous with “merchandise.” 227 

A trade-mark for a booklet issued annually held registrable, as some 
of the matter printed therein was new each year. 832 

II, 10. No Trape-Marxk Use. 

Where appellant admitted that he was not actually using its mark at 

the time of filing application, but was preparing to do so, held that regis- 
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tration should be refused, inasmuch as the Act requires that applicant be 
using the mark at the time of filing application. 262 


Held that the phrase “The Big Little Book,” used to distinguish a series 
of books published from time to time, each volume bearing in addition 
its own title, was a trade-mark use. 353 


The words “Dow Jones’ Stock Averages,” used as title of a section of 
a daily publication giving information on stock changes, held not to be a 
trade-mark use. 411 


On application to register a trade-mark for buckles, held that, where 
mark was applied to the belts, rather than to the buckles fastened thereon, 
there was no trade-mark use of the goods. 412 


Held that the words “Certified Prints” for photographs do not indicate 
origin and, hence, are not a trade-mark. 653 


The letters “I. E. N.,” being merely the initials of the name of the news- 
paper “Industrial Equipment News,” he/d not to function as a_ trade- 
mark, 653 


A mark consisting of “cross-hatching on metal foil” applied around 
the neck and top part of bottles of ginger ale, held unregistrable, as being 
merely ornamental. 831 


Registration granted to a trade-mark for “sticks or handles for suckers,” 
as it appeared that the goods were sold to candy manufacturers. That cus- 
tomers might identify the mark with the candy held immaterial. 833 


II, 11. Ten-Year Cravse. 


II, 11, § 1. Interpretation. 

Where applicant filed application to register a trade-mark under the 
Act of 1905, but furnished no evidence as to its eligibility for registration 
under the ten-year clause of the Act, held that he could not thereafter 
register the mark under the said clause. 744 


II, 12. INTERFERENCES. 


II, 12, § 1. Evidence. 
Certain exhibits filed by Superior Oil Works were to be returned to 
notary public for use in taking testimony, under an order of the Examiner 
of Interferences. 193 


In an interference between parties claiming right to use of word “Mono- 
gram” on tooth brushes, priority of adoption was awarded Pro-phy-lac- 
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tic Brush Co., notwithstanding that it had used the name as a mark for 
its cheaper grades without indication of ownership. 196 


Where assignments were conflicting held that evidence of ownership 
must be based on other facts than those shown therein. 201 


Use of mark on non-alcoholic beverages held not to inure to appel- 
lants’ benefit in an interference between the parties relating to the use 
of the respective marks on wine. 202 


The non-use of the mark “Old Tavern” during the period of prohibition 
held not to constitute abandonment. 240 


Where question was raised as to the evidence of transfer to appellee 
from its immediate predecessor of title to the mark “Old Tavern,’ and 
testimony as to the existence of written evidence thereof was, on motion 
of appellant, stricken from the record, but said motion was not renewed, 
held that, since there was no assignment of error in the appeal to the Com- 
missioner, such assignment may not be upheld by the court. 240 


A purported assignment of the title to the mark “Ye Tavern” from ap- 
pellant’s predecessor to appellant, unaccompanied by the transfer of any 
business with which the mark had been used, held ineffective, and resulting, 
therefore, in abandonment of the mark by the latter. 241 


Where assignor of a trade-mark registration introduced no evidence 
that he had used the mark, priority was properly awarded to the other 
party. 407 


Inasmuch as the senior party’s use of the word “Buckeye,” while prior 
to that of appellee, was as a grade mark, and appellee’s trade-mark use 
thereof subsequent to the use by appellant, held that neither party was 
entitled to register. 449 


Where the Patent Office tribunals failed to consider all questions relating 
to the interference and the rights of the parties, the cause was remanded in 
order that the proper entries might be made in the Patent Office. 450 


In deciding on priority of use of a trade-mark used on wine, where 
date of sale was testified to but no order, price, payment or delivery was 
mentioned, evidence held insufficient. 595 


Where proof of transfer of a trade-mark to applicant was not clear, 
registration was refused on evidence of prior user by another. 643 
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Documentary evidence is not indispensable if facts in issue are other- 
wise proven. Where testimony of registrants’ witnesses was consistent and 
not discredited, it was accepted as true. 829 










Decision. 

Where petitioner did not avail himself of review by Commissioner on 
question of motion to dissolve interference, held that he waived any right to 
complain that motion was not considered. 204 


Il, 12, § 5. Review of 











II, 13. Opposrrions. 


: II, 13, § 2. The Opponent. 
Appellant, registrant of a mark consisting of the word “Champion” and 
the device of the terrestrial globe, he/d not estopped by not using the globe 








3 to oppose an application to register a similar representation of a globe. 266 
: 
II, 13, § 3. Answer. 
a An applicant does not strengthen his case by arguing for the right to 
: register by pointing out that a portion of the word is publici juris and 
: that others have been permitted to register similar words. 78 












Where opposer, owner of the trade-mark “Lux” used on soaps and 






" detergents, failed to file answer to notice by the Examiner that the opposi- | 
: tion was based solely on the “confusion in trade” clause of the Act, and, 

a moreover, applicant took no action to amend the description of goods by | 
4 substituting the word “merchandise” for “system,” the Commissioner’s a. 
u decision was reversed and the case remanded for further action in ac- | 


cordance with the opinion. 22 


~~ 


The validity of a registered mark may not be attacked in an opposi- 
tion. 462 






II, 13, § 6. Amendment of Application. 


6 Se? 


Where the opposition was dismissed without prejudice contingent upon 
amendment of the application, a petition that the Examiner dismiss the 
opposition upon its merits was denied. 654 












Held that Golden Art Hosiery Co. could not be substituted for applicant 
Crutcher, a member of said firm, especially as the application was being 
opposed. The only remedy is to file a new application. 832 










II, 13, § 8. 

In an opposition proceeding the tribunals must regard a registered 
trade-mark as valid and, if applicant’s mark is so similar to the regis- 
tered mark as to be likely to lead to confusion, the fact that the regis- 


Evidence. 
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tered mark or a portion thereof may be descriptive is no ground for 
disregarding the similarity. 78 


Sound may be of controlling importance where there are other simi- 
larities in the marks that contribute to confusion, especially as trade- 
marked goods are, in a large measure, dependent on the radio for effective 
advertising. . 120 


Appellee and its predecessors had in about the year 1916 began the 
manufacture of phonograph and radio products under the name “Emerson,” 
which name it had several times registered as a trade-mark for these and 
similar goods. Appellant, a manufacturer since about 1890 of electrically- 
operated tools and machinery, not including radio and phonograph appara- 
tus or parts thereof, began about the year 1932 to put out a dynamotor 
for radio apparatus under the name “Emerson B. Power Unit.” Held, 
that inasmuch as both parties had used their respective names concurrently 
for several years without evidence of serious confusion, they should be 
permitted to continue such use. The Commissioner's decision dismissing the 
opposition was, accordingly, affirmed. 334 


Where testimony proposed to be taken abroad had no bearing on the 
rights of the parties, motion for taking such testimony was _ rightly 
denied. 414 


Held that, although appellee had not established ownership of the 
registration of the mark “Solvex,” such registration was a bar to the regis- 
tration of appellant's mark “No-Vex.” 444 


In an opposition proceeding, Patent Office tribunals may dispose of 
any question relating to the proposed registration that might properly be 
considered in an ex parte case. 444 


Where opposer's only evidence of ownership of the mark was a certificate 
of registration under the Act of 1920 but did not show actual use, the 
opposition was dismissed. 655 


Held that testimony taken stenographically by opposer in Glasgow, 
Scotland, should not be stricken, where latter’s attorney had aided in the 
taking of testimony, and the rule that such testimony shall be taken only 
by written consent of all parties had been waived. 657 


II, 13, § 10. Return of Fee. 
Held that opposer filing notice of opposition without verification was 
not entitled to return of fee after failure to file the verification and dis- 
missal of opposition. 656 
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II, 17. 


CANCELLATION, 






II, 17, § 2. Who May Apply. 
4 Where petitioner for cancellation had given no written consent to the 


registration of her portrait as a trade-mark, the registrations were rightly 
ordered cancelled. 659 














The fact that plaintiff had instituted proceedings for the cancellation 
of defendant’s trade-mark registrations, held not to preclude it from seek- 
ing relief in this court. 744 











II, 17, § 4. Pleading and Practice. 
The sufficiency of a petition for cancellation must be determined from 
averments found within that pleading. 484 











: An allegation of use by third parties affords no basis for relief in a can- 
cellation proceeding. 485 















II, 17, § 5. Evidence. 
The difficulty of proving alleged abandonment of a mark held not suf- 


ficient grounds to waive such proof as facts tending merely to “indicate” 
abandonment are not enough. 483 







a. Res Adjudicata. 
A decision of the Commissioner of Patents in an opposition proceeding 








holding appellant not entitled to register the word “Biltmore” as a trade- 
mark for men’s suits and overcoats on the ground that said word formed 
part of appellee’s corporate name held res adjudicata in a cancellation 
proceeding between the parties. 456 


ee eel 













Where the same question was decided in a U. S. C. C. P. A. proceeding 
between the parties, the matter held res adjudicata. 418 





The doctrine of res judicata held to permit of no inquiry into the cor- 
rectness of a final judgment properly pleaded as an estoppel. 499 











A decision of an Ohio state court in a suit involving the parties to an 
interference proceeding held res adjudicata as to the issue in dispute. 500 















II, 17, § 8. Under Act of 1920. 
The words “Precision Rebuilt” held improperly registered as trade- 


mark for typewriting machines in view.of prior use by another of same 
term in its advertising. 483 


*United States Court of Customs and Patent Appeals. 
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II, 18. Renewar or REGISTRATION. 
Applicants held entitled to have their registration granted under the 
Act of 1881 renewed, notwithstanding that the mark had never been regis- 
tered in applicants’ home country. 417 


II, 20. Sratre anno Loca Srarvures. 


a. Pennsylvania. 
In the case at issue, where twenty-five separate and distinct violations 
of the Act were proven, the plaintiff held entitled to $5,000.00 damages, or 
$25.00 for each violation. 321 


Under the Pennsylvania trade-mark act, liability for violation thereof 
held to apply to co-partnerships and corporations. Although the words 
“co-partnership and corporation” were omitted from the Pennsylvania 
trade-mark act when defining responsibility, the intent of said Act held to 
be to make a co-partnership or corporation equally liable with individ- 
uals. 321 


II, 21. Print anv Laser Recisrrations. 
Held that registration was properly refused when the specimens bore 
no notice of copyright. 355 


Applicant held not entitled to register a label used on chow mein 
noodles, bean sprouts, and chop suey vegetables, the only difference in the 
label as applied to the different products being the name of the product 
and the recipe in the panel. 356 


The notation “Firestone High Speed Type 2 Ply 5-50 For Flat Base or 
American Drop Center Rim Made in the U. S. A.” held unregistrable as a 
label, as it fails to describe definitely the goods. 408 


A label disclosing applicant’s name and address, his trade-mark, the 
word “Cigarettes” and the phrase “Little Friends of All the World” re- 
fused registration as it lacks artistic merit. 643 


A label bearing the words “Re-a-Range your Kitchen” in plain rec- 
tangular border, the syllable “range” standing out from rest of printed 
matter, held not artistic, hence unregistrable. 661 


A print for motor lubricants displaying the representation of clasped 


hands with words “Perfect Partners” above and the words “Pennzip- 


Pennzoil” below held unregistrable, as it does not describe the goods. 661 


A print claimed to be used for advertising purposes for theatrical pro- 
grams held unregistrable, as the matter sought to be registered is itself a 
theatrical program. 662 
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The copyrighting by defendant of a label featuring the term “Eight 
Bells” gave him no protection against an action for trade-mark infringe- 
ment. 777 


Ill. UNFAIR COMPETITION. 
ITI, 1. Narure anp Basis or Wronae. 


III, 1, § 1. Definition. 
Even where a defendant does not actually intend to deceive anyone, 
his acts may constitute unfair competition within meaning of the law. 95 


It has come to be recognized that, unless the borrower's use of a name 
is so foreign to the owner’s as to insure against any identification of the 
two, it is unlawful. 114 


Wherever unfair competition exists is a question of fact, and plaintiff, 
to succeed, must show that the probable result of defendant’s conduct 
would be to lead the public to purchase his goods as those of plaintiff. 606 


If a trader, in his advertising matter imitates the form, color and design 
of another to such extent that his advertising is calculated to induce the 
public to buy his goods in the belief that they are those of his competitor, 
such action is unfair competition. 606 


III, 1, § 3. Competition Necessary. 

To grant relief in a suit for unfair competition there must be some 
connection between the products in question. The use by defendant of 
the words “Big Bank Nite” as a trade-mark for pin-ball games held too 
remote from plaintiff's use of the name “Bank Night” on a system to 
promote theatre attendance to warrant an injunction. 424 


Contra. 
The use by defendant of the word “Philco,” long identified by plaintiff 
with storage batteries and radio sets, as a trade-mark for razor blades, 
held unfair competition and was enjoined. 375 


Whereas heretofore the courts confined the protection of a trade-mark 
to the product on which it was used, today they have come to recognize 
that actual competition is not essential to relief under the doctrine of un- 
fair competition. 375 


III, 1, § 4. Prior Right to be Protected. 
It is the general rule that priority of adoption of a trade-name or dis- 
tinctive advertising feature gives an exclusive right to their use. 600 
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III, 1, § 5. Intent. 
While the honest use of a family name in a personal business will not 
be enjoined, absence of fraudulent intent is no defense where licensing of 
a corporation is involved. 783 


III, 1, § 6. Deception. 
In cases of alleged unfair competition, it is not necessary to show in- 
stances of actual confusion to establish plaintiff's right to relief, as poten- 
tiality of confusion is sufficient. 133 


In the case at ‘issue, where appellee, known on the stage as “Aunt 
Jemima” had given such name a secondary meaning, she may be protected 
against counterfeiting, which deceives the public; nor would appellants 
have a right to trade upon her reputation or to pass off an imitation of her 
singing or form of entertainment which caused deception or was likely to 
do so. 501 


III, 1, § 7. Damage. 
Damages can be granted only upon the theory of malicious intent. 501 


III, 1, § 8. Territorial Extent of Rights. 
Good-will may be defined as the favorable consideration shown by pur- 


chasers to goods known to emanate from a particular source. It may 
exist in territory where no business is done by the possessor of the good- 
will. 600 


III, 2. UNrarrness 1N COMPETITION. 


III, 2, § 1. Imitating Appearance of Article. 
Defendant appropriated not only the name of plaintiffs’ product, but 
also the form and shape which characterized the biscuit for more than forty 
years. Plaintiff held entitled to an injunction. 281 


a. Imitating Color. 

The use by defendant in connection with the sale of its amidopyrine 
product of tubes of the same size as those used by plaintiff on a similar 
product, sold under the trade-mark “Pyramidon,” and of pink labels nearly 
identical with those used by plaintiff held unfair competition, particularly 
as defendant’s general color scheme for its products was brown and 
yellow. 368 


It is well settled that color, and even color combinations, unless dis- 
tinctive, are publici juris and cannot be appropriated by one person to the 
exclusion of all others. 554 
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The fact that plaintiff, a manufacturer of toilet articles, was restricted 
in its choice of colors suitable for use on its containers did not enlarge 
its rights to appropriate features ordinarily free to all, the general rule 
being that neither the use of the same colors nor of the same form of 
containers, cartons or labels constitutes unfair competition, when such 
features are common to the trade. 554 















Defendant, by the use of its containers of face powder and other 
toilet articles of certain pastel colors, gilt borders and general arrangement 
of contents, all similar to those in prior use by plaintiff, held not guilty of 
unfair competition with the latter, inasmuch as toilet preparations of the 
kind at issue are seldom sold from a common display counter, each brand 
being kept separate from all others, and especially as the variation of 
the color scheme chosen was one in general use. 554 









III, 2, § 3. Imitating Functional Features. 
It is well settled that a manufacturer has a right to make any unpatented 
article and embody therein necessary functional parts so that the whole will 
function. 684 














III, 2, § 4. Imitating Packages and Containers of Goods. 
Plaintiff and defendant both put out two-piece paper drinking cups. 
Where plaintiff's use of yellow and blue sheets for its price lists, of a cer- 


tain size and shape for its cup and of cellophane wrappers and certain, 
colors in connection therewith had none of them become distinctive of its 
drinking cups, held that defendant, in making use on its product of features | 
somewhat similar, was not guilty of unfair competition, especially as there 
was no evidence or probability of confusion to purchasers. 797 

















III, 2, § 5. Imitating Labels. 
Plaintiff put out its cold tablets under labels bearing the words “Laxa- 

tive Bromo Quinine,” the signature “E. W. Grove, Inventor,” in black, and 

the letters “L. B. Q.” in circle in black. Defendant’s label, on the other 

hand, consisted of the words “Laxative Phospho Quinine” in blue and red 

letters on a green coat-of-arms, and the letters “L. P. Q.” arranged around 

it in green. Held that, as there was no confusing similarity in the labels, 

there was no unfair competition. 289 













The use by defendants, who put out chocolate under the trade-mark 
“Eaties,” of labels and containers similar to those used by plaintiff in put- 
ting out its “Eatmors” chocolate, held unfair competition. 306 
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III, 2, § 7. Names. 


a. Personal Names. 
The use by defendant of the words “Beau Brummel” as a trade-mark 
for suspenders, braces and belts after its prior use by plaintiff on 
haberdashery, held unfair competition. 135 


b. Corporate Names. 

The use by defendant, operator of a store in Enid, Oklahoma, of the 
word “western” in his firm name “Western Auto Salvage Company,” held 
not to be unfair competition as against plaintiff, which operates 173 stores 
under the corporate name “Western Auto Supply Company,” inasmuch as 
the word “western” is a geographical term in general use west of the Mis- 
sissippi, and cannot, therefore, be monopolized by anyone. Moreover, the 
word “Salvage” in defendant's trade-name is sufficient to distinguish his 
business from plaintiff's. 302 


Detmer Woolen Co., Bruner Woolen Co., Mason & Hanson, Inc., and 
Salzer & Worf, Inc., consolidated into Detmer, Bruner & Mason, Inc., with 
branches in New York and Chicago, covered separate areas and later took 
over all business of four constituents. The latter corporation sold to plain- 
tiffs predecessor all business of Chicago branch, all customer’s lists, and 
data, and agreed not to compete in that territory. Thereafter, K. pur- 
chased Detmer, Bruner & Mason, Inc., and proceeded in Chicago territory 
to circularize the trade with reproductions of advertising matter used by 
Detmer, Bruner & Mason, Inc., and taken over by plaintiff's predecessor. 
Defendant even used name Detmer, Bruner & Mason, Inc., but on complaint 
revived defunct name of Detmer Woolen Co., and continued imitation of 
advertising stating it had been in business fifty years. Held unfair com- 
petition and defendant was enjoined from use of name “Detmer” or old 
trade-marks or “Detmer Woolens” or similar literature and correspondence 
with customers of old corporation. 606 


Generally there can be no exclusive appropriation of a family surname 
so as to constitute a valid technical trade-mark. However, such a name may 
become so identified with a certain product that the owner will be protected 
in its use on the ground of unfair competition. 690 


The name Brown Steel Tank Company held not so similar to the name 
Brown Sheet Iron and Steel Company as to cause confusion among cus- 
tomers, particularly as the parties were located in different cities. 691 


In the case of a corporation, there is no right to use a corporate name 
containing the individual name of an incorporator if such use will infringe 
a prior right or a well-known corporate name. 783 
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c. Trade-Names. 


Appellees, after establishing in 1929 on the Mississippi Gulf Coast a 
hotel under the name “Inn-By-The-Sea,” and in 1930 selling it to appel- 


lant’s predecessor to satisfy a mortgage, in 1935 acquired property on the 
Florida Coast under a corporation named “Inn-By-The-Sea,” and erected 
thereon a hotel, having the same name and attendant features as that 
operated by appellant on the Mississippi Coast. Appellees held guilty of 
unfair competition. 130 


No injunction will be issued against the use of an alleged trade-name, 
unless the plaintiff is shown to be the owner of a growing business operated 
under such trade-name and possessing good-will which will be irreparably 
damaged unless injunctive relief is granted. 210 


Plaintiff's predecessor, after operating a restaurant in New York City 
since the year 1828 and establishing a world-wide reputation therefor 
under the name “Delmonico,” in 1918 filed a petition in bankruptcy and 
transferred the business and good-will to one Edward L. C. Robins, to- 
gether with exclusive right to the trade-name “Delmonico.” Said Robins 
conducted the said business until June, 1923, then discontinued same with- 
out subsequently engaging therein. Plaintiff held to have abandoned the 
trade-name “Delmonico” and was, therefore, without right to restrain 
defendant from using said name in connection with an apartment hotel, 
the use of which began five years after the said transfer. 210 


A trade-name is a valuable and sensitive property right which the courts 
will not permit to be obstructed or diluted by any colorable imitation. 317 


The plaintiff and its predecessors, had since 1907, done business under 
the name “Coal County Abstract Company.” In 1935 defendants began 
a similar business in the same county under the name “Coalgate Abstract 
Company.” Held that the ordinary person exercising ordinary intelligence 
in business matters would not be confused by the concurrent use of the 
respective titles. The judgment of the lower court, enjoining the use of the 
said title by defendants was, accordingly, reversed. 381 


d, Literary and Dramatic Titles. 

The use by defendant on its magazine of the letters “R R” held not 
unfair competition against plaintiff, particularly as in a previous litigation, 
plaintiff had disclaimed the exclusive use of the letters “R R” in the 
magazine field. 125 


Where defendant, after the adoption by plaintiff of the title “Ranch 
Romances” as the name of a magazine of Western stories, began the use 
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on a similar magazine of the title “Rangeland Romances,” but with title 
page in color, design, and general appearance distinctly different from that 
of plaintiff, held there was no unfair competition. 125 


Notwithstanding that the entertainers engaged by appellants to broad- 
cast an advertising program featuring “Aunt Jemima” may have imitated 
to some extent appellee’s voice and manner, it did not follow that deception 
was established, as the words “Aunt Jemima” invariably were connected in 
the broadcast with appellant's pancakes and syrups. 501 


After appellant had produced and exhibited a motion picture under 
the name “White Zombie,” and identified itself to the public under such 
name, the subsequent use by defendants of the title “Revolt of the Zom- 
bies” in their advertising and on a motion picture, held unfair competi- 
tion. 694 


e. Secondary Names. 

Plaintiff had for many years carried on a grocery business throughout 
the United States under the name “Great Atlantic and Pacific Tea Com- 
pany,’ said name being popularly shortened to “A & P.” Defendant, 
organized in 1936, put out radios, washing machines, and electric refrig- 
erators, using the insignia “A & P,” with a design similar to plaintiffs, 


said letters being an abbreviation of the active managers of the business, 
namely, Aronberg and Podolsky. Defendant held guilty of unfair com- 
petition. 783 


g. Use of Trade-Mark in Name. 

Plaintiff had since the year 1924, used continuously in its business 
the name “Marilyn” as a trade-mark on ladies’ wearing apparel, having 
expended to date over $500,000 in advertising said products. Plaintiff 
subsequently opened departments in its store known as “Marylin” De- 
partments” and in 1930 organized a subsidiary corporation called “Marylin 
Modes Inc.” for the manufacture and sale of “Marylin” goods. The 
subsequent adoption and use by defendant of the word “Marilyn” in its 
corporate name and business of selling ladies’ apparel, therefore, held 
unfair competition and was enjoined. 114 


Plaintiff prior to 1916 began to put out toilet articles under the trade- 
mark “Dorothy Gray,” which name was used extensively thereafter, both 
as a trade-mark and as the salient feature of the corporate name. The 
defendant subsequently thereto began to put out beauty preparations 
under the trade-name “Dorothy Jay Beauty Institute,” although no such 
institute existed. Held that defendant’s conduct and intent was to prey 
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on plaintiff's business and to confuse and deceive customers as to the 
identity of defendant’s preparations. 317 


The use by defendant in its corporate name of the words Ironite Com- 
pany, used with priority by plaintiff, held infringement of plaintiff’s rights 
therein. 678 

h. Effect of Contract. 

The sale by defendant in New England territory of whiskey bottled 
by original distillers under the trade-marks “Four Aces” and “Royal 
Flush,” and in original containers, held unfair competition as against 
defendant, which had an exclusive selling contract in such territory. A437 


III, 2, § 9. Geographical Terms. 
Geographical names, as well as descriptive words, may not be exclu- 
sively appropriated, but their use to palm off the goods of one manufac- 
turer as those of another may be lawfully enjoined by a court of equity. 381 


III, 2, § 10. Name of Patented Article. 
The words “Shredded Wheat,” used as a trade-mark for a_pillow- 
shaped biscuit formed of wheat threads made and baked under a patented 
process held suggestive, but not descriptive of the goods. 281 


III, 2, § 11. Advertising. 
The use by defendant of the words “The original has this signature, 
W. K. Kellogg,” on its cartons, held to have the object of deceiving the 
public and securing trade which in equity belonged to the plaintiff. 281 


Defendant’s use of advertising material, such as headlines, cuts, descrip- 
tive matter and type styles, all closely similar to those previously used by 
plaintiff, held unfair competition. 694 


The word “Comptometry” held to be a natural derivative of the coined 
word “Comptometer,” appellee’s registered trade-mark, and appellant's use 
thereof in advertising a school of comptometry held unfair competition. 725 


The use by defendant in the sale of caulking guns of the trade-mark 
“Albion,” together with advertising matter prepared for plaintiff in selling 
its product, and the making of statements to respective customers that 


defendant’s produet was the “original Albion gun,” held unfair competi- 
tion. 754 


III, 2, § 18. Federal Statutes. 


a. Trade Commission Act. 
A misleading representation of a product constitutes an unfair method 
of competition, as defined by Section 5 of the Act. 360 
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On an appeal from a “cease and desist” order of the Federal Trade 
Commission, it is the duty of the court to ascertain whether the findings are 
supported by evidence, in which case they are conclusive. 360 


Notwithstanding that petitioner discontinued the act complained of, 
its assertion of the legal rights to use its misleading designation warrants 
the Commission in issuing, and the court in affirming and enforcing a 
“cease and desist” order. 360 


The term “sectional overlay” is customarily stamped on silverware at 
the points of wear to indicate to the public additional value and increased 
use and permanency of the goods. Where, therefore, appellant so marked 
its “Martha Washington” pattern silverware, although there was no extra 
deposit of silver at the points of wear, such action held misleading and in 
violation of Section 5 of the Federal Trade Commission Act. 360 


The public is entitled to be protected against unfair practices and its 
interest in such protection is specific and substantial. Nor is it necessary 
that the product misrepresented be inferior or harmful to the public. 597 


The fact that respondents copyrighted the box label “Champion Spark 
Plug Set” held not material, inasmuch as a copyright is not a license to 
engage in unfair competition. 597 


The use by respondents of the word “Champion” in the sale of their 
spark plug sets and similar products, notwithstanding the said word had 
for fifteen years been identified to the public with the products of the 
Champion Spark Plug Co., held unfair competition. 597 


The use by appellant in advertising its “Thermal-aid” appliance for 
prostatic ailments of advertising so worded as to give inaccurate and 
misleading information as to the seriousness of prostatic trouble and 
the necessity for its treatment, held tending to divert trade to respondent 
to the injury of its competitors. The “cease and desist” order of the 
Federal Trade Commission was, accordingly, affirmed. 738 


Direct evidence that petitioner's misleading advertising diverted busi- 
ness from its competitors is not required, it being sufficient to show actual 
or potential competition and unfair trade practices which reasonably tend 
to give the petitioner an advantage in such competition. 738 

III, 2, § 16. State Statutes—Price Maintenance. 
a. California. 
The so-called Fair Trade Act adopted by the California Legislature 


(Stats. 1931, p. 583), as amended (Stats. 1933, p. 793), held constitutional 
and valid. 38 
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The good-will built up by producers in articles sold under trade-marks 
or brands and hence coming under the provisions of the Act above cited, 
held a species of property entitled to protection. 38 


Respondent, who knowingly resold appellant’s products at prices less 
than those fixed by the latter in contracts entered into with the majority 
of wholesalers in the state of California and who refused to enter into such 
an agreement with appellant, held to have violated the state Fair Trade 
Act. 38 


b. Illinois. 

Sections 1 and 2 of the Fair Trade Act of Illinois (Smith-Hurd Rev. 
Stat., 1935 ¢ 1242, Sec. t 188 et seq.) relating to the maintenance of resale 
prices fixed by the producer on trade-marked goods held constitutional and 
valid. 3 


The fact that the Act above cited is applicable only to trade-marked 
goods, but excludes non-branded products, held not to violate the “equal 
protection” clause of the Fourteenth Amendment, inasmuch as the latter 


does not preclude the States from resorting to classification for purposes of 
legislation. 3 


Where appellants acquired trade-marked goods with knowledge of the 
price restrictions held there was no unlawful delegation of power to deprive 
private persons of power to control the disposition of the property of 
others, since the sales restriction was imposed before purchase, with ap- 
pellant’s knowledge, ran with the acquisition and conditioned it. 3 


Section 2 of the Act does not prevent a purchaser of the commodity 
bearing the mark from selling the commodity alone at any price he pleases, 
nor is there any thing in the Act to preclude the purchaser from removing 
the mark and then selling the commodity at his own price, provided he can 
do so without utilizing the producer’s good-will as an aid to that end. 3 


Defendant, a retailer of whiskey and other liquors, knowing that plaintiff 
sold to its wholesalers and retailers under contracts guaranteeing fixed 
resale prices, and in defiance of plaintiff's request for a similar contract 
between them, sold plaintiff's “Old Quaker” whiskey at a price one-third 
less than the contract price. Held, that said sale was in violation of the 
Illinois Fair Trade Act. 15 


In considering whether the Fair Trade Act of Illinois (Ill. State Bar 
Stat. 135 P. 3091) is a violation of the 14th amendment, held, that said 
amendment does not purport to prevent the state from adjusting its legis- 
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lation to differences in situation and to that end to make a justifiable clas- 
sification of persons affected thereby. It merely requires that the classi- 
fication shall be based on a real and substantial difference having a rational 
relation to the subject of the particular legislation. 15 


The Fair Trade Act (Ill. State Stat. 1935, chap. 140, pars. 8-11) legaliz- 
ing resale price agreements between producers of trade-marked goods and 
wholesalers and others held valid. 34 


Defendant corporation, operating retail liquor stores in Chicago, through 
its secretary signed one of plaintiff's resale price-fixing contracts, but 
continued to sell plaintiff's products at cut prices, though at a profit to 
itself, thereby inducing other dealers in said products to cease stocking 
same and causing breaches of contract between plaintiff and certain dis- 
tributors. Defendant held to have been rightly enjoined. 34 


c. New York. 
The presence of a trade-mark on cosmetics held not in itself to entitle 
manufacturer to regulate resale prices. 58 


Whether a statute dealing with price-fixing removes it from rule of con- 
stitutionality under the “due process” clause depends on whether it is a 
reasonable exercise of governmental authority or is arbitrary or dis- 
criminatory. 58 


The Fair Trade Act giving producer or any other injured person right 
of action against persons knowingly advertising or selling any commodity 
at less than price stipulated in any resale price-fixing contract held not 
intended to apply only to thing which was subject of prior price-fixing 
contract. 58 


The State cannot fix selling price of any and all commodities, and busi- 
ness of selling books is not within class which must submit to rate-fixing as 
“affected with a public interest.” 73 


A statute making sale of commodity at less than price stipulated in 
contract actionable as unfair competition held unconstitutional as applied 
to merchant’s sale of books at price less than that fixed by contract between 
publisher and distributor, where contract whereby merchant purchased 
books from publisher contained no price restriction as to resale. 73 


In an action brought under the New York Civil Rights Law (Sects. 
50, 51), which prohibits the use of a name, portrait, or picture of a living 
person for advertising purposes without consent, appellee, one Tess Gar- 
della, known on the stage as “Aunt Jemima,” with which name she had 
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become identified to the theatre-going public, sued appellant for damages 
for employing in a radio broadcast advertising “Aunt Jemima Pancake 
Flour,” a certain colored actress and a colored entertainer, both of whom 
were referred to as “Aunt Jemima.” Held that, inasmuch as the name 
“Aunt Jemima” had, prior to the year 1890, been adopted as a trade-mark 
by predecessors of the Quaker Oats Company and its registration by them 
held valid, the appellants, sponsors of the said broadcast, needed no 
authority for the use of the name “Aunt Jemima.” Held, therefore, that 
there was no violation of the statute. 501 


d, Pennsylvania. 

Defendant for one year prior to March 14, 1933 had, by arrangement with 
the plaintiff, sold the latter’s “Geffen’s Tea” in the original packages. On 
the expiration of the contract defendant began to sell a different kind of 
tea in cartons similar to plaintiff's, offering same to customers as “Geffen's 
Tea.” Defendant held guilty of violating the Act of June 20, 1901 (P. L. 
582). 321 


III, 2, § 18. Other Instances. 

The adoption and use by appellees of the name “Buckeye” as a trade- 
mark, for beer after it had been long in use by appellant on malt syrup, 
held not unfair competition, inasmuch as the name is publici juris and no 
bad faith or wrongful intent on part of appellees was shown. 89 


The sale by defendant to dealers of used “Champion” spark plugs recon- 
ditioned and offered at a lower price than new “Champion” plugs, and 
under conditions likely to cause the impression among purchasers that the 
said plugs were new, held unfair competition. 95 


In the case at issue, where plaintiff, owner of the trade-mark “Spun-lo” 
which it had registered in the United States Patent Office, sued to enjoin 
defendant from the use of the word “Sunglo” as a trade-mark on similar 
goods, held that, inasmuch as the registration of the latter word in the 
Patent Office antedated that of the word “Spun-lo,” the latter registration 
was invalid, and there was no unfair competition or trade-mark infringe- 
ment. 133 


The use by appellant of appellee’s catalogs and the quoting of lower 
prices on goods listed therein held not unfair competition. 357 


Plaintiff has, since 1889, been manufacturing and selling petroleum 
products in filling stations, hardware stores and other outlets, under various 
trade-marks, such as “Standard Oil Company,” “Standard Oil,” “Standard,” 
“SOCO” and “S O,” which marks have come to be identified with its said 
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products to consumers in Colorado, Illinois, Indiana, Iowa, Kansas, Michi- 
gan, Minnesota, Montana, Missouri, North Dakota, Oklahoma, South 
Dakota, Wisconsin and Wyoming. Therefore, the use by defendant, Esso, 
Incorporated, organized many years later, of the word “Esso” as a trade- 
mark for petroleum products in said territory and in its corporate name, 
held unfair competition. 544 


Appellee’s predecessors in 1921 founded in Wichita, Kan., a business 
of selling hamburger sandwiches and other food products in stands 
designated by the name “White Castle” and the slogan “Buy ’em by the 
sack,” said business having subsequently been extended to several other 
cities of the Central West, including Chicago, Columbus, and Minneapolis. 
In 1926, appellant’s predecessors, knowing appellee’s prior appropriations 
of its trade methods and symbols, began in Milwaukee a similar business 
under the name “White Tower” and the slogan “Take home a bagful,” using 
a building similar in design to appellee’s, certain of appellee’s business 
methods and forms having also been appropriated. Held that, although 
appellee did not establish a business in Detroit until after appellant had 
located therein, the latter's acts constituted unfair competition against 
appellee, and an injunction was granted. 600 


The fact that appellee disclaimed the use of the word “Hot Patches,” 
except in so far as its common-law rights were concerned, held not to 
disentitle it to relief in a case of unfair competition. 672 


To entitle a complainant to injunctive relief because of the imitation 
by defendant of non-functional features of his product, it must be shown 
that such features have become associated by the public with him as the 
source. 684 


In an action brought by plaintiff, a manufacturer of unpatented elec- 
trical shavers to enjoin a competitor from using on his product a round 


shaving head held that an injunction should issue, inasmuch as the cylindrical 
form was not a functional feature. 684 


Plaintiff put out a distinctive lubricant for automobile parts under trade- 
mark “Door Ease” and supplied defendant with packages thereof, marked 
“Mobil Door Ease” and printed in colors used by defendant, which there- 
after began to put out own lubricant under name “Mobil Dri-Lube” in 
containers imitating plaintiff's as to size, form, color and general appear- 
ance, billing its product in some cases as “Door-Ease.” Defendant held 
guilty of unfair competition and enjoined from using name “Door-Ease” on 
its goods. 92 
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The circulation by defendant of false and misleading reports to the 
effect that it had obtained an injunction against plaintiff and would 
prosecute purchasers of machines on which defendant held patents, held 
unfair competition. 804. 


If the performer of a musical composition contributes by his inter- 
pretation thereof something of novel artistic value, he has participated 
in the creation of a product, in which he has a right of property in no way 
overlapping or duplicating that of the composer. 807 


Plaintiff, conductor of an orchestra, had through the distinctive inter- 
pretations given to the musical numbers rendered by his players, attained 
wide popularity for said renditions, some of which were reproduced on 
phonograph records, subject to copyright. Defendant, under license from 
the holders of the exclusive rights in public performance under the copy- 
right, broadcast over the radio record reproductions of plaintiffs’ renditions. 
Plaintiff held entitled to an injunction. 807 


III, 3. Suirs ror Unratr Competition. 


III, 3, § 1. Jurisdiction. 

Notwithstanding that there was no diversity of citizenship, where a 
substantial federal question is raised by the allegations, jurisdiction is 
established, and the court retains jurisdiction to dispose of a non-federal 
question inseparably connected with the federal ground of action. In the 
case at issue, the charges of trade-mark infringement and unfair competi- 
tion were, therefore, considered together. 125 


III, 3, § 2. Parties and Liability. 
Defendant cannot escape liability for the resulting deception and injury 
on the plea that he did not himself deceive anyone, or authorize his dealer- 
customers to do so. 95 


Where, in the case at issue, the broadcast, against which «appellee 
complained, was arranged by appellants’ agent without authorization by 
appellants, held that such act by the agent did not make appellants 
“participants in the offense.” 501 


III, 3, § 3. Pleading and Practice. 

A motion to dismiss was granted after the opening statement, which, 
as it added nothing to the complaint, failed to establish a cause of action. 
The real question was whether plaintiffs had any case on the pleadings. 

The practice of dismissing a complaint on the opening of counsel alone, 
unless it is obvious that plaintiff cannot prevail, is an unsafe method of 
deciding disputes. 804 
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III, 3, § 4. Evidence. 

On reference for accounting of profits and damages resulting from in- 
fringement of trade-mark and unfair trade methods, appellee held entitled 
to introduce evidence tending to establish laches, estoppel, or any other 
defense which would bar or mitigate the amount of damages recoverable. 93 


a. Use of Names. 

In order to grant injunctive relief in a case involving similarity of trade- 
names, there must be such similarity that the ordinary buyer exercising 
ordinary intelligence in business matters would certainly or probably be 
deceived. Mere possibility of deception is not sufficient. 381 


c. Secondary Meaning. 

The name by which a patented product is known becomes on the cessa- 
tion of the monopoly, publici juris, with certain restrictions, but if the 
public wish to retain this right it must avail itself thereof within a reasonable 
time after the expiration of the patent. Where, however, the defendant 
did not avail itself of the right to use the words “Shredded Wheat” on the 
expiration of the patent, but waited for fifteen years before adopting the 
words for a similar product, during which time plaintiff had expended large 
sums in advertising its mark, giving it thereby a secondary meaning as 
indicating its product exclusively, held that appellee should be enjoined 
from further use of the said words. 281 


If descriptive words have acquired a secondary meaning, the business 
built up thereunder will be protected against the use of the term by com- 
petitors. Where, therefore, appellee’s trade-mark “Hot Patches” had, 


through long use and advertising, become associated exclusively in the 
minds of purchasers with appellee’s vulcanizing units, held that said words 
had acquired a secondary meaning. 357 


Although descriptive words are not valid as trade-marks, if such words 
have acquired a secondary meaning the business built up under such 
secondary meaning will be protected against the use of the term by com- 
petitors. 671 


Where plaintiff had for many years used the words “Hot Patches” in 
connection with its portable repair vulcanizers and had thereby acquired 
a secondary meaning for said words as indicating its product exclusively, 
the use by defendants of the words “Hot Patches” or “Hot Shot” on compet- 
ing goods was enjoined as unfair competition. 674 
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III, 3, § 5. Defenses. 


a. Plaintiff's Misconduct. 

Where plaintiff circulated among its dealers copies of a court decree 
giving the terms of an injunction against defendant, held that such acts 
did not support defendant’s contention of “unclean hands.” 512 










b. 
The lapse of eighteen months between the time of complaint to de- 
fendant by plaintiff does not constitute laches. 115 


Laches. 











A delay of twenty years on the part of plaintiff before bringing suit 
and after its predecessors knew of defendant’s product and labels, held 
laches sufficient to disentitle it to damages. 290 











Where plaintiff became aware of defendant’s use of the infringing 
label in 1931 and in January, 1932, protested against such use, held there 
was no laches. 368 












Laches is no defense where a cause based upon unfair competition is 
established, but is available as a defense only in actions in equity’s.exclu- 
sive jurisdiction, not where equity comes to the aid of a legal right. 695 









c. Estoppel. 

Where plaintiff complained immediately, in 1935, on hearing that de- 
fendant contemplated producing a play entitled “Revolt of the Zombies,” 
but had no knowledge that said play was being produced until April, 1936, 
and during the next month filed suit, held there was no estoppel. 695 












III, 3, § 6. Relief. 








a. Scope. 

Where an agreement of the vendor not to engage in business or to permit 
others to do so in certain territory was limited as to time and place and, 
in other respects, was reasonable and proper, held valid and in force as 
long as the vendee continues the business. 606 


















Where D. sold to appellant all goods in stock, sample books, trade 
records and sample style cards used in carrying on business at its Chicago 
branch, together with promise that D. would not sell goods in the Chicago 
area or allow others to do so under its name, but that appellant should 
operate in said territory as its successor and fill all subsequent orders, 
held that the good-will of the business within said territory passed as an 
incident to such contract, although the good-will was not specifically men- 
tioned therein. 606 
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ec. Accounting of Profits. 

In view of defendant’s apparent good faith and not unreasonable belief 
that he was doing all he could to avoid deception of the public and be- 
cause of plaintiff's inability to establish sufficient definite and substantial 
injury from defendant’s acts, no accounting was ordered, each party to 
pay own disbursements. 95 


d, Damages. 

Where defendant violated spirit and intent of decree enjoining it from 
doing certain things and commanding it to do certain other things, it may 
be punished for damage resulting from such violation. In the present 
case, more than nominal damages must be presumed and will consist 


either of defendant's profit from wrongful sales, or plaintiff's loss from loss 
of sales. 536 


e. Use of Distinguishing Notice. 

The defendant should be required to give effective notice to the public 
that his used and reconditioned plugs are not new “Champion” plugs. ‘The 
mere stamping of the word “Used” on the side of the plug, as is now done, 
is not sufficient notice, nor is the mere printing of a notice on the boxes, 
wrappers, or individual containers, for the reason that often these do not 
come to the attention of the purchaser. 95 


Defendant’s use of explanatory phrases, such as “Not connected with 
Standard Oil Company (Indiana),” held not to constitute a defense or a 
justification of the acts complained of. 44 


III, 3, § 8. Compliance with Decree. 


a, Contempt. 

Plaintiff had for many years manufactured and sold sewing machines 
under the name “Singer” and other indicia, including the letter “S.’ De- 
fendant, a former employee of plaintiff, had a store in New York City where 
he sold “Singer” sewing machines and parts and accessories thereof. In 
an appeal from a judgment of the lower court dismissing application to 
hold defendant in contempt for violation of an injunction order held that, 
inasmuch as the evidence as to defendant’s use of misleading signs in the 
sale of “Singer” machines was conflicting, the decision should be affirmed. 364 


After defendant had been enjoined from using the word “Rogers” with- 
out more on its silverware, its offers to pay the expense of litigation, in 
case one of its dealers was sued by plaintiff for violating the said injunction, 
held contempt. 512 
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Where defendant, although enjoined in its advertising from using the 
name “Rogers” in connection with the sale of its silverware without 
plainly distinguishing its goods from plaintiffs, omitted the distinguish- 
ing notices in certain advertisements, it was held in contempt. 512 


For the defendant to notify its dealers that they could not use the name 
“Rogers” except as specified in the injunction, and then to defend them 
for doing what they were notified not to do, held a violation of the intent 
of the injunction. 512 


Punishment for contempt should not be granted where there is fair 
ground for doubt as to the wrongfulness of the defendant itself; and it is 
not important that defendant may have thought that it was not violating 
the injunction. 512 


Whether a court, in a contempt proceeding, as distinct from an unfair 
competition action, can require defendant to send copies of opinion in con- 
tempt proceedings to dealers, quaere. 536 


Appellants conducted in Jersey City a commercial school, in which they 
gave instruction in “Comptometry,” advertising such instruction as being 


given on comptometry machines put out by appellee company, which also 


established and conducted in the same building a business school under the 
name “Comptometry School.” After a consent decree by the District Court, 
restraining appellants from using the name “School of Comptometry” in 
connection with their school, or otherwise inducing the belief that their 
school was owned or controlled by appellee, appellants moved their school 
to another location, but continued using in their advertising the terms 
“Comptometry Course” “Comptometry and Calculating,” ete. Appellants’ 
continued use of the word “Comptometry” held misleading to the public, 
and contempt of court. 725 
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3-331 
5-261 

ma 7-110 

cf 7-502 


bn Bo no nom Bao] 





VOL. 2 


11-220 
14-199 
17- 82 
17-463 
18-101 
Q1- 4 


26- 71 


-p. ll- 
ef 4-102 
d 5-122 
ce 10-320 
c 21-601 


-p. 16- 
e 2-153 
r 3-328 
f 6-387 
ce 9-515 


-p. 17- 
‘a 3-278 


-p. 20- 
> 2-165 
5- 36 
5- 37 
5-140 
7- 47 
7-227 
cf 16-272 


-p. 23- 
f 3-132 
f 3-177 
f 3-181 
f 3341 
f 3-490 
f 4560 
f 5-187 
f 5-494 
f 5-501 
f 5-502 
f 6- 51 
f 7-18 
ce 10-276 
f 11-401 
f 


2-483 
3- 71 
4- 37 
4-159 
5-329 
6-343 
6-596 
7-280 
9- 69 
e 12-129 
f 12-254 
e 14-521 
d 15-469 
ec 16-181 
f 16-351 
f 17- 24 
d 17-150 
c 17-247 
f 20-464 
f 20-479 


Hh hh oh oh oh heh 


-p. 36- 
f 2-383 
f 3-71 
f 3-559 
f 13-449 
f 17-15 


-p. 39- 
r 2-338 


-p. 45- 
2-323 
2-388 
3- 30 
4-175 
4-188 
4-201 

cf 5-388 


f 16-269 
c 18-474 


-p. 47- 
4-233 
7-474 
9-188 
9-389 


-p. 50- 
d 3-292 


-p. 59- 
ef 4-157 


12-881 | d 5-389 


Ixii 











VOL. 2 


6-473 
6-474 
7- 30 
15- 84 
15-257 
20-45 


“> eh Hh hh rh bh 


-p. 92- 
f 2-385 
f 4- 81 

cf 14-519 


| =p. 96- 
ef 1- 50 
|a 2- 90 
f 2-437 
| ef 3-241 
3-292 
3-304 
3-307 
4-160 
5-109 


mh hh oh 


| «p. 103- 
a 3-149 





-p. 105- 
3- 7 
4-233 
4-235 
6-573 
12- 85 
16-565 
23-459 


> 2A >? h 


-p. 109- 
4-250 
5-398 
5-449 
6-418 
7-434. 
13-393 
17-375 
20-408 


>_> 





-p. 112- 
f 4- 42 
e .15- 37 


ee 


VOL. 2 


-p. 115- 
2-349 
3-120 
3-124 
4-249 
4-252 
4-299 
5- 1 
5-185 
6- 60 
7-188 
ce 7-363 
f 1-474 
c 13- 88 
ef 16-559 


an rh orm O 5 


<0 
a0 


-p. 123- 
f 11-410 


-p. 133- 
f 3-308 


-p. 134- 
f 2-480 
f 2-485 


-p. 137°- 
r  §-204 


-p. 139- 
f 11-110 


-p. 140'- 
p 3- 15 


-p. 140°- 
a 2-420 


-p. 141- 
f 4-493 
dad 5-211 
f 8-424 
ce 10-240 
f 10-357 


-p. 153- 
cf 14-276 
ef 16-373 
ec 17- 93 
f 18-471 
c 23-384 
c 24-239 








VOL. 2 
-p. 161- 
a 2-192 
e 2-240 
a 2-412 
m 4-225 
f 4-234 
f 5- 90 
f 5-137 
f 5-141 
c 16- 72 
-p. 166- 
f 3 9 
-p. 168- 
f 3-328 
m 3-334 
f 5- 45 
f 5- 50 
f 5- 51 
p 13- 88 
-p. 170- 
p 3-15 
f 5-249 
f 8-312 
ec 16-357 
-p. 172- 
f 2-482 
f $f 
-p. 174- 
f 5-378 
d 11-309 
-p. 180'- 
r 2-379 
-p. 182’- 
ad 4- 47 
-p. 183- 
f 4-286 
f 8-424 
c 18-226 
-p. 187- 
f 5-242 
f 5-244 


TABLE OF CITATIONS 





VOL. 2 


7-423 
7-457 
9-351 
11-384 
14-212 
15-160 
17-389 
17-555 
19-187 
20-569 
25-142 


rh OO rT O > Hh 


as 


-p. 192- 
s 2-412 
m 4-225 


-p. 194- 
r 3- 80 
o 3-481 
o 4 «8 
d 4- 52 
d 4-297 
cf 4-446 


-p. 197- 
3-409 


r 2-486 
e 12-251 
f 16-461 


-p. 215- 
c 7-474 


-p. 217- 
a 3- 64 


-p. 221- 
c 2-231 
ef 4- 69 
e 6-226 
cf 9- 9 


VOL. 2 
f 13-241 
cf 22-147 
-p. 230- 
ef 4- 69 
f 4-307 
-p. 232- 
cf 4 69 
-p. 234- 
ee 10- 94 
c 21-334 
-p. 241- 
f 6-126 
-p. 243- 
f 7-573 
f 9-204 
e 16-411 
-p. 249- 
f 7-475 
-p. 257'- 
o 4414 
o. = ©5- 86 
-p. 261- 
p 2-492 
f 3-329 
d 4-337 
d 4-338 
v 9-491 
p 17-318 
-p. 276- 
f 2-395 
cf 3- 14 
m 3-447 
f 3-458 
f 3-459 
f 4-140 
ce 12-274 
-p. 279- 
f 7-486 
f 8-10 
s 9-77 
ec 18-319 





VOL. 2 


-p. 282- 
m 4-183 


-p. 284- 
v 5-491 
f 6-218 
ef 14-519 


-p. 286- 
v 9-461 


-p. 287- 
d 14-127 


-p. 289- 
e 15-483 


-p. 291- 
e 16-221 


-p. 300- 
f 18-446 


-p. 304- 
d 14-227 


-p. 305- 
f 3-200 
f 4-159 
f 7-274 
ec 10- 57 
f 25- 40 


-p. 306°- 
f 4-171 
s 1-344 


-p. 310- 
f 12-368 


-p. 311'- 
a 2-339 


-p. 312°- 
r 3-288 


-p. 313- 
ef 4-157 
f 6-411 
f 8-373 
f 21- 16 














lxiii 








VOL. 2 


f 10-196 


-p. 317- 
a 3-205 


-p. 318- 
s 3- 28 
f 3-127 
f 4-140 
a 4-323 
f 5-229 
v 9-160 
e 11-113 
ec 11-128 


-p. 324- 
p 3-15 
f 4- 64 
f 6- 44 
f 7-599 
v 10-413 
ef 14-276 
e 19- 50 


| =p. 328- 
lef 2-519 
c 23- 20 


-p. 330- 
f 7-309 
f 9-109 


-p. 339- 
c 21-328 


-p. 342- 
|} a 2-420 


-p. 346’- 
d 4-126 
f 6-285 


-p. 349- 
ec 3-120 
f 4-249 
f 4-252 
f 4-299 
f 5- 1 
ee §-185 


TWENTY-SEVEN TRADE-MARK REPORTER 


VOL. 2 


f 5-188 
ce 6- 60 

7-188 
p 7-363 
ce 14-195 
p 15-441 
f 15-537 


-p. 357- 
e 9-275 


-p. 360- 
ef 2-519 
3-133 
3-227 
6-202 
7- 18 
8-360 


Ong Co en en, ee ee) 


VOL. 2 


f 2-173 


-p. 387°- 
r 5- 84 


-p. 387'- 
f 4- 42 


-p. 387°- 
r 8-194 


-p. 388°. 
a 4-132 


-p. 390- 
d 11-356 


-p. 394- 
f 2-396 
er SSil 
0 4-243 
ad 4-271 
cf 4-287 
cf 22-463 


-p. 396- 
a 3-374 
ef 4-102 


-p. 397- 
f 4- 65 
cf 4-328 
ec 11-113 


-p. 398- 
r 3-439 
ef 3-536 
ec 14-456 
c 25-510 


-p. 402- 
f 6- 51 


~p. 412- 
2-161 
2-192 
4-225 
19-501 
22- 50 
26-512 


VOL. 2 


ec 15-402 


-p. 418- 
c 21-247 


-p. 420-— 
d 15-274 
f 18-184 


-p. 423- 
f 6-281 
f 6-282 
f 7-595 
f 10-417 
f 11-243? 


~p. 424- 
f 6-146 
c 9-512 


-p. 429- 
ec 4-131 
ec 9-512 


-p. 431- 
ce 3-202 
r 4-125 


-p. 433°- 
a T- 28 


-p. 438- 
f 2-425 


-p. 440- 
f 6-598 


-p. 443- 
2-492 
3- 4 
3- 7 
3- 17 
3- 27 
3-125 
3-421 
3-424 
3-429 
3-437 
4-233 
4-252 


hh hh oh oh oh Oh Rh Hh 


lxiv 


VOL. 2 


c 24-2295 


-p. 475- 
f 10-433 











VOL. 2 


-p. 496- 
f 5-175 
e 13-349 


-p. 512- 
cf 2-328 
cf 2-360 
c 18-162 


-p. 528- 
ec 22-530 


-p. 529- 
f 5-258 


VOL. 3 


-p. l- 
3-328 
3-373 
4- 95 
4-235 
4-243 
4-244 
4-272 
4-275 
4-278 
4-297 
4-327 
4-421 
4-470 
5-267 
6-356 
6-366 
6-373 
6-410 
7-300 
7-474 
7-498 
7-506 
8- 10 
8-176 
8-373 

10-234 

10-324 

11- 11 

11- 87 

11-128 

12- 1 


— 


= 


Ura s HAR pA *A 


me PO RO hh hehe hohe hh hee 


THO qd bh hE Bhar ns 


VOL. 3 


12-131 
13- 12 
13-406 
14-250 
15-242 
15-282 
15-520 


-p.9- 
5-137 
5-249 
9-522 
9-524 

21- 97 


-p. 17- 
3-278 
5-261 
7-114 
11-239 


-p. 23- 
4-560 


p. 28- 
2-318 
3-127 
4- 64 
4-140 
4-188 
4-323 
5-229 
8-195 
9-160 

11-113 

17-317 

23-251 


-p. 33- 
3- 29 
3- 30 
3- 31 
4- 65 
4-188 
6-355 

11-113 


-p. 36- 


TABLE OF CITATIONS 


VOL. 3 


f 8- 86 
f 11-19 


-p. 43- 
ce 4-157 
ce 5- 8& 
f 6-504 
a T- 34 


-p. 49- 
f 3-458 
f 6-505 
f 12-127 
ce 18-337 
d 19-144 


-p. 50- 
f 8-304 


-p. 59- 
f 14-447 


-p. 64- 
f 6-241 
c 20-336 


-p. 69- 
s 3-112 
ce 3-307 
ec 4-133 


-p. 72- 
f 4-459 


-p. 76- 
f 19-177 


-p. 77- 
e 9-181 
c 24-356 


-p. 80- 
3-481 
4- 8 
4- 52 
4-297 
4-446 
6-102 

- 6-379 
6-380 


Ixv 


VOL. 3 


6-403 
6-472 
6-473 
6-573 

7-420 

8- 30 
8-174 
8-442 
14-259 
14-367 
15- 71 
15- 85 
15-155 
15-302 
16- 17 
17-127 
17-221 
18-420 
19-400 
19-488 
20-230 
20-374 
21-597 
21-601 
92- 15 
22-347 
22-363 
23- 71 
26-212 


ee eaa me AaAa2n FARA MA ™*NA AE hr DDR 


-p. 87- 
3-328 
3-454 
4- 52 
4-275 
4-425 
6- 45 
6-103 
6-105 
6-144 
6-146 
6-254 
7- 73 


Q Ur re mg rn 


° 
Q 


ee 


cf 


-p. 89- 
d= 9- 85 
c 12-422 


-p. 91- 
c 10-457 


VOL. 3 


-p. 96- 
4- 31 
5-108 
5-109 
9-317 


-p. 103- 
s 4 82 


-p. 107°'- 
f 9-432 


-p. 108'- 
cf 2-312 
a 3-544 
d 14- 77 


-p. 111’- 
a  t- 3) 
f 7-103 


-p. 111°- 
v 9-523 


-p. 113- 
f 6-418 
f 7-103 


-p. 120- 
f 3-438 
ec 5- 1 

6- 60 
*f 6-188 
7-474 
8- 10 
13- 90 


-p. 127- 
cf 6-102 
f 6-127 
f 8-443 
f 9-306 


-p. 135- 
r 3-211 
c 20-582 
c 22-17 


-p. 136- 
e 10- 41 


VOL. 3 


-p. 139- 
d= 8-286 
d 8-292 
ec 10-217 
cc 12- 91 
c 17-308 
e 25-510 


-p. 149- 
p 11-264 
e 13-443 


-p. 150- 
r 4-164 
r 4-373 


-p. 156- 
a 4-37 


-p. 157- 
r 6-1) 
v 6- 12 
d_ 8-155 
ce 12-202 


-p. 166- 
f 4-91 


-p. 170- 
p 3-210 


-p. 174- 
m 5-236 
f 6- 51 
e 17-447 


-p. 189- 
f 15-380 


-p. 191- 
d 3-256 
f 6-238 


-p. 202- 
r 4-125 


-p. 205- 
f 3-458 
f 5-249 
ef 5-275 














VOL. 3 


f 6-368 
d 6-507 
d_ 6-508 
ce 23-427 


-p. 210- 
p 3-170 


-p. 231- 
f 17-617 
e 10-123 
f 10-181 
ce 10-392 
cf 13-378 
d 17-394 


TWENTY-SEVEN TRADE-MARK REPORTER 


VOL. 3 


20-534 
c 22-488 


-p. 238- 
3-299 
3-296 
3-307 
4-160 
4-412 
4-413 
4-568 
5- 86 
5-159 
6-282 
6-375 
6-471 
6-473 
7- 30 
7-536 

15- 84 
15-164 
15-264 
18- 94 
20-474 


Rh harehd hhh hh hehM ROG 


-p. 243- 
; 3-297 
3-307 
3-463 
4-413 
4-568 
5-424 
6-281 
6-282 
6-470 
6-473 
8-318 
10-410 
11- 71 
12- 53 
14-221 
14-348 
15- 84 
17-302 
17-453 
17-495 


AAR Rh hh? J hhh hhh mh A 


-p. 248- 
a 4- 72 


VOL. 3 


cf 4- 45 


-p. 253- 
f 12-476 
f 14-103 


-p. 254- 
f 3-308 
s 4-134 
f 4-461 


-p. 259- 
4- 1 
5-101 
6-424 
6-473 
7-142 
7-611 

10-387 

11-238? 

16- 17 

18-102 

22-288 

24-345 


D 
f 
d 
f 
f 
f 
f 
d 
P 
¢c 
c 
c 


-p. 269- 
r 6-149 
ef 6-151 
cf 6-162 
f 11-107 

11-113 
f 14-18 
17-275 
23-405 


-p. 277- 
D_ 5-261 


-p. 278- 
a 5-261 
ad 7-114 
f 11-238? 


-p. 280- 
f 10-186 
c 23-185 
c 25-322 


-p. 286- 
a 4-219 


8-367 
15- 31 
16-196 
16-535 
17-158 
25-350 


-p. 291- 
a 4-219 
s 4-524 
f 17-552 


-p. 297- 
a $-243 


-p. 305- 
s 4- 46 
a 4-218 


-p. 306- 
a 4- 44 
f 12-366 
f 19-516 


-p. 309- 
d 4- 85 
d 4- 86 


-p. 31l- 
4-233 
4-235 
4-245 
5-215 
5-225 
6-246 
6-373 
6-505 
7-279 
7-300 
7-474 

ce 12- 85 

c 21-430 


mh heh “heh Mh mh mh oh mh mh 


-p. 323- 
cf 3-536 
f 5- 44 
f 5- 50 


f 10-371 
c 25-331 


-p. 336- 
f 6- 51 
f 10-276 


-p. 341- 
ce 10-276 


-p. 349- 
f 8-137 
e 10-129 


-p. 370- 
f 6-418 


-p. 371- 
f 4-243 
f 4-287 
f 6-418 
cf 7- 72 
f 8-256 
f 8-257 
ec 10-234 
f 14-437 
c 24-140 


-p. 374- 
cf 4-102 


-p. 375- 
a 4- 45 
4-141 

f 4-188 
cf 4-214 
e 6-226 
c 18-184 


c 16-440 


-p. 405- 
a 4 58 
f 11-360 


-p. 408- 
10-334 

c 23-192 
f 23-297 


-p. 412°- 
r 4-411 


-p. 414- 
c 24-144 


-p. 415- 
4-286 
4-539 
6-169 
6-172 
7- 60 
1- 14 
7-614 
9- 96 
9-490 

11-223? 

11-233 | 
14-513 
16-440 
17-370 
19- 45 
21-504 
26-243 


-p. 433- 
6-187 
6-544 
6-545 
8- 70 
8-131 
8-383 
8-391 
9-188 


aAar7TAAanann™dadm 


hhh QO “Hh Hh oh 

















VOL. 3 


16- 72 
18-101 
18-279 
18-434 


-p. 439- 
ef 3-536 
f 6-403 
| f 6-551 
f 17-414 
ec 11-384 


~p. 444- 
6- 28 
9- 9 
10-193 


-p. 447- 
7-435 
8- 68 


-p. 455- 
5-301 
6- 66 


-p. 460- 


c 26- 95 


| =p. 463- 
d 3-560 


-p. 468- 
d 3-560 
d 4-132 


-p. 475- 
ef 4-157 
s 4-388 
ce 4-418 


-p. 476- 
6-379 
6-573 
12-149 
21-110 
24-590 


VOL. 3 


cf 25-363 


-p. 486- 
ec 13-298 


-p. 491- 
r 5-130 


-p. 495- 
r 4-293 


-p. 496- 
6-359 
6-361 
6-362 
6-364 
8-100 
9-278 
9-394 

f 14-441 

c 25- 79 


hr Hh mh “hh Hh mh 


-p. 504- 
ma 6-337 
f 8-304 
f 10-241 
m 11-231 


-p. 521- 
f 4-284 
v 5-309 
f 6-33 
e 6- 39 
a 6-149 
ef 6-152 
f 6-159 
f 6-268 
f 6-403 
f 6-464 
f 8-166 
f 15-476 


-p. 529- 
f 9-155 


TABLE OF CITATIONS 


VOL. 3 


d 25-474 


-p. 546- 
d 5-366 


-p. 551- 
ef 4-157 


-p. 554- 
f 8-312 
ce 23-259 


-p. 557- 
s 4-134 


-p. 561- 
D 3-557 
s 4-134 


VOL.4 


-p.1- 
5-264 
15-487 
24-571 
26-593 


-p. 5- 

m 4-333 
cf 4-445 
ec 14-368 


VOL. 4 


-p. 43’- 
v 9-317 
d 14- 29 


-p. 44°- 
a 4- 73 


-p. 45- 
7-108 
8-125 
8-332 
10-388 

11-178 
13-441 
24-249 
26- 70 


-p. 46’- 
a 4-218 


-p. 47°- 
a §-155 
f 14-238 


ce 6-146 
ec 6-254 


-p. 56- 
ce 12-393 


-p. 58- 
5-322 
5-325 
5-326 
6- 90 
7-461 
9-150 
9-390 

25-507 


-p. 72- 
18-469 
21- 36 
22- 66 


-p. 73- 
10- 44 
10- 91 
14-368 
14-394 
19-425 
20-45 


ae We We ie nL) 


-p. 75- 
a 4-135 
s 4-174 
f 9-12] 


-p. 79- 
f 14-114 


-p. 80- 
ef 14-521 


-p. 82- 
s 3-103 


-p. 86- 
6-392 

f 8-462 
9-320 
9-516 
9-518 


mh oh Reh oh hh eh D Hh mh oh 


p 12-240 
f 23-171 


-p. 102- 
ce 11-102 


-p. 110- 
c 26-186 


-p. 113- 
f 6-418 


-p. 115- 
cf 22-180 


-p. 119- 
e 19-108 


-p. 125- 
f 6-245! 
f 6-245? 
f 6-444 


-p. 128- 
a T-32 


-p. 129°- 
f 6-442 


-p. 129*- 
f 6-284 
f 6-442 











| 








VOL.4 


ce 2-429 


-p. 131°- 
4-161 
5-154 
5-376 
7-403 


-p. 132°- 
r 4-369 
c 24-468 


-p. 134’- 
s 3-557 


-p. 135'- 
p 4-157 
f 20-179 


-p. 135- 
ef 5-174 


-p. 137- 
f 5-249 
ce 12-274 
ce 17-259 


-p. 146- 
ee 15- 14 
a 15- 14 
ec 15-404 


-p. 157- 
ec 3- 43 
p 4-135 
ee 5- 85 
ce T- 34 
f 7-563 
f 8-410 
f 9-121 
f 15-206 


-p. 160- 
f 6-473 
ee 10-416 
f 11-411 
f 15- 85 


TWENTY-SEVEN TRADE-MARK REPORTER 


VOL. 4 


— 


12-263 
12-364 
13-141 
13-342 
13-486 
14- 30 
15- 28 
15- 35 
17-556 
22- 80 
24- 69 


Th RO yen AR PRR hh rhAD Hehehe hh 


-p. 164- 
s 2-488 
s 8-150 
a 4-373 


-p. 165- 
ce 14-193 


-p. 168°- 
e 6-433 
f 11-271 


-p. 170- 
e 11-271 


-p. 172’- 
f 5-468 


-p. 173’- 
a 5-420 


VOL.4 


—>FhhO QO AA mA AO BO mh AO 


—_ 


+ 


24-241 


-p. 199- 
r 4-465 


-p. 202- 
r 7-381 
ce 7-389 
f 11-113 


-p. 209- 
ec 15-80 


-p. 214- 
f 17-492 


° OA yma Q “= eh mh oh Hh hh oh eh TP Hh oh eh hh OL OD Rh hh SI mb hh hh OL eh Hh Dh 


Ixviii 


= >. it 
VOL. 4 


p 12-472 
¢ 18-274 


-p. 219- 
4-524 
4-529 
6-281 
6-594 
7-271 

11-321 
12- 53 

14- 38 

14-292 

16- 38 
17- 64 

17-129 

17-137 

17-153 

17-194 
17-199 

17-234 
18-371 


QU PhO TOO Ph hHh hes 


-p. 221- 
f 12-368 


-p. 225- 
f 4-243 
f 4-244 
f 5- 90 
f 5-137 
dad 5-141 
f 6-362 
f 6-365 
f 6-366 
f 6-373 
f 6-377 
f 6-378 
f 6-492 
f 6-545 
f 6-550 
f 7-227 
f 7-474 
f 1-477 
f 7-486 
f 7-504 
f 8-10 
f 8-330 
d 10- 56 


VOL. 4 


ef 13-420 
ec 14-365 
e 15- 75 














iz) 


QD — Hh “hh Hh “| “h Hh 


° 


anata oO 


VOL. 4 


24-106 
24-236 
24-249 


-p. 279- 


| ef 4-319 


ATA A AA Amt ah 


5-211 
6-185 
6-189 
10-334 
14-420 
15-402 
17- 61 
17-371 
17-440 
22-323 
23-311 
24-572 


VOL. 4 


ef 17-363 


-p. 293- 
6- 90 
6-472 
6-473 
7-141 
7-625 
8-168 

14-258 
15-481 
17- 6 
17-463 
18- 8 
18- 70 
18-556 
19-509 
20-573 
21-467 
25-136 


oe in Bee -e he Ee ee ee ee Mn Be B) 


-p. 297- 
4-327 
5-267 
6-410 

11-403 
13- 11 
18-428 
19-108 


f 
¥ 
f 
f 
f 
c 
e 
f 
f 
f 
Pp 
c 
c 
P 
c 
c 


s 4-466 
m 5-127 


-p. 308- 
m_ 6- 53 
c 22-156 


-p. 323- 
f 6- 14 


f 
f 
f 
f 
f 
f 


f 


f 


TABLE OF CITATIONS 


VOL.4 VOL. 4 


f 6-286 
f 7-388 
c 19-186 


-p. 377- 
p 5- 33 


-p. 383- 
ec 25-516 


-p. 388- 
3-475 
5-267 
6-411 
6-418 
7-103 
7-177 


-p. 394'- 
f 6-394 


-p. 404- 
ec 19-442 


-p. 407'- 
f 6-244 
v 9-515 


-p. 407°- 


-p.356- |f 6-144 


6-387 
8- 91 | ~P-409- 
g- 99 | @ 5-295 
8-101 
9-394 -p. 410'- 


14-441 | P 5-116 


-p.362- | ~p.410°- 
11-268 | f 10-414 


-p.369- | -p.411’- 
5-338 |s 5-113 


lxix 


c 24-236 


-p. 415'- 
d 5- 82 
s 5-83 
ce 14- 86 


-p. 416- 
a 12-250 


-p. 417- 
cf 4-388 


-p. 418- 
f 10-324 
f 15-262 


-p. 419- 
5-122 
6- 65 
6-451 
6-452 
6-495 
7- 63 
7-387 
8-196 
8-322 
9-485 
9-492 

ce 10-820 

19-491 

93-171 

c 24-249 


hh mh oh Hh oh oh Hh oh oh 


O° > 


mo 


-p. 423- 
f 11-286 


-p. 425- 
m_ 6-103 
dad 6-105 
ce 6-144 
ce 6-146 


c 24-578 


-p. 434- 
c 12-429 
f 18-540 


-p. 440- 
f 5-190 
f 11-347 


-p. 444- 
f 6-240 


-p. 449’. 
f 6-284 
f 17-541 


-p. 449°- 
a 5-159 


-p. 452'- 
v 5-464 


-p. 452°- 
ce 4-456 
e 13-448 


-p. 453'- 
f 4-456 


-p. 453°- 
a 5-250 


-p. 455°- 
ee 4-343 
a 5-301 
ee 5-473 
ee 5-475 
c 26- 7 


-p. 463'- 
a 5-247 


-p. 463°- 
a 5-299 


-p. 465- 
f 5-384 











VOL.4 


c 15-174 


-p. 466- 
m 5-127 
f 6-418 


-p. 469- 
p 4-519 
f 5-214 
f 11-243? 


-p. 473- 
a 5-380 
f 6-126 
c 22-415 


-p. 506- 
ce 17-306 
f 20-330 


| -p.511- 
a 5-161 


-p. 519- 
c 25-315 


-p. 540- 
cf 7- 70 
f %- 72 
f T- 84 
f 7- 94 


-p. 556- 
cf 5- 46 
f 6- 51 
f T7- 88 
f 7-320 
f 17-321 


~p. 563'- 
a 6-137 


-p. 563°- 
f 6-144 


-p. 563*- 
f 5- 82 


AF 


Qac§dgws 


T 


AT ROO mT OT Rh RO Ded PARI HH Hh 


Laac) 


TWENTY-SEVEN TRADE-MARK REPORTER 


VOL. 4 


-p.1- 
2-123 
f 5-185 
5-186 
5-187 
6- 51 
6-126 
6-188 
6-332 
6-334 
7-120 
7-123 
7-182 
7-188 
7-475 
8-424 
9- 42 
9-251 
10-334 
11-192 
13- 87 
14-216 
15-441 
16-125 
16-439 
17-326 
17-371 
17-434 
18-935 
22-393 
23-513 
24-409 
25-291 


Q 


VOL.5 


25-533 
26-233 
26-531 


-p. 8- 
6-544 


-p. 14- 
f 10-280 


-p. 382- 
c 22-186 


-p. 33- 
4-378 
11-128 


20-559 


-p. 38- 
6-505 
8- 34 
12-202 

17-226 
17-267 
18- 10 
22-192 
24-106 
24-235 
24-251 
25-234 
26-486 


PRmOeOnanwsanna nna rn 


-p. 41- 
10- 40 
12-393 
13- 22 
13-373 


-p. 46- 
ef 4-556 
f 16-175 
cf 16-401 
c 26-633 


-p. 54- 
m_ 5-316 
c 9-195 
c 20-581 


Ixx 


VOL.5 


-p. 84’- 
f 5-460 


-p. 85- 
ee 3- 43 
ee 4-157 
cc 7- 34 
ce 10-258 


-p. 86- 
c 14-368 


-p. 87- 
7-150 
15- 30 
15-266 
16-240 
18-281 
18-517 
20-399 
Q1- 76 
22- 50 
26-243 


eam anann gf hm 


-p. 95- 
f 7- 41 


-p. 99- 
7-141 
7-315 
7-323 
7-366 
7-509 
7-571 


6-148 


-p. 108’- 
a 5-334 


VOL.5 


f 14-140 


-p. 109- 
ce 6-349 


-p. 113°- 
f 6-144 


-p. 113’- 
f 6-144 
ec 9-514 
ec 10-436 


-p. 114- 
ce 25- 40 


-p. 115’- 
s 6-146 
c 10- 54 


-p. 117'- 
v 9-317 


-p. 117’- 
f 6-287 


-p. 119- 
f 6-557 
f 7-387 
ce 10-320 


-p. 127- 
f 6-410 
f 6-418 


-p. 130- 
f 5-211 
ec 9-203 
ce 16-221 


-p. 134- 
f 6-362 


-p. 139- 
f 5-128 
vy T- 46 
v 7-181 
f 7-227 





ce 16-269 


-p. 141- 
s 6-465 
f 8-258 


-p. 147'- 
v 5-305 
D_ 6-247 
cf 14-276 


-p. 150- 
s 6- 94 


-p. 152- 
f 5-203 
d= 7-326 
f 14-221 
ec 14-348 
f 15- 85 


-p. 159- 
f 6-146 
f 14-348 


-p. 163- 
6-284 
6-347 
6-444 
7-611 
7-614 

10-357 

11-318 
13-298 

13-445 

24-530 

15-160 

15-208 

16-551 

17- 87 

17-317 
18-438 
19- 50 
19-127 
19-143 
19-187 

20-392 

20-569 


ST PmaWA2ARAA MART yp hhh hh 
































a >A OC > bh Hh 


Qamoenedsan hn 







VOL.5 





-p. 167- 
6-308 
6-505 
7- 41 
9-359 

14-266 
17-269 
17-385 
18- 10 


-p. 180- 
6-270 


1B 
f 10-334 


-p. 182- 


| f 5-190 


ef 6-102 


| f 6-403 


d 6-424 


-p. 185- 
cf 2-123 
ec §- | 


f 7-182 


e 14-330 


-p. 189- 


r  6- 88 


ef 6-102 


-p.192- 
f 6- 49 


-p. 197- 
f 9-122 
f 12- 29 


| @ 15-165 


f 17-195 


-p. 200- 
9- 71 
6-281 
7-271 
8- 30 
9- 72 
9-318 

10-248 
14-367 
16- 40 
16- 44 


VOL.5 


VOL. 5 


TABLE OF CITATIONS 


VOL.5 


VOL. 5 





-p. 203- 
ce 9-515 


-p. 204’- 
f 6-144 


-p. 205'- 
f 6-394 


-p. 205°- 
f 6-394 
f 6-597 


-p. 205°- 
f 6-144 


-p. 207- 
6-362 
7- 20 
9-202 
9-203 


10-106 
11-360 
19-159 
19-500 
20-573 
Q1- 75 
24-572 

-p. 212- 
f 8-333 
f 14-466 
c 24-140 

-p. 214- 


QO hm Oo hhh 


ec 21-430 


-p. 216- 
a 5-214 
¢ 12-202 


-p. 227- 
r 5-383 


-p. 230- 
ce 14-367 


-p. 236'- 
f 6- 51 
c 24-460 


-p. 236°- 
f 9-215 
ef 16-154 
ce 16-179 
c 16-306 


-p. 247- 
d_ 6-599 


-p. 250- 
v 5-424 


-p. 251- 
1 7-278 
8-277 
9-365 
10-379 
12-130 
13-135 
14-224 
14-234 
16- 90 
18- 59 
20-601 


ma n>o 
“A 


eeanaga 


~ 
~ 


-p. 254'- 
a 6-142 
cf 10-476 


-p. 258'- 
f 6-281 


-p. 261- 
6-509 
7-115 
7-124 
9-160 

12-274 


=r 


aA mA des 


ce 10-234 


-p. 269- 
f 6-418 


Ixxi 


-p. 273- 
cf 6-239 


-p. 276- 
v 6-496 


-p. 280- 
f T- 96 
f 9-200 
f 9-202 
f 9-203 
c 10- 37 
ec 14-17 
e 16-218 


-p. 282- 
f 17- 85 


-p. 295- 
5-465 
6-147 
7-218 
7-326 
8-314 
9-223 
9-507 
9-511 

14- 97 
20-270 
21-389 
23-349 


2 OAR hh “hhh ohm 


-p. 301- 
cf 5-473 
ef 5-475 
f 7-282 
14-524 
c 24-332 


ie) 


-p. 303- 
a 6-247 


-p. 306- 
f 5-398 
d_ 6- 44 
r 6-345 
f 6-505 
c 14-477 
c 15-214 


-p. 308- 
ce 6-384 
f 17-226 
c 18-475 


-p. 313- 
f 6-361 
f 8-102 


-p. 316- 
f 5-501 
f 6- 51 
f 9-195 
f 11-360 
c 26-476 


-p. 327- 
6-242 
6-281 
6-446 
6-595 
7-218 
7-219 
7-271 
7-285 
7-338 
7-342 
8- 30 
8-279 
8-314 
9-227 

10-258 
12- 53 
19-180 
20-464 
*f 22-971 


rh O hhh hh hhh HTH hy 


= 


-p. 330- 
5-329 
6-282 
7-271 
9- 72 
9-309 
10- 44 

12- 53 
13- 66 
13-119 

16- 38 

16- 40 


I ph OO hmm 


VOL.5 
-p. 332- 
ce 14-141 
-p. 334- 
c 16-344 
-p. 339- 
a 5-469 
v 5-492 
v 6-220 
c 9-102 
ec ll- 63 
e 192-119 
e 12-333 
-p. 351- 
ce 8-467 
f 12-129 
e 21-505 
-p. 353- 
ec 21-566 
ce 22-450 
-p. 358- 
s 6-425 
f 9-389 
-p. 366- 
f 6- 93 
-p. 369'- 
ec 9-434 
-p. 370- 
ce 10-436 
-p. 372°- 
f 6-390 
-p. 375- 
r 6-280 
-p. 376'- 
a 6-101 
r 6-529 
-p. 377- 
s 1-170 











VOL. 5 


-p. 382- 
9-192 
9-373 

15-208 
18-471 
20-186 
24-228 


-p. 388- 
ef 1-215 
cf 2- 45 
ef 8-465 
f 9-319 


-p. 392- 
f 6-418 


-p. 394- 
f 5-449 
D_ 17-426 
c 19- 50 


-p. 399- 
5-266 
13-406 
17-317 
19-109 
12-153 
23-393 


| =p. 417- 
| f 5-420 


-p. 425- 
ce 11-252 


-p. 427'- 
| ef 6-102 


| =p. 428'- 
| f 6-433 
f 13-479 


-p. 429- 
a 6-250 


-p. 433- 
f 1-475 


-p. 445- 
ec 9- 53 


c 18-279 


TWENTY-SEVEN TRADE-MARK REPORTER 


VOL. 5 


p 20-321 


-p. 464°- 
f 6-145 
a 6-341 
f 6-441 


-p. 466'- 
cf 6-102 
ef 6-142 
a 6-236 
d_ 6-581 
c 20-610 


-p. 473- 
4-343 


d_ 6-219 
r 7-159 


-p. 492- 
d_ 6- 97 
s 6-274 
f 12-381 
ce 12-386 


-p. 495- 
r 7-195 


-p. 505- 
f 6-438 


-p. 540- 
ce 16-164 


VOL. 6 


-p. 3- 
f 6-562 
f 6-564 


-p. 10- 
6- 35 
6- 38 
6-375 
8-155 
8-176 

10-209 
12-443 





VOL. 6 


f 13-304 
c 17-297 
ec 18-101 
ce 25-463 


-p. 16- 
e 10-209 


-p. 28- 
f 6-18 
cf 6-162 
f 6-577 
ce 8-173 
a 9- Q 
e 9-13 
f 9-127 
e 10-193 
f 13-426 
ef 14-425 
f 19-178 


-p. 33- 
c 18-228 


-p. 42- 
f 7-291 
f 8-297 
v 10-413 
cf 14-276 
ce 14-477 


-p. 46- 
t 3 
f % 1 
f 7-625 
ee 10-227 
ce 10-242 
f 13-210 


-p. 53- 
d= 7-120 
f 7-239 
f 7-584 
ec 9-203 
ce 16-584 


-p. 61- 
d_ 6-564 
f 11-128 
c 24-238 


xxii 


VOL. 6 


6- 61 


-p. 73- 
f 8-136 
e 10-129 


-p. 87- 
6- 99 
6-100 
7- 19 
7-203 
7-625 
9-462 

10-242 
11-360 
14-515 
15-499 
16-180 
17-182 
20-582 
23-163 
23-484 
24-106 
24-251 


am ™Rea Anna mna ™A 4 hme 


-p. 90- 
f 9-267 
c 18-302 


-p. 94- 
ee 6-344 


-p. 101- 
cf 6-142 
r 6-529 
ef 6-585 
f 17-271 
f 7-326 
cf 8-281 
f 9-364 
d 12-263 
p 13-343 
c 14-216 
d 17-556 


-p. 103- 
ee 6-144 
ce 6-146 
vy 6-254 


cf 8-406 


¢ 
{ 
c 


18-241 
20-179 
20-270 


-p. 139- 


ee 6-203 


oe ie Me eo ene Be) 


9- 70 
9-507 
11-110 
11-371 
15-380 
16-260 
20-82 
25-292 


-p. 141- 
6-435 
7-271 
7-326 
8-467 
9-364 











| VOL. 6 
| f 11-245? 


| f 11-269 
| f 11-354 
d 12-263 
| ef 13-342 
| ¢ 14-216 
| e° 15 3S 
| @ 17-254 

da 17-556 


-p. 142- 
f 6-437 
f 9-73 


-p. 144°- 
f 6-589 


-p. 144'- 
ee 6-103 
cc 6-146 
v 6-254 


-p. 145°- 
a 6-484 


-p. 145°- 
f 10-412 


-p. 146°- 
ee 6-103 
ce 6-144 
v 6-254 


-p. 147'- 
f 6-589 
| ec 14-440 


-p. 148- 
a 6-279 


-p. 149- 
6-318 
6-322 
6-403 
6-429 
6-517 
7-420 
7-466 
7-488 

cf 8-166 


= “h — “e “h ~h “h “h 





VOL. 6 


ae innata ft. ei Soeiici. ff. 2. i a. we 
~~ 


~ 
— 


QA™M2ZOA RRA RADHA RDA AUDA RMAAAD PRAa*aIs 


10-449 
Il- 95 
11-113 
11-149 
11-178 
11-211 
11-216 
11-211? 
11-221? 
11-257 
11-286 
11-295 
12-185 
12-393 
12-429 
12-443 
13- 94 
13-114 
13-129 
13-191 
13-195 
13-241 
13-260 
13-313 
13-350 
13-426 
13-431 
14-244 
14-255 
14-271 
14-366 
14-425 
14-466 
15- 19 
15-150 
15-185 
15-206 





>on 0nnnana here 


re -e e e Eee Se mec i. Beles mo ac lic ee Bee Be Esc oe 


gcganArnRmanAananna 


TABLE OF CITATIONS 


VOL. 6 


Cc 


20-283 
20-434 
20-458 
20-477 
21-120 
21-235 
21-363 
21-494 
21-595 
21-601 
21-612 
22-470 
23- 59 
23-131 
23-279 
23-388 





AAD OO Ae 


xxiii 


VOL.6 


26-126 
26-243 
26-515 


26-591 


-p. 163- 


26-594 


_-p. 169- 


6-369 
6-459 
6-468 
6-517 








VOL.6 


<8 2 p> OO eh Rehm 
® rw xX 


40a Ameo AaAaAan 


~ 


im 6-298 


f 7-8 
f 7-492 
c ll- 87 
f 14-420 
p 15-441 


-p. 191- 
f 7-416 
d 8 53 
f 8- 65 
f 9-192 
ec 10- 37 


-p. 195- 
ec 16-164 
f 18-446 


-p. 199- 
p 16-572 


-p. 203- 
ec 9-19 
20-494 

¢ 20-387 


-p. 206- 
f 7-164 
f 7-165 
ce ll- 63 


VOL. 6 


ef 15-483 


-p. 224- 
Se 
ef 8-128 
f 9-157 


-p. 236- 
6-579 
5-581 
6-582 
6-583 
7-271 
7-326 
9-364 | 

11-245? 

11-269 
12-263 
13-343 
17-556 


ag Ph Oh 


-p. 238- 
d 7-148 
c 18-274 


-p. 240°- 
ee 6-303 
ee 7-103 


-p. 241'- 
d_ 6-438 


-p. 244- 
f 7-599 


-p. 245'- 
r 6-483 


-p. 246'- 
a 7-278 




















VOL.6 


-p. 247- 
f 9-375 
ce 10-204 
f 18- 2 
ec 18- ll 
p 23-260 


-p. 252- 
a 7-294 


-p. 254- 
3- 87 

4- 52 
4-425 
6-103 

ec 6-144 
ec 6-146 


-p. 259- 
ce 10-241 
c 10-242 
e 12-17 


-p. 266- 
T- 85 

7- 87 
10-334 
11-100 
14-183 

. 15-476 
26-126 


-p. 274- 
f 7-626 


-p. 280- 
d_ 8s- 30 
f 14- 64 
f 16- 40 
c 20-604 


-p. 286’- 
f 6-286 
r 7-335 


-p. 287- 
a 7-535 


-p. 289- 
ef 8-374 
f 15-262 


ne! 


TWENTY-SEVEN TRADE-MARK REPORTER 


VOL. 6 


c 18-274 


f 21- 36 


-p. 298- 
cf 25-227 


-p. 300- 
f 6-589 
f 13-159 
cf 14-276 

14-458 
17-278 
18-112 
18-205 
19-499 
22- 96 


-p. 303- 
f 6-240 
f 6-318 
a 7-103 


-p. 310- 
s 6-482 
a 6-535 
ec 9-117 
ce 11-160 

12-231 
13-109 
14-400 
Q4- 57 
26-143 


-p. 319- 
cf 7- 72 
ef 7- 78 
f 7-332 
m 9-124 
ee 11-159 
v 23-388 


-p. 337- 
6-268 
6-471 
6-472 
8-100 

22-297 


-p. 345- 
ec 16-551 


VOL. 6 


17-317 
19-142 
19-145 
25- 27 


-p. 347- 
ce 18-205 
ce 18-438 


-p. 349- 
ce «=—«§-109 
9-242 
9-316 
13-243 
16- 81 
20-406 
26- 6 


lo) 


a2ag ® ot 


cf 14-276 


-p. 370- 
r 8-172 
ce 18-537 


-p. 384- 
ee 5-308 


-p. 385- 
c 26-211 


-p. 390°- 
a 7-272 


-p. 391- 
p 17-240 


-p. 392’- 
s 6-586) 


-p. 394- 
d 8-275 


VOL. 6 


-p. 395- 
f 6-500 
d 19-288 
e 21-516 


-p. 404- 
f 7- 83 
ec 21-601 


-p. 406- 
c 22-153 
cf 25-158 
c 25-585 
c 25-652 


-p. 414- 
a 7-353 


-p. 423- 
7-141 
7-324 
7-367 
7-572 

10-120 
12-209 
24- 4 


-p. 425- 
cf 7-466 
ec 13-203 


-p. 429- 
s 8-270 


-p. 430- 
ce 8-406 
ec 9-525 
ce 21-199 


-p. 431'- 
f 6-588 


-p. 433- 
m 9-194 


-p. 436- 
f 7-603 
f 8-468 


~p. 439- 
d 9-316 


lxxiv 


VOL. 6 


-p. 440°- 
a 7-277 
p 13-445 


-p. 442- 
a 6-430 


-p. 444'- 
f 6-444 
r 7-275 


-p. 445°- 
s 6-598 


-p. 446- 
f 11-321 
f 14-519 

-p. 447- 
r 7-216 
ce 14-387 

-p. 454- 
Ss 6-457 
s 8-113 


-p. 457- 


ce 10-322 


-p. 482- 
ce 14-400 


VOL. 6 


-p. 483- 
f 19-524 
ce 20-250 


-p. 484- 
f 6-576 
ef 13-444 


-p. 487- 
Ss 7- 43 
cf 7- 62 
ef 7-453 
f 7-486 
f 8-10 
ce 8-322 
cee 10-312 
ec ll- 87 
f 14-447 
d 19-343 


-p. 496- 
5-276 
11-360 
12- 29 
12-368 
296-143 


-p. 518- 
s 5-479 
s 6-522 


-p. 520- 
c 10-392 


-p. 522- 
s 5-479 
s 6-518 


-p. 529- 
ef 6-585 
cf 8-281 


-p. 535- 
f 8-238 
ce 9-117 
D. 11-159 
f 13-486 
cc 14-400 
c 26- 9 
ce 26-143 
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-p. 537- 
ef 7-490 
7-492 
8-330 
8-372 
10-202 
11-384 
12- 84 
12-401 
16-167 
21-290 
21-406 
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2 16-585 


-p. 561- 
d 19-414 
c 24-578 


-p. 567- 
ec 18-480 


-p. 570- 
r 7-293 
e 12-149 


-p. 574- 
r 7-266 
f 7-402 
ce 8-281 
f 11-269 
r 16- 51 


-p. 586'- 
s 6-392" 


-p. 586°- 
r 7-148 


-p. 587°- 
r 7-148 


VOL. 6 


-p. 589°- 
r 7-148 


-p. 590'- 
f 7-148 


-p. 591'- 
s 7-157 


-p. 592°- 
a 7-150 


-p. 597- 
p 26- 54 
ce 26- 71 
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-p. 1- 
ce 12-417 


-p. 7- 

cf 8-402 
c 10-449 
cf 15-295 
ec 23-147 
c 24-229 


-p. 12- 
ec 20-324 


-p. 16- 
ec 7-361 
f 7-508 
r 7-618 


-p. 20- 
f 12-169 
e 14-206 


-p 28- 
f 11-243? 


-p. 31- 
f 3249 
f 4 73 
f 9-227 
c¢ 12-222 


TABLE OF CITATIONS 
ee 


VOL.7 


c 18-469 


ec 20-544 
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9-522 
9-524 

12-221 
12-267 
15- 45 
16-357 
22-106 
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-p. 34- 
8-308 
9-358 
9-359 

11-354 
18-279 


-p. 42- 
f T7- 93 


-p. 43- 
ce 7- 62 
ce 7-453 
ef 13-356 
f 23-171 
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f 7-300 
d 11-286 
ec 16-269 
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c 18-519 
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-p. 50- 
ce 10-241 
f 13-302 
f 16-222 
ce 18-449 


-p. 54- 

f 8-305 

f 13-137 
24-229 
24-363 


-p. 62- 
f T- 44 
s 7-453 
r 8-321 
s 10-312 


-p. 80- 
f 7-626 
ef 13-338 
c 24-139 
c 24-453 
c 24-571 


-p. 95- 
f 9-200 
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7-247 

f 7-592 
10-388 
13-289 
13-391 
17-221 
24-266 


-p. 102- 
ec 10-388 


-p. 103- 
f 7-385 
ef 8-125 

10-222 
10-319 
11-178 
13-230 
14-524 
18-486 
19-288 
20-201 
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21-516 
23-387 
24-235 
25-216 
26-143 


-p. 108- 


c 26-512 
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7-239 
7-243 
7-583 
8-372 
9-204 

11- 87 

11-238? 

11-333 
13- 90 
19- 11 

20-573 

24-181 
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-p. 138- 
ma 7-137 


c 24-268 


-p. 139- 
7-323 
8-310 
0-116 


r 7-283 
ce 9-332 


-p. 152°- 
r 7-283 
ce 9-332 
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~p. 153'- 
d 8-281 


-p. 154- 
d 21-104 


-p. 155°- 
a 7-299? 


-p. 155*- 
d 9-506 
c 21-389 
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r 17-337 
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8-184 
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VOL.7 


ef 13-420 
ef 14-223 
f 16-341 


-p. 278- 
ce 8-153 
f 10-345 
f 16- 81 


-p. 281- 
c 10- 54 
ef 13-420 
p 13-445 
c 18-489 


-p. 283- 

7-327 
r 7-472 
ce 9-332 
c 10-249 
e 14-519 
f 16-132 
c 17-234 
f 17-392 
c 20-323 


-p. 286°- 
a 7-287! 
f 9-524 
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7-366 


-p. 318- 
ec 10-120 


-p. 324- 
cf 7-514 


-p. 327- 
f 9-524 
d 13-385 


-p. 329- 
f 9-517 
f 10- 93 
c 22- 2 


-p. 331’- 
a 8-147 
ec 9-514 


-p. 333°- 
f 9-517 


-p. 335’- 
r 8- 30 
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26-550 


-p. 340'- 
7-325 


-p. 340°- 


r 7-325 


-p. 342'- 
s  17-343' 


-p. 347'- 
f 9-517 


-p. 351'- 
ir 8-s3 


-p. 351°- 
dad 9-319 
| f 11-252 


-p. 360- 
ce 7-618 
r 8-386 


-p. 368- 
c 26-211 





-p. 371- 
ec 14-314 
f 17-100 
d 22-524 


-p. 374- 
f 7-602 


-p. 381- 
f 7-388 


-p. 388’- 
ce 4-202 
r 7-588 


-p. 389- 
ec 18-441 
ec 19-493 
c 24-370 





VOL.7 


19-351 


-p. 398- 
f 16-594 


-p. 399°- 
a 8-111 


-p. 400- 
c 21-545 
p 26- 54 


-p. 401’- 
ec 10- 55 
p 17-241 


-p. 403- 
f 8-281 
ce 8-460 


-p. 404'- 
8-155 
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-p. 430- 
f 9-376 


-p. 432- 
f 17-375 
c 25-490 


-p. 436- 
m 8- 37 
s 9- 16 
ec 9-250 
f 10-352 


-p. 453- 


Ss 7- 62 


-p. 458- 


f 13-206 | 
f 13-284 | 
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20-443 
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ce 14-206 
ce 14-210 


-p. 553- 
e 16-219 
c 25-376 
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e 9-515 
ec 20-450 


-p. 565- 
v 9-470 
f 9-480 
p 12- 84 
c 21-469 
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ec 16-356 


-p. 592- 
f 20-293 


-p. 595- 
e 13-448 
f 16-535 


-p. 596- 
c 24-235 


-p. 598- 
s 8-280 
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f 20-277 


-p. 600°- 
f 9-524 
c 17- 88 


-p. 600°- 
v 9-524 


-p. 601°- 
f 9-517 
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ce 9-515 
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20-190 
21-379 
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22-429 
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23-228 
24-228 
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c 8-388 
cc 9-267 
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12-381 
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-p. 28- 
v 9-317 
v 10-411 
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c 14-367 


-p. 30- 
c 21-324 
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e 11-104 
p 11-246 
f 16-132 
ce 20-256 


-p. 34- 
d 14-153 
c 16-189 
c 21-389 


-p. 37- 
a 9- 16 
ce 9-251 


-p. 48- 
d 1l1- 87 


-p. 50- 
s 8-208 
d 9-193 


-p. 58- 
m 9-182 
ec 9-393 
f 10-375 
c 14-196 


-p. 66- 
f 8- 53 


-p. 68- 
c 14-272 


-p. 96- 
8-259 
9- 59 
9-273 
9-391 

14- 47 
14- 57 
22-477 


-p. 103- 
ec 19-449 


-p. 111- 
ce 14- 82 
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ec 18-171 
c 25-664 


-p. 113- 
ec 23-506 
c 24-164 
c 24-332 
ef 25-363 


-p. 114- 
e 93-476 
‘¢ 23-491 
ce 24-479 
¢ 26-318 


-p. 121- 
ec 12- 53 


-p. 124- 
a 9-137 


-p. 129- 
f 8-398 
ec 9-188 
f 21-172 


-p. 133- 
ce 10-129 


-p. 147- 
ec 9-513 


c 22-262 


-p. 151- 
f 9-365 
ec 10- 58 
c 10-249 
f 10-288 
f 10-345 
f 10-378 
f 10-411 
f 11-252 
p 11-246? 
p 12-472 
f 14-283 


-p. 153- 
f 17-182 
c 17-234 


-p. 154- 
f 15-324 


-p. 155- 
f 8-461 
f 10-209 
f 11-247? 
f 21- § 


-p. 161- 
e 10-209 


. =p. 163- 
9-309 
10- 44 
10-205 
10-267 
1l1- 38 
1l- 95 
11-238? 
12- 53 
13- 4 
13-196 
13-311 
13-348 
13-352 
14-258 
14-281 
14-367 
14-424 
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15- 15 
15-107 
15-190 
15-208 
26-429 
15-300 
15-481 
15-483 
16- 19 
17-245 
17-129 
17-259 
17-160 
17-240 
18- 8 
18-121 
18-323 
18-466 
18-562 
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-p. 177- 
8-372 
9-242 

10-172 
10-319 
12-102 
12-397 
19-493 
21-2992 
22-467 
24-140 
24-275 
25-652 
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f 8-182 


-p. 180- 
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10-387 
11-231 
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-p. 183- 
dad 9- 85 
c 192-284 
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cf 12-405 
ec 19- 4 


-p. 193- 
p 16- 71 
c 19-149 


-p. 197- 
r 8-280 
ar 8-325 
ce 10-452 


-p. 208- 
ce 9-193 


-p. 220- 
d = 9-216 


-p. 225- 
d 14-227 


-p. 226- 
d 9-511 


-p. 228°- 
a 9-122 


~p. 229°- 
a 9-295 


~p. 229"- 
f 9-432 


-p. 230*- 
r 9- 68 


-p. 230°- 
v 9-520 
d 13-124 


-p. 231°- 
d 8-280 


-p. 233°- 
r 9- 67 


-p. 235- 
r 9- 74 


-p. 236'- 
r 9- 76 
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r 9-116 
r 13-109 
ce 14-400 


-p. 239’- 
r 9- 68 


-p. 239°- 
r 9- 68 


-p. 239- 
a 9-73 


-p. 240- 


f 26-227 


-p. 259- 
s 9- 59 
s 9-273 
s 9-391 
f 10-286 
f 14-377 
c 16-174 


-p. 267- 
e 13- 60 


-p. 269- 
11-333 
12-244 
13-203 
14-447 
23-436 
24- 5 


-p. 275- 
d 14-115 
f 14-447 


VOL. 8 


-p. 276°- 
c 10-436 


-p. 277'- 
cf 8-4625 
ec 16- 90 


-p. 277°- 
ce 9-364 
a 9-365 


-p. 278'- 
a 9-364 
ee 9-365 


-p. 278°- 
a 10- 93 


-p. 279°- 
a 10- 89 


-p. 279'- 
a 10- 86 


-p. 279°- 
a 9-226 


-p. 280- 
ce 12-262 


-p. 281'- 
s 10-439 


-p. 281°- 
a 9-364 


-p. 283- 
f 10-217 
p 11-397 
p 12-179 
ce 19-186 
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VOL. 8 


c 23- 
c 25-137 


-p. 296- 
f 14-228 
c 14-477 
c 19-137 


-p. 298- 
f 16-475 
Cc 24-225 
d 24-556 


-p. 310- 
ce 9-515 
f 10- 92 
r 10-255 


-p. 318°- 
r 10- 91 


-p. 321- 
c 10-170 
ce 10-314 
ce 17-221 


-p. 327- 
d 9-192 
ee 9-225 

9-373 
9-375 
12-473 
13-426 
18-476 


-p. 332- 
c 12-222 


-p. 353- 
d 25-655 


-p. 363'- 
ec 10-243 


-p. 366°- 
r 10- 90 
d 13-448 
e 15-155 


VOL. 8 


f 9-242 
10-205 
1l- 87 
11-220 


17- 54 | 


18-404 | 
19-102 | 


23-223 


-p. 379- 
ec ll- 87 
ce 18-101 


-p. 389- 
ce 9-354 
f 14-236 
p 16-572 
c 18-434 
c 19-140 
d 19-147 


-p. 395- 
9- 94 
9-190 

10-191 
14- 84 
17-507 
18-478 


-p. 405- 
f 10-143 
f 11-324 
c 25-196 


-p. 411- 
c 11-324 
c 17-502 


-p. 415- 
a 9-229 


-p. 456- 
f 15-541 
ec 16-180 
ce 20-581 


-p. 460- 
s 8-468 
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-p. 143- 
ce 19-366 





-p. 122- -p. 152- 
-p.77- | f Pia. 99 | ¢ 10-205 
r 11-124 | f 19-368 
f 16-373 |e 15- 45 -p. 164- 
ce 18-319 | f 15-332 | ¢ 10-205 
ec 18-480 
c 21-328 -p. 123- -p. 182- 
15-203 | f 13-303 
21-120 -p. 86- 21- 84 | © 14-197 
21-234 a 9- 82 21-328 | p 15-441 
21-498 23-384 | ¢ 18-279 
€ 
f 
€ 





annem) oOnaAnannanalnenelcanadank ams AO he. 4 


yw Or Or Or Or Gr 


aaa, OR 4 mmr*s 


° 
“> 


AAnARQnanawTenAamanan 


WD tO TW WH WH LW LO eo to & b 


21-612 -p. 43- -p. 87- 24-228 22-415 
22-133 cf 13-356 | ec 25-313 3. 
22-394 -p. 131- 5- 

13-313 22-406 ~p. 58- -p. 89- c 22-326 
13-350 a3- 59 |S 275 | ce 9-899 (c 25-142 | _. sag 
13-392 33-131 |S 9391 | ¢ 17-463 M9581 
13-426 93-279 -p. 68- ce 24-332 -p. 136- 
13-431 23-333 P5060 | ¢ 25-314 | d 9-507 
13-465 23-388 16-364 | ¢ 25-350 | f 10-205 a 
14-193 94- 42 17-176 | ¢ 26-308 | v 10-318 t 12-266 
14-202 24-165 18- 93 f 10-359 z 
14-244 24-492 18-274 -p.94- |c 11-178 
14-255 94-183 90- gg | @ 10-191 | f 11-192 -p. 196- 
14-258 %6- 8 p 11-2467 | ¢ 11-212 | ¢ 16-585 
14-271 26- 18 -p. 70- f 11-284 
14-367 96- 67 10-248 -p. 96- ce 12-231 -p. 198- 

d 

f 

f 

c 

c 

f 

f 

c 


« 


c 
d 
c 
c 
c 


5 
0 


] 
5 


ome ie cc cole) 


=~ 
— 


aa Ameo 


14-379 26-126 11-107 | ¢ 14-272 12-263 | e 10-190 
14-425 26-450 11-374 13-389 | p 16-572 
15-150 26-591 12-259 | -p.99- 14-166 | q 26-583 
15-352 16-40 | s 9-291 14-171 | 

15-292 -p. 15- 15-353 -p. 205- 
15-527 | c 9-251 | -p.73- -p. 104- 16-318 | c¢ 16-442 
16- 53 |e 10-172 ‘9-315 | ¢ 10- 79 17- 14 | f 21-293 
16-379 | f 11-383 | f 26-13 | f 10-401 17-463 | c 24-461 


e\artareaaennaan 


=~ 
jor 








wer es ea ce Sein Boos ie Nee Be ice ee ie ie) 











VOL.9 


-p. 222- 
12- 20 
12- 69 
13-220 
14-523 
19-211 
25-407 


-p. 225- 
f 12-468 
c 14-227 


-p. 227- 
e 10- 56 


| e@ 15-451 


f 18-260 


| e 18-469 


-p. 229- 
9-369 
10- 21 
10- 25 
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m 10-441 
|e 11-113 
ec 11-128 


-p. 245- 


| a 10-198 


| «p.247- 
om 10-350 


-p. 252- 
d 19-424 
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VOL.9 


-p. 256- 
f 9-457 
cf 12-286 


-p. 264- 
ce 15-145 


-p. 273- 
a 9-391 
f 20-433 
ec 21-637 
c 24 68 


-p. 279- 
ec ll- 93 
f 11-327 
f 11-384 
f 14-306 
ec 15-337 
ec 15-434 
ec 18-109 
ce 18-410 
f 19-292 
cf 22-463 


-p. 281- 
c 9-477 
ec 10- 19 
f 10-158 


-p. 283- 
ee 10-175 
ce 10-217 


-p. 301- 
e 19-109 


-p. 306- 
ce 13-124 


-p. 307- 
r 10-290 
c 11-264 


-p. 309- 
f 13-124 


-p. 310- 
c 9-515 


VOL. 9 


f 10- 92 


r 10-255 


-p. 314- 
r 10-381 
a 13-127 


-p. 318°- 
r 10-378 
f 14- 75 


-p. 318'- 
r 10-383 


-p. 318’- 
r 10-287 
f 11-266 


-p. 319*°- 
s 10- 52 
r 10-344 
f i1-264 
d 11-333 


-p. 320- 
f 11-271 


-p. 321- 
10-170 
10-312 
24- 51 
24-377 


-p. 321”- 
v 9-522 
f 9-524 
a 10-379 
ce 12-259 
d 21- 97 
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v 9-515 


-p. 324- 


f 26-227 


-p. 327- 
f 19-436 
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-p. 325”- 
a 10-289 
f 12-97 
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s 10- 52 
f 12- 97 
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f 9-519 


~p. 327- 
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f 21-379 
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-p. 340- 
a 10-295 
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e 20-323 


-p. 362- 
r 10-382 


-p. 364- 
10-288 
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17-555 
17-556 

20-79 


VOL.9 


-p. 367- 
ce 10-163 
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f 10-229 
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f 26-550 
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10-233 
14-441 
25-323 
25-517 
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d 14-227 
ef 14-276 


| ¢ 20-270 
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f 12-468 
cf 14-276 


| f 17-278 
; ¢ 18-206 
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11-230 
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11-277 
11-379 
12- 8 
12- 39 
12-139 
12-458 
16-328 
21-579 


-p. 429- 


26-227 


-p. 433- 
c 10-436 


-p. 441- 
ce 9-485 
cc 9-489 
ce 9-494 
f 17-167 


-p. 446- 
r 10-107 


~p. 469- 
e 12-332 
e 16- 11 


-p. 485- 
f 16-101 
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